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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name STARZ ENTERTAINMENT GROUP LLC
Granted to
Date 03/20/2003
of previous
extension
8900 Liberty Circle

Address Englewood, CO 80112
| UNITED STATES

David E. Sipiora

Townsend and Townsend and Crew LLP
Attorney Two Embarcadero Center, Eighth Floor

information | San Francisco, CA 94111

UNITED STATES

_denverteas@townsend.com Phone:303.571.4000

Applicant Information

Application No | 78292040 P“b(';:tit“’“ 09/21/2004
Opposition Opposition
Filing Date 03/21/2005  Period Ends 03/20/2005
McQualter, Gregory K.
Applicant 2 Pandanus Court Minyama Island
Minyama, Queensland, 4775




| AUSTRALIA

Goods/Services Affected by Opposition

Class 038.

All goods and sevices in the class are opposed, namely: Providing telecommucations
connections to a global computer network; online broadcasting of motion picture films,
television programs and radio programs; telecommunication services, namely,
transmission of music, sounds, images, text by means of a global computer network;
audio and video broadcasting services, namely, broadcasting pre-recorded audio and
video tapes, pre-recorded audio and video cassettes, pre-recorded audio and video discs;
providing multiple user access to local and remote audio and video sessions via a global
computer network.

19281-026200.pdf ( 4 pages )
Attachments  starz reg.pdf ( 2 pages)
starz theater reg.pdf ( 2 pages)




TTAB

Atty. File No. 19281-026200

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/292040
Published in the Official Gazette on September 21, 2004

Starz Entertainment Group LLC, )
)
Opposer, )
)
V. )
)
Gregory K. McQualter, ) Opposition No.
)
Applicant. )
)
)
)
)
)
)
)
NOTICE OF OPPOSITION

Starz Entertainment Group LLC (formerly known as Starz Encore Group LLC).
(“Opposer™), a limited liability company duly organized and existing under the laws of the State
of Colorado, having its headquarters at 8900 Liberty Circle, Englewood, Colorado, 801 12,
~ believes that it will be damaged by registration of the mark shown in Application Serial No.
78/292040, and hereby opposes such registration.

As grounds for opposition, Opposer alleges:

1. Opposer has adopted and continuously used the mark “STARZ!” since at least as
early as 1993, for services in International Classes 38 and 41, including cable and satellite
television broadcasting services and related entertainment services in the nature of cable and
satellite television programming. By virtue of such use, Opposer has established valuable

goodwill in the mark, and the public has come to associate the STARZ! mark with Opposer and



to know STARZ! as an indicator of products and services that emanate from Opposer. Opposer's

STARZ! mark is a famous mark well known to purchasers.

2. Opposer is the owner of various valid and subsisting U.S. trademark registrations
on the Principal Register for STARZ! and STARZ!-derivative marks, including Trademark
Registration Number 2,050,515 for STARZ! and 2,420,043 for STARZ! THEATER. Both of the
marks are registered for services in connection with “cable television and satellite television
broadcasting” in Ihternational Class 38 (hereinafter _referred to as "Broadcasting Services") and
“entertainment services in the nature of cable and satellite television programming” in
International Class 41 (hereinafter referred to as “Entertainment Services”). Copies of these
registrations are attached hereto as Exhibits 1 and 2. Opposer owns more than twenty (20)
registrations and applications for various STARZ! marks. For example, in addition to the two
above-identified registrations, Oppdser owns the following U.S. trademark registrations and

applications:

. U.S. Trademark Registration No. 2,623,610 for STARZ! CINEMA for
use in connection with Broadcasting Services and Entertainment Services;

. U.S. Trademark Registration No. 2,456,291 for STARZ! ON DEMAND
for use in connection with Broadcasting Services and Entertainment
Services;

° U.S. Trademark Registration No. 2,630,415 for STARZ SUPER PAK for
use in connection with Broadcasting Services and Entertainment Services;

. U.S. Trademark Registration No. 2,371,121 for STARZ! FAMILY for
use in connection with Broadcasting Services and Entertainment Services;

. U.S. Trademark Registration No. 1,985,590 for STARZ! PICTURES for
use in connection production and distribution of motion pictures and
television programs in International Class 41; and

o U.S. Trademark Application No. 78/559871 for STARZ. for use in
connection with video and audio broadcasting and transmission; television
broadcasting and transmission; cable and satellite television broadcasting,
subscription television broadcasting and transmission; video-on-demand
transmission; video and audio transmission via a global computer network
in International Class 38; and entertainment services in the nature of video
and audio programming; television and motin picture programming;
television and motion picture programming on a global computer network;



production and distribution of television and motion picture programming
for television broadcasting and transmission via a global compute network
in International Class 41.

3. Applicant filed Serial No. 78/292040 which is the subject of this Opposition, on
August 25, 2003, for STAR INTERNATIONAL for use in connection with various services in
International Class 38, including, inter alia, online broadcasting of motion picture films and
television programs; audio and video broadcasting services, namely, broadcasting pre-recorded
audio and video tapes. This application was filed on an Intent To Use basis and disclaims the
term "INTERNATIONAL" apart from the mark as shown.

4, Opposer adopted and used its STARZ! and STARZ!-derivative marks marks well -
prior to Applicant's filing date of August 25, 2003.

5. The goods and services identified in Application Serial No. 78/292040 for STAR
INTERNATIONAL are substantially similar and/or overlap with Opposer's goods and services
sold under its well known STARZ! mark and other Opposer marks containing or comprising the
term STARZ!.

6.  STAR INTERNATIONAL is substantially similar to Opposer's STARZ! and
STARZ!-derivative mark in appearance, sound, and meaning or cormotation.

6. As aresult of the public association of the well known STARZ! and STARZ!-
derivative marks with Opposer and the similarity of the STAR INTERNATIONAL mark to
Opposer's marks, consumers are likely to consider Applicant's services sold under the mark
STAR INTERNATIONAL as emanating from Opposer, and to confuse those services with those
of Opposer.

7. Registration of the mark in Application Serial No. 78/292040 and use of
Applicant's mark is likely to cause confusion, or to cause mistake, or to deceive, particularly as to
the source or origin of the goods and services with which Applicant uses its mark, to induce
purchasers to believe that the goods and services of Applicant are those of Opposer, or are

endorsed by, or are in some way affiliated or associated with Opposer.



8. If Application Serial No. 78/292040 for STAR INTERNATIONAL is permitted to
register, the registration by Applicant would presumptively entitle it to prima facie exclusive
ownership and rights to the mark STAR INTERNATIONAL and would, therefore, cause
confusion among consumers of the relevant services as to the separate and distinct sources of
Applicant's services and goods and Opposer's services and goods, and the relationship of
Opposer to Applicant, thereby damaging Opposer's goodwill in its STARZ! marks, diluting the
value thereof and causing Opposer's business and reputation irreparable harm, all to the detriment
of Opposer who has expended considerable sums and effort in promoting its marks.

Wherefore, Opposer prays that this Opposition be sustained and that registration of
Application Serial No. 78/292040 for STAR INTERNATIONAL be denied. A duplicate copy of
this Notice of Opposition is enclosed and the filing fee of $300.00 as required by 37 CFR 8§
2.101 and 2.6(a)(17) should be charged to this firm's Deposit Account No. 20-1430. The
Commissioner is also authorized to charge any additional fees which may be required, or credit

any overpayment, to that Deposit Account.

Respectfully submitted,

: TOWNSEND AND TOWNSEND AND CREW LLP
Date: March 21, 2005

By: S b — —

David E. Sipiora

Daniel S. Young

1200 Seventeenth Street, Suite 2700
Denver, CO 80202

(303) 571-4000

Attorneys for Opposer Starz Entertainment Group LLC
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Commissioner
of Patents and Trademarks, and that the Applicant is entitled to registration of the
Mark under the Trademark Act of 1946, as Amended,

A copy of the Mark and pertinent data from the application are a part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Bace Lhra

Commissioner of Patents and Trademarks




Int. Cls.: 38 and 41

Prior U.S. Cls.: 100, 101, 104 and 107
United States Patent and Trademark Office

Reg. No. 2,050,515
Registered Apr, 8, 1997

SERVICE MARK
PRINCIPAL REGISTER

STARZ!

ENCORE MEDIA CORPORATION {COLORADO
CORPORATION)

5445 DTC PARKWAY, SUITE 600

ENGLEWOOD, CO 80111

FOR: CABLE TELEVISION AND SATEL-
LITE TELEVISION BROADCASTING, IN
CLASS 38 (U.S. CLS. 190, 101 AND 104).

FIRST USE 10-1-1993; IN COMMERCE
10-1-1993.

FOR: ENTERTAINMENT SERVICES IN THE
NATURE OF CABLE AND SATELLITE TELE-

VISION PROGRAMMING, TN CLASS 41 (US.
CLS. 100, 101 AND 107).

FIRST USE 10-1-1993;
10-1-1993.

OWNER OF US.
1,931,819, AND 1,9472,.275.

IN COMMERCE

REG. NOS. 1,933,755,

SCR. NO. 75-046,761, FILED 1-22-1996.

STEVEHN R. FINE, EXAMINING ATTORNEY



EXHIBIT 2

CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Pateni and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office, that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Director of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10) years, unless

terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Acting Direcior of the United States Paserst and Trodemark Office




Int. Cls.: 38 and 41

Prior U.S. Cls.: 100, 101, 104, and 107

Reg. No. 2,420,043
Registered Jan. 9, 2001

United States Patent and Trademark Office

SERVICE MARK
PRINCIPAL REGISTER

STARZ! THEATER

ENCORE MZDIA GROUP LLC {COLORADO
CORPORATION)

5445 DTC PARKWAY, SUITE 600

ENGLEWOOD, CO 80111

FOR: CABLE AND SATELLITE TELEVISION
BROADCASTING, IN CLASS 38 (U.S. CLS. 100, 101
AND 104).

FIRST USE 6-25-1999; IN COMMERCE 6-25-1999.

FOR, ENTERTAINMENT SERVICES IN THE
NATURE OF CABLE AND SATELLITE TELEVISION
PROGRAMMING, IN CLASS 4| (U.S. CLS. 00, 101
AND 107).

FIRST USE 6-25-1939; IN COMMERCE 6-25-1999,

OWNER OF LS. REG. NOS, 1.933,755, 2,072.715,
AND OTHERS.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "THEATER", APART FROM THE
MARK AS SHOWN.

SN 75-694.886, FILED 4-30. |99y,

KIMBERLY PERRY, EXAMINING ATTORNEY



