Trademark Trial and Appeal Board Electronic Filing System. hitp://estta. uspto.gov

ESTTA Tracking number: ESTTA32981
Filing date: 05/12/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Proceeding

91163653

= Defendant

1 Arabella Textiles, LL.C
| Arabella Textiles, LLC
1 P.O. Box 1927

I New York, NY 10156

| James R. Steffen

' Faegre & Benson LLP

12200 Wells Fargo Center90 South Seventh Street
- Minneapolis, MN 55402

UNITED STATES

| jrsteffen(@faegre.com

+ AGREED REQUEST TO AMEND IDENTIFICATION OF GOODS
- AND CONSENT OF PARTIES

| Lance C. Venable

- pto_lcvi@ellisvenable.com

1 /Lance C. Venable/

105/12/2005

1 2005-05-12 Amendment to Delete Goods - Final.pdf ( 11 pages )




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

To the Commissioner for Trademarks
Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

In the matter of Application Serial No. 76/532304 published in the Official Gazette on

July 6, 2004

Creative Bedding Technologies, Inc.
Opposer Opposition No. 91163653

)
)
)
)
V. )
)
Arabella Textiles, LLC )

)

)

APPLICANT ARABELLA TEXTILES, LL.C’S AGREED REQUEST TO AMEND
IDENTIFICATION OF GOODS AND CONSENT OF PARTIES

Applicant and opposer have entered into a settlement agreement with regard to the
above matter. As part of the settlement, the parties have agreed to the amendment set
forth below.

The following amendment in the subject application is therefore requested. It is
respectfully requested that the Trademark Trial and Appeal Board approve the
amendment in accordance with 37 C.F.R. § 2.133(a).

Please amend the identification of goods
From: BASED ON USE-- Fabrics, namely towels and shower curtains

BASED ON INTENT TO USE-- Fabrics, namely window curtains, draperies, pot

holders, oven mitts, textile placemats, fabric table runners, table clothes not of



paper, textile cocktail napkins, quilts, bed blankets, decorative throws that are
printed, quilted, woven or jacquard, and bedding, namely sheets, pillowcases,
shams, and duvet covers.

To:  BASED ON USE-- Fabrics, namely towels and shower curtains
BASED ON INTENT TO USE-- Fabrics, namely window curtains, draperies, pot
holders, oven mitts, textile placemats, fabric table runners, table clothes not of
paper, textile cocktail napkins, quilts, bed-blankets, decorative throws that are

printed, quilted, woven or jacquard, and-bedding-namely sheets, pilloweases;
shams; and duvet covers.

Amendment to the identification of goods is requested herein to exclude goods to
the identification, according to 37 C.F.R. § 2.71(a). No addition to the identification of
goods is effected by this amendment. Opposer and applicant consent to the amendment
in accordance with 37 C.F.R. § 2.133(a) a copy of the agreement is included herewith.

In view of the foregoing, approval of the amendment by the Board pursuant to 37

C.F.R. § 2.133(a) is believed appropriate.

Respectfully submitted,

TN —

Laneé C. Venable

Attorney for Applicant Arabella Technologies, LLC
Ellis & Venable, P.C.

101 North First Ave., Suite 1875

Phoenix, Arizona 85003

(602) 631-9100 — Tel

(602) 631-9796 - Fax




Coexistence Agreement and Consent to Registration

This Agreement (the “Agreement”) is made and entered into on April 15, 2005 (“the Execution
Date”) by and between Creative Bedding Technologies, Inc., having a principal place of business at
300 Exchange Drive, Suite A, Crystal Lake, IL 60014 (“CBT") and Arabella Textil s, LLC, having a
principal place of business at 303 Fifth Avenue, Suite 1402, New York, NY 10016 (“Arabella™, CBT
and Arabella shall be collectively referred to herein as “the Parties.”

_ WHEREAS, CBT is involved with basic bedding products, including matitesses, comforters

and pillows; and

WHEREAS, CBT has used or intends to use the mark SOPHIA in the United States and
Canzada in connection with the following basic bedding goods: sleeping pillows, bocy pillows, pillow
cavers, pillow inserts, bed blankets, duvets, comforters, comforter inserts, shams, mettresses, mattress
pads, positioners, and stuffing for pillows and comforters (“CBT’s Goods”); and

WHEREAS, CBT wishes to obtain trademark Registrations in the United States and Canada for
the mark SOPHIA for CBT"s Goods: and

WHEREAS, CBT has filed Canadian trademark application no. 1,194,560 for the trademark
SOPHIA for the wares: pillows, comforters and stuffing for pillows and comforters (“CBT’s 560
Application”); and

WHEREAS, Arabella is not involved with basic bedding products, but rather is involved with
decorative textiles items for the home; and |

WHEREAS, Arabella has used or mtends to use the matk SOPHIA in the United States and
Canada for the followmg decorahve home textile goods: towels, shower curtains, window curtains,
draperies, pot holders, oven mitts, textile placemats, fabric table runners, table clothes not of paper,
textile cocktail napkins, decorative pillows, decorative throws, quilts, du'vet covers, sheet sets, pet

beds, floor cushions and tub mats (“Arabella’s Goods™); and
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WHEREAS, Arabella wishes to obtain trademark Registrations in the United States and
Canada for the mark SOPHIA for Arabella’s Goods; and
WHEREAS, Arabella has filed United States trademark application no. 75/532,304 for the
trademark SOPHIA for the goods: fabrics, namely towels, shower curtains, window curtains, draperies,
pot bolders, oven mitts, textile placemats, fabric table runners, table clothes not of paper, textile
cocktail napkins, quilts, bed blankets, decorative throws that are printed, quilted, woven or Jacquard,
and bedding, namely sheets, pilloweases, shatms and duvet covers (“Arabella’s ‘304 Application”); and
WHEREAS, Arabella has filed United States trademark application no. 78/198,578 for the
trademark SOPHIA. for the goods: furniture, namely pillows, floor cushions and pet beds (“Arabella’s
‘578 Application™); and
WHEREAS, Atrabella has filed Canadian trademark application no. 1,181,725 for the
trademark SOPHIA for the wares: fabrics, home furnishings, namely pillows, floor cushions and pet
beds; fabrics, namely towels, tub mats, curtains, drapes, pot holders, oven mitts, placemats, table
runoers, table clothes, cocktail napkins, blankets, quilts, throws and bedding (“Arabella’s <725
Application”); |
WHEREAS, CBT and Arabella desire to avoid any controversy between them regarding use
and registration of their respective marks and to minimize any risk of consuwer confusion arising from
their respective uses of the marks;
NOW THEREFORE, in consideration of the premises, mutual covenants and agreements set
forth herein, the actions of each party in fulfillment of the agreements set out belovr and other good
-and valuable consideration, the receipt and sufficiency of which are hereby mutually acknowledged,
CBT and Arabelia agree as follows:
L CET and Arabella, as the parties most familiar with the marketplace and most interested
in avoiding any likelihood of confusion, acknowledge and agree that they are unawars of any instance

of actual confusion since at least November 5, 2001, and that the marks do not create a Iikelihood of
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confusion duc to at least ( 1) the noted lack of evidence of actual confusion, despite concurrent use of
the marks, (2) the dissimilarity of CBT’s Goods and Arabella’s Goods; and (3) the dissimilarity of
established and likely to continue trade channels.

| 2. Arabella hereby consents to CBT"s use and registration of the trademark SOPHIA in the
United States and Canada with CBT’s Goads, will take no action directly or indirectly to interfere with
such use or repistration by CBT, and will reasonably assist in signing papers needed for such
registration by CBT. Arabella agrees to and shall execute the attached United States Consent and
Canada Consent concurrently with its execution of this Agreement. Arabella shall within 30 days of
the Execntion Date withdraw its Opposition to CBT’s 560 Application. Arabella will not use the
mark SOPHIA in the United States or Canada in contiection with CBT’s Goods.

3. Arabella shall within 30 days of the Execution Date act to amend. Arabella’s ‘304
Application to delete the following: “bed blankets,” “bedding, namely,” “pillowcases,” and “shams,”

4, Arsbella shall within 30 days of the Execution Date act to amend Arabella’s ‘578
Application to qualify the “pillows™ referenced in the application as “decorative pillovss.”

5. Arabella shall within 30 days of ﬁe Execution Date act to amend Arabella’s “725
Application (1) to qualify the “pillows”™ referenced in the application as “decorative: pillows,” (2) to
qualify “bedding” as “sheet sets and duvet covers,” and (3) to delete “blankets” from the wares.

6. CBT hereby consents to Arabella’s use and registration of the trademark SOPHIA in the
United States and Canads with Arabella’s Goods, will take no action ditectly or.indt:cctly to intetfere
with such use or registration by Arabella, and will reasonably assist in signing papers needed for such
registration by Arsbella. CBT agrees to and shall execute the attached United States Consent and
Canada Consent concurrently with its execntion of this Agreement. CBT shall with'n 30 days of the
Execution Date withdraw its Opposition to Arabella’s ‘304 Application. CBT will 110t use the yuark

SOPIHA in the United States or Canada in connection with Arabella’s Goods.
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7. CBT shall within 30 days of the Execution Date act to amend CBT’s *560 Application
to qualify the “pillows” referenced in the application as “sleeping pillows and body pillows.™

8. The Parties agree that they will not intentionally promote their respective goods in
connection with their marks in a manner which would be likely to cause confusion.

9. Each Party’s obligations hereunder shall terminate if, when and to the extent to which
the other party shall have abandoned or lost its proprietary rights in its respective mark.

10.  This Agreement will benefit and bind the parties and their respective: agents, officers,
directors, subsidiarics, parents, affiliates, licensees, successors and assigns, contains a complete
statement of all arrangements between the parties and supersedes all existing agreements between the
parties relating to its subject matter. This Agreement may not be changed orally. Both parties
represent that they have obtained the advice of independent counsel of their own choosing to review
the content of this Agreement and advise them as to the legal consequences. The failure of 2 patty to
insist upon a strict adherence to any term of this Agreement on any occasion will not be construed as a
waiver or deprive the party of the right thereafter to insist upon strict adherence to the terms or any
other term of this Agreement. Ali waivers must be in writing, If any provision of this Agreement is
invalid or wnenforceable, the balance of this Agreement will remain in effect, and ir’ any provision is
inapplicable to any circumstance, it will nevertheless remain applicable to all other circumstances,
Neither party will be considered as, or hold itself out to be, an agent of the other party, and nether party
may act for or bind the other party in any dealings with a third party. This Agreement is entered into in
- Illinois and will be governed by and construed in accordance with the internal substzntive laws of the
State of Illinois.

11.  The Parties warrant and reptesent to each other that each has full authority to enter into

this Agreement and to be bound by its terms,

#i# Signature Page Follows ##
4 of 5



IN WITNESS HEREOF, the parties have caused this Agreement to be signed by their duly

authorized officers.

Dated: -{Z:s’[m"

Dated: t /20 /05

Creative Bedding Technologies, Inc.

By: Wa’
Title: _fcesident

o LT,
By:

Title: p 04 'z'na( Cﬂf

Sofs



UNITED STATES CONSENT

Arabella Textiles, LLC (“Arabella™) hereby consents to Creative Bedding Technologies,
Inc. (“CBT”) using in the United States and obtaining a Registration on the United States
Principal Register for the trademark SOPHIA for the following basic bedding goods: sleeping
pillows, body pillows, pillow covers, pillow inserts, bed blankets, duvets, comforters, comforter
inserts, shams, mattresses, mattress pads positioners, and stuffing for pillows and comforters
(“CBT’s Goods™).

CBT hereby consents to Arabella using in the United States and obtaining a Registration
on the United States Principal Register for the trademark SOPHIA for the following decorative
home textile goods: towels, shower curtains, window curtains, draperies, pot holders, oven
mitts, textile placemats, fabric table runners, table clothes not of paper, textile cocktail napkins,
decorative pitlows, decorative throws, quilts, duvet covers, sheet sets, pet beds, floor cushions
and tub mats (“Arabella’s Goods™);

Without limiting the consent in the foregoing paragraph, CBT heresy consent to
registrations issuing to Arabella on the following existing trademark applications (after revision
to reflect the goods here listed): (1) United States trademark application no. 76/532,304 for the
trademark SOPHIA for the goods: fabrics, naruely towels, shower curtains, wiadow curtains,
drapeties, pot holders, oven mitts, textile placemats, fabric table runners, table clothes not of
paper, textile cocktail napkins, quilts, decorative throws that are printed, quil!:ed, woven or
jacquard, sheets and duvet covers; and (2) United States trademark application no. 78/198,578
for the trademark SOPHIA. for the goods: furniture, namely decorative pillows, floor cushions
and pet beds.

CBT and Arabella, as the parties familiar with the marketplace and most inerested in
avoiding any likelihood of confusion, acknowledge and agree that they are unaware of any
instance of actual confusion and that Arabella’s use of SOPHIA with Arabella’s Goods and
CBT’s use of SOPHIA with CBT’s Goods do not create a likelihood of confusion «ue to at least
(1) the noted lack of evidence of actual confusion, despite concurrent use of the merks; (2) the
dissimilarity of CBT’s Goods and Arabella’s Goods; and-(?;) the dissimilarity of trade channels.




Executedat C8T Executedat DCA

this 13~ day of Apal. 2005 this 20 day of Apri|2005
Creative Bedding Technologies, Inc. m Textil C
W %
Name: _TED LAZAWS Name: Dcloovatr Connoll Y

Title: P RECOEVT ' Tite: _Pres,olest




CANADIAN CONSENT

Arabella Textiles, LLC (“Arabella™) hereby consents to Creative Bedding Technologies,
Inc. (“CBT"”) using and registering in Canada the trademark SOPHIA (“CBT’s Trade-mark™) for
the following basic bedding wares: sleeping pillows, body pillows, pillow covers, pillow inserts,
bed blankets, duvets, comforters, comforter inserts, shams, mattresses, mattress pads positioners,
and stuffing for pillows and comforters (“CBT’s Goods™),

Without limiting the consent in the foregoing parvagraph, Arabella heredy consents to
registration issuing to CBT on revised trademark application 1,194,560 for the mark SOPHIA for
sleeping pillows, body pillows, comforters and stuffing for pillows and cornforters.

CBT hereby consents to Arabella using and registering in Canada the trademark SOPHIA
(“Arabella’s Trade-mark™) for the following decorative home textile wares: towels, shower
curtains, window curtains, drai:eries, pot holders, oven mitts, textile placemats, fabtic table
runnets, table clothes not of paper, textile cocktail napkins, decorative pillows, decorative
throws, quilts, duvet covers, shect sets, pet beds, floor cushions and tub mats (“Arabella’s
Goods™).

Without limiting the consent in the foregoing paragraph, CBT hereby consents to
Tegistration issuing to Arabella on revised trademark application 1,181,725 for the mark
SPOPHIA for fabrics, home furnishings, namely decorative pillows, floor cushions and pet beds;
Tabrics, namely towels, tub mats, curtains, drapes, pot holders, oven mitts, placemats, table
runners, table clothes, cocktail napkins, quilts, throws, sheet sets and duvet covers.

CBT and Arabella, as the parties familiar with the marketplace and most interested in
avoiding any likelihood of confusion, acknowledge and agree that they are unaware of any
instance of actual confusion and that Arsbella's Trade-mark and CBT’s Trade-mark do not
create a likelihood of confusion due to at least (1) the .dissimilarity of CBT’s Goods anc)l
Arabella’s Goods; and (2) the dissimilarity of trade charmels,



Executed at LAT Executed at PCA |
day of Agil, 2005 this 20 day ofAPA {, 2005

Creative Bedding Technologies, Inc. Arabella Textiles, LL(

@M’Tao LAZAKS N%Dﬁbcgg{?m% Connolly

- Title: . _PREJ1O0BAT Title: _fyzs taqtird'




