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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

_________________________________ x
AUTODELTA, INC,, :

Opposer,

v. :  Opposition No. 91163197

FIAT AUTO S.p.A, :

Applicant. : _ l
_________________________________ X 01-10-2005

U.S. Patent & TMOfc/TM Mail Rept Dt. #33
MOTION TO DISMISS

PLEASE TAKE NOTICE that Fiat Auto S.p.A., Applicant herein, moves pursuant to
Rule 2.116(a) of the Trademark Rules of Practice and Rules 9(a), 12(b) and 56 of the Federal
Rules of Civil Procedure to dismiss the Notice Opposition.

The grounds of this Motion, as are more particularly set forth in the accompanying
Affidavit of Albert Robin and Brief, are as follows:

(1) The opposition is filed in the name of AutoDelta, Inc. which is stated to be a
Wyoming corporation. (N. of Opp. Paragraph 1)

(2) As is set forth in the accompanying Affidavit of Albert Robin, according to the
records of the Wyoming Secretary of State, there is no Wyoming corporation named AutoDelta,

Inc.

“Express Mail” Mailing Label Number \ IR L “":‘L, B

I hereby certify that this paper or fee is being deposited with the United States
Postal Service “Express Mail Post office to Addressee” service under 37
C.F.R. 1.10 on the date indicated above and is addressed to the Commissioner for
T_rqdemarks, P.O. Box 1451, Alexandria, Virginia 22313-1451 on
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(3) While there was a Wyoming corporation named AutoDelta USA, Inc., and that
Wyoming corporation filed the trademark applications which are pleaded in the Notice of
Opposition, that corporation was dissolved on May 9, 2001.

(49 The putative Opposer, AutoDelta, Inc., a Wyoming corporation, has no legal
existence and thus lacks capacity to bring this opposition proceeding.

PLEASE TAKE FURTHER NOTICE that Applicant also moves, in the event the
instant motion is denied, for an extension of its time to answer the Notice of Opposition until ten
days after the decision denying the motion.

Dated: January 7, 2005
New York, New York

COWAN, LIEBOWITZ\& LATMAN, P.C.
By . L ( e l«l R
Albert Robin

1133 Avenue of the Americas
New York, NY 10036-6799
(212) 790-9246

Attorneys for Applicant
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Certificate of Service

Copies of the foregoing Motion to Dismiss and accompanying Affidavit of Albert Robin
and Brief in Support of Motion to Dismiss were served by first-class mail, postage prepaid, upon
Stephen M. Schaetzel, Attorney for Opposer, at Kilpatrick Stockton LLP, 1100 Peachtree Street,

Suite 2800, Atlanta, GA 30309-4530, this 7" day of January, 2005.

oo S K\ /
Ll L
Albert Robin
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

................................. x N

AUTODELTA, INC., : 01-10-2005
U.S. Patent & TMOfc/TM Mail Rept Dt. #33
Opposer,
V. : Opposition No. 91163197
FIAT AUTO S.p.A,

Applicant.

AFFIDAVIT OF ALBERT ROBIN

STATE OF NEW YORK )
COUNTY OF NEW YORK:) >

Albert Robin, being duly sworn, deposes and says:

1. I am a partner in the firm of Cowan, Liebowitz & Latman, P.C., attorneys for
Applicant Fiat Auto S.p.A., and I have knowledge of all of the proceedings heretofore had herein
and of all of the matters hereinafter set forth.

2. I'make this affidavit in support of Applicant’s Motion Pursuant to Rule 2.116(a) of the
Trademark Rules of Practice and Rules 9(a), 12(b) and 56 of the Federal Rules of Civil
Procedure to Dismiss the Notice of Opposition on the grounds that AutoDelta, Inc., the putative
Opposer, has no legal existence.

3. In Paragraph 1 of the Notice of Opposition, the putative Opposer, AutoDelta, Inc. is

alleged to be a Wyoming Corporation.
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4. According to the records of the Wyoming Secretary of State, there is no Wyoming
corporation named AutoDelta, Inc. and there is no subsisting Wyoming corporation with
“Autodelta”, “AutoDelta” or “Auto Delta” in its name. While there was a Wyoming corporation
named Autodelta USA, Inc. which was incorporated on January 30, 1997, that corporation was
dissolved on May 9, 2001.

5. This is an opposition to Applicant’s application to register AutoDelta and Design as a
trademark for items of clothing in Class 25, on the basis of Italian Registration No. 896381.

6. The opposition is based upon the putative Opposer’s prior use of “AutoDelta USA.”
According to Paragraph 3 of the Notice of Opposition, an example of Opposer’s use of
“AutoDelta” may be found at “autodeltausa.com” and is reflected in two Registrations, one
covering AUTODELTA USA, INC. for the importing automobiles and accessories (No.
2,691,454) and the other covering AUTODELTA USA and Design for the same services (No.
2,860,572) which the putative Opposer allegedly uses “pursuant to agreement.”

7. The history of these registrations only raises more questions of the identity of the
entity which is using the “AutoDelta” marks on which the opposition is based.

8. On September 22, 2000, a company allegedly named AUTODELTA, INC, a
Wyoming corporation, located in Nashville, Tennessee filed in the United States Patent and
Trademark Office Application Serial No. 76/133816 (the “’816 Application™) to register
AUTODELTA USA, INC. as a service mark for importing automobiles and accessories, in
Class 39.

9. On September 26, 2000, that same applicant filed in the United States Patent and
Trademark Office Application Serial No. 76/135396 (the “’396 Application”) to register

AUTODELTA USA and Design for the same services.
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10. The services in both applications were amended to importing automobiles and
accessories, in Class 35.

11. Title to both applications was changed to Karl Jordano by the recordal of a “Consent
of Sole Stockholder” of Autodelta USA, Inc., a Wyoming corporation, dated March 26, 2002,
which recited that Autodelta USA, Inc. was dissolved on May 9, 2001. These changes in title
occurred notwithstanding the fact that the applications were never in the name of Autodelta
USA, Inc.

12. On February 25, 2003, Registration No 2,691,454 issued to Autodelta, Inc., a
Wyoming corporation on the ‘816 Application, and on November 18, 2003 a new certificate was
issued to Karl Jordano.

13. On July 6, 2004, Registration No. 2,860,572 issued to Autodelta, Inc., a Wyoming
corporation on the ‘396 Application, and on September 11, 2004 a Certificate of Correction
issued to Karl Jordano.

14. In addition to the requirement of the Federal Rules that a party plaintiff named in a
proceeding have legal existence, there are additional reasons why the failure to name a legal
entity as Opposer makes in impossible for Applicant to defend.

15. The Notice of Opposition alleges that AutoDelta, Inc. is a Wyoming corporation, but
no address is given for that corporation. Similarly, while the Notice of Opposition refers to a
web site at “autodeltausa.com” on which a company named “Autodelta USA, Inc” offers to sell
“AUTODELTA USA” automobiles and automobile accessories, no address is given on that web
site for that business, and, as set forth above, Autodelta USA, Inc. was dissolved on May 9,
2001. Further, while Applicant is aware that Karl Jordano, who is the current owner of the

AUTODELTA registrations pleaded in the Notice of Opposition and his son, Alex Jordano, have
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claimed to be the owners of the “AutoDelta” name and mark in the United States, Applicant is
also aware of a July 11, 2003, press report referring to a “Carlo Giordano and his son,
Alessandro Giordano,” “the owners of Autodelta USA, Inc.” who were allegedly involved in the
importation of some Alfa Romeo/Autodelta sports cars.

16. Because the instant proceeding was not brought in the name of a party having a legal
existence, Applicant is unable to relate the matters set forth in paragraph 15 above to the issues
raised by the Notice of Opposition.

17. As the owner of the AUTODELTA registrations referred to and relied upon in the
Notice of Opposition, Karl Jordano could have opposed the instant application, and the fact that
he was not so named is curious, to say the least. In any event, the fact that there is no Wyoming
corporation named AutoDelta, Inc. entitles Applicant to a dismissal of the Notice of Opposition.

18. Applicant respectfully requests that the Notice of Opposition be dismissed and that
its application proceed to registration. However, since there is a possibility that the records of
the Wyoming Secretary of State are inaccurate, in the event that there is a subsisting Wyoming
corporation named AutoDelta, Inc. and this motion is denied, then Applicant respectfully

requests that its time to answer the Notice of Opposition be extended until ten days after the

&ann:

Albert Robin

decision denying its motion.

Subscribed and sworn to before me
this,zth day of January, 2005.

// LG LI bit? (f; fﬂ/ﬁ{%@ﬂ
Notary Public

ASTASIA ZHADINA
mWMIl’ubllc, State of New York
No. 02ZH6108385

alitied in New York County
cogtt‘nlsslon Expires April 19, 2008
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

_________________________________ ] A

AUTODELTA, INC,, : 01-10-2005
U.8. Patent & TMOfc/TM Mail Rept Dt. #33

Opposer,

V. : Opposition No. 91163197

FIAT AUTO S.p.A,

Applicant.

APPLICANT’S BRIEF IN SUPPORT OF MOTION TQO DISMISS
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

AUTODELTA, INC.,,
Opposer,
V. : Opposition No. 91163197
FIAT AUTO S.p.A,

Applicant.

APPLICANT’S BRIEF IN SUPPORT OF MOTION TQO DISMISS

The Application

Applicant, Fiat Auto S.p.A., of Torino, Italy, filed an application to register
AutoDelta and Design as a trademark for items in Class 25 based upon Italian Registration No.
896381. The application was accepted and published for opposition in the Official Gazette of
September 14, 2004.

The Notice of Opposition

After obtaining a thirty day extension of time to oppose, Opposer, AutoDelta, Inc., a
Wyoming corporation, filed the instant opposition on the basis of claimed use, “pursuant to
agreement” of “AutoDelta USA” in association with its importation of automobiles and
accessories, an example of which may be found at “autodeltausa.com,” and as reflected in
registrations of AUOTDELTA USA, INC. (No. 2,691,434) and AUTODELTA USA and Design

(No. 2.869,572) both covering importing of automobiles and accessories (N. of Opp. Paragraph
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3) and on use on associated or promotional products such as t-shirts, novelty toy items and
luggage (N. of Opp. Paragraph 5).
The Motion
Applicant moves to dismiss the Notice of Opposition pursuant to Rule 2.116(a) of the
Trademark Rules of Civil Procedure and Rules 9(a), 12(b), and 56 of the Federal Rules of Civil
Procedure. The ground of this motion is that according to the records of the Wyoming Secretary
of State there is no Wyoming corporation named “AutoDelta, Inc.,” and thus the putative
opposer lacks legal existence.
ARGUMENT
POINT I

THE ISSUES RAISED BY THE MOTION SHOULD BE DETERMINED BEFORE ANSWER

The instant motion is brought under Rule 2.116(a) of the Trademark Rules
of Practice, which states:

Except as otherwise provided, and wherever applicable and appropriate, procedure and

practice in inter partes proceedings shall be governed by the Federal Rules of Civil

Procedure.

The instant motion is also brought under Rule 9(a) of the Federal Rules of Civil
Procedure. Rule 9(a) states that while a party is not required to aver legal existence. However,
Rule 9(a) also states:

When a party desires to raise an issue as to the legal existence of any party, ... the party

desiring to raise the issue shall do so by specific negative averment, which shall include

supporting particulars as are peculiarly within the pleader’s knowledge.

Rather than raise this issue by affirmative defense and having to undergo the expense of

answering and discovery, Applicant has elected to bring this issue on by motion prior to answer
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as authorized by Rule 12(b) of the Federal Rules of Civil Procedure, and, since determination of
the motion may require matters outside the pleadings, as provided in Rule 56.
2 Moore's Federal Practice §902.6 at 9-15 (Mathew Bender 3d ed) states:
The defenses [lack of capacity, authority, or legal existence] are usually considered
timely if raised in the initial pleading, by motion to dismiss under Rule 12(b) for failure
to state a claim upon which relief can be granted, bymotion for summary judgment...

POINT II

MOTION SHOULD BE GRANTED

If the records of the Wyoming Secretary of State are accurate, then there is no Wyoming
corporation named AutoDelta, Inc., and the putative opposer lacks legal existence which is
required to file the Notice of Opposition.

Moreover, while the current record owner registrant of the AUTODELTA USA, INC.,
and AUTODELTA USA and Design marks and their user may have both the capacity to oppose
and a real interest in objecting to the instant application, the time for them to oppose has long
since passed. Any objection must await the issuance of a registration, at which time they will be
free to petition to cancel.

CONCLUSION

For the reasons set forth herein in the accompanying affidavit of Albert Robin, its is

respectfully requested that Applicant’s Motion to Dismiss be granted.
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If this Motion is denied, then Applicant respectfully requests that its time to answer the
Notice of Opposition be extended until ten days after the decision denying the motion.
Dated: January 7, 2005
COWAN, LIEBOWITZ & LATMAN, P.C.

By (/\X,UA/[ (‘?

Albert Robin

1133 Avenue of the Americas
New York, New York 10036-6799
(212) 790-9246
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