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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Service Experts Ine.
Granted to
Date 09/18/2004
of previous
extension

Service Experts Inc.

2140 Lake Park Blvd., 4T
Richardson, TX 75080
UNITED STATES

Address

Service Experts Inc.

2140 Lake Park Blvd., 4T

Richardson, TX 75080

UNITED STATES

pjorgensen(@pattonboggs.com Phone:202-457-6530

Correspondence
information

Applicant Information

Application No | 78202736 P“b(';:tit“’“ 07/20/2004
Opposition Opposition
Filing Date 09/17/2004 | Period Ends (09/18/2004
Applicant SERVICEMASTER BRANDS, I1.1..C.

Goods/Services Affected by Opposition



Class 036. First Use: 20030701 First Use In Commerce: 20030701

All goods and sevices in the class are opposed, namely: Providing extended warranties
and service contracts in connection with air conditioning and heating equipment,
plumbing and electrical systems and appliances

Class 037. First Use: 20021204 First Use In Commerce: 20030106

All goods and sevices in the class are opposed, namely: Installation, maintenance, repair
and replacement of air conditioning and heating equipment, plumbing and electrical
systems, and appliances, and water quality, conditioning and filtration units; air quality
consulting; gas log installations

Opposer is involved in a proceeding in the United States District Court, Eastern District
of Texas, Sherman Division, captioned Service Experts Inc. and Service Experts DFW
LLC v. The Servicemaster Company, Servicemaster Brands 1..1..C., and American
Residential Services 1..1..C. d/b/a ARS Service Express and d/b/a Service Express, CIVILL
CAUSE NO. 4:04 CV 215

Attachments | ARSServiceExpressOpp.pdf ( 13 pages )

Signature /Paul C. Jorgensen/

Name Service Experts Ine.

Date 09/17/2004




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/202,736, filed January 13, 2003. Published in
the Official Gazette on July 20, 2004.

)
SERVICE EXPERTS INC., )
. Opposer, )
)

v. ) Opposition No.
)
SERVICEMASTER BRANDS, L.L.C., )
Applicant . )
)

NOTICE OF OPPOSITION

Opposer SERVICE EXPERTS INC. (“Opposer” or “Service Experts”), a
Delaware corporation located and doing business at 2140 Lake Park Blvd, 4T,
Richardson, Texas 75080, believes that it will be damaged by registraiion of the mark set
forth in Application Serial No. 78/202,736 for the mark ARS SERVICE EXPRESS and
Design, and hereby opposes, by and through its undersigned attorneys, registration of

such mark.

As the grounds therefor, it is alleged that:

1. The mark sought to be registered by Application Serial No. 78/202,736,
ARS SERVICE EXPRESS and Design, was published on July 20, 2004 in the Official
Gazette for registration in International Class 36 for “providing extended warranties and
service contracts in connection with air conditioning and heating equipment, plumbing

and electrical systems and appliances”; and in Class 37 for “installation, maintenance,
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repair and replacement of air conditioning and heating equipment, plumbing and
electrical systems, and appliances, and water quality, conditioning and filtration units; air
quality consulting; gas log installations™ (“Application”). Said Application was filed on
January 13, 2003 by The Servicemaster Company and was based on use under Section
1(a) of the Lanham Act, 15 U.S.C. § 1051(a). The Servicemaster Company asserted a
first use date in Class 36 of July 1, 2003 (and, in commerce, of July 1, 2003), and in
Class 37 of December 4, 2002 (and, in commerce, of January 6, 2003). The application
was subsequently assigned to Servicemaster Brands, L.L.C. (“Applicant”) and the
assignment was recorded by the United States Patent and Trademark Office on April 30,

2003.

» 2. Opposer is a leading provider of heating, cooling and indcor air quality
saies, installation, maintenance, and repair service for residenﬁal, residential new
constfﬁction and light commercial markets acrosé the United States and Canada.
Opposer and its predecessors, Custom Air Conditioning, Inc. and Service Now, Inc., have
been engaged in providing such services for more than 14 years. As the sole service
business of its corporate parent, Lennox International Inc. (“LII”), Opposer provides

services through approximately 200 North American service centers.

3. Opposer is the owner of three United States Service Mark Registrations
for marks that feature the words SERVICE EXPERTS (“Service Experts Marks”):
SERVICE EXPERTS (Reg. No. 1,979,318), SERVICE EXPERTS SE and Design (Reg.

No. 2,321,333), and S SERVICE EXPERTS and Design (Reg. No. 2,655,797).
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4. Since at least January 1, 1990, long before the date of the Application,
Opposer has been using one or more of the Service Experts Marks in connection with
maintenance, repair and installation of air conditioners, heating, plumbing and electrical
equipment. Opposer has used one or more of the Service Experts Marks in connection
- with such services continuously since this date of first use, and continues so to use these

marks today.

5. On June 11, 1996, long before the date of the Application, Opposer (then
known as Service Now, Inc.) obtained United States Service Mark Registration No.
1,979,318 on the Principal Register for the mark SERVICE EXPERTS for use in
connection with “maintenance, repair, servicing and installation services for air
conditioning, heating, plumbing and electrical equipment” in International Class 37. That
Registration has become incontestable, and is thus conclusive evidence of -Opposer’s
exclusive right to use the SERVICE EXPERTS mark in commerce in connection with
services covered thereby. A copy of Opposer’s Registration No 1,979,318 is attached

hereto as Exhibit A.

'6. On February 22, 2000, long before the date of the Application, Opposer
obtained United States Service Mark Registration No. 2,321,333 on the Principal Register
for the mark SERVICE EXPERTS SE and Design for use in connection with
“maintenance, repair, servicing and installation services for air conditioning, heating,
plumbing and electrical equipment therefor” in International Class 37. A copy of

Opposer’s Registration No 2,321,333 is attached hereto as Exhibit B.

3804662v1



7. On December 3, 2002, over a month before the date of the Application
and the Applicant’s alleged dates of first use, Opposer obtained United States Service
Mark Registration No. 2,655,797 on the Principal Register for the mark S SERVICE
EXPERTS and Design for use in connection with “maintenance, repair, servicing, and
installation services for air conditioning, heating, plumbing and electrical equipment” in
International Class 37. A copy of Opposer’s Registration No. 2,655,797 is attached

hereto as Exhibit C.

8. Opposer and its predecessors have widely used the Service Experts Marks.
Opposer uses the Service Experts Marks prominently on fleets of service vehicles,

advertisements and promotional materials, on its website www.serviceexperts.com and

on LII's website, www.lennoxinternational.com. The Service Experts Marks are

recognized throughout the United States and Canada and on the Internet worldwide.

9. Opposer’s Service EXperts Mz;rks are symbolic of extensive goodwill and
consumer recognition in the United States, built up through the expenditure of substantial
amounts of time and effort in advertising and promotion by Opposer, its predecessors and
LIL As a result, the Service Experts Marks are associated in the minds of consumers

with Opposer and Opposer’s services.

10. By Application Serial No. 78/202,736, Applicant seeks to register the
mark ARS SERVICE EXPRESS and Design for services identical to and related to those
for which Opposer and its predecessors have used the registered Service Experts Marks

in the United States for nearly 14 years.
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11. There 1s no issue as to priority. As stated, the Application opposed hereby
was based on an alleged dates of first use in commerce of January and July 2003.
Opposer and its predecessors have used the Service Experts Marks for many years before

the Application filing date and alleged first use dates.

12. Applicant’s mark so resembles Opposer’s registered Service Experts
Marks as to be likely to cause confusion or to cause mistake or to deceive. Opposer and
its predecessors have used the Service Experts Marks in commerce, for services identical
and related to those covered by the Application, since well before the Application filing

date and alleged first use dates.

13. The mark sought to be registered consists of or comprises matter that may
disparage or falsely suggest a connection with Opposer, who has been and is now using
the Service Experts Marks and with whose services the Service Experts Marks are

associated.

14. The person to whom notification should be sent on behalf of Applicant is,
upon information and belief, P. Jay Hines, Oblon, Spivak, McClelland, Majer & Neust,

1940 Duke Street, Alexandria, Virginia 22314.

15.  This Opposition is timely, as Opposer has received an extension of time

up to and including September 18, 2004, within which to file this Opposition.

16.  This Opposition and Exhibits are being filed electronically through

ESTTA, pursuant to the Board’s rules. The filing fees are being paid through ESTTA.
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WHEREFORE, Opposer Service Experts Inc. prays that Application Serial No.
78/202,736 be refused registration and that this Opposition be sustained in favor of

Opposer.

Dated: September 17,2004 Respectfully submitted,

SERVICE EXPERTS

/J6§eph V Colaifhni
Paul C. Jorgengen
PATTON BOGGS LLP

2550 M Street, N.-W.
Washington, D.C. 20037
Telephone: 202-457-6000

Attormeys for Opposer
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CERTIFICATE OF DELIVERY

I hereby certify that a true copy of the foregoing NOTICE OF OPPOSITION is

being filed electronically with the TTAB via ESTTA on this day,/Séi)temb}:r 17,2004,

%W

# Joseph V. C;)lﬁianm

CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing NOTICE OF OPPOSITION
has been served on P. Jay Hines, Attorney for Applicant, by mailing said copy on this

day, September 17, 2004, via First Class Mail, postage prepaid to: P, Jay Hines, Oblon,

-~

e Joseph V COI}/anni
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EXHIBIT A

U.S. Trademark Registration for SERVICE EXPERTS
(Reg. No. 1,979,318)
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SEP-15-2014

15:29 LENNOX INTERNAT IONAL 972 497 5268 P.@S
)

}
i

Int. Cl.: 37

Prior U.S. Cls.: 100, 103 and 106

] Reg. No. 1,979,318
United States Patent and Trademark Offi;:e

Registered June 11, 1996

SERVICE MARK T
PRINCIPAL REGISTER L

SERVICE EXPERTS

SERVICE NOW, INC. (DELAWARE CORPORA.-
TION)

16141 NORTH OUTER FORTY DRIVE, SUITE
310

CHESTERFIELD, MO 63017

FFOR: MAINTENANCE, REPAIR, SERVICING
AND INSTALLATION SERVICES FOR AIR
CONDITIONING, HEATING, PLUMBING AND
ELECTRICAL EQUIFMENT, IN CLASS 37 (U.S.
CLS. 100, 103 AND 106).

FIRST USE
10-1-199%0.

OWNER OF U.S. .REG. NO. 1,779,388.

NQ CLAIM 1S MADE TO THE EXCLUSIVE
RIGHT TO USE “SERVICE", APART FROM
THE MARK AS SHOWN,

10-1-1990; IN COMMERCE

SER. NO. 74-606,296, FILED 12-2-1994.

CYNTHIA A, MANCINI, EXAMINING ATTOR.
NEY

08/15/2004 WED 18:18 [TX/RX NO 90811 005



EXHIBIT B

U.S. Trademark Registration for SERVICE EXPERTS SE and Design
(Reg. No. 2,321,333)
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SEP-15-20B4 15:23

Int. Cl.: 37
Prior U.S. Cls.: 100, 103 and 106

LENNOX INTERNAT IONAL

972 497 5268

Reg. No. 2,321,333

United States Patent and Trademark Office  Registered Feb. 22, 2000

SERVICE MARK
PRINCIPAL REGISTER

SERVICE EXPERTS, INC. (DELLAWARE COR.
PORATION)

SIX CADILLAC DRIVE, SUITE 400

BRENTWOOD, TN 37027

FOR: MAINTENANCE, REPAIR, SERVICING,
AND' INSTALLATION SERVICES FOR AIR
CONDITIONING, HEATING, PLUMBING AND
ELECTRICAL EQUIPMENT THEREFOR, IN
CLASS 37 (US. CLS. 100, 103 AND 106).

FIRST USE (0-1-1993; IN COMMERCE
10-1-1993.

OWNER OF U.S. REG. NOS. 1,779,388,
1,979,317, AND 1,979,318,

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “SERVICE", APART FROM
THE MARK AS SHOWN.

THE DRAWING IS LINED FOR THE
COLORS BLUE AND QRANGE.
SER. NQ. 75-635,284, FILED 2-5-(999.

RENE M. LAFORTE, EXAMINING ATTORNEY

P.o4

03/15/2004 WED 16:19 [TX/RX NO 89081] 4004




EXHIBIT C

U.S. Trademark Registration for S SERVICE EXPERTS and Design
(Reg. No. 2,655,797)

10
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SEP-15-2084 15:29

Int. Cl.: 37
Prior U.S. Cls.: 100, 103 and 106

United States Patent and Trademark Office

LENNOX INTERNAT IONAL

972 497 5268

Reg. No. 2,655,797
Registered Dec. 3, 2002

SERVICE MARK
PRINCIPAL REGISTER

AR ¢oryjce

SERVICE EXPERTS INC. (DELAWARE COR-
PORATION)

2100 LLAKE PARK BLVD.

RICHARDSON, TX 75080

. FOR: MAINTENANCE. REPAIR, SERVICING,
AND INSTALLATION SERVICES FOR AIR CONDI-
TIONING, HEATING. PLUMBING AND ELECTRI-
CAL EQUIFMENT, IN CLASS 37 (US. CLS. 100, 103
AND 106).

FIRST USE §-0-2000; IN COMMERCE 8-0-2000.

Experts

OWNER OF U.S. REG. NOS, 1,779.388, 1979317
AND OTHERS.

NO CLAIM 1§ MADE TO THE EXCLUSIVE
RIGHT TO USE “$ERVICE", APART FROM THE
MARK AS SHOWN,

SER. NO. 76:223.611, FILED 3-13-2001.

CHRIS WELLS, EXAMINING ATTORNEY

P.a3
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