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X
MASTERCARD INTERNATIONAL
INCORPORATED
Opposer, Opposition No.
V.
VALENCE TECHNOLGGY, INC.
Applicant.
X
NOTICE OF OPPOSITION

MasterCard International Incorporated, a Delaware corporation located
and doing business at 2000 Purchase Street, New York 10577-2509 (hereinafter referred
to as "MasterCard" or "Opposer"} believes that it will be damaged by the registration of
Application Serial No. 78/239,507, filed on April 18, 2003, by Valence Technology, Inc.
for the mark M-CHARGE for "batteries" in International Class 9, and having previously
been granted extensions of time to oppose hereby opposes same.

As grounds for this opposition, MasterCard alleges as follows:

1. MasterCard is an incorporated association of banks and other

domestic and foreign financial institutions whose purpose is, inter alia, to facilitate
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various financial services transactions, including the interchange of funds through
payment cards, on a worldwide basis. Among the many services MasterCard offers are
banking, credit and payment card services, electronic funds and currency transfer services
and electronic payment services, including electronic processing and transmission of
purchase transaction data. MasterCard also uses its MASTERCARD mark on various
items of hardware and software used to facilitate the transmission and exchange of
financial information by electronic means.

2. MasterCard has been in the payment card business since 1966 and
has become well and favorably known to members of the public, as well as to members
of the banking and financial services community, as a leader in its field. Opposer
initially owned and administered the celebrated MASTER CHARGE bank card program,
but since 1980 has owned and administered the MASTERCARD payment card program.
Since 1966, Opposer’s members have been granted licenses to use the marks MASTER
CHARGE and/or MASTERCARD in connection with the issuance of general purpose
payment cards, and to enroll merchants to accept those cards as a payment vehicle.
MASTERCARD and MASTER CHARGE branded payment cards have been issued to
hundreds of millions of cardholders worldwide, and accepted at tens of millions of
merchant locations. Hundreds of billions of dollars worth of purchases or cash advances
have been transacted using MASTERCARD and MASTER CHARGE payment cards. In
excess of a billion dollars has been expended over the years in advertising the MASTER
CHARGE and MASTERCARD marks to ensure the public’s association of those marks

exclusively with Opposer.
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3. The name MASTER CHARGE is still closely associated with
MasterCard. Consumers, merchants and member banks continue to use the MASTER
CHARGE mark to refer to Opposer. For example, thousands of point-of-sale decals
featuring the MASTER CHARGE mark still appear in merchant windows throughout the
country. Further, merchants and consumers still commonly refer to MASTERCARD as
MASTER CHARGE. In addition, MasterCard’s web site contains prominent references
to MASTER CHARGE. As a result, the public continues to associate the MASTER
CHARGE mark with Opposer. Indeed, MASTER CHARGE has long been and continues
to be exclusively associated with MasterCard and its predecessors. No entity other than
MasterCard (and its licensees) is authorized to use the aforementioned marks in the
United States.

4. For nearly forty years, Opposer’s famous marks have been
prominently presented on Opposer’s payment cards, advertisements, informational
literature and other promotional materials, including on the Internet. There are over
600 million MASTERCARD payment cards in circulation worldwide, which have been
issued by approximately 25,000 licensed member banks and financial institutions having
more than 200,000 branches. Approximately 300 million of these cards are currently in
circulation in the United States. Opposer’s MASTERCARD payment cards are accepted
at more than 22 million locations, including retail merchants, automated teller machines,
and cash advance locations. Indeed, MASTERCARD is currently one of the most
famous and widely recognized marks in the world, and MASTER CHARGE, as a result
of the long, extensive use made by MasterCard and its predecessors, and the fame which

that name achieved, is still widely associated exclusively with MasterCard.
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s. MasterCard is the owner of numerous United States Trademark
and Service Mark Registrations for its MASTERCARD mark in respect of the above-
referenced services and/or Class 9 products, including, inter alia, Registration Nos.
1,186,117, 1,257,853, 1,292,519, 1,604,606, 2,212,783, and 2,856,769, all of which
issued on the Principal Register and are valid and subsisting and in full force and effect.

6. Opposer also uses the designation "M", followed by the term
"CHIP", namely, "M/CHIP", in connection with its computer hardware and software
products in Intemational Class 9, and has used such mark since at least as early as
December, 2000, Opposer owns a registration for MASTERCARD M/CHIP, Reg. No.
2,729,633, in International Class 9, which covers a variety of computer software and
hardware products.

7. As a result of the care and skill long exercised by Opposer and its
predecessors in the sale of its many services and products, the supervision and control
exercised over the nature and quality of the services and products offered under
Opposer’s marks MASTER CHARGE, MASTERCARD, and M/CHIP, and the extensive
advertising, sale and public acceptance thereof, the aforementioned marks have acquired
an outstanding celebrity symbolizing the immense goodwill that MasterCard has created
throughout the United States. As a result of its reputation for excellence, the marks
MASTER CHARGE, MASTERCARD and M/CHIP enjoy tremendous goodwill and
have become assets of incalculable value as symbols of MasterCard’s services and

products.
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8. Upon information and belief, on April 18, 2003, Applicant filed a
federal trademark application to register the alleged mark M-CHARGE on an intent-to-
use basis for "batteries."

9. There is no issue as to priority. Opposer's marks MASTERCARD
and MASTER CHARGE have been extensively used, advertised and promoted by
Opposer, long before the filing date of the opposed application and prior to Opposer’s use
of its alleged mark. Additionally, Opposer has been using its M/CHIP mark continuously
since December, 2000, which is also prior to the filing date of the opposed application
and prior to Applicant’s use of the alleged mark M-CHARGE.

10. The goods covered by the opposed application are of the type
typically offered to the general public. Accordingly, the goods which are to be offered by
Applicant under the alleged mark M-CHARGE will be encountered by the same or a
similar class of purchasers as those who are familiar with the financial and other related
products and services long offered by Opposer under its famous MASTER CHARGE and
MASTERCARD marks, as well as its M/CHIP mark.

11.  Applicant’s alleged mark M-CHARGE so resembles Opposer’s
aforementioned marks, including MASTER CHARGE, as to be likely to cause confusion,
to cause mistake or to deceive, with consequent injury to Opposer and the public,
Accordingly, Applicant’s alleged mark is not entitled to registration pursuant to 15
U.S.C. §1052(d).

12. Specifically, and without limitation, the marketing and sale of
Applicant’s aforementioned goods under the alleged mark M-CHARGE is likely to cause

consumers to believe that Applicant’s goods are those of Opposer, or that Applicant’s
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goods are connected with those of Opposer, or that Applicant is somehow related or
sponsored by Opposer.

13.  Further, Opposer’s marks MASTER CHARGE and
MASTERCARD are strong and, indeed, famous, thereby qualifying them for protection
from dilution under section 43(c) of the Lanham Act.

14.  Applicant’s alleged mark M-CHARGE will lessen the capacity of
Opposer’s famous and distinctive MASTER CHARGE and MASTERCARD marks to
distinguish and identify Opposer’s services from those of others, thereby diluting the
distinctive quality of said famous and distinctive marks in violation of 15 U.S.C.
§1125(c). Accordingly, Applicant's alleged mark is not entitled to registration under 15
U.S.C. § 1052(5).

15.  Opposer will be damaged by the registration sought by Applicant
within the meaning of 15 U.S.C. §1063 because such registration would support and
assist Applicant in the confusing, misleading and dilutive use of Applicant’s alleged mark
and would give color of exclusive statutory rights to Applicant in violation and

derogation of the prior and superior rights of Opposer.
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WHEREFORE, Opposer prays that this Notice of Opposition be sustained

and that the registration sought by Applicant be denied.

Respectfully submitted,

Dated: June 2_3, 2004 By: Q‘L/{‘ U&) c_._/

Russell H. Falconer
Robert M. Wasnofski, Jr.
Gregory M. Poehler
BAKER BOTTS L.L.P.
30 Rockefeller Plaza
New York, NY 10112
(212) 408-2564
Attorneys for Opposer

CERTIFICATE OF MAILING

I hereby certify that the original and a copy of this Notice of Opposition are being
deposited with the United States Postal Service as First Class Mail, with sufficient
postage, in an envelope addressed to: BOX TTAB FEE Commissioner for Trademarks,
2900 Crystal Drive, Arlington, Virginia 22202-3514.

Jure 29, 2oy QVQ\J‘{* b\)e.\//.____

Date of Deposit Robert M. Wasnofski, Jr.
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Al []

30 ROCKEFELLER PLAZA AUSTIN

44TH FLOOR BAKU
NEW YORK, NEW YORK  DALLAS
BAKER BOI l S LLP 10112-4498 HOUSTON
212,408,2500 LONDON
FAX 212.408.2501 NEW YORK
WASHINGTON

June 28, 2004
Robert M. Wasnofski, Jr.
(212) 408-2598
Fax: (212) 259-2598
robert.wasnofski@bakerbotts.com

VIA FIRST CLASS MAIL

|
Commissioner for Trademarks

BOX TTAB FEE
2900 Crystal Drive TTAB
Arlington, VA 22202-3514

Re: Mark : M-CHARGE ”""]
Aoplicant . Valence Teehnology, Inc. FOO AT
Serial No. : 78/239,507 06-30-04
Fi : 1
1led_ : Aprl 18, 2003 U.8. Patent & TMOfc/ T Mail R
Published : December 30, 2003 oo

To the Commissioner for Trademarks:

We enclose for filing on behalf of Opposer, MasterCard International
Incorporated, a Notice of Opposition to the above-captioned mark.

A check in the amount of $300.00 is enclosed to cover your filing fee. If the fee
enclosed is found to be inadequate, please draw the additional amount from our Deposit Account
No. 02-4377.

Respectfully submitted,

BAKER BOTTS L.L.P.

oy 2l b (e /

Robert M. Wasnofski-3t.
Attorney for Opposer

30 Rockefeller Plaza
New York, NY 10112

Enclosure
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