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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Cheeseburger in Paradise, Inc
Granted to
Date 09/15/2004
of previous
extension

Cheeseburger in Paradise, Inc
73875 Highway 70
Portola, CA 96122
UNITED STATES

Address

Vito A. Canuso III

KNOBBE MARTENS OLSON & BEAR, L.LLP
Attorney 2040 Main Street; 14th Floor

information | Irvine, CA 92614

UNITED STATES

efiling@kmob.com Phone:(949) 760-0404

Applicant Information

Application No | 78211429 P“b;l:ti“"“ 05/18/2004
Opposition Opposition
Filing Date 07/12/2004 Period Ends 09/15/2004
Applicant Buffett, Jimmy




Goods/Services Affected by Opposition

| Class 021. First Use: 20020601 First Use In Commerce: 20020601
All goods and sevices in the class are opposed, namely: Beverage glassware, shot glasses
and foam drink holders

Applicant Information

| Application No | 78211430 P“b;‘:;t“’“ 05/18/2004
Opposition Opposition
Filing Date 07/12/2004 Period Ends
Applicant Buffett, Jimmy

Goods/Services Affected by Opposition

Class 021. First Use: 20020601 First Use In Commerce: 20020601
All goods and sevices in the class are opposed, namely: Beverage glassware, shot glasses

and foam drink holders

Applicant Information

Application No | 78211432 P“b;‘:ttt“’“ 05/04/2004
Opposition Opposition
07/12/2004 :
Filing Date . Period Ends
Applicant Buffett, Jimmy

Goods/Services Affected by Opposition

' Class 025. First Use: 20020601 First Use In Commerce: 20020601
All goods and sevices in the class are opposed, namely: Clothing, namely shirts, T-shirts,
sweatshirts and baseball caps

Applicant Information

Publication

 Application No | 78211448 date

| 07/06/2004




Opposition Opposition
Filing Date 07/12/2004 '\ Period Ends | 08/05/2004

Applicant  Buffett, Jimmy

Goods/Services Affected by Opposition

Class 041. First Use: 20020601 First Use In Commerce: 20020601

All goods and sevices in the class are opposed, namely: Nightclub services and providing
information in the field of nightclub services, namely live entertainment event calenders,
location information and driving directions via the Internet

Class 043. First Use: 20020601 First Use In Commerce: 20020601

All goods and sevices in the class are opposed, namely: Restaurant and bar services, and
providing information in the field of restaurant and bar services, namely food and drink
menus, location information and driving directions via the Internet

Application No | 78211449 P“b(';:ti“"“ 07/06/2004
Opposition Opposition
Filing Date 07/12/2004 Period Ends 08/05/2004
Applicant  Buffett, Jimmy

Goods/Services Affected by Opposition

Class 025. First Use: 20020601 First Use In Commerce: 20020601
All goods and sevices in the class are opposed, namely: Clothing, namely shirts, T-shirts,
sweatshirts and baseball caps

Cheeseburger In Paradise, Inc., v. Jimmy Buffett Opposition No. 91159413

Attachments  chsbrgr049m.pdf ( 6 pages )

Signature /Vito A. Canuso III/

Name Vito A. Canuso III

Date 1 07/12/2004




CHSBRGR.049M TRADEMARK
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.
Application Serial Nos.:
78/211,429, 78/211,430,
78/211,432, 78/211,448,
78/211,449

CHEESEBURGER IN PARADISE, INC.,
Opposer,

V.
I hereby certify that this correspondence and all
marked attachments are being transmitted by
electronic mail to the United States Patent and
Trademark Office at http://www.uspto.gov_on

JIMMY BUFFETT,

Applicant. July 12, 2004

7 Vil A Canuso Il
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CONSOLIDATED NOTICE OF OPPOSITION

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

ATT: BOX TTAB FEE

Dear Sir:

Opposer, Cheeseburger In Paradise, Inc., located and doing business at 73875 Highway
70, Portola, California 96122 (hereinafter referred to as “Opposer”), believes that it is or will be
damaged by the registration of the marks shown in Application Serial Nos. 78/211,429,
78/211,430, 78/211,432, 78/211,448, and 78/211,449 filed by Jimmy Buffett (hereinafter referred
to as “Applicant”) and therefore opposes the same.

The description of Applicant’s marks is as follows:



Mark:
Serial No.:
Filing Date:

Publication Date:

Class:
Goods:

Mark:
Serial No.:
Filing Date:

Publication Date:

Class:
Goods:

Mark:
Serial No.:
Filing Date:

Publication Date:

Class:
Goods:

Mark:
Serial No.:
Filing Date:

Publication Date:

Class:
Goods/Services:

Husmungrlf
b Pavantse

78/211,429

February 5, 2003

May 18, 2004

21

Beverage glassware, shot glasses and foam drink
holders

R

78/211,430

February 5, 2003

May 18, 2003

21 -
Beverage glassware, shot glasses and foam drink
holders

HEESEB“R&&{
Cuepspounge,

78/211,432

February 5, 2003

May 4, 2004

25

Clothing, namely shirts, T-shirts, sweatshirts and
baseball caps

Hicsmun&itf
Ot Pavadist

78/211,448

February 5, 2003

July 6, 2004

41, 43 ,
Nightclub services and providing information in the
field of nightclub services, namely live
entertainment event calendars, location information
and driving directions via the Internet in Class 41;
Restaurant and bar services, and providing
information in the field of restaurant and bar
services, namely food and drink menus, location
information and driving directions via the Internet
in Class 43 [excludes Hawaii]

-
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Mark: W

Serial No.: 78/211,449

Filing Date: February 6, 2003

Publication Date: July 6, 2004

Class: 25 '

Goods: Clothing, namely shirts, T-shirts, sweatshirts and
baseball caps

1. Opposer is the owner of U.S. Trademark Registration No. 1,765,057 for the mark
CHEESE BURGER IN PARADISE and Design, shown below, for restaurant and bar services in
Hawaii.

CHEESE (35) BURGER

TN DDA Do

This registration is valid and subsisting and issued on April 13, 1993. The registration identifies
a date of first use in commerce of October 25, 1989. By virtue of Opposer’s compliance with the
provisions of Section 15 of the Lanham Act, 15 U.S.C. § 1065, Opposer’s right to use the mark
depicted in Registration No. 1,765,057 is incontestable.

2. Opposer is the owner of U.S. Trademark Registration No. 2,795,196 for theh mark
CHEESE BURGER and Design, shown below, for “promotional merchandise, namely,
ornamental novelty pins, ornamental novelty buttons” and “household utensils, namely, pots,
frying pans, spatulas, serving spoons, and mixing spoons; containers for household or kitchen
use; trivets; coasters not of paper or table linen; dishes; beverage glassware; water bottles sold

empty; and mugs.”

CHEESE (@Y BURGER

This registration is valid and subsisting and issued on December 16, 2003. The registration is
based on an application filed November 2, 1999 and identifies a date of first use in commerce of

February 1, 1990.



3. Opposer is the owner of U.S. Trademark Registration No. 2,810,903 for the mark
CHEESE BURGER and Design, shown above in Paragraph 2, for restaurant and bar services.
This registration is valid and subsisting and issued on February 3, 2004. The registration is based
on an application filed on November 2, 1999 and identifies a date of first use in commerce of
February 1, 1990.

4. Opposer is the owner of U.S. Trademark Application Serial No. 75/981,924 for
the mark CHEESE BURGER and Design, shown above in Paragraph 2, for “headwear; footwear;
and clothing, namely, caps, shirts, t-shirts, tanktops, blouses, jackets, coats, sweaters, sweatshirts,
shorts, pants, beachwear, swimwear, swimsuits, pareos, caps, visors, and hats” in Class 25. This
application was filed on November 2, 1999 based on Opposer’s bona fide intent to use the mark
in commerce in connection with the goods. The application has been allowed.

5. Opposer is the owner of the mark CHEESE BURGER RESTAURANTS and

Design, shown below.

CHEESE 3 BURGER
RESTeAURAN-T-E

Since at least as early as 1999, Opposer has continuously used this mark in connection with
restaurant and bar services as well as various promotional merchandise and clothing items.

6. Opposer is the owner of the mark CHEESE BURGER MAI TAIS & ROCK ‘N
ROLL and Design, shown below.

CHEESE g) BURGER

MALTAIS &« ROCK-N-ROLL"
A bt

Since at least as early as 2000, Opposer has continuously used this mark in connection with
restaurant and bar services as well as various promotional merchandise and clothing items.
7. Opposer i1s the owner of the mark CHEESE BURGER AT THE OASIS and

Design, shown below.



CHEESE () BURGER
AT * TrHEE » OsAS+5”

Since at least as early as 2001, Opposer has continuously used this mark in connection with
restaurant and bar services as well as various promotional merchandise and clothing items.

8. Long prior to the acts of Applicant, Opposer has been and is now using the
aforementioned trademarks in connection with restaurant and bar services, clothing, promotional
merchandise, and household utensils, including beverage glassware (hereinafter collectively
referred to as Opposer’s “family of CHEESE BURGER Design Marks™). By virtue of such valid
and continuous use of said design marks, these design marks have acquired great value as an
indication of the source of Opposer’s goods and services and serve to distinguish Opposet’s
goods and services from the goods and services of others.

9. Opposer relies on its common law rights and on the registrations and applications
set forth herein. Opposer’s registrations are valid, subsisting, unrevoked, uncanceled, and not
abandoned. As such, these registrations constitute prima facie evidence of the validity of the
registered marks, the registrations thereof, Opposer’s ownership of the marks shown therein, and
Opposer’s exclusive right to use the marks in commerce in connection with the goods and
services set forth therein, all as provided in Sections 7(b), 22 and 33(a) of the Lanham Act.
These registrations and applications also constitute notice to Applicant of Opposer’s claim of
ownership of the marks shown therein.

10.  All of Opposer’s application filing dates, Opposer’s dates of first use of its ‘057
registration, ‘196 registration, ‘903 registration, and the date of issuance of its ‘057 registration
(for the CHEESE BURGER IN PARADISE and Design mark) substantially precede the filing
dates of all of Applicant’s CHEESEBURGER IN PARADISE and Design marks. Moreover, all
of Opposer’s dates of filing and first use, and the issuance date for Opposer’s CHEESE
BURGER IN PARADISE and Design registration, are also prior to the date of Applicant’s first

use of its marks.



11. Opposer relies on the above registrations and applications, its common law
trademark rights in the United States in the family of CHEESE BURGER Design Mafks, and its
exclusive right to these marks in commerce in connection with the identified goods and services.
The family of CHEESE BURGER Design Marks, are symbolic of the extensive goodwill and
consumer recognition developed by Opposer in these trademarks through Opposer’s substantial
advertising, promotion, and use of these marks.

12.  Applicant’s CHEESEBURGER IN PARADISE and Design marks are confusingly
similar to Opposer’s family of CHEESE BURGER Design Marks. In view of the similarity of
the respective marks and the related nature of the goods and services offered by the respective
parties thereunder, Applicant’s use of its CHEESEBURGER IN PARADISE and Design marks
on the goods identified in the applications is likely to cause confusion, or to cause mistake, or to
deceive.

WHEREFORE, Opposer prays that Application Serial Nos. 78/211,429, 78/211,430,
78/211,432, 78/211,448, and 78/211,449 be rejected and stricken, that no registrations be issued

thereon to Applicant, and that this consolidated opposition be sustained in favor of Opposer.
Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: __ / // 2 / ok 5 By: yW /%/l
/ ( ' Vito A. C_anusoﬁy N
Danielle Klausner
2040 Main Street
Fourteenth Floor
Irvine, CA 92614
(949) 760-0404
Attorneys for Opposer
Cheeseburger In Paradise, Inc.

DXK-3337



