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Trademark Trial and Appeal Board
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Tequila Centinela, S A
de C. V.

V.
Bacardi & Conpany Limted

Bef ore Seeherman, Walters, and Kuhl ke, Adm nistrative
Trademar k Judges.

By the Board:
On July 31, 2002, Bacardi & Co. Ltd. ("applicant")

applied to register the mark di spl ayed bel ow!

for "alcoholic beverages, nanely tequila" in International
Class 33.2 Tequila Centinela, S.A de C.V. ("opposer")

filed a notice of opposition on June 21, 2004. The notice

! The wording displayed in the design mark is "TEQU LA CAZADORES
REPCSADO ETC. "



of opposition includes the follow ng allegations:

3. Opposer has used, and is now using Opposer's
CABRI TO & Design trademark (hereinafter sonetines referred
to as "Qpposer's Mark") in connection with the tequila and
ot her al coholic beverages distributed and sold by Opposer in
conmer ce.

4. Since at least as early as 1996, Opposer has used
in comrerce Qpposer's CABRI TO & Design mark for tequila and
ot her al coholic beverages...

6. In Opposition No. 91/125, 436, Applicant has
asserted, inter alia, that Opposer's aforesaid CABRI TO &
Design trademark, presently the subject of Application
Serial No. 76/112, 825, when used in connection with
Opposer's goods, is likely to cause confusion with, and is
likely to dilute, Applicant's TEQUI LA CAZADORES REPOSADO
ETC. & Design mark when used in connection with Applicant's
goods.

7. In Opposition No. 91/125,436, applicant's
ownership rights in its alleged TEQU LA CAZADORES REPOSADO
ETC. & Design mark, as well as the CAZADORES mark of U. S
Trademar k Registration No. 1,863,882, had been called into
question. Applicant's purported rights [sic] ownership
rights in these marks remai n unresol ved.

8. Should the instant application for TEQUI LA
CAZADORES REPCSADO ETC. & Design issue as a registration,
applicant can use it in Qpposition No. 91/125,436 as
evidence of its asserted rights in its mark, to the damage
of Opposer.

9. WHEREFORE, this Opposer, TEQU LA CENTI NLA, S. A de
C. V., believes and avers that it is being and will continue
to be damaged by registration of the TEQU LA CAZADORES
REPOSADO ETC. & Design trademark as aforesaid, and prays
that said Application Serial No. 78/ 149, 334 be rejected,
that no registration be issued thereon to Applicant, and
that this Opposition be sustained in favor of QOpposer.

2 Application Serial No. 78149334, filed July 31, 2002, alleging
1986 as the date of first use anywhere and in comerce, with a
di scl ai mer of the wording TEQU LA and REPOSADO. The Engli sh
transl ati on of CAZADORES is "light infantry" and REPCSADO i s
"rested. "



On July 29, 2004, applicant filed a notion to dismss
for failure to state a claimpursuant to Fed. R Cv. P
12(b) (6) concurrently with its answer.

In response to applicant's notion to dismss, on August
18, 2004, opposer filed a short responsive brief as well as
a notion for leave to file an anended notice of opposition.
Opposer' s anended notice of opposition includes the
foll ow ng new al |l egati ons:

4. Beginning prior to the filing date of Applicant's
application, Opposer has used Opposer's CABRI TO & Design
mark for tequila and ot her al coholic beverages.

6. On information and belief, Opposer has earlier
rights in the trademark CABRI TO & Design in the United
States than can be asserted by Applicant for its trademark
TEQUI LA & CAZADORES REPOSADO ETC. & Design as a result of
Opposer's use of its trademark and the filing date of
Qpposer's Application Serial No. 76/112, 825.

7. The goods identified in Application Serial No.
78/ 149, 334 are identical or closely related to the goods
t hat Qpposer previously and continuously has used in
connection with Qpposer's Mark, that is identified in
Qpposer's prior filed Application Serial No. 76/112, 825.

8. If, as alleged by Bacardi & Conpany Limted in
Opposition No. 91/125,436, there is a likelihood that the
use of CABRI TO & Design woul d cause a |ikelihood of
confusion with the use of the marks CAZADORES and/ or
CAZADORES & Design, it follows that the use of applicant's
t rademar k CAZADORES REPOSADO ETC. & Design woul d cause
confusion with Opposer's trademark CABRI TO & Design

9. | f, hypothetically, the |ikelihood of confusion
all eged in paragraph 8 exists, the registration of the mark
TEQUI LA & Design of Application Serial No. 78/149, 334 woul d
damage Qpposer and woul d be in derogation of Trademark Act
Section 2(d), 15 USC 81052(d).

On Septenber 3, 2004, applicant filed a second notion

to dism ss, again contending that opposer's anended notice



of opposition failed to state a claimupon which relief can
be granted. Opposer filed a responsive brief on Septenber
22, 2004. The parties subsequently filed suppl enental
papers bringing to the attention of the Board new

devel opnents in Qpposition No. 91125436, which was
referenced by opposer in its pleading.?

Inits notion to dism ss, applicant argues that opposer
fails to allege facts which if proven would establish
priority of use insofar as applicant’s stated date of first
use in its application is 1986, but opposer’s stated first
use date for its pleaded mark is 1995. In addition,
applicant essentially chall enges opposer's standing to bring
this opposition by contendi ng that because opposer only
refers to applicant's allegations of |ikelihood of confusion
in Qpposition No. 91125436, opposer has not stated any basis
for damages.

In opposition to applicant's renewed notion to dism ss,
opposer contends that it has properly pleaded a cl ai mof
hypot hetical |ikelihood of confusion and has asserted
priority of use of its pleaded mark. Opposer al so naintains
that it has alleged a reasonable belief of damage to its

rights in its pleaded mark shoul d applicant's mark proceed

8 Opposer’s notion (filed Decenber 9, 2004) to extend its tine

to respond to applicant’s Novenber 22, 2004 supplenental filing
is granted as conceded. See Trademark Rule 2.127(a).



on to registration, and therefore has properly pl eaded
standing to nmaintain the opposition.

Before discussing the nerits of applicant's notion to
dism ss, we note that because applicant filed an answer
concurrently with its notion to dismss, opposer could not
anmend its notice of opposition as of right. See Fed. R
Cv. P. 15(a). Nonetheless, inasmuch as the parties have
presented argunents as to opposer’s anended notice of
opposi tion, and because the Board is liberal in allow ng
anendnents to pl eadi ngs, especially when, as here, the
proceeding is in such an early stage, we will accept and
consi der opposer’s anended conpl ai nt.

In order to withstand a notion to dismss for failure
to state a claim a plaintiff need only allege such facts as
woul d, if proved, establish that (1) the plaintiff has
standing to maintain the proceeding, and (2) a valid ground
exi sts for opposing the mark. The pleadi ng nust be exam ned
inits entirety, construing the allegations therein
liberally, as required by Fed. R Cv. P. 8(f), to determ ne
whet her it contains any allegations which, if proved, would
entitle plaintiff to the relief sought. See Lipton
| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213
USPQ 185 (CCPA 1982); Kelly Services Inc. v. Greene's
Tenporaries Inc., 25 USPQ2d 1460 (TTAB 1992); and TBWP 8§

503.02 (2d. ed. rev. 2004).



Considering first the issue of whether opposer has
asserted valid grounds for opposing registration, based on
our review of the anended notice of opposition, we find that
opposer has sufficiently pleaded |ikelihood of confusion as
a hypothetical and has sufficiently pleaded priority of use.

The Board expressly allows an opposer to nake a
hypot heti cal pleading of |ikelihood of confusion in cases
simlar to the one herein. As further elaborated in Section
309.03(c) of the TBMP (2d. ed. rev. 2004), "[A] plaintiff
wi shing to plead |ikelihood of confusion hypothetically in a
proceedi ng based upon Section 2(d) m ght assert, for
exanple, that if, as the Trademark Exam ning Attorney (or
t he defendant) contends, plaintiff's mark so resenbl es
defendant's mark as to be likely, when applied to the goods
and/ or services of the plaintiff, to cause confusion, then
the registration sought by defendant should be refused (or
defendant's registration should be cancel | ed) because
plaintiff has priority of use." See also Fed. R CGv. P.
8(e)(2).

Here, opposer's allegations in Paragraph 8 sufficiently
set forth a hypothetical pleading of |ikelihood of
confusion. W note that in the supplenental filing
applicant has brought to the Board's attention that in
Qpposition No. 91125436, (in which applicant opposed

opposer’s Application Serial No. 76112825), the Board



granted applicant’s notion for summary judgnent on the
ground of fraud in connection with the filing of opposer’s
application. Applicant has argued that, as a result, the
prior proceedi ng has no bearing on the instant case. It
appears to be applicant’s position that, because opposer
based its pleading of hypothetical |ikelihood of confusion
on the likelihood of confusion claimnmade in Opposition No.
91125436, now that that proceedi ng has been deci ded, opposer
can no longer rely on that proceeding for its allegation of
hypot hetical |ikelihood of confusion.

Applicant’s argunent is not well taken. The fact that
the Board entered judgnent on the claimof fraud in the
prior proceedi ng does not render noot applicant’s assertion
of a likelihood of confusion between the parties’ marks, and
therefore it does not render noot opposer's claim of
I'i kel i hood of confusion in the hypothetical asserted herein.
Opposer properly asserted the claimin this proceedi ng and
may continue to do so.?

Wth respect to the pleading of priority of use,
opposer's all egations contained in Paragraphs 4 and 6 of its
amended notice of opposition are sufficient. Opposer has

pl eaded that it has used its pleaded mark prior to the

“ It is noted that opposer, in response to applicant’s

suppl enental filing, has stated that it has filed a civil suit
appealing the Board s decision in the U S. District Court for the
District of Col unbi a.



filing date of applicant's application. Although we
under stand applicant’s argunent that the date alleged in
opposer’s own application is 1995, and the date of first use
clainmed by applicant in its application is 1986, and
therefore earlier than opposer’s alleged first use, we
advi se applicant that "in the absence of proof of use, the
filing date of the application, rather than the dates of use
alleged in the application, is treated as the earliest use
date on which the applicant may rely."” Levi Strauss & Co.
v. R Josephs Sportswear, 28 USPQR2d 1464, 1467 (TTAB 1993).

We also find that opposer has sufficiently pleaded its
standing to maintain this proceeding. The anended pl eadi ng
contains allegations of fact that, if proved, denonstrate
t hat opposer has a real interest, that is, a personal stake,
in opposing the registration of applicant's mark. See
Ritchie v. Sinpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025
(Fed. Cir. 1999). Opposer's allegations in Paragraph 9,
coupled with opposer’s earlier allegations that it is the
owner of a previously used mark, if proved, are sufficient
to denonstrate that opposer has a real interest in the
out cone of this proceeding.

In view of the foregoing, applicant’s notions to
di sm ss are deni ed.

Finally, inasmuch as Qpposition No. 91125436 i nvol ves

common i ssues and may have a bearing on this case,



proceedi ngs herein are suspended pending final resolution of
the civil action appealing the decision inQpposition No.
91125436. Trademark Rule 2.117.

Wthin twenty days after the final determ nation in
that proceeding, the interested party should notify the
Board so that this case nay be called up for appropriate
action. During the suspension period the Board shoul d be
notified of any address changes for the parties or their

attorneys.



