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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

To the Commissioner for Trademarks
United States Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

In the matter of Application Serial No. 78/182,495, “SOME SAY IT’S THE LATITUDE, WE
SAY IT’S THE ATTITUDE!”, Published in the Official Gazette on January 13, 2004

BUFFETT, JIMMY,
Opposer,

V.

ISLAND ENDEAVORS, INC.,

Applicant.

o e e N e e S N e S S e S

Opposition No. 91160620

CERTIFICATE OF MAILING

APPLICANT,

| HEREBY CERTIFY that the original of this
Applicant Island Endeavors, Inc.’s Reply to
Opposer's Response Re the Board’'s May 16,
2007 Order is being electronically filed with the
Trademark Trial and Appeal Board of the United
States Patent and Trademark Office through the
web site at htip://estia.uspio.gov on July 5,
2007.

[JENNIFER L. WHITELAW/
JENNIFER L. WHITELAW

ISLAND ENDEAVORS INC.’S, REPLY TO OPPOSER’S

RESPONSE RE THE BOARD’'S COMMUNICATION OF MAY 16, 2007

Applicant,

to the Board’s Order dated May 16,

ISLAND ENDEAVORS,

INC.,

hereby submits its reply

2007, pertaining to certain
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Mark: “SOME SAY IT’S THE LATITUDE, WE SAY IT’S THE ATTITUDE!”

discovery matters placed in dispute by Opposer, JIMMY BUFFETT, in

this case.

PRELIMINARY STATEMENT

Applicant notes that there has been no order compelling
Applicant to respond to Opposer’s discovery in this case.
Nevertheless, Applicant herein details four specific
accommodations made to Opposer to further the cause of resolving
the parties’ discovery dispute: (1) A complete revision of
interrogatory answer has been served upon Opposer herein, (2) a
written confirmation that document production is complete has
been served upon Opposer herein, eliminating any question as to
the totality of documents produced more than one year ago, (3)
Applicant has suggested a mutual revision to the parties
discovery responses aimed at addressing the Interlocutory
Attorney’s earlier statements herein, and (4) Applicant and
Opposer have agreed to an additional discovery conference
presently being scheduled between the parties in efforts to
resolve the presently pending motion to compel.

As will be demonstrated hereafter, not only is a default
judgment not justified under any applicable standard, but the

motion to compel is equally inappropriate and should be denied.

Page 2



Opposition No. 91160620
Mark: “SOME SAY IT’S THE LATITUDE, WE SAY IT’S THE ATTITUDE!”

BACKGROUND OF THE FACTS

Following the telephone conference in this case on April 17,
2006, when the MJCM case was referenced by Interlocutory Attorney
Mermelstein, that prior case was then examined in greater detail.
The case was not matching with the characterization of the
Interlocutory Attorney understood by Applicant’s counsel, and a
request for clarification then filed by Applicant herein more
than a year ago (See Document No. 17 in this case). The
undersigned represented the prevailing applicant (and non-moving
party on the a motion to compel) in MJCM. In MJCM, Interlocutory
Attorney Mermelstein denied the motion to compel against that
applicant in that case, and criticized the filing of the motion
to compel. No motion to compel or other relief was granted by
the Board on that motion. Shortly thereafter, the Opposer
therein conceded its case and the Applicant’s mark was
registered.

It must be noted that the comments by the Interlocutory
Attorney Mermelstein, whether in the MJCM case or the instant
case, 1s apparently leveled for the use of a particular
objection, known to be widely used without comment or

admonishment from any other courts notable in the published body
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of case law, or known to Applicant, stating that documents will
be produced “to the extent that they exist”.

There is no analogous case known to Applicant in which the
use of general objections were found to be improper, nor is there
an analogous case known to Applicant in which it was held that a
representation by one party that they will produce documents to
the extent that they exist is improper in any way.

Since it is Opposer that seeks relief by way of a motion to
compel, Opposer’s use of the same objection is relevant. Yet, it
is undeniable that Opposer BUFFETT, who, in responding to a total
of 74 Document Requests from Applicant ISLAND ENDEAVORS,
liberally employed general objections and also stated the same
objection to which the Interlocutory Attorney now takes issue.
Applicant filed this evidence (Opposer BUFFETT’s Objections) in
the Exhibit 1 to its Motion for Clarification.

It is undeniable that Opposer BUFFETT used the “to the
extent that they exist” language in fifty-nine (59) separate
responses as well as a general objection applying to all. That
is perhaps why argument on this point was conspicuously omitted
by Opposer, and why Opposer’s counsel remained silent on the
point during the teleconference with the Interlocutory Attorney.
See Applicant’s Exhibit 1 to its Motion for Clarification, page 3

paragraph 10. It is presumed that the Exhibit 1 to that motion
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was reviewed and that this Board noted that Opposer stated at

General Objection 10 on page 3:

Any response below stating that Buffett will product documents is not an

affirmative representation that any such documents exist, and Buffett will product

those documents, only to the extent that they exist.

Opposer BUFFETT then went on to repeat his “to the extent that
they exist” statement no less than fifty-nine (59) more times.
Neither party in this case complained about the use of this
standard and commonly-used language considered acceptable by all
parties in this case.

As longstanding Board practice and the applicable case law
makes clear, the motion for sanctions is premature. Such a
motion i1s appropriate only when the Board has entered an order
relating to discovery (i.e., an order compelling discovery or a
protective order) and the order has allegedly been violated.

TBMP Section 527.01 citing MacMillian Bloedel Ltd. v. Arrow-M

Corp., 203 USPQ 952 (TTAB 187%); General Sealer Corp. v. H.H.

Robertson Co., 193 USPQ 384 (TTAB 1976); Spa International, Inc.,

v. BEuropean Health Spa, Inc., 184 USPQ 747 (TTAB 1975); and

Johnson & Johnson v. Diamond Medical, Inc., 183 USPQ 615 (TTAB

19874) .
Moreover, a review of the three other cases cited by Opposer

in support of the relief sought in its brief leads to the similar
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conclusion that the present motion to compel should be denied in
its entirety.

This Board’s decision in Johnston Pump/General Valve, Inc.

v. Chromalloy American Corp., 13 USPQ 2d 1719 (TTAB 1989),

involved a discovery dispute in which a party in that case sought
to be relieved of its prior admissions and no discovery was
compelled nor were sanctions were imposed.

The decision in MHW, Ltd. v. Simex, Aussenhandelsgesellscaft

Savelsberg KG, 59 USPQ 2d 1477 (TTAB 2000) involved an entirely
different factual scenario than the instant controversy, in that
the conduct complained of therein consisted of multiple and

willful violations of the Board’s discovery orders coupled with

untimely responses after it was warned that no further delays in
responding to discovery would be tolerated.

The decision in Baron Philippe de Rothschild S.A. v. Styl-

Rite Optical Mfg. Co., 55 USPQ 2d 1848 (TTAR 2000) involved

violations of a specific order compelling discovery and the
production of a corporate representative to be deposed.

All of these cases have nothing in common with the instant
case, should not have been cited by Opposer as legal precedent
and certainly do not support in any way the propositions that

discovery should be compelled and sanctions granted herein.
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APPLICANT HAS SERVED REVISED INTERROGATORY ANSWERS

In an effort to resolve the interrogatory dispute, Applicant
has served amended interrogatory answers on the Opposer which
should resolve any issues with respect to the interrogatories,
despite the undeniable fact that the Opposer served far in excess
of the number of interrogatories permitted by the rules of this
Board. The Opposer should withdraw it’s motion to compel
immediately and update the Board accordingly.

See also Brawn of California v. Bonnie Sportswear, 15

U.S.P.Q.2d 1572 (TTAB 1990), wherein the party who had answered
some interrogatories, but objected to the “over limit”
interrogatories, was not found to have waived the “over limit”
objection and propounding party was ordered nevertheless to serve
a revised set of interrogatories not exceeding the limit, and the
applicant’s answers to the first set of “over the limit”
interrogatories were not permitted to be introduced as evidence
by way of a notice of reliance. The Board cites the Brawn case

as a note to the very rule itself.
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APPLICANT’S DOCUMENT PRODUCTION WAS SERVED LAST YEAR

In the continued spirit of cooperation and good faith
efforts to resolve the discovery dispute, and in addition to
providing revised interrogatory answers, Applicant ISLAND
ENDEAVORS has provided written confirmation to Opposer that the
documents previously produced more than one year ago, are all of
the documents that are known to be responsive and thus Opposer
has, and has had for some time, full document production.

Contrary to the assertions of Opposer’s counsel, there has
been an actual, good faith document production by Applicant to
Opposer, consisting of numerous numbered and labelled documents
produced herein. Opposer has carefully chosen its words in its
brief to avoid apparently admitting that it received Applicant’s
full and complete document production more than a year ago.
Opposer has used the words “incomplete and insignificant”,
instead of admitting that it has had the documents, which are in
fact complete, for over a year.

Opposer also seeks to have Applicant compelled and/or
sanctioned for not producing documents, only this time, instead
of citing inapplicable law in support of this aspect of its
motion, Opposer cites no law. Also, instead of focusing on
exactly what was produced by Applicant, Opposer unilaterally

characterizes the production as insufficient and engages in rank

Page 8



Opposition No. 91160620
Mark: “SOME SAY IT’S THE LATITUDE, WE SAY IT’S THE ATTITUDE!”

speculation, (see, e.g., “Opposer contends”) about what they
believe should have been produced. Opposer also fails to mention
that it has failed to make any arrangements whatsoever to conduct
an inspection of all documents and things, even though that
procedure is specifically provided for by TBMP Section 406.04,
has not inquired about the extent to which Applicant’s production
is complete, and has further failed to conduct a deposition of
Applicant’s Rule 30(b) (6) corporate representative.

As yet another effort at resolution in this matter,
Applicant stated in writing to Opposer that it would amend out of
its responses the statement to which the Interlocutory Attorney
took issue, producing documents “to the extent they exist”, and
asked for confirmation that Opposer would also amend out all of
its use of the same as well. Opposer’s counsel did respond by
offering to allow Applicant to have an extension of time to
respond to the Board so as to allow Opposer and Applicant to
discuss a resolution to the pending motion to compel. Applicant
has responded to Opposer’s invitation for further discussion on
the motion to compel, however Applicant was not seeking an
extension of time to respond to the Board. Applicant files its
response herein timely. It is presumed that the Opposer would be
agreeable to the mutual deletion by both parties of the “to the

extent they exist” language discussed by the Interlocutory
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Attorney, and if not that the parties would perhaps be able to
move the Board jointly as to any other potential outcome found to
be agreeable.

Opposer has simply made a vague complaint that Applicant’s
document production as being “incomplete and insufficient”, yet
fails to mention that Applicant has produced 108 documents in
discovery, all at Applicant’s expense, including photographs of
things which Opposer has failed to personally inspect in person,
and further failed to schedule any deposition whatsoever (despite
Applicant’s unanswered efforts to take the deposition of

Opposer) .

OPPOSER’S FOOTNOTE SEEKING SUBSTITUTION OF PARTIES

Opposer seeks, by way of a singular footnote of fine print
in its document captioned “Response to the Board’s May 16, 2007
Order” to obtain relief, namely a substitution of parties. That
should have been filed as a motion, not a footnote to a Response.
To the extent the Board will view Opposer’s footnote as a motion,
Applicant should be given an extension of time to oppose that
motion, as it does oppose the substitution for the reasons that
(1) the position of the alleged assignee/assignor is not a
“given” simply because Opposer states that such is the case, (2)

a fact is not conclusively established simply by pointing to
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recorded assignments, and (3) any assignment, presuming the same
to be valid, does not, under the case law and authorities, permit
the complete exit/dismissal of the assignor from this proceeding,
but at best would only permit the addition of a new party to the
proceeding. Applicant should be given more notice than simply a
footnote in a document neither filed, nor captioned, as a motion,
and should be permitted to brief same, to the extent Opposer’s

filing is deemed to be a motion for substitution.

CONCLUSION

For the foregoing reasons, the motion to compel and for

sanctions filed by Opposer should be denied.

Respectfully submitted,

/s/ JENNIFER L. WHITELAW
JENNIFER L. WHITELAW
WHITELAW LEGAL GROUP
Attorney for Applicant
ISLAND ENDEAVORS, INC.
3838 Tamiami Trail North
Third Floor

Naples, Florida 34103
Telephone: 239-262-1001
Facsimile: 239-261-0057
Email: Jj@whitelawfirm.com
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the

foregoing has been served upon

Jeffrey M. Smith
Kristen Fancher
Greenberg Traurig LLP
3290 Northside Parkway
Suite 400

Atlanta, Georgia 30327

James J. Wolfson

Gail Podolsky

Carlton Fields

1201 West Peachtree Street, Suite 3000
Atlanta, Georgia 30309

via regular U.S. mail, first class, postage prepaid, on July b5,

2007.

/s/ JENNIFER I.. WHITELAW
JENNIFER L. WHITELAW
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