Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA117835

Filing date: 01/03/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91160397

Party Defendant

D'ASCOLI, EDMONT P., Trustee of theEdmont P. D' Ascoli Revocable
LivingTrust dated May 24, 1996

D'ASCOLI, EDMONT P., Trustee of the Edmont P. D' Ascoli Revocable Living
Trust dated May 24, 1996

nt P. D' Ascoli Revocable Living Trust d

66-590 Kamehameha Highway

Haleiwa, HI 96712

Correspondence MARTIN E. HSIA

Address CADES SCHUTTE LLP

PO BOX 939

HONOLULU, HI 96808-0939
UNITED STATES

Submission Brief on Merits for Defendant

Filer's Name Martin E. Hsia

Filer's e-mail mhsia@cades.com, bhairston@cades.com
Signature /Martin E. Hsia/

Date 01/03/2007

Attachments Trial Brief.PDF ( 45 pages )(1666497 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,
Opposer,
V.
EDMONT P. D’ASCOLI TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Opposition No. 91160397
Serial No. 76/272356

Applicant.

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OY]J,

Opposer/Counterclaim Defendant.

i i i i i N T N N N N N N

APPLICANT’S TRIAL BRIEF;
APPENDIX A;
CERTIFICATE OF SERVICE

MARTIN E. HSIA Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorneys for Applicant and Counterclaimant
EDMONT P. D’ASCOLLI, Trustee of the
EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996



IL

II.

Iv.

TABLE OF CONTENTS

TABLE OF AUTHORITIES .....ooooiiiiiieeeete ettt 3
COUNTER-STATEMENT OF THE CASE ......cocooiiiiiiiciirecienneciercseeeee s 4
COUNTER-STATEMENT OF THE RECORD .......cccccoiiiiiiniiiiiiiciciciicicie, 6
COUNTER-STATEMENT OF THE FACTS ..o 6
A. The Ski Pole Goods of Opposer’s Predecessor-In-Interest...........ccccevivievcrnnnnnane. 6
B. The Ski Pole Bags of Opposer’s Predecessor-In-Interest.........c..coceevveviiucnnninne, 7
C. Applicant’s Use and Registration of Its XCEL Mark for Wetsuits,

Clothing, and Bags........cocevvireeiiniiiiiceeerrceeeecieesie ettt 12
D. Opposer’s Belated Application to Register EXEL for Its Ski Pole and

INduStrial GOOdS. ......couvieiiiieieer et 15
ARGUMENT ...ttt st eve st e sttt et ebe st s e e e s e saeeremasanens 17
A. Opposer Has Not Established Its Priority of Use In Connection

B.

G.

With Bags By A Preponderance of The Evidence...........ccccccovvviiniiniinicinnnnnnnn. 17

Opposer Has Also Not Established Its Alternative Claim of Priority,
Based on Its Ski Pole Goods And The Alleged Zone of Expansion
TRETEITOML. ..ceeiiiiiiieeee et et eaa e 21

Even If Applicant’s Bags Fell Within the “Natural Zone of Expansion”
From Opposer’s Ski Pole Goods, the Equities Favor Allowance of the
Application Given Opposer’s Delay in Enforcing Its Alleged Rights................. 25

Because Opposer Represented to the Trademark Office That Its

Ski Pole Goods Differed From the Bags of Other Registrants and

Applicants In Opposer’s Trademark Search (To Overcome a Section 2(d)
Refusal), Opposer Cannot Claim Now That the “Natural Zone of

Expansion” From Its Ski Pole Goods Encompasses Bags. .......c..cccccevenicnennnnes 26

Opposer’s EXEL Mark Is Descriptive, And It Has Failed
To Establish Its Acquired Distinctiveness as of 1984 .........cccc.cocvcvininninncenenns 28

Judgment in Favor of Applicant on Its Counterclaim To
Cancel Opposer’s Ski Pole Registration Must Be Entered
Because the Application Was Invalidly Assigned. .........c.cocevviniiinnininninninnn. 31

Opposer’s Ski Pole Registration Must Be Cancelled Because
EXEL is Descriptive and Lacking in Secondary Meaning. ..........ccccecevinnnnnncnes 36

CONCLUSION .....oiiiiiiiiiiicc s a b 38



TABLE OF AUTHORITIES

FEDERAL CASES

In Re Boston Beer Co., L.P., 198 F.3d 1370, 53 USPQ2d 1056 (Fed. Cir. 1999) ..........cccecuc... 29
Cf. In Re Rodgers, 53 USPQ2d 1741 (TTAB 1999) ....cccooniiiiiiiiiiiiiiciciiicccee 29
Clorox Co. v. Chemical Bank, 40 USPQ2d 1098 (TTAB 1996).....cccccoriimrveciiiieeeieeeereenn, 32,35
Kay Corp. v. Weisfield's, Inc., 190 USPQ 565 (TTAB 1976)......ccooveimeeeieeeriieieeerieeeeiieeseinnnn 28
Mason Engineering v. Mateson Chemical, 225 USPQ 956 (TTAB 1985).....cccccccevvevvenuennen. 22,25
In Re Nett Designs, Inc., 236 F.2d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001).......c.ccceiivinuinunnen. 29
Oreck Corp. v. U.S. Floor Systems, Inc., 803 F.2d 166,

231 USPQ 634 (S5th Cir. 1987) .coiiiiiieiiiiirreeiiciciesctcc e 28
Patsy's Brand, Inc. v. 1.O.B. Realty, Inc., 317 F.3d 209,

65 USPQ2d 1442 (2d Cir. 2003)....cciririeieiiniecneneneetncnreeesie s snerese e saes e s esaeenesans 25
Petro Shopping Centers, L.P. v. James River Petroleum, 130 F.3d 88,

44 USPQ2d 1921 (4th CiL. 1997) ..ccueiiiieiiirieteteecte st crencssee e eeee e s 27
Towers v. Advent Software, Inc., 913 F.2d 942, 16 USPQ2d 1039 (Fed. Cir. 1990)............. 30, 31
FEDERAL STATUTES
IS ULS.CL § 1000 ittt ettt ettt e e assn e asse e s nesnis 32,38
LS ULS.CL § 1005ttt sttt et et et n et s a et en e s e 15
IS ULS.ICL § L0720ttt ettt a et e e e st st b e saeenenee 25
IS US.CL § L1I5(D) ettt sttt e s sa e sanene e 30, 38
MISCELLANEOUS
2 McCarthy on Trademarks and Unfair Competition, § 16:20 at 16-38 (4th Ed. 2006) ............... 20
3 McCarthy on Trademarks and Unfair Competition, § 20:28 at 20-72 (4th Ed. 2006) ............... 17

4 McCarthy on Trademarks and Unfair Competition,
§ 24:20 at 24-45 to 46 (4th Ed. 2000) .....cciceeeeeereeeceeeeeteeeeereeeeeeeeteeeeaeeeraeeseraseeerae e e ree s 25




APPLICANT’S TRIAL BRIEF

Applicant EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Xcel” or “Applicant”),
submits the following for his trial brief in response to Opposer EXEL OYJ’s (“Exel” or
“Opposer”) Trial Brief filed on December 4, 2006, and in support of Xcel’s Counterclaim to
cancel Opposer’s Registration No. 2,394,384 (the “Ski Pole Registration”), pursuant to the
Board’s Order mailed on March 14, 2006.

L COUNTER-STATEMENT OF THE CASE.

Opposer Exel’s Amended Notice of Opposition filed on May 21, 2004 (the
“Amended Notice”), opposes Xcel’s Application Serial No. 76/272,356 (the “Application”) for
registration of the mark “XCEL” for “Diving Bags” in International Class 28 and for “Duffel
Bags; Beach Bags; Backpacks” in International Class 18, based on Opposer’s alleged pre-
existing use of “EXEL” for various ski pole goods and/or “sports bags” used in connection with
alpine and cross-country skiing, mountaineering, snowshoeing, and hockey. See Opposer’s
Amended Notice at 3. Opposer’s Amended Notice also alleges and relies upon its ownership
of the Ski Pole Registration, Registration No. 2,394,384, for “Ski poles, ski pole straps, ski pole
handles, ski pole grips, and ski pole tips” (collectively, “Ski Pole Goods”) in International
Class 28. Id. at 4.

For the reasons set forth more fully below, Applicant Xcel respectfully submits
that Exel’s opposition to the Application must be denied and that the Application must be
allowed, for the following reasons:

1. Contrary to Opposer’s claim of priority based on the use of EXEL

by its predecessor-in-interest in connection with bags, the
predecessor abandoned its use of EXEL in connection with bags in



1978 and then did not sell bags until 1988, by which time
Applicant began using XCEL in 1983-1984 in connection with
bags (as well as clothing);

2. Contrary to Opposer’s alternative claim of priority based on its
predecessor’s use of EXEL for the Ski Pole Goods and the alleged
“natural zone of expansion” from such goods, Opposer cannot
claim priority because Applicant’s “Diving bags”, “Beach bags”
and other bags are not within the “natural zone of expansion” from
Opposer’s Ski Pole Goods, and Opposer allowed Applicant to
establish his intervening rights to XCEL over the past 22 years in
connection with bags (as well as with clothing);

3. Moreover, Opposer cannot claim that bags are within the “natural
zone of expansion” from its Ski Pole Goods (nor can it claim a
likelihood of confusion will result from issuance of Xcel's
Application) because it took the position in the application that
later matured into its Ski Pole Registration, that its Ski Pole Goods
were different from and unrelated to the bags of other applicants
and registrants using marks similar to EXEL and that confusion
was unlikely with regard to such other goods; and

4. Even if Opposer has priority of actual use, Opposer’s EXEL is
descriptive (i.e. laudatory) and Opposer has not established that
EXEL acquired distinctiveness for bags in U.S. commerce prior to
1983-1984, when Applicant first started using XCEL on bags.

With regard to Applicant’s Counterclaim to cancel Opposer’s Ski Pole
Registration, Applicant submits that the registration must be cancelled in view of the following:

L. The Ski Pole Registration issued from an application which was
invalidly assigned to Opposer in 1996, because there was not an
“ongoing and existing” business at that time in connection with all
of the goods that were then listed in the application (which was
later divided), and Opposer concealed the invalid assignment from
the U.S. Patent and Trademark Office (even though it told the
Canadian Intellectual Property Office that the assignment was
important); and

2. Even if the application was validly assigned to Opposer, EXEL is a
descriptive term, and Opposer has not presented sufficient
evidence to establish that the term has acquired distinctiveness in
U.S. commerce, although it recently submitted a false Section 15
affidavit for the Ski Pole Registration during the pendency of these
proceedings (which was withdrawn after Applicant objected), in



order to gain incontestability and avoid having to prove secondary
meaning.

II. COUNTER-STATEMENT OF THE RECORD.

Applicant’s evidence of record includes the following exhibits filed on June 13,
2006 (each referred to hereafter as “Applicant’s Exhibit”), pursuant to Applicant’s Notice of
Reliance: Exhibits A-HH. In addition, Applicant’s evidence includes the testimony depositions
of Messrs. D’ Ascoli and Pollanen, and the exhibits attached to Mr. D’ Ascoli’s deposition
transcript.

Opposer has objected to Applicant’s Exhibits Q, R, EE, and FF. Applicant
responds to these objections in the attached Appendix A.

III. COUNTER-STATEMENT OF THE FACTS.

A. The Ski Pole Goods of Opposer’s Predecessor-In-Interest.

Although Mr. Aki Karihtala (who only started working for Opposer in 1986)
testified that “Exel was founded in 1958 by a Finnish man whose name was Yrjo Aho”, he did
not state that “shortly after starting the business, Exel also began producing sporting goods under
the EXEL trademark™ as asserted in Opposer’s Trial Brief (“Opposer’s Brf.”) at pp. 2-3. See
Testimonial Deposition of Aki Karihtala (“Karihtala Depo.”) at 7 (lines 8-17). Mr. Karihtala
neither stated a time frame for the predecessor’s entry into “sporting goods” except to say it was
“later on”, nor did he say that the “sporting goods” were sold soon after 1958 or were then being
sold in U.S. commerce. Id. In fact, Mr. Erkki Olavi (Olli) Pollanen (formerly the export
manager for Opposer’s predecessor) testified that in “1974 I started, like I said, working for Exel
as their product manager. At that time Exel had two products: Silenta hearing protectors, muff-
type hearing protectors, and Exel ski poles.” See Testimonial Deposition of Erkki Olavi (Olli)

Polldnen (“Pollanen Depo.”) at pp. 5 (lines 12-23) (“In 1974 our product line was very limited



compared to this product line which we are showing here, because we are just starting the ski
pole business.”). It was only ski poles, ski pole straps, grips, handles, and tips — not “sporting
goods” in general — that Opposer’s predecessor began to market in 1974 under the Exel name.
Id. at p. 11 (lines 8-22).

In addition, Opposer contends that “from the beginning”, Opposer spent “several
hundred thousand dollars annually marketing and promoting the EXEL brand”, based on Mr.
Pollanen’s testimony. Opposer’s Brf. at 4. However, Mr. Pollanen actually was not so sure
regarding the amounts spent on marketing. See Pollanen Depo. at p. 25 (lines 4-9) (“Only way
to tell that is to go through the Exel bookkeeping from that time.”). And because Opposer’s
predecessor was marketing the ski pole products internationally, Mr. Pollanen’s testimony
regarding the marketing expenses of Opposer’s predecessor from 1974 through 1988 included
non-U.S. sales and patenting expenses, and was not expended solely on U.S. sales and
promotional activities. Id. at p. 25 (lines 14-22). (“And, of course, Exel was using also big
amounts of money for patents and protecting their patents in different countries. So that can be
considered as a marketing effort as well, or not, whatever you want.”).

B. The Ski Pole Bags of Opposer’s Predecessor-In-Interest.

Opposer’s Brief, at pages 4-5, summarizes the testimony of Messrs. Pollanen and
Karihtala in a way that suggests that Opposer’s predecessor marketed and sold Exel-branded “ski
pole bags”, beginning in 1976 at the winter Olympics, through 1981 when they “were available
for sale in the United States”, and continuing through 1986 when “other sports bags” were sold
and marketed in the U.S. A closer review of Mr. Pollanen’s testimony reveals, however, that
Opposer’s predecessor abandoned manufacturing and sales of soft-sided ski pole bags in 1978

and only started selling “sports bags” in 1986 or 1988.



Importantly, Mr. Pollanen first distinguished between soft-sided ski pole bags —

bags used to carry ski poles to sporting events — and hard-covered tubes which were also used to

carry ski poles but are not “bags”. See Pollanen Depo. at p. 17 (lines 9-24). Mr. Pollanen

testified that the soft-sided bags were initially given to ski teams competing at the winter

Olympics in 1976, in Innsbruck, Austria, but they were not sold then in the U.S. and he would

not say when those bags were initially sold in the U.S.

Q.

A.

(By Applicant’s counsel) Do you recall - no, wait. So
marketing tubes you started in 1976; correct?

(By Mr. Pollanen) Yes; yeah. You know, they were
publicized at the Olympics and given to the top teams and,
you know, you could see them all over on T.V. and -

Those were tubes?

No; no. These — ’76, they were the bags. the ski pole bags,
like soft bags.

* ko ok

Okay. Now, the sales of the soft-sided bags that bore the Exel

name, were they selling the bags in 19767

No. It was mainly given to the top teams for advertising

purposes and public relations.

Okay. After 1976, do you recall when Exel started to sell the
soft-sided bags in the U.S.?

I don’t — if I recall correctly, I don’t think that we ever sold to
the trade, like to sporting good stores, the soft bags. We only
started the marketing of those product and selling those
products with the hard tubes.

Pollanen Depo. at pp. 37 (lines 15-22), 38 (lines 3-12) (emphasis added).

Q.

A.

Okay. Now, at a later date, did Exel begin to sell the soft-
sided bags used to transport ski poles?

Not the soft-sided — I'm not a hundred percent sure. ... they
may have sold also soft-sided bags, but 'm not a hundred
percent sure about that. . . . .




Id. at p. 39 (lines 10-15) (emphasis added).

On further questioning, however, Mr. Pollanen testified that he could not recall
any U.S. sales of bags prior to 1988. Soft-sided bags were shown in Exhibit O-5 to the
deposition, the predecessor’s product catalog for 1988-89, and Mr. Pollanen testified that based
on the catalog, he was sure that those bags were being sold in the U.S. by that time frame but not

before 1988.

Q. (By Applicant’s counsel) Let me just pause and just focus
only on the soft-sided bags that are used to transport ski poles.
Is it my understanding that you cannot recall when Exel first
started selling those in the US?

(By Mr. Pollanen) You mean for —
Soft-sided.

A. Soft-sided bags for ski poles, you know, they are in our
catalog 1988-89, so by that time for sure they were sold in US.
But I can’t tell you if they were sold earlier.

Id. at p. 40 (lines 1-9) (emphasis added).
The reason why the soft-sided bags were not previously sold, even though they
had been given to ski teams in 1976, was because they did not provide sufficient protection for

the ski poles.

Q. (By Opposer’s counsel) Okay. All right. Then focusing on
Exhibit Number 3, let’s turn to the last page here, labeled
“Exel 139.” I see that there is, like, a tube-type product there.
And earlier you were testifying about the ski pole bags that
you — that Exel was manufacturing and marketing. Are these
samples of that product?

A. (By Mr. Pollanen). Yes. Like I said, in 1976 at the Olympic
games in Austria, we had a ski pole bag which was not like a
hard cover tube, but it had exactly the same marking on them
and the same colors and everything the same. But later on we
decided to make a tube and cover it with this plastic or
whatever it is. And these were used because there was always
a_danger that when you were transporting the ski poles,




especially in airplanes, that they break them. And they were
very expensive ski poles, so we developed this for the
transportation and protection of the ski poles.
Id. at 17 (lines 9-24) (emphasis added).
Thus, the ski pole tubes were first developed in or about 1978, a couple of years
after the soft-sided bags were given out at the 1976 Winter Olympics. But when the harder ski

pole tubes came out, Opposer’s predecessor abandoned its soft-sided bags in favor of the more

serviceable tubes.

Q. (By Applicant’s counsel) Let me focus on the bags for a
moment. [ think you said that the ski pole tubes were
developed in or about 1976, which was the date of the — or the
year of the Olympic games in Austria; is that correct?

(By Mr. Pollanen) Yes, that’s right.
All right. And when we —
Sorry. May I correct?

Yes.

O S S

I said that for those Olympics we developed bags to carry the
ski poles in, and then later we noticed that, you know, we
needed harder baggage [not bags] for the ski poles so that they
are not easily to be breaking on airplanes and so on. So it was
a couple of years later that we made the ski pole tube, which
was a like a hard cover for the poles. But the Olympics we
had just like a normal material like you would have in a
sporting goods bag, like a soft material. But the marketing
and everything was the same, as you can see in that catalog
which we looked at together.

Q. Now, when the harder, I guess, rigid-sided tubes were
developed, did Exel still sell the softer-sided, the material-type
bags at the same time?

A. No, not the ski pole bags; no.

Id. at p. 36 (lines 2-23) (emphasis added). The tubes were a “fairly minor item compared to the

whole business”. Id. at p. 41 (lines 1-5).
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Nor did Opposer produce during discovery in this proceeding any product
catalogs or other documentary evidence showing any soft-sided ski pole (or other) bags, prior to
the 1988-89 catalog identified as Exhibit O-5 to the Pollanen deposition. Exhibits O-1 through
0O-4 to the Pollanen deposition consist of Opposer’s predecessor’s catalogs for the years 1979-80
(Exhibit O-1), 1980-81 (Exhibit O-2), 1981-82 (Exhibit O-3), and 1982-83 (Exhibit O-4),
respectively. Exhibit O-3 for the 1981-82 time period shows the ski pole tube, at the bates-
stamped page Exel-139. See Pollanen Depo. at p. 17 (lines 9-24). But the 1981-82 catalog
(Exhibit O-3) did not show any soft-sided ski pole bags. Id. According to Mr. Pollanen, the
soft-sided bags were only shown in the 1988-89 catalog (Exhibit O-5), “But I can’t tell you if
they were sold earlier”. Id. at p. 40 (lines 1-9).

Mr. Karihtala did not start working at Exel until 1986, as export sales manager for
windsurfing masts. See Karihtala Depo. at p. 5 (lines 19-25). He started after the original
company had been sold to Neste Company (Id. at p. 7 [lines 18-24], and is currently a senior
vice-president of Opposer (Id. at p. 5 [lines 12-15]). Although Mr. Karihtala speculated that
Opposer’s predecessor was selling ski pole bags prior to 1986, he has no personal knowledge of
the predecessor’s business in 1985 or earlier, because he only started in 1986. Mr. Karihtala
admitted as much when cross-examined during his deposition:

Q. (By Applicant’s counsel) So you don’t have personal

knowledge as to what Mr. Aho was selling in 1985 or
anything prior to that year?

A. (By Mr. Karihtala) How would I have if I was not working
for the company at that time?

Q. So your answer is yes to my question?

A In 1985, when I was not yet working for the company, it was
not possible — I did not know that year whether Exel had bags
under Exel brand because I was not in any ways involved with

the company.

11



Karihtala Depo. at pp. 96 (lines 15-25) and 97 (lines 1-2) (emphasis added). Moreover, Mr.
Karihtala’s speculation is contradicted by Mr. Pollanen, who testified that the soft-sided ski pole
bags were not sold at the same time as the tubes until 1988 — viz. not during the 1978 to 1988
time period. Mr. Pollanen, however, does have personal knowledge on this issue, unlike Mr.
Karihtala, and is somewhat more independent than Mr. Karihtala as Mr. Pollanen is no longer an
employee of the predecessor (or of Opposer).

C. Applicant’s Use and Registration of Its XCEL Mark for
Wetsuits, Clothing, and Bags.

Applicant is the founder of the business, which he began in 1982 — 25 years ago -
as a sole proprietorship. See Testimonial Deposition of Edmont P. D’ Ascoli (“D’Ascoli Depo.”)
at pp. 5-8. As the Trustee of a trust, Applicant now holds the trademark and related rights to the
“XCEL” mark, and the trust licenses the rights to Xcel Hawaii, Inc., a corporation wholly owned
and controlled by Mr. D’ Ascoli. Xcel Hawaii, Inc. is the manufacturer, wholesaler, and retailer
of various products, including “wetsuits to clothing to bags for general sports in and out of the
water, [and] T-shirts . . .”. Id. at p. 6 (lines 6-10).

Based on his review of Applicant’s Exhibit X, which includes wholesale price
lists Mr. D’ Ascoli first typed out in his bedroom when he started the business, Applicant testified
that he sold the various wetsuit products listed on the pages bates-stamped X-1149, from and
after 1982. See D’ Ascoli Depo. at pp. 17 (lines 19-25) and 18 (lines 1-21). Since 1982, the
business expanded rapidly, and Applicant has been continuously selling XCEL-branded clothing
items bearing hang tags with the XCEL mark, including T-shirts and hats. Id. at p. 29 (lines 6-
25) and Applicant’s Exhibit AA. See also D’ Ascoli Depo. at pp. 21 (lines 1-25), 22 (lines 1-25),
and 23 (lines 1-4), and Applicant’s Exhibit Y. While Applicant sells some of its products at its

own retail stores located in the State of Hawaii, the stores are frequented by tourists from the

12



continental U.S. and around the world. Id. at pp. 79 (lines 7-25) and 80 (lines 1-23). In addition
to website and in-store displays, Applicant markets its product lines through various magazine
publications, including Surfer, Surfing, Transworld, and airline magazines — up to 60 pages a
year in advertising print — as well as on television (Fox’s Fuel Network) and through its
sponsorship of professional surfing contests. Id. at pp. 62 (lines 24-25), 63 (lines 1-25), and 64
(lines 1-20). Applicant’s mark is not confined to surfing, but instead is directed more broadly
beyond water sports to the action sports market, which includes snowboarding, skateboarding,
and cycle sports. Id. at pp. 65 (lines 2-25), 66 (lines 1-23), 67 (lines 17-25), 68 (lines 1-25), and
69 (lines 1-2).

With regard to bags, Applicant has continuously sold paddle cover bags bearing
the XCEL trademark on hang tags, since 1983. See D’ Ascoli Depo. at p. 17 (lines 9-18). Paddle
cover bags were designed by Mr. D’ Ascoli “as a soft bag” made of neoprene material, to carry
paddles, clothes, and other items. Id. at pp. 11 (lines 2-25) and 12 (lines 1-10). These bags were
initially sold in 1983 to retailers frequented by tourists, through Applicant’s own retail store, and
stores located on the continental U.S. Id. at pp. 45 (lines 23-25), 46 (lines 1-9), 47 (lines 12-21),
and 48 (lines 1-19), and Applicant’s Exhibit W. In addition to paddle cover bags, beginning at
least as early as 1984 and since then, Applicant has been selling XCEL-branded general purpose
bags such as backpacks, duffel-type bags, and mesh bags. Id. at pp. 24 (lines 14-25), 25 (lines 1-
25), 26 (lines 1-25), 27 (lines 1-25), and 28 (lines 1-13), and Applicant’s Exhibit Z. Contrary to
Opposer’s suggestion, these sales of XCEL-branded bags were not confined to the State of
Hawaii, as they were marketed and sold to the substantial tourist market that frequented

Applicant’s retail locations. Id. at pp. 79 (lines 7-25) and 80 (lines 1-23).
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Consistent with Applicant’s development and use of its XCEL mark in U.S.
commerce, Applicant applied for and obtained several U.S. trademark registrations, beginning in
1982:

e U.S. Trademark Registration No. 1,292,982 for XCEL in
connection with “wetsuits” in International Class 25, filed on
December 13, 1982 (Applicant’s Exhibit A).

e U.S. Trademark Registration No. 1,622,623 for XCEL in
connection with “Bathing suits and bicycling apparel, namely,
shirts, tights, jackets, jerseys, shorts, hats” in International
Class 25, filed on July 25, 1989 (Applicant’s Exhibit B).

e U.S. Trademark Registration No. 1,965,081 for XCEL in
connection with “Wetsuits, swimwear, T-shirts, sweat shirts,
sweat pants, jerseys, jackets, shirts, shorts, headwear, footwear,
namely surf bootees and dive bootees” in International Class 25,
filed on August 25, 1994 (Applicant’s Exhibit C).

e U.S. Trademark Registration No. 2,217,115 for XCEL in
connection with “Retail stores featuring wetsuits, swimsuits and
watersport related goods” in International Class 35, filed on
August 25, 1997 (Applicant’s Exhibit D).

e U.S. Trademark Registration No. 2,345,952 for EXCELWEAR in
connection with “Outdoor clothing, namely, jackets, coats,
parkas, pants, vests, pullovers, cardigans, sweaters, shirts, shorts,
skirts, socks, undergarments, and gloves” in International
Class 25, filed on September 26, 1997 (Applicant’s Exhibit E)
(Applicant is assignee).

e U.S. Trademark Registration No. 2,825,694 for XCEL in
connection with “Canoe bags and canoe paddle bags” in
International Class 12, filed on June 13, 2001 (Applicant’s
Exhibit H).

e U.S. Trademark Registration No. 2,948,566 for XCEL in
connection with “Surfboard bags, and Bodyboard bags” in
International Class 28, filed on June 13, 2001 (Applicant’s
Exhibit I).

e U.S. Trademark Registration No. 2,977,752 for XCEL in
connection with “Life jackets” in International Class 9, filed on
September 29, 2003 (Applicant’s Exhibit F).
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e U.S. Trademark Registration No. 2,975,385 for XCEL PRO in
connection with  “Arranging and conducting athletic
competitions” in International Class 41, filed on January 2, 2004
(Applicant’s Exhibit G).

Applicant’s Registration Nos. 1,292,982; 1,622,623; 1,965,081; and 2,217,115,
have become incontestable, pursuant to Section 15 of the Lanham Act, 15 U.S.C. § 1065.
Applicant’s XCEL registrations do not contain any restrictions as to trade channels or
purchasers.

D. Opposer’s Belated Application to Register EXEL for
Its Ski Pole and Industrial Goods.

Although Opposer contends that it became aware of Xcel’s Application only after
it was published for opposition and that it became concerned about possible confusion
(Opposer’s Brf. at 6), Opposer has known of Applicant’s XCEL mark for more than 10 years and
yet it did nothing. Indeed, Opposer took the position in its own application to register EXEL for
its Ski Pole Goods and other industrial goods that there was not a likelihood of confusion
between Opposer’s “EXEL” in connection with such goods, on one hand, and various third-party
registrations and applications for “EXCEL” and Applicant’s “XCEL”, as applied to bags,
clothing and various other goods, on the other hand.

On or about January 30, 1996, Opposer’s assignor, then named Exel Oy, filed an
ITU application with the U.S. Patent and Trademark Office (the “Trademark Office”) to
register “EXEL” in connection with: junctions not of metal for pipes, in International Class 17,
non-metal fence posts, telescopic masts, telescopic poles, ladders, lattice towers, kite tubes,
window frames, and door frames, in International Class 19; and sporting goods and equipment,
namely, ski poles, ski pole straps, ski pole handles, ski pole grips, ski pole tips, and floor ball
clubs, in International Class 28. See Applicant’s Exhibit L. On July 22, 1996, the Trademark

Office Examining Attorney issued an office action. Id. The Examining Attorney refused Exel

15



Oy’s application (then serial no. 75/050,237) on the grounds that Exel Oy’s mark so resembled
other marks covered by third-party registrations and pending applications as to be likely to cause
confusion, under Section 2(d) of the Lanham Act. One of the pending applications cited against
Exel Oy’s application was filed by John Robert Brown, application serial no. 75/041,428, for
EXCEL in connection with hockey equipment, “equipment bags”, and related goods. Id.

In its January 24, 1997 response to the office action, Opposer' submitted a
document entitled “Amendment A”, which amended the description of goods in the Exel Oy
application, and objected to the Examining Attorney’s Section 2(d) refusal as follows:

Applicant’s attorney performed a computer search of active
registrations and applications to register the mark “EXEL” or its
variants. A copy of the search results are enclosed (Exhibit A). As of
January 22, 1987 [sic], there are 181 currently active registrations and
applications to register this mark for a variety of goods. The goods
for which the applicant seeks registration are as different from the

goods in these registrations and pending applications as they are from
each other. Given the number of EXEL registrations, applicants [sic]

submit that there is little likelihood that consumers will be confused
as a result of applicant’s use of the mark.

Id. (emphasis added). Exhibit A to Opposer’s office action response included a copy of a
Thomson & Thomson trademark search which listed, among other things, Applicant Xcel’s
Registration Nos. 1,965,081; 1,622,623; and 1,292,982 (Id. at pp. 25, 64, and 87 of the search),
as well as John Robert Brown’s pending application no. 75/041,428 to register “EXCEL” for
“equipment bags” and other goods (Id. at pp. 8-9 of the search), and Samsonite Corporation’s
Registration No. 1,807,533 for EXCEL in connection with “luggage” in Class 18 (Id. at p. 37 of
search). Thus, in order to overcome the Examining Attorney’s Section 2(d) refusal — which

Opposer ultimately did, as its pleaded Ski Pole Registration later issued from this application no.

! On November 29, 1996, Exel Oy purportedly assigned all its rights to the mark EXEL, including
the pending application serial no. 75/050,237, to a shell entity named “Mantyharjun Muovituote Oy”,
which then changed its name to “Exel Oy” (and is the Opposer in this matter). See Applicant’s Exhibit S
at p. 2, amended Admission No. 1.
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75/050,237* — Opposer took the position that there was no likelihood of confusion between
Opposer’s use of EXEL for its Ski Pole Goods and industrial goods, on one hand, and EXCEL
for the bags listed in the John Robert Brown application and the luggage items listed in
Samsonite’s registration, on the other hand, because Opposer’s goods differed from these bags
and luggage goods. If John Robert Brown’s and Samsonite’s use of EXCEL for bags or luggage
would not have been likely to cause confusion with Opposer’s use of EXEL for its Ski Pole
Goods, Opposer cannot truly be concerned in this opposition that Applicant’s use of XCEL for
“diving bags”, “beach bags” and other bags, will cause confusion.

IV.  ARGUMENT.

A. Opposer Has Not Established Its Priority of Use In Connection
With Bags By A Preponderance of The Evidence.

Contrary to Opposer’s claim of priority based on the use of EXEL by its
predecessor-in-interest in connection with “sports bags”, the predecessor abandoned its use of
EXEL in connection with bags in 1978 and did not sell soft-sided bags in U.S. commerce until
1988. Certainly, Opposer has not carried its burden of proving that it continuously used EXEL
for “sports bags” in the United States from a time prior to Applicant’s 1983-84 first use of XCEL
for backpacks, duffel bags, and other bags. See 3 McCarthy on Trademarks and Unfair
Competition, § 20:28 at 20-72 (4™ Ed. 2006) (“Oral testimony, even of a single witness, if
‘sufficiently probative’ may suffice to prove priority. [However,] [s]uch testimony should ‘not
be characterized by contradictions, inconsistencies and indefiniteness but should carry with it
conviction of its accuracy and applicability’.”).

Opposer initially argues that it has priority based on its use of the EXEL mark in

U.S. commerce in connection with its “sports bags”, which use pre-dated Applicant’s first use of

: Application No. 75/050,237 was later divided, with the Ski Pole Goods placed into Exel Oy’s
application serial no. 75/979,600 and the industrial goods remaining in application serial no. 75/050,237.
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the XCEL mark. Opposer’s Brf. at 8. Similarly, Opposer asserts that “By 1982, Opposer had
been . . . using sports bags for promotional purposes for at least 6 years, and selling sports bags
for at least 1 year”. Id. at 9. “Opposer contends that its use of the EXEL mark on ski pole bags
beginning in 1976 is a sufficient basis. . .”. Id. However, Opposer’s argument is not supported
by sufficient and appropriate evidence pertaining to the predecessor’s use of the mark in
connection with bags, and, indeed, is undercut by Mr. Pollanen’s testimony that bags made from
sports bag material were not sold in the U.S. initially, and that the soft-sided bags were
abandoned in or about 1978, in favor of the more serviceable tubes.

As shown above, the only independent witness presented by Opposer who had
personal knowledge of Opposer’s predecessor’s sales activities was Mr. Pollanen. Mr. Pollanen
testified that the predecessor first developed soft-sided bags in or about 1976, and gave them as
promotional items to ski teams competing at the winter Olympics in 1976, in Innsbruck, Austria.
Pollanen Depo. at pp. 37 (lines 2-22), 38 (lines 3-12). But the bags were not being sold at that
time in U.S. commerce.

Q. (By Applicant’s counsel) Okay. Now, the sales of the soft-

sided bags that bore the Exel name, were they selling the bags
in 19767

A. (By Mr. Pollanen) No. It was mainly given to the top teams

for advertising purposes and public relations.

Q. Okay. After 1976, do you recall when Exel started to sell the
soft-sided bags in the U.S.?

A. I don’t — if I recall correctly, I don’t think that we ever sold to
the trade, like to sporting good stores, the soft bags. We only

started the marketing of those products and selling those
products with the hard tubes.

Q. Okay. Let me clarify that, if I could. Exel did not ever sell in
the U.S. the soft-sided bags; is that correct?

A. It’s — I can’t say hundred percent sure. . . .

18



Id. at p. 38 (lines 3-15) (emphasis added).

Following objections by Opposer’s counsel, the question was again put to
Mr. Pollanen.

Q. 1976 with the Olympics, my understanding is Exel distributed

the soft-sided bags for ski poles to members of the Olympic
ski team; is that correct?

A. Yes. Some took them there and, you know, later on it was
distributed to the teams. I don’t remember that I had too many
bags there. . ..

Q. Now, in 1976, was Exel selling those types of bags in the US?

A. Not yet at that time, no.

Id. at p. 39 (lines 1-12) (emphasis added).
But when the harder ski pole tubes came out, Opposer’s predecessor abandoned
its soft-sided bags in favor of the more serviceable tubes.

Q. (By Applicant’s counsel) Let me focus on the bags for a
moment. I think you said that the ski pole tubes were
developed in or about 1976, which was the date of the — or the
year of the Olympic games in Austria; is that correct?

(By Mr. Pollanen) Yes, that’s right.
All right. And when we —
Sorry. May I correct?

Yes.

S S

I said that for those Olympics we developed bags to carry the
ski poles in, and then later we noticed that, you know, we
needed harder baggage [not bags] for the ski poles so that they
are not easily to be breaking on airplanes and so on. So it was
a couple of years later that we made the ski pole tube, which
was a like a hard cover for the poles. But the Olympics we
had just like a normal material like you would have in a
sporting goods bag, like a soft material. But the marking and
everything was the same, as you can see in that catalog which
we looked at together.
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Q. Now, when the harder, I guess, rigid-sided tubes were
developed, did Exel still sell the softer-sided, the material-type

bags at the same time?

A. No. not the ski pole bags: no.
Id. at p. 36 (lines 2-23) (emphasis added).

In fact, the product catalogs produced by Opposer for the 1979-1983 time period
— Exhibits O-1 through O-4 to the Pollanen deposition — do not show any soft-sided bags. And
notably, no product catalogs were made available in this opposition for the 1984-1987 time
period. The first time any soft-sided bags appear in an Exel catalog was in the 1988-89 catalog,
Exhibit O-5 to the deposition. Mr. Pollanen, upon reviewing the catalogs, still could not say that
the soft bags were sold any earlier than 1988. Id. at p. 40 (lines 1-9) (“A. Soft-sided bags for ski
poles, you know, they are in our catalog 1988-89, so by that time for sure they were sold in US.
But I can’t tell you if they were sold earlier.”).

While Mr. Karihtala suggested that Opposer’s predecessor sold ski pole bags prior
to 1986, his testimony is unpersuasive because he does not have personal knowledge with regard
to this matter because he did not start working at Exel until 1986. Karihtala Depo. at pp. 96
(lines 15-25) and 97 (lines 1-2). See 2 McCarthy on Trademarks and Unfair Competition,

§ 16:20 at 16-38 (4™ Ed. 2006) (“The testimony of a witness with no personal knowledge of the
business at that past date may be merely hearsay and insufficient to carry the burden of
persuasion”.). Moreover, the rationale for the abandonment of the soft bags was because they
did not provide sufficient protection for the ski poles. Pollanen Depo. at p. 36 (lines 2-23).
Exel Oy did not sell the bags made of a sporting goods material after the tubes were developed.
Id. Thus, contrary to Mr. Karihtala’s speculation, Mr. Pollanen’s testimony is that Opposer’s
predecessor was not selling soft-sided ski pole bags in the U.S. after they were selling the more

practical hard-sided ski pole tubes.
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In view of the above, the fact that Mr. Pollanen testified as an independent
witness whereas Mr. Karihtala is an employee of Opposer lacking personal knowledge as to the
pre-1986 time period, and the notable absence of any product catalogs or other documents
corroborating Mr. Karihtala’s position that the soft sports bags were being offered for sale prior
to 1988, it is apparent that Opposer has not carried its burden of proof on this issue.

B. Opposer Has Also Not Established Its Alternative Claim

of Priority, Based on Its Ski Pole Goods And The Alleged
Zone of Expansion Therefrom.

Alternatively, Opposer relies on its predecessor’s use of the EXEL mark since
1974, in connection with its Ski Pole Goods. Opposer contends that it has priority of use with
regard to those goods, and also for bags, because “sports bags are closely related goods within
the natural zone of expansion” from its Ski Pole Goods. Opposer’s Brf. at 9.

Opposer contends that, “Under the doctrine of natural expansion, the prior user of
a mark in one area of business that expands the use of that mark into a second area enjoys
priority — even over an ‘intervening junior user’ that has already been using the same or a similar
mark in the second area of business.” Opposer’s Brf. at 9. Opposer concedes though that the
rule is limited and not applicable if the expansion was not “natural” — viz. if purchasers might not
reasonably expect the challenged goods or services of the second user to emanate from the goods
or services of the first user.

Under the doctrine of natural expansion, the first user of a mark in

connection with particular goods or services possesses superior rights

in the mark not only as against subsequent users of the same or

similar mark for the same or similar goods or services, but also as

against subsequent users of the same or similar mark for any goods or

services which purchasers might reasonably expect to emanate from it

in the normal expansion of its business under the mark. This is so

whether or not the first user of the mark has actually expanded its use

of its mark, after the commencement of the subsequent user’s use, to
goods or services which are the same as or closely related to those of

the subsequent user. The application of the doctrine is strictly limited
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to those cases where the expansion, whether actual or potential, is
“natural”, that is, where the goods or services of the subsequent user,
on the one hand, and the goods or services as to which the first user

has prior use, on the other, are of such nature that purchasers would

generally expect them to emanate from the same source. The reason
for the limitation is that the prior user of a mark on particular goods or

services cannot extend its use of the mark to distinctly different goods
or services if the result could be a conflict with valuable intervening
rights established by another through extensive use and/or registration
of the same or similar mark for the same or closely related goods or
services in the new sphere of trade.

See Mason Engineering v. Mateson Chemical, 225 USPQ 956, 962 (TTAB 1985) (emphasis

added; citations omitted). Moreover, “the determination of whether an expansion is or would be
natural must be made on the basis of the circumstances prevailing at the time when the
subsequent user first began to do business under its mark, i.e., what was ‘natural’ in the relevant
trade at that time.” Id.

However, Opposer has not presented sufficient and relevant evidence that the
bags identified in Xcel’s Application fell within the “natural zone of expansion” from Opposer’s
Ski Pole Goods, as of 1984. Opposer asserts that its expansion “from ski poles to ski pole bags
to a wide variety of sports bags is ‘natural’”, because “the technology and know-how required to
make ski poles and ski pole bags . . . is similar”. Opposer’s Brf. at 11. But Opposer cites no
evidentiary support for this proposition. Neither Mr. Pollanen nor Mr. Karihtala testified to the
technology involved in the production of ski pole bags. Mr. D’Ascoli also was not familiar with
the technology of producing those bags. Nor does Opposer cite any evidence supporting its next
proposition — “Once Opposer is producing ski pole bags, this know-how will also be relevant to
the design, production and marketing of other sports bags”. Id.

Even assuming that a ski pole manufacturer would not need any new technology
in order to produce sports bags, the nature and purpose of Ski Pole Goods clearly differs from

that of “Diving bags”, “Beach bags”, and the other bags identified in Xcel’s Application. On one
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hand, Opposer was selling its Ski Pole Goods — goods that could only be used by snow skiers in
connection with the sport of skiing. On the other hand, some of Applicant’s bags, including
“diving bags” and “beach bags”, are identified in a manner that ties them to aquatic activities that
would not be associated with snow skiing. Even the “duffel bags” and “backpacks” identified in
the Application are not necessarily associated with Ski Pole Goods, as one does not normally
expect such bags to be large enough to carry and/or transport ski poles.

Opposer attempts to obscure the obvious differences between its Ski Pole Goods
and the goods identified in Xcel’s Application, by referring to Opposer’s ski pole bags (and the
zone of expansion therefrom). But as shown above, Opposer had abandoned ski pole bags in or
about 1978, prior to Applicant’s bags in 1983-84, and Opposer only began selling bags in the
U.S., in 1988. The zone of expansion from ski pole bags is therefore irrelevant.

Opposer asserts, again without citing any evidence, that skiers use “additional
sports bags” to carry “ski boots, gloves, goggles, caps, and other cold-weather gear”. Opposer’s
Brf. at 11. But Opposer cites no evidence to support its assumption that, by 1983 (before
Applicant), it was selling and continued to sell in U.S. commerce “ski boots, gloves, goggles,
caps, and other cold-weather gear”. To the contrary, Mr. Pollanen’s focus was on ski poles made
by Opposer’s predecessor. Nor do the early product catalogs show any ski boots, gloves, or
goggles, for instance. Therefore, the notion that skiers might expect to use bags to carry “ski
boots”, for instance, is irrelevant because there is no evidence that Opposer was selling such
goods in U.S. commerce, prior to Applicant’s sales.

Similarly, with regard to Opposer’s assertion that “sports stores that carry ski
poles are also the stores most likely to carry ski pole bags” and “other sports bags”, Opposer’s

proposition is irrelevant. Whether stores carrying ski poles are likely to carry “other sports bags”
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is not the issue. The issue instead is whether stores carrying ski poles are likely to carry “diving
bags”, “beach bags”, and the other bags in Xcel’s Application. On this point, Opposer cites no
evidence.

Opposer refers to the third-party registrations of K2 Corporation (Applicant’s
Exhibit U) and Skis Dynastar, S.A. (Applicant’s Exhibit V). Opposer also refers to the
registration of Atomic Austria GmbH, but that registration is not properly included in the record
as neither Applicant nor Opposer has submitted a copy of the registration under a notice of
reliance. Moreover, the K2 and Dynastar registrations are distinguishable on this issue because
neither includes “diving bags”, “beach bags”, or any similar bag. In addition, the K2 registration
covers “snow skis, ski poles, snow boards, and ski and ski pole storage and carry bags” — bags
clearly for the purpose of protecting and carrying skis and ski poles. The registration also covers
“luggage, all purpose sports bags, and knapsacks”, but those bags are not “diving bags”, “beach
bags”, or the like, and are apparently included in the registration because of the clothing goods
that are also covered by the registration. The Dynastar registration is even more remote, as it
does not cover ski poles at all.

Opposer contends that the goods covered by the Xcel Application (“Diving bags”,
“Beach bags”, and other bags) are similar to the goods with which Opposer uses its mark
(Opposer’s ski pole bags, other bags), based on the testimony of Mr. D’ Ascoli. Opposer’s Brf.
at 13. As shown above, this line of argument is misleading because Opposer did not establish
through admissible evidence that it was selling in U.S. commerce, and continued to sell, “ski
bags, equipment bags, backpacks, fanny bags, and general sports bags”, prior to Applicant’s
sales of bags from 1983. Id. In fact, at pages 19-22 of the Pollanen deposition cited by Opposer,

Mr. Pollanen testified to Opposer’s Exhibit O-5, which was the product catalog for the 1988-89
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time period. The references to the Karihtala deposition also related to the same catalog. Because
Applicant was selling his bags prior to Opposer’s entry into the general purpose bags market in
1988, Opposer’s sale of such bags is not relevant to the issue of Opposer’s “natural zone of
expansion”. Opposer has not proven by a preponderance of the evidence that the “natural zone
of expansion” from its Ski Pole Goods encompassed the “Diving bags”, “Beach bags”, and other
bags identified in Xcel’s Application, as of 1983-1984.

C. Even If Applicant’s Bags Fell Within the “Natural Zone of Expansion”
From Opposer’s Ski Pole Goods, the Equities Favor Allowance of the

Application Given Opposer’s Delay in Enforcing Its Alleged Rights.

As noted above, the application of the doctrine of natural expansion is “strictly
limited” because, otherwise, the senior user of the mark could extend its use to distinctly
different goods or services in conflict with valuable intervening rights established by another.
See Mason Engineering, supra, at 962. Similarly, under the doctrine of laches, a senior user
cannot challenge a junior user’s activities — even in the same market — if the senior user unduly

delayed in enforcing its rights. See generally, 4 McCarthy on Trademarks and Unfair

Competition, § 24:20 at 24-45 to 46 (4th Ed. 2006). See e.g. Patsy’s Brand, Inc. v. .O.B. Realty,
Inc., 317 F.3d 209, 65 USPQ2d 1442 (2d Cir. 2003) (court held that senior restaurant user was
not entitled to enter pasta sauce market when the junior user of mark had already entered that
market). “Where the junior user operates in a market separate though related to that of the senior
user, the senior user’s ‘right to preempt is a very slender thread indeed’, and is easily lost due to
delay.” Id. 317 F.3d at 216-217, 65 USPQ2d at 1447 (citations omitted).

In this case, pursuant to 15 U.S.C. § 1072, Opposer had constructive notice of
Xcel’s entry into the market for clothing as of the date that Xcel’s Registration No. 1,622,623 for
“Bathing suits and bicycling apparel, namely, shirts, tights, jackets, jerseys, shorts, [and] hats” in

Class 25, issued on November 13, 1990. Applicant’s Exhibit B. The “natural zone of
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expansion” from such clothing goods is broad, and clearly encompasses bags that may carry,
hold, and transport such clothing goods. See Applicant’s Exhibit U (Anthony Industries, Inc.’s
Registration No. 1,736,572 for “K2” for “luggage, all purpose sport bags and knapsacks” and
also for “clothing; namely, coats, jackets, pants, shorts, shirts, sweaters, sweatshirts, sweatpants,
T-shirts, ski jackets, parkas, one-piece ski suits, caps, hats, headbands, gloves and scares”) and
Exhibit V (Skis Dynastar, S.A.’s Registration No. 1,373,801 for “all-purpose sports bags” and
“footwear, headwear and gloves”). Opposer has abandoned its rights with regard to clothing.
See Applicant’s Exhibits M-O (Opposer’s discovery responses in Opposition No. 91155174 by
which Opposer admitted no likelihood of confusion between EXEL and Xcel’s mark for
clothing) and Exhibit P (judgment in favor of XCEL in Opposition No. 91155174). Similarly,
Opposer neglected the clothing market and the zone expansion therefrom, including bags ~
declining to challenge Xcel’s expansion from at least as early as 1990 until 2004, when it finally
commenced this opposition proceeding. Thus, Opposer’s delay in enforcement of its rights
against Xcel’s own intervening development of its product lines, weighs in favor of “strictly
limit[ing]” Opposer’s belated attempt now to enforce its rights based on the alleged “zone of
natural expansion”.
D. Because Opposer Represented to the Trademark Office That Its
Ski Pole Goods Differed From the Bags of Other Registrants and
Applicants In Opposer’s Trademark Search (To Overcome a

Section 2(d) Refusal), Opposer Cannot Claim Now That the “Natural
Zone of Expansion” From Its Ski Pole Goods Encompasses Bags.

As described above, Opposer’s predecessor filed an ITU application in 1996 to
register EXEL in connection with ski poles, floor ball clubs, and related items in Class 28 and
certain other non-metal industrial goods in Classes 17 and 19. See Applicant’s Exhibit L. The
Examining Attorney issued an office action, refusing registration under Section 2(d) of the

Lanham Act, citing among other things, John Robert Brown’s pending application serial no.
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75/041,428, for EXCEL in connection with hockey equipment, “equipment bags”, and related
goods. Id.

In order to overcome the Section 2(d) refusal, on January 24, 1997, Opposer
submitted the “Amendment A” which attached Opposer’s trademark search as Exhibit A. The
search listed Brown’s application no. 75/041,428 for “equipment bags” and other goods, as well
as 181 or so other registrations and applications for goods as diverse and unrelated as Molson
Breweries’ EXEL for “non-alcoholic beer” (Id. at p. 52 of the search) and Atlas Powder
Company’s EXEL for “explosives” (Id. at p. 54 of the search). Referring to the attached
trademark search, Opposer stated in its submission to the Trademark Office that:

The goods for which the applicant [Opposer] seeks registration are as

different from the goods in these registrations and pending
applications as they are from each other.

Id. In other words, Opposer, in order to obtain the Ski Pole Registration, represented that its use
of EXEL for the Ski Pole Goods (and its industrial goods) would not likely cause confusion
despite Brown’s EXCEL for “equipment bags” (once the application was approved) or
Samsonite’s EXCEL for “luggage”, because those goods are not related to Opposer’s Ski Pole
Goods.

Because Opposer took the position that its Ski Pole Goods are not related to bags
or luggage, it is apparent that the “natural zone of expansion” from Opposer’s Ski Pole Goods
cannot encompass Xcel’s bags. In fact, under the doctrine of file wrapper estoppel, Opposer

must be estopped from taking a position in this proceeding contrary to its position in the

application which matured into its Ski Pole Registration. See e.g. Petro Shopping Centers, L.P.

v. James River Petroleum, 130 F.3d 88, 94, 44 USPQ2d 1921, 1926 (4“’ Cir. 1997) (court held

plaintiff Petro Shopping’s statement to Trademark Office that “PETRO” in other registrations is

weak, in order to overcome office refusal, undercut “opposite proposition” that its mark is
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entitled to broader scope of protection); Oreck Corp. v. U.S. Floor Systems, Inc., 803 F.2d 166,

172, 231 USPQ 634, 638-39 (5th Cir. 1987) (court held plaintiff Oreck’s previous statement to
Trademark Office that registration for “XL Kleen” for extraction machines should not be basis
for 2(d) refusal of Oreck’s “XL” mark for electric carpet shampooers, because the machines are
not related, “bolster[ed] the conclusion” that the current defendant’s use of “STEAMEX
DELUXE 15 XL” for extraction machines was not likely to cause confusion); Kay Corp. v.

Weisfield’s, Inc., 190 USPQ 565, 569 (TTAB 1976) (opposer “bound” by statements of its

predecessor to the Trademark Office, which were made to distinguish cited third-party
registration). At the very least, Opposer’s statements to the Trademark Office must be taken as
probative and persuasive evidence that EXEL is a weak mark in connection with bags and goods
other than its Ski Pole Goods, undercutting the notion that the “natural zone of expansion” from
Ski Pole Goods encompasses Applicant’s bags (and also contradicting Opposer’s position that
Applicant’s use is likely to cause confusion).

E. Opposer’s EXEL Mark Is Descriptive, And It Has Failed
To Establish Its Acquired Distinctiveness as of 1984

Opposer admits that its EXEL mark is pronounced as “‘eks-el”. See Opposer’s
responses to First Request For Admissions, request no. 8 at p.3, Applicant’s Exhibit Q.
Although Opposer contends that it trains its distributors to place the emphasis on the first
syllable, it is not apparent that consumers will do so — all they can be expected to pronounce, and
thus recognize, is the pronunciation admitted by Opposer, “eks-el”. That pronunciation is
tantamount to EXCEL, and the appearance of the EXEL mark is the same as EXCEL (except for
the omission of the silent ‘C’). The fact that Opposer’s own trademark search (Applicant’s

Exhibit L at page 1 of the search) included a search for the terms “EXCEL or EXCELL or EXEL
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or XL or XEL or XELL or XCEL or XCELL”, confirms the fact that “EXCEL” is, at most, one
of EXEL’s “variants” (see Applicant’s Exhibit L, at p. 2 of “Amendment A”).
As such, however, Opposer’s EXEL mark is descriptive because it is laudatory —

connoting the “excellence” of its Ski Pole Products. See In Re Nett Designs, Inc., 236 F.2d

1339, 57 USPQ2d 1564 (Fed. Cir. 2001) (THE ULTIMATE BIKE RACK); In Re Boston Beer

Co., L.P., 198 F.3d 1370, 53 USPQ2d 1056 (Fed. Cir. 1999) (THE BEST BEER IN AMERICA).

While Opposer’s witnesses testified at length with regard to the world market share of its Ski
Pole Goods by the mid-1980s, they could not affirm that prior to 1983-84, when Applicant began
to sell his bags, Opposer had established any significant U.S. market share relative to any type of
bag. In fact, Mr. Pollanen testified to the contrary — that there were no U.S. sales of EXEL -
branded ski pole bags prior to 1988 that he could recall. See e.g. Pollanen Depo. at pp. 38 (lines
3-15), 39 (lines 1-12), 40 (lines 1-9). Even as to tubes, Mr. Pollanen testified that they were a
“fairly minor item compared to the whole business”. Id. at p. 41 (lines 1-5).

Opposer therefore assumes that the acquired distinctiveness of EXEL relative to
Ski Pole Goods transferred to its ski pole bags. However, Opposer must submit evidence
showing that its bags are related to its Ski Pole Goods and that the distinctiveness for Ski Pole
Goods is likely to transfer to bags, in order for any Ski Pole Goods secondary meaning to be
deemed to have transferred to bags. Cf. In Re Rodgers, 53 USPQ2d 1741, 1745 (TTAB 1999)
(held that an ITU applicant must submit evidence showing “the extent to which the goods or
services in the intent-to-use application are related to the goods or services in connection with
which the mark is distinctive, and that there is a strong likelihood that the mark’s established
trademark function will transfer to the related goods or services when use in commerce occurs.”).

Opposer has not made any such showing. See discussion below in Section IV.G, which is
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incorporated herein by reference. Indeed, Opposer took the opposite position in its own
application to register EXEL for the Ski Pole Goods, insofar as it distinguished the “equipment
bags” and “luggage” of other registrants and applicants while noting the “number of [other]
EXEL registrations” in arguing then that confusion would be unlikely. Applicant’s Exhibit L.
Opposer’s EXEL mark is descriptive and lacking in secondary meaning — at least
as to bags as of the time frame in the 1980s, during which Applicant began his sales of bags,
clothing, and other goods. Thus, Opposer cannot prevent Xcel’s Application from issuing. See

Towers v. Advent Software, Inc., 913 F.2d 942, 16 USPQ2d 1039 (Fed. Cir. 1990) (affirmed

Board’s dismissal of cancellation petition where petitioner had not shown that its term had
acquired secondary meaning prior to the date when defendant began to use its mark). In contrast,
Applicant has filed several applications to register XCEL, many of which have matured into
incontestable registrations. For instance, on December 13, 1982, Applicant filed its application
to register XCEL for wetsuits, which matured into incontestable Registration No. 1,292,982.
Applicant’s Exhibit A. On July 25, 1989, Applicant filed its application to register XCEL for
“bathing suits and bicycling apparel, namely, shirts, tights, jackets, jerseys, shorts, [and] hats”,
which matured into incontestable Registration No. 1,622,623. Applicant’s Exhibit B. See also
Applicant’s Exhibit C, incontestable Registration No. 1,965,081 for XCEL for “wetsuits,
swimwear, T-shirts, sweat shirts, sweat pants, jerseys, jackets, shirts, shorts, headwear, footwear,
namely, surf bootees and dive bootees”, the application for which was filed on August 25, 1994.
Accordingly, Applicant is entitled to a conclusive presumption of secondary meaning as of and
since the dates the applications for these registrations were filed. See 15 U.S.C. § 1115(b). And

the clothing goods of these registrations are certainly closely related to the beach bags, diving
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bags, backpacks and duffel bags of the Application, so that the secondary meaning for clothing
transfers to these bags, as of the filing dates for the clothing registrations.

Applicant is also entitled to a prima facie presumption of acquired distinctiveness
for his bags as of June 13, 2001, the date he filed his applications for XCEL for “canoe bags and
canoe paddle bags” (which matured into Registration No. 2,825,694) and for “surfboard bags and
bodyboard bags” (which matured into Registration No. 2,948,566). See Applicant’s Exhibits H
and L. In contrast, Opposer has not presented any evidence supporting the acquired
distinctiveness of EXEL for any bags prior to the 1983-84 date that Applicant first sold
bags — or even prior to the June 2001 date that Applicant must be presumed to have
acquired distinctiveness for his bags. Thus, Opposer is not entitled to the broad scope of
protection it seeks for its descriptive mark, even if Opposer actually used its mark for bags prior
to Applicant. See Towers, supra.

F. Judgment in Favor of Applicant on Its Counterclaim To
Cancel Opposer’s Ski Pole Registration Must Be Entered

Because the Application Was Invalidly Assigned.

In support of its opposition to Xcel’s Application, Opposer pled its Ski Pole
Registration in its Amended Notice. See Opposer’s Amended Notice at J 4. Although
Opposer’s Amended Notice inexplicably did not disclose any assignment of its application
(originally, serial no. 75/050,237), it was later discovered by Applicant that Opposer’s Ski Pole
Registration issued from a divided ITU application that had been assigned to it in 1996 by
Opposer’s predecessor. Compare Opposer’s First Supplemental Answers to Interrogatories,
Applicant’s Exhibit T, at pp. 3-4, with Opposer’s (original) Answers to Interrogatories, response
to Interrogatory No. 1, Applicant’s Exhibit R. In fact, Opposer, in its original response to
Applicant’s First Request for Admissions, specifically stated that “Exel Oy and Exel Oyj are

separate companies and therefore admits that there was no assignment”. Applicant’s Exhibit Q
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at p. 3 (emphasis added). Opposer “withdrew” this admission after Applicant’s counsel
independently discovered the assignment. Applicant’s Exhibit S. The reason for Opposer’s
initial position is evident in view of the statutory requirement for a valid assignment.

Section 10 of the Lanham Act, 15 U.S.C. § 1060, provides in pertinent part as
follows:

A registered mark or a mark for which application to register has been
filed shall be assignable with the goodwill of the business in which
the mark is used, or with that part of the goodwill of the business
connected with the use of and symbolized by the mark. However, no

application to register a mark under section 1(b) shall be assignable
prior to the filing of the verified statement of use under section 1(d),

except to a successor to the business of the applicant, or portion
thereof, to which the mark pertains, if that business is ongoing and

See Clorox Co. v. Chemical Bank, 40 USPQ2d 1098, 1100 (TTAB 1996) (emphasis in original).

Thus, an applicant cannot assign an ITU application before the filing of a statement of use,
except to a successor to the applicant’s business if that business is ongoing and existing.
Moreover, in view of the policy against trafficking in marks and the legislative history
surrounding the statute, if there was not an assignment in which the assignor’s business was
“ongoing and existing”, the application is not only invalid, but the resulting registration is also
void.

Accordingly, the assignment to respondent, prior to the filing of the

verified statement of use, of the intent-to-use application which

matured into the registration at issue was not only invalid under

Section 10 of the statute, since there was no transfer to respondent of

the assignor’s ongoing and existing business under the “SUPER

SCRUB” mark, but the resulting registration for such mark was also
rendered void.

Id. at 1105-06 (emphasis added).
Here, a review of the file wrappers for both the original application serial no.

75/050,237 (Applicant’s Exhibit L) and the “child application” into which the Ski Pole Goods
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were placed, serial no. 75/979,600 (Applicant’s Exhibit K) — the latter of which matured into the
subject Ski Pole Registration — shows that there was not an “ongoing and existing” business as to
all of the goods covered by the original application, at the time of the assignment in November
1996.

As admitted in Opposer’s Supplemental Answers to Interrogatories, on
January 30, 1996, “old Exel Oy” filed application serial no. 75/050,237 to register the mark
EXEL in three classes of goods, including Class 28 for the Ski Pole Goods (and other items such
as floor ball clubs) and Classes 17 and 19 for certain non-metal industrial goods. Applicant’s
Exhibit T, at p. 3. Subsequently, “old Exel Oy assigned its rights in the mark EXEL to Opposer
on November 29, 1996, including old Exel Oy’s rights in Applicat}ion Serial No. 75/050,237.”
Id. Opposer then changed its name to “Exel Oy” (and subsequently, to “Exel Oyj”). Id. “On
February 17, 2000, Opposer filed a Statement of Use for the ski poles and other goods, in
International Class 28” and “Opposer also requested a division of the original application”. Id.
On May 5, 2000, the Trademark Office confirmed that the ski poles and related goods had been
placed in a new application, “child” application serial no. 75/979,600 — which later matured into
the Ski Pole Registration. Id.

Although Opposer avoids discussing in its interrogatory responses the industrial
goods identified in the original ITU application no. 75/050,237, they included the following:
“junctions not of metal for pipes” in Class 17 and “non-metal fence posts, telescopic masts,
telescopic poles, ladders, lattice towers, kite tubes, window frames, and door frames” in Class
19. Applicant’s Exhibit K. On or about February 17, 1998, a Notice of Allowance was issued
by the Trademark Office, which identified Opposer’s goods as follows: non-metallic pipe

couplings and joints, in Class 17; fence posts; telescopic masts for supporting telecommunication
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equipment; telescopic support poles for supporting camouflage netting, umbrellas, and other
applications; lattice towers for supporting telecommunication equipment and lighting structures;
kite tubes for storing kites; all of the above being made of non-metal, in Class 19; ski poles; ski
pole straps; ski pole handles; ski pole grips; and ski pole tips, in Class 28.

On or about February 2, 1999, after the November 1996 assignment of the
application, Opposer submitted its “Second Request For Extension of Time Under 37 C.F.R.

§ 2.89 To File A Statement of Use”. Id. In it, Opposer stated that “Applicant [Exel Oyj] has not
used the mark in commerce on all goods specified in the Notice of Allowance . . . . Applicant is
actively engaged in prbduct research and development for all of the goods listed in the Notice of
Allowance to be used in conjunction with the mark EXEL”. Id.

On or about August 9, 1999, Opposer submitted its “Third Request For Extension
of Time Under 37 C.F.R. § 2.89 To File A Statement of Use”. Id. Opposer again stated that
“Applicant has not used the mark in commerce on all goods specified in the Notice of
Allowance. . .”. Id. Opposer further stated that “Applicant continues to be actively engaged in
ongoing product research and development activities, promotional activities, and steps to acquire
investors pertaining to the goods identified in the Notice of Allowance in the application”. Id.

Even after the division, on or about February 17, 2000, Opposer submitted a
“Fourth Request For Extension of Time Under 37 C.F.R. § 2.89 To File A Statement of Use”.
See Applicant’s Exhibit L. In it, Opposer states that “Applicant continues to be actively engaged
in ongoing product research and development activities, and is taking steps to begin
manufacturing and promotional activities for the sale of its products to be used in conjunction
with the mark EXEL”. Id. Thus, it is apparent that some of the industrial goods that were

covered by the application at the time of the 1996 assignment were not, in fact, being
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manufactured and sold in commerce, thus prompting Opposer’s request to extend the statement
of use relating to industrial goods. Accordingly, not all of the business relating to the EXEL
mark was “ongoing and existing” at the time of the assignment. The assignment is invalid under
the statute, and Opposer’s registration must be cancelled as being void. See Clorox supra.

The importance of the assignment is underscored by Opposer’s apparently
intentional attempt in this proceeding to hide the assignment. Opposer strenuously objects to the
submission into evidence of Opposer’s initial responses to Applicant’s request for admissions
and interrogatories (Applicant’s Exhibits Q and R). Opposer’s initial responses consisted of the
statements that “Exel Oy is not the same entity as Opposer’s Exel Oy;j”, and Opposer “admits
that there was no assignment”. Applicant’s Exhibit Q. In its answer to Interrogatory No. 4,
Opposer states that “Opposer has been using the mark EXEL in commerce since 1974”. But
after Applicant’s counsel independently discovered that Exel Oy was, in fact, a separate
predecessor entity to Opposer, Opposer “withdrew” its initial admissions and “supplemented” its
initial interrogatory responses, to disclose the assignment. Opposer claims that the assignment
was not disclosed because its discovery responses were “incomplete”. Opposer’s Brf. at 18. But
that position begs the question — why were the responses “incomplete”?

Certainly, it cannot be the case that Opposer did not realize the importance of the
assignment document. Opposer made sure to record the assignment with the Canadian Registrar
of Trademarks. See Applicant’s Exhibit GG (attaching a copy of the assignment). In the
covering letter sent to the Canadian Registrar, Opposer’s agent writes that “It is important to the
parties that the chain of title is shown”, in submitting the assignment and the name change
document of Opposer. Applicant’s Exhibit HH. Yet Opposer did not record this “important”

assignment in the U.S. Patent and Trademark Office until after Applicant discovered it.
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The only remaining explanation is that Opposer’s discovery responses were
intentionally made to be “incomplete” (and Opposer did not record the assignment in the U.S.
until it came to light in this proceeding) so that Applicant would not discover the existence of the
invalid assignment, and thus would overlook the fact that the Ski Pole Registration (upon which
Opposer relies in this opposition) is void. Thus, Opposer’s evasive discovery responses
underscore the fact that there was not an “ongoing and existing” business with regard to some of
the industrial goods originally covered by the application, as of the date of the assignment.
Pursuant to the statute, the assignment is invalid, and the Ski Pole Registration must be found to
be void.

G. Opposer’s Ski Pole Registration Must Be Cancelled Because
EXEL is Descriptive and Lacking in Secondary Meaning.

Even if the application for the Ski Pole Goods was validly assigned to Opposer by

its predecessor, EXEL is a descriptive term (i.e. laudatory), as shown above. EXEL is
tantamount to “EXCEL”, and it thus connotes “excellence”.

In addition, Opposer has not presented sufficient evidence to support a finding of
secondary meaning — even with regard to its Ski Pole Goods — as of the January 1996 date that
the application was filed by Opposer’s predecessor. Mr. Karihtala estimated that Opposer
currently has a 25% share of the world market for cross-country poles. Karihtala Depo. at p. 12
(lines 16-23). But he did not testify with regard to Opposer’s predecessor’s share of the U.S.
market, as of January 1996 (or during the 1980s). Similarly, he testified that Opposer currently
is No. 1 in “floorball”, with a 40% world market share. Id. at p. 13 (lines 9-18). But he did not
testify with regard to the predecessor’s share of the U.S. market for “floorball” — if any — as of
January 1996. Even for “Nordic fitness sports”, which Mr. Karihtala described as “the most

important category for us”, he did not identify Opposer’s predecessor’s U.S. market share as of
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January 1996. Id. at p. 14 (lines 7-16). In fact, Mr. Karihtala admitted on cross-examination that
Opposer’s predecessor was only selling “In 1996, crosscountry ski poles, alpine ski poles, related
accessories, and also windsurfing masts”, and “Maybe some industrial products like
laminates . . .”, even when asked to recall “anything else”. Id. at pp. 105 (lines 6-25) and 106
(lines 1-10). He could not specifically recall that, as of the dates that the Ski Pole Goods
application was filed in January 1996, Opposer’s predecessor was selling in the U.S. any
“floorball” goods or “Nordic fitness sports” goods which Opposer is supposedly well-known for
in the current world market.

In light of Opposer’s insufficient evidence of secondary meaning, Opposer’s
filing a false Section 15 affidavit with regard to its Ski Pole Registration is telling.

On January 11, 2006, Opposer filed with the Trademark Office a Combined
Declaration of Use and Incontestability Under Sections 8 and 15 (the “Section 15 Affidavit”).
See Applicant’s Exhibit EE. The Section 15 Affidavit was signed by Mr. Jukka Juselius on
behalf of Exel Oyj, and it stated that “there is no proceeding involving [the owner’s right to
register the mark] pending and not disposed of either in the Patent and Trademark Office or in
the courts”, when in fact there obviously was a pending cancellation 92043699 and Xcel’s
cancellation counterclaim in this opposition proceeding.

Xcel’s counsel independently discovered this false Section 15 Affidavit and, on
January 17, 2006, Xcel’s counsel wrote to Opposer’s counsel (see Applicant’s Exhibit FF),
objecting to the Section 15 Affidavit on the grounds of fraud, as Mr. Juselius was clearly aware
of these proceedings because he had previously executed declarations in this proceeding (see e.g.
Applicant’s Exhibits R and T). Opposer objects to these exhibits on the grounds of relevance.

However, they are clearly relevant to the extent that they show that Opposer was so concerned
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that it could not prove EXEL had acquired distinctiveness as of January 1996, that it even
attempted to circumvent the issue by gaining incontestability for its Ski Pole Registration (and
the conclusive presumption of validity therefrom, under 15 U.S.C. § 1115(b)), through the
clearly false Section 15 Affidavit. Opposer’s filing of the false Section 15 Affidavit,
concealment of the invalid assignment, and serving of false discovery responses clearly
demonstrate that the equities do not favor Opposer. Accordingly, the Ski Pole Registration must
be cancelled on the grounds that EXFEL is descriptive and lacking in secondary meaning, and was
assigned in violation of 15 U.S.C. § 1060.

V. CONCLUSION.

Opposer’s evidence is unpersuasive and insufficient with regard to its asserted
priority in bags due to Opposer’s abandonment of bags prior to Applicant’s first use of XCEL for
bags. Opposer’s alternative claim based on the alleged “natural zone of expansion” from its Ski
Pole Goods is also defective, because Applicant’s “diving bags”, “beach bags”, and other bags
are not within the zone of “natural” expansion from Ski Pole Goods, Opposer unduly delayed in
asserting its rights despite Applicant’s own expansion into clothing and related goods, and
Opposer took a contrary position in its own application to register the Ski Pole Goods.

But even if Opposer has priority of use with regard to bags, that is hardly the end
of the inquiry. Significantly, Opposer’s EXEL mark is descriptive (i.e. laudatory), and it has
failed to present evidence of secondary meaning in the U.S. as to any type of bag prior to
Applicant’s first use of XCEL for bags. Opposer admitted the weakness of its mark in its own
application to register the Ski Pole Goods. In fact, Opposer has failed to present evidence of
secondary meaning in the U.S., even as to its Ski Pole Goods — which, together with the invalid
assignment (and Opposer’s concealment thereof), requires cancellation of the Ski Pole

Registration. In view of the above, Applicant submits that Opposer’s opposition to the
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Application for “diving bags”, “beach bags”, and other bags in the Application must be denied,
and that Opposer’s Ski Pole Registration must be cancelled.

DATED: Honolulu, Hawaii, January 3, 2007.

Martin E. Hsia Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorneys for Applicant and Counterclaimant
EDMONT P. D’ ASCOLI, Trustee of the
EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996
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APPENDIX A

APPLICANT’S RESPONSE TO OPPOSER’S
OBJECTIONS TO APPLICANT’S EVIDENCE

A. Applicant’s Exhibits Q and R.

Opposer objects to the admission of Applicant’s Exhibits Q and R, which consist
of Opposer’s original discovery responses in this proceeding. Opposer argues that these
responses, because the Board allowed them to be “withdrawn”, are irrelevant and thus
excludable. Opposer’s Brf. at 18.

Applicant does not rely on Opposer’s initial discovery responses in order to hold
Opposer to the inaccurate or “incomplete” statements it made and then later attempted to correct.
Instead, Applicant relies on the initial responses to prove Opposer’s bad faith conduct in this
proceeding.

As set forth more fully in Applicant’s Trial Brief at pages 34-35, Opposer’s initial
responses consisted of the statements that “Exel Oy is not the same entity as Opposer’s Exel
Oyj”, and Opposer “admits that there was no assignment”. Applicant’s Exhibit Q. In its answer
to Interrogatory No. 4, Opposer states that “Opposer has been using the mark EXEL in
commerce since 1974”. But after Applicant discovered on its own that Exel Oy was, in fact, a
separate predecessor entity from Opposer, Opposer “withdrew” its initial admissions and
“supplemented” its initial interrogatory responses, to disclose the assignment. Opposer claims
that the assignment was not disclosed because its discovery responses were “incomplete”.
Opposer’s Brf. at 18. But that position begs the question — why were the responses

“incomplete”?



Certainly, it cannot be the case that Opposer did not realize the importance of the
assignment document. Opposer made sure to record the assignment with the Canadian Registrar
of Trademarks. See Applicant’s Exhibit GG (attaching a copy of the assignment). In the
covering letter sent to the Canadian Registrar, Opposer’s agent writes that “It is important to the
parties that the chain of title is shown”, in submitting the assignment and the name change
document of Opposer. Applicant’s Exhibit HH.

The only remaining explanation is that Opposer’s discovery responses were
intentionally made to be “incomplete” so that Applicant would not discover the existence of the
invalid assignment, and thus would overlook the fact that the Ski Pole Registration (upon which
Opposer relies in this opposition) is void. Clearly, Exhibits Q and R are relevant; it is up to the

Board to decide the weight to give to such evidence.

B. Applicant’s Exhibits EE and FF.

Similarly, Opposer seeks to clear the record of another subterfuge in this
proceeding — its attempt to gain incontestability for its Ski Pole Registration by filing the false
Section 15 Affidavit.

As set forth above in Applicant’s Trial Brief at pages 36-37, on January 11, 2006,
Opposer filed with the Trademark Office a Combined Declaration of Use and Incontestability
Under Sections 8 and 15 (the “Section 15 Affidavit”). See Applicant’s Exhibit EE. The Section
15 Affidavit was signed by Mr. Jukka Juselius on behalf of Exel Oyj, and it stated that “there is
no proceeding involving [the owner’s right to register the mark] pending and not disposed of
either in the Patent and Trademark Office or in the courts”, when in fact there obviously was a
pending cancellation 92043699 and Xcel’s cancellation counterclaim in this opposition

proceeding.



On January 17, 2006, Xcel’s counsel wrote to Opposer’s counsel (see Applicant’s
Exhibit FF), objecting to the Section 15 Affidavit on the grounds of fraud, as Mr. Juselius was
clearly aware of these proceedings because he had previously executed declarations in this
proceeding (see e.g. Applicant’s Exhibits R and T).

Opposer objects to these exhibits on the grounds of relevance. However, they are
clearly relevant to the extent that they show Opposer’s lack of credibility and that Opposer was
so concerned that it could not prove EXEL had acquired distinctiveness, that it even attempted to
circumvent the issue by gaining incontestability for its Ski Pole Registration (and the conclusive
presumption of validity therefrom, under 15 U.S.C. § 1115(b)), through the clearly false Section
15 Affidavit. Thus, Opposer’s filing of the Section 15 Affidavit points to and underscores
Opposer’s lack of sufficient evidence of secondary meaning, and demonstrates that the equities
do not favor Opposer in view of its inexplicable misrepresentation to the Trademark Office.

When viewed in their totality, the conduct of Opposer in this proceeding is rather
disturbing. First, Opposer fails to disclose the fact that it acquired the rights to EXEL through an
assignment from a predecessor entity with the same name. Instead, Opposer states just the
opposite in its discovery responses — that there was no assignment. Opposer failed to disclose
the assignment even though it was careful enough to record the same assignment with the
Canadian Registrar of Trademarks, stating that it was “important”.

Having failed to cover up the 1996 assignment, Opposer next filed the Section 15
Affidavit in order to gain incontestability status for the Ski Pole Registration, even though the
Ski Pole Registration was clearly the subject of the pending proceeding.

The overall picture, Applicant submits, is clearly relevant to show that the equities

do not favor Opposer.
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