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In the United States Patent and Trademark Office
Before the Trademark Trial and Appeal Board

[n the matter of application Serial No. 76/272,356
Published in the Official Gazette on January 27, 2004.

EXEL OYJ
Opposer,

v, Opposition No.: 91160397
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996

Applicant.

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Va. 22202-3514
MOTION TO AMEND NOTICE OF OPPOSITION

Opposer, Exel Oyj, hereby moves to amend its Notice of Opposition in the above-
captioned case, pursuant to Rules 2.107 of the Rules of Practice of the Patent and Trademark
Office and Rule 15 of the Federal Rules of Civil Procedure., Specifically, Opposer seeks to
amend its Notice of Opposition to include as Exhibit A a copy of its U.8. Registration No.
2,394,384 and a notice under Rule 2.122(d) of the Rules of Practice of the Patent and Trademark
Office that Opposer will rely on its registration.

Rules 2.107 of the Rules of Practice of the Patent and Trademark Office and Rule
15 of the Federal Rules of Civil Procedure provide that Opposer is permitted to amend its

pieading once as a matter of course any time before a responsive pleading is served. Given that a



responsive pleading has not been filed as of yet in the above-captioned case, it is respectiuily

requested that Opposer’s Motion to Amend be granted.

Respectfully submitted,
EXEL OYl
By: Warmer Norcross & ludd LLP

Date: May 21, 2004 /s/ Matthew D, Johnson
Norbert F. Kugele
Matthew D. Johnson
900 Fifth Third Center
111 Lyon Street, N.W.
Grand Rapids, Michigan 49503-2487
616-752-2000
Attorneys for Opposer
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In the United States Patent and Trademark Office
Before the Trademark Trial and Appeal Board

In the matter of application Serial No. 76/272,356
Published in the Official Gazette on January 27, 2004.

EXEL OYJ
Opposer,

V. Opposttion No.: 91160397
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996

Applicant.

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Va. 22202-3514
AMENDED NOTICE OF OPPOSITION

Exel Oyj, a corporation organized and existing under the laws of Finland, whose
mailing address is P.O. Box 29, FIN-52701, Mantyharju, Finland (“Oppeser”), believes that it
will be damaged by registration of the mark “XCEL” in Application Serial No. 76/272,35¢ n
International Class 18 for duffel bags, beach bags, and backpacks and International Class 28 for

As grounds of opposition, it is alleged that:
1. Edmont P. D’ Ascoli, Trustee Of The Edmont P. D’ Ascoli Revocable Living Trust
Dated May 24, 1996 (the “Applicant”) seeks to register XCEL as a trademark for use in

connection with “duffel bags, beach bags, and backpacks” in International Class 18 and “diving



bags” in International Class 28, on the basis of an intent to use the mark in association with those
goods.
2. The Application was filed on June 13, 2001.

3. Opposer lS and has for many years manufactured, advertised, sold and distributed
goods under the mark EXEL associated with a number of outdoor and indoor sports, including
Nordic walking, Nordic blading, stretching, floorball, Alpine skiing, Telemark skiing, cross-
country skiing, mountaineering, snowshoeing, and hockey. The mark EXEL is also the house

mark for Opposer, and goods bearing the mark EXEL are thus recognized as Opposer’s products.

4. Opposer owns U.S. Registration No. 2,394,384, for the mark EXEL for use in
association with ski poles, ski pole straps, ski pole handles, ski pole grips, and ski pole tips
(“Opposer’s Registration”). A true copy of the registration is attached as Exhibit A. Opposer
also sells a varicty of other goods in the United States using the mark EXEL, including, without
limitation, stretching sticks, cross-couniry skis, accessories for cross-country skiing and alpine
skiing, floorball clubs, floorball goalie equipment, and other floorball accessories.

5, Opposer began using the mark EXEL in connection with the goods described in
Opposer’s Registration in 1968 and began using the mark EXEL in interstate commerce in the
United States in 1974.

6. Opposer cstablished its use and righis in the mark EXEL long prior to Applicant
filing the Application.

7. Opposer’s products including the mark EXEL have been extensively and

continuously offered to the public through various channels of trade. Opposer has also



advertised and distributed products bearing the mark EXEL throughout the United States.

Further, Opposer is the sponser of the United States Biathlon Team.

8. By reason of Opposer’s advertising and distribution of products with the mark

EXEL, the public has come to recognize the mark EXFEL as signifying Opposer and its products.

9. The goods listed in the Application and sporting bags in general arc within the
natural zone of expansion of Opposer's current and established product lines. By way of
example, Opposer makes reference to Registration No. 1,736,575 and related registrations owned
by the winter sports company K-2 Corporation for the mark K2 for use in association with
luggage, all purpose sport bags and knapsacks; Registration No. 1,407,514 owned by the winter
sports company Rossignol Ski Company, Inc. for the mark ROSSIGNOL for use in association
with general tote bags and ski bags; Registration No. 1,373,801 owned by the winter sports
company Skis Dynastar, S.A. for the mark DYNASTAR for use in association with all-purpose
sports bags; and Registration No. 2,649,179 owned by the sporting equipment manufacturer Jas
D. Easton, Inc. for the mark EASTON for use in association with sport bags, namely, duffel

bags, tote bags, garment bags, back packs and knapsacks.

10.  Opposer has developed an exceedingly valuable goodwill with respect to the mark
EXEL in connection with the sale of products under Opposer’s Registration and the activities
listed in Paragraph 3.

11.  The mark XCEL, by itself, is confusingly similar and substantially identical to
Opposer's mark EXEL when used in connection with the goods associated with the Application
in the United States, and its registration and continued use by Applicant on the goods described

in the Application in the United States, is likely to cause confusion, deception, and mistake,



12.  Applicant’s use of the mark XCEL in association with the goods described in the
Application interferes with Opposer’s use of its mark EXEL, and continued use or registration of
Applicant’s mark XCEL in association with the goods described in the Application will seriously

damage Opposer.

13. Applicant has admitted that its mark XCEL and Opposer’s mark EXEL are
confusingly similar. Applicant admitted to confusion between the marks XCEL and EXEL when
it filed an opposition to Opposer’s application to register the mark EXEL in connection with
clothing, Application Serial No. 76/301,162 and Opposition No. 91155174, In addition, in a
letter dated February 12, 2004, Applicant asserted that any use by Exel Oyj of the mark EXEL
in skiing, snowboarding, crossover and other channels of trade including Nordic activities

created a likelihood of confusion with, and dilution of, Applicant’s mark.

14.  The goods set forth in the Application are closely related to the goods covered by
Opposer’s Registration and those listed in Paragraph 3, and persons familiar with and who
purchase Opposer's goods may also purchase goods described in the Application. For example,
a person who purchased cross country ski equipment manufactured and distributed by Opposer
with the mark EXEL may also purchase a backpack or duffel bag. Such a purchaser may
purchase Applicant’s products based on confusion that Applicant’s products and Opposer’s

products are somehow related.

15.  The use and registration of Applicant’s mark XCEL, as indicated above, would
result in confusion, mistake, and/or deception as to the source or origin of the Applicant’s goods,
leading consumers to believe that they are somehow affiliated with, approved, sponsored, or

licensed by Opposer.



























