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Dear Sir or Madam:

Enclosed please find Applicant’s Motion for Leave to File Counterclaim;
Memorandum in Support of Applicant’s Motion; Declaration of Edmont P. D’ Ascoli in Support
of Applicant’s Motion for Leave to File Counterclaim; Exhibits “A”-“D”; Certificate of Service,

dated April 15, 2005.
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY],

Opposer,

V.

EDMONT P. D’ASCOLIL, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Opposition No. 91160397
Serial No. 76/272,356

Applicant.

EDMONT P. D’ASCOLL TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OYJ,

Opposer/Counterclaim Defendant.
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APPLICANT’S MOTION FOR LEAVE TO FILE COUNTERCLAIM

Applicant EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI
REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Applicant” and “D’Ascoli”), by and
through his undersigned attorney, hereby moves for leave to file a counterclaim, pursuant to Rule
15(a), Fed. R. Civ. P., and 37 CFR § 2.106(b)(2)(1). Applicant secks leave to file a counterclaim to
cancel U.S. Registration No. 2,394,384 alleged in the Amended Notice of Opposition filed herein
by Opposer EXEL OYJ (“Opposer” and “New Exel Oyj”). For the reasons set forth in the
attached memorandum and exhibits, Applicant respectfully submits that this Motion should be

granted.



DATED: Honolulu, Hawaii, April 15, 2005.
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Martin E. Hsia Reg. No. 32,471

CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorneys for EDMONT P. D’ASCOLIL, TRUSTEE
OF THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXFL OY],
Opposer,
V.

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant. Opposition No. 91160397
Serial No. 76/272,356

EDMONT P. D’ASCOLJ, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OY]J,

Opposer/Counterclaim Defendant.
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MEMORANDUM IN SUPPORT OF APPLICANT’S MOTION

L INTRODUCTION.

Applicant EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI
REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Applicant” and “D’Ascoli”), submits
the following in support of his Motion For Leave To File Counterclaim (the “Motion™) against
Opposer EXEL OYJ (“Opposer” and “New Exel Oyj”). A signed version of the proposed
amended pleading is attached hereto as Exhibit “A”, pursuant to TBMP § 507.01 at 500-273

(2d ed. June 2003).



Applicant’s Motion seeks leave to add a counterclaim to cancel U.S. Registration
No. 2,394,384 alleged in Opposer’s Amended Notice of Opposition, filed on May 21, 2004. As
set forth more fully below, Applicant respectfully requests that the Motion be granted because: (a)
the Motion seeks leave to file a counterclaim based on recently obtained discovery from Opposer;
and (b) the granting of the Motion would not prejudice Opposer insofar as this proceeding was
only recently initiated and the discovery and testimony periods have been rescheduled.

IL BACKGROUND.

On June 13, 2001, Applicant filed an application (the “Application”) to register
his mark XCEL as a trademark for use in connection with “Duffel Bags; Beach Bags;
Backpacks” in Class 18 and “Diving Bags” in Class 28 (collectively, “Applicant’s Goods”).

On May 5, 2004, Opposer New Exel Oyj filed electronically a Notice of
Opposition to the Application (although it did so in the name of “Exel Oy”), having been granted
an extension to oppose until May 26, 2004. Id. Although the Notice of Opposition referred to
U.S. Registration No. 2,394,384 attached as Exhibit A thereto, the registration was not attached
to the Notice of Opposition.

On May 24, 2004, Applicant received a letter dated May 21, 2004, from
Opposer’s counsel. The letter enclosed: (a) a Motion To Amend Notice of Opposition; and (b)
an Amended Notice of Opposition. The Amended Notice of Opposition attached the missing
U.S. Registration, and also alleged a notice pursuant to Rule 2.122(d) of the Trademark Rules as
to Opposer’s purported right to rely upon the U.S. Registration.

As set forth in Registration No. 2,394,384, it issued on October 10, 2000, in favor
of “EXEL OY” for the mark EXEL for “ski poles; ski pole straps; ski pole handles; ski pole

grips; and ski pole tips” in Class 28 (collectively, “Opposer’s Ski Pole Goods™), the application



therefor having been filed on January 30, 1996. Title to the registration is shown to be in the
name of “Registrant” — viz. “EXEL OY”.
HIL. ARGUMENT.

Consistent with the general admonition of Fed. R. Civ. P. 15(a), that leave to
amend a pleading “shall be freely granted when justice so requires”, the Board has recognized
that “amendments to pleadings should be allowed with great liberality at any stage of the
proceeding where entry of the amendment would serve to further the end of justice, unless it

would violate settled law or be prejudicial to the rights of the opposing party.” Anheuser-Busch,

Inc. v. Martinez, 185 USPQ 434, 435 (TTAB 1975) (applicant’s motion to amend answer

granted where proceeding still in pre-trial stage). Accordingly, the Board has allowed
amendments to add compulsory counterclaims where the opposer would not be substantially

prejudiced. See See’s Candy Shops Inc. v. Campbell Soup Co., 12 USPQ2d 1395, 1397 (TTAB

1989) (consolidated petition to cancel registration with opposition proceeding in which applicant
had not filed compulsory counterclaim in light of “the liberal policy established by the Federal

Rules of Civil Procedure concerning amendments to pleadings™); Marshall Field & Co. v. Mrs.

Fields Cookies, 11 USPQ2d 1355, 1359 (TTAB 1989) (counterclaim allowed where pleaded
promptly after defendant obtained information necessary to assert counterclaim during
discovery).

In this matter, Applicant D’ Ascoli should be permitted to amend his responsive
pleadings to add the counterclaim because he only recently learned of the grounds therefor
through discovery and because Opposer would not be unduly prejudiced by the amendment.

Applicant filed his Answer to Opposer’s Amended Notice of Opposition on or
about July 2, 2004 (the “Answer”). U.S. Registration No. 2,394,384, on which Opposer relies in

this Opposition, states that the Registrant is “Exel Oy”, as distinguished from “Exel Oyj”.



Neither the original Notice of Opposition nor the Amended Notice of Opposition disclosed that
there might have been any entity other than “Exel Oy” in the chain of title relating to the
“EXEL” mark. Thus, at the time the Answer was filed, Applicant did not know that it had a
basis to challenge the validity of “Exel Oy’s” registration because of a defect in the “EXEL”
chain of title. Indeed, Applicant’s Answer specifically averred that he was without knowledge or
information sufficient to form a belief as to the allegation that Opposer Exel Oyj owns the
registration because the attached copy of the registration shows that it was issued to “Exel Oy”.
On July 9, 2004, Applicant received Opposer’s Responses To First Request For
Admissions of Edmont P. D’ Ascoli, Trustee of the Edmont P. D’ Ascoli Revocable Living Trust
Dated May 24, 1996 (“Opposer’s Admissions”), a true and correct excerpted copy of which is
attached hereto as Exhibit “B”. Through Opposer’s Admissions, Applicant learned for the first
time that: (1) Opposer claims that it was previously a “private limited company with a Finnish

3

designation of ‘Oy’  at the time its trademark application was filed in 1996; (2) that on
September 10, 1998, Opposer claims that it became a “public limited company with a
designation of ‘Oyj’ ” and registered a “change of name with the Finnish Trade Register”; and

(3) that Registrant “Exel Oy” claims that it is the same entity as Opposer Exel Oyj:

REQUESTS FOR ADMISSIONS

1. On Qctober 10, 2000, U.S. Registration No. 2,394,384 for the
mark “EXEL” (the “Exel Oy Registration”) was not issued to Opposer
Exel Oyj, but instead was issued to Exel Oy.

RESPONSE: Subject to and without waiving the General Objections,
Opposer denies Request for Admission No. 1 on the basis that Exel Oyj is
the same entity as Exel Oy. In Finland, the designation of Oyj is reserved
for public limited companies and the designation Oy is reserved for
private limited companies. At the time Opposer filed the application for
Registration No. 2,394,384, Opposer was a private limited company with a
Finnish designation of “Oy.” On September 10, 1998, Opposer became a
public limited company with a designation of “Oyj.” Opposer registered a
change of name with the Finnish Trade Register on September 10, 1998,



See Exhibit “B” attached hereto, at p. 2.
In addition, Opposer’s July 9, 2004 Admissions maintained that “Exel Oy” and
“Exel Oyj” are not separate companies and that there was no assignment.

REQUESTS FOR ADMISSIONS

% o ok

5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel
Oyi.
RESPONSE: Subject to and without waiving the General Objections,

Opposer denies that Exel Oy and Exel Oyj are separate companies and
therefore admits that there was no assignment.

See Exhibit “B” attached hereto.

As a result of Opposer’s discovery responses, Applicant conducted his own
research in regard to the name changes registered with the Finnish Trade Register, and
discovered that, contrary to the July 9, 2004 Admissions of Opposer, the original applicant for
Registration No. 2,394,384 (“Old Exel Oy”) ceased to exist on or about October 31, 1997, and
that Opposer was a corporation (“New Exel Oyj”) separate and apart from Old Exel Oy, that
incorporated on or about November 5, 1996 — after the application was filed (on January 30,
1996). See Applicant’s Dec. attached hereto.

Accordingly, on or about July 26, 2004, Opposer filed a Motion to Amend
Answer and To Add Counterclaim (the “Motion to Add Counterclaim™), seeking to add,
among other things, a counterclaim alleging that Opposer’s asserted Registration No. 2,394,384
was void because Opposer stated that there was no assignment according to the July 9, 2004
Admissions and Old Exel Oy had not recorded any assignment at the U.S. Patent and Trademark
Office before the Registration had issued. In addition, on August 6, 2004, Applicant filed his
Motion for Summary Judgment And Sanctions (the “Summary Judgment Motion™), based on

the grounds, among other things, that there had been a break in the chain of title between Old



Exel Oy (the original applicant for “EXEL”) and New Exel Oyj (Opposer), as evidenced by the
Finnish Trade Register documents revealing the existence of the two separate entities, and the
admission that there was no recorded assignment.

However, on August 16, 2004, Opposer served its “First Supplemental Responses
To First Request For Admissions” (the “Supplemental Admissions”), a true and correct
excerpted copy of which is attached hereto as Exhibit “C”. In these Supplemental Admissions,
Opposer stated that Old Exel Oy and Opposer were in fact separate companies, but disclosed that
on November 29, 1996, Old Exel Oy had assigned all of its rights in and to the Application from
which Registration No. 2,394,384 issued (the “Assignment”) to Opposer. A copy of the
purported Assignment was attached to Opposer’s Memorandum In Opposition To Applicant’s
Motion For Summary Judgment And Sanctions, filed on or about September 7, 2004.

On March 11, 2005, the Board denied Applicant’s Summary Judgment Motion.
With respect to Applicant’s Motion to Add Counterclaim, the Board granted Applicant’s request
to amend its answer (while striking the reference to the counterclaim) and denied the request to
add a counterclaim to the extent it was based on Opposer’s July 9, 2004 Admissions:

Because we have granted opposer’s motion to amend its responses,

applicant’s motion to add a counterclaim — based on opposer’s original
responses — is denied."

2 Although we have denied applicant’s motion due to applicant’s
reliance in its counterclaim on opposer’s response to applicant’s requests
for admissions (which have now been amended), our denial is without
prejudice to applicant filing another motion for leave to assert a
counterclaim on another basis.

See Board’s March 11, 2005 order attached hereto as Exhibit “D”, at p. 13.
Accordingly, Applicant seeks by this Motion leave to assert the attached

Counterclaim based not on the July 9, 2004 Admissions of Opposer, but instead on the belatedly



disclosed Assignment of the “EXEL” application. As set forth in the proposed Counterclaim
attached hereto as Exhibit “A”, Applicant seeks cancellation of Registration No. 2,394,384 on
the grounds that, among other things, the Assignment was invalid and ineffective because the
business of applicant Old Exel Oy to which the “EXEL” mark pertained was not ongoing and
existing as of the date of the Assignment, as required by 15 USC § 1060. If the Assignment is
invalid, Opposer New Exel Oyj did not acquire any rights in the Exel Application, nor did it have
any basis upon which it could file documents in the Exel Application (including the Statement of
Use that was filed in the name of the original applicant). Registration No. 2,394,384 is therefore
void, and Opposer may not rely upon it to oppose the subject Application. Applicant therefore
submits that the Motion should be granted.

In addition, allowing the Counterclaim would not unduly prejudice Opposer.
Pursuant to the Board’s March 11, 2005 order, the closing date for discovery was reset for
July 15, 2005, with the closing of Opposer’s testimony period reset for October 13, 2005.

IV,  CONCLUSION.

For all the foregoing reasons, Applicant respectfully submits that the Motion
should be granted, and that he be allowed to file the attached Counterclaim.

DATED: Honoluly, Hawaii, April 15, 2005.

AN G 40

Martin E. Hsia Reg. No. 32,471

CADES SCHUTTE LLP

P.O. Box 939

Honolulu, HI 96808

Tel: (808) 521-9200

Attorneys for EDMONT P. D’ASCOLI, TRUSTEE
OF THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY],
Opposer,
V.

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Apphicant. Opposition No. 91160397
Serial No. 76/272,356

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OY]J,

Opposer/Counterclaim Defendant.
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CERTIFICATE OF SERVICE

1HEREBY CERTIFY that true and correct copy of the foregoing was mailed this
150 day of April, 2005 to: Norbert F. Kugele, 900 Fifth Third Center, 111 Lyon Street, N'W,
Grand Rapids, Michigan 49503-2487.

DATED: Honolulu, Hawaii, April 15, 2005.

A=y ‘7\\._._«..
Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE
A Limited Liability Law Partnership
P.O. Box 939
Honolulu, HI 96808
Tel: (808) 521-9200
Attorneys for EDMONT P. D’ASCOLI,
Trustee of the EDMONT P. D’ASCOL!
REVOCABLE LIVING TRUST DATED
MAY 24, 1996

imanageDB:584046.1



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OYJ,
Opposer,
V.

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLIREVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant. Opposition No. 91160397
Serial No. 76/272,356

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OY]J,

Opposer/Counterclaim Defendant.
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DECLARATION OF EDMONT P. D’ASCOLI IN SUPPORT OF
APPLICANT’S MOTION FOR LEAVE TO FILE COUNTERCLAIM

1. I am the Trustee of the Edmont P. D’ Ascoli Revocable Living Trust Dated
May 24, 1996 (“Applicant”) and the President of Xcel Hawaii, Inc. Where I refer below to
myself, T am referring to myself in my capacity as the Trustee of the Edmont P. D’Ascoli
Revocable Living Trust Dated May 24, 1996.

2. Prior to my receipt of Opposer EXEL OYJ’s discovery responses in this
proceeding on or about July 9, 2004, I was not aware that Opposer Exel Oyj claimed that it and

Exel Oy are the same entities, nor did I know that Opposer claimed that in 1998, Exel Oy



changed its name to Exel Oyj and that the name change had been registered with the Finnish
Trade Register.

3. T was also not aware, until as a result of research conducted in response to
Opposer Exel Oyj’s July 9, 2004 discovery responses, that there once existed a separate and
distinct entity named “Exel Oy” (“Old Exel Oy”) which was the applicant for U.S. Registration
No. 2,394,384, but which ceased to exist on or about October 31, 1997, and that Opposer’s
predecessor was a corporation that incorporated on or about November 5, 1996 — after the
application had been filed (on January 30, 1996) by Old Exel Oy.

4, 1 was not aware, until Opposer served its supplemental discovery
responses on or about August 16, 2004, that Opposer asserted that it had been assigned the
application for “EXEL” (from which Registration No. 2,394,384 issued).

5. I did not receive a copy of the purported assignment document until we
received Opposer’s Memorandum In Opposition To Applicant’s Motion For Summary Judgment
And Sanctions, filed on or about September 7, 2004.

6. Attached hereto as Exhibit “A” is a signed original of my proposed
Counterclaim.

7. Attached hereto as Exhibit “B” is an excerpt from Opposer’s initial
discovery responses served on or about July 9, 2004,

8. Attached hereto as Exhibit “C” is an excerpt from Opposer’s supplemental
discovery responses served on or about August 16, 2004,

9. Attached hereto as Exhibit “D” is a copy of the Board’s March 11, 2005

order.



The undersigned being warned that willful false statement$ and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and thak such willful false
staternents and the like may jeopardize the validity of the application orf document or any
registration resulting therefrom, declares that all statements made of his own knowledge are true;
and gll statements made on information and belief are believed to be true,

Signed at Hovolulu, Hawaii, April 15 , 2005,

MONT P. D’ASCOLI, LTrustee of the
Edmont P. D’Ascoli Revocable Living Trust

dated May 24, 1990




EXHIBIT “A”



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY],
Opposer,
V.
EDMONT P. D’ASCOLI, TRUSTEE OF

THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant. Opposition No. 91160397

Serial No. 76/272,356

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,
Applicant/Counterclaimant,
V.

EXEL OY]J,

Opposer/Counterclaim Defendant.
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COUNTERCLAIM

Applicant EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI
REVOCABLE LIVING TRUST DATED MAY 24, 1996 (“Applicant” or “D’Ascoli”), having a
place of business at 66-590 Kamehameha Highway, Haleiwa, Hawaii 96712, believes that he will
be damaged by U.S. Registration No. 2,394,384 allegedly held by EXEL OYJ (“Opposer” or

“Exel Oyj”), and hereby petitions to cancel the same.

EXHIBIT A



As grounds therefor, it is alleged that:

1. Counterclaimant D’Ascoli filed Application Serial No. 76/272,356 (the
“Bags Application™) for registration of the mark “XCEL” for “Duffle Bags; Beach Bags;
Backpacks” in Class 18, and “Diving Bags” in Class 28.

2. Counterclaimant D’ Ascoli is the holder of the following U.S. Trade Mark
Registrations for his mark “XCEL,” which registrations have become incontestable under
Section 15 of the Lanham Act, 15 U.S.C. § 1065:

(a) Registration No. 1,965,081 for “wetsuits, swimwear, T-shirts, sweat shirts,
sweat pants, jerseys, jackets, shirts, shorts, headwear, footwear, namely surf bootees and dive
bootees” in International Class 25;

(b) Registration No. 1,292,982 for “wetsuits” in International Class 25; and

(c) Registration No. 1,622,623 for “bathing suits and bicycling apparel,
namely, shirts, tights, jackets, jerseys, shorts, hats” in International Class 25.

3. Counterclaimant D’ Ascoli is also the holder of Service Mark Registration
No. 2,217,115 for “XCEL” for “retail stores featuring wetsuits, swimsuits and watersport related
goods” in International Class 35, which registration has become incontestable.

4. Counterclaimant D’Ascoli is also the holder of US. Trade Mark
Registration No. 2,825,694 for “XCEL” for “Canoe Bags and Canoc Paddle Bags” issued
March 23, 2004, in International Class 12.

5. Counterclaimant D’ Ascoli has filed the following pending U.S. trademark
applications for his marks, “XCEL” and “XCEL PRO”: (1) Serial No. 76/272356 for “XCEL”,
filed June 13, 2001, for “Duffe] Bags; Beach Bags; Backpacks” in International Class 18, and for
“Diving Bags” in International Class 28 (opposed by Opposer in this proceeding); (2} Serial No.

76/272357 for “XCEL”, filed June 13, 2001, for “Surfboard Bags, and Bodyboard Bags™ in



International Class 28; (3) Serial No. 76/552538 for “XCEL”, filed September 29, 2003, for
“Life Jackets” in International Class 9; and (4) Serial No. 76/569433 for “XCEL PRO”, filed
January 2, 2004, for “Arranging and Conducting Athletic Competitions” in International
Class41. The goods and services covered by Applicant’s applications and registrations for
“XCEL” and “XCEL PRO” are collectively referred to herein as the “XCEL Goods”.

6. Counterclaimant’s registrations are valid and subsisting and remain in full
force and effect, as evidence of the validity of, and of Counterclaimant’s exclusive ownership of,
and the right to use, “XCEL”, or any mark confusingly similar thereto (including *XCEL PRO”),
or which causes the dilution thereof, for the XCEL Goods or goods and/or services related
thereto.

7. Counterclaimant’s registrations and applications do not contain any
restrictions as to trade channels or purchasers.

8. For many vears, Counterclaimant D’Ascoli has advertised, sold and
distributed the XCEL Goods under his mark “XCEL” throughout the United States and the
world, Counterclaimant has developed an exceedingly valuable goodwill with respect to his
mark “XCEL”.

9. Since at least as early as October 10, 1982, Counterclaimant D’ Ascoli has
provided retail store services in commerce under the mark “XCEL SURF & SPORT”.

10. In addition, Counterclaimant D’Ascoli sponsors and directs the world
famous “XCEL PRO” surfing contest and competition held annually at Sunset Beach on the
island of Qahu, Hawaii.

11. By virtue of his efforts, the expenditure of considerable sums for

advertising and promotional activities, and by virtue of the excellence of the XCEL Goods,



Counterclaimant D’ Ascoli has gained for his marks “XCEL”, “XCEL PRO”, and “XCEL SURF
& SPORT” a most valuable reputation.

12. Counterclaimant’s mark “XCEL” is famous under 15 U.S.C. § 1125(c)(1).

13. Counterclaimant’s mark “XCEL” is famous as to clothing, sporting goods,
and related products, as well as surfing and other water sports, under U.S.C. § 1125(c)(1).

14. Counterclaimant D’ Ascoli owns all federal applications and registrations
for “XCEL” and “EXCEL” in Class 25, except Excel Telecommunications, Inc.’s Registration
Nos. 2,256,420 and 2,588,930 for “EXCEL” (which he is petitioning to cancel), allowed but
unissued application 76/437213 for the distinctly different mark “TO EXCEL IN LIFE”,
Registrations Nos. 2,459,942 for “EXCEL-LITE” and 1,936,843 for “WEATHERXCEL” for
non-clothing items, Registration No. 1,255,371 for shoes (which has expired without renewal),
and newly filed and refused application 78/397398 for “KING XCEL” (which Counterclaimant
will oppose, if approved for publication).

15. On or about January 27, 2003, D’ Ascoli filed a Notice of Opposition (the
“Clothing Opposition™), alleging that he would be damaged by registration of the mark “EXEL”
shown in Application Serial No. 76/301,162 in the name of EXEL OY]J for clothing items,
“namely, pants, shirts, t-shirts, shorts, sweatshirts, jackets, gloves, hats, socks and headwear” in
Class 25.

16.  In the Clothing Opposition, evidence of D’Ascoli’s prior use of the mark
“XCEL” was presented during his testimony period.

17.  On the eve of Exel Oyj’s testimony period in the Clothing Opposition, it
filed a “Letter of Express Abandonment” of its clothing application without D’ Ascoli’s consent.
A true and correct copy of the “Letter of Express Abandonment” is atfached hereto as

Exhibit “17.



18. On or about February 3, 2004, the Trademark Trial and Appeal Board
entered judgment against Exel Oyj in the Clothing Opposition, and sustained D’Ascoli’s
opposition to Application Serial No. 76/301,162. A true and correct copy of the judgment is
attached hereto as Exhibit “27.

19. On or about May 5, 2004, an entity denominated as “Exel Oy”, a Finnish
corporation, filed a Notice of Opposition in opposition to D’Ascoli’s Bags Application, which
was subsequently amended by Exel Oyj (the “Exel Oyj Opposition™).

20. Exel Oyj’s amended Opposition asserts that registration of D’Ascoli’s
Bags Application would damage Exel Oyj in view of Registration No. 2,394,384 for the mark
“EXEL” for use in association with “ski poles, ski pole straps, ski pole handles, ski pole grips,
and ski pole tips” (the “Ski Equipment Registration”), allegedly owned by Exel Oyj.

21. Opposer Exel Oyj does not own the Ski Pole Registration, however.

22. On January 30, 1996, on information and belief, a Finnish corporation
named “Exel Oy” (“Old Exel Oy”), filed with the U.S. Patent and Trademark Office an
application for registration of the mark “EXEL” (the “Exel Application”), which was originally
designated as application serial no. 75/050,237.

23.  The Exel Application was filed on the basis of Applicant’s intent to use
the mark “EXEL” on or in connection with the following goods: (a) junctions not of metal for
pipes, in Class 17; (b) non-metal fence posts, telescopic masts, telescopic poles, ladders, lattice
towers, kite tubes, window frames, and door frames, in Class 19; (c) ski poles, ski pole straps, ski
pole handles, ski pole grips, ski pole tips, and floor ball clubs, in Class 28, (collectively,
“Exel’s Goods”).

24. The Exel Application was not restricted as to channels of trade or

purchasers.



25. The entity that filed the Exel Application on January 30, 1996 — Old Exel
Oy — was not the same entity as Opposer.

26. As shown by the translated and legalized Finnish Trade Register extract
attached hereto as Exhibit “3”, Old Exel Oy was once known as Exel Composites Oy and was
registered in the Finnish Trade Register under the name “Exel Oy” from February 16, 1994 until

December 4, 1996:

EXTRACT FROM THE TRADE REGISTER
HISTORY OF AN ENTREPRENEUR

Trade Name:
Mantyharjun Muovituote Oy

LI .

MERGER (Reg. 16 May 1997 — 30 October 1997)
The companies have confirmed an agreement on the merger of the

company into a company by the name of Neste Oy, registration
number 107.027.

PERMISSION FOR MERGER (Reg. 31 October 1997 — 31 October 1997)
The court has granted permission to implement the merger agreement.

The company has merged into a company by the name of Neste Oy,
registration number 107.027.

DISSOLUTION/TERMINATION (Reg. 31 October 1997)
The company has been dissolved.

ADDITIONAL INFORMATION:
31 October 1997 Entered as terminated in the register

HISTORY OF THE TRADE NAME:

5 December 1996 — 30 October 1997  Mantyharjun Muovituote Oy

16 February 1994 — 4 December 1996 Exel Oy

8 December 1993 — 15 February 1994 Exel Composites Oy

27. As shown by the translated and legalized Finnish Trade Register extract
attached hereto as Exhibit “3”, Old Exel Oy was incorporated on or about December 8, 1993,

under the name Exel Composites Oy.



28. As shown by the translated and legalized Finnish Trade Register extract
attached hereto as Exhibit “3”, Old Exel Oy ceased to exist on or about October 31, 1997, when
it was merged into Neste Oy.

29.  As shown by the translated and legalized Finnish Trade Register extract
attached hereto as Exhibit “4”, there was a Finnish company named ‘“Mantyharjun Muovituote
Oy” (“MMO”) that was incorporated on or about November 13, 1996 - after the Exel
Application had been filed by Old Exel Oy:

EXTRACT FROM THE TRADE REGISTER

Trade Name:
Exel ple.
* %k %k
TRADE NAME (registered on 10 September 1998)
Exel Oyj.

PARALLEL TRADE NAME (Registered on 10 September 1998)
Parallel trade name (English): Exel ple.

L T
INCORPORATION (Registered on 13 November 1996}
The Articles of Association adopted at the Meeting of Incorporation on
5 November 1996.

Ok Ok

HISTORY OF THE TRADE NAME:

10 September 1998 - Exel plc.

5 December 1996 — 9 September 1998  Exel Oy

13 November 1996 — 4 December 1996 Mantyharjun Muovituote Oy

30. As shown by the translated and legalized Finnish Trade Register extract
attached hereto as Exhibit “4”, MMO changed its name to “Exel Oy” on December 5, 1996
(“New Exel Oyj”), on that same date Old Exel Oy changed its name to “Mantybarjun
Muovituote Oy” (and as stated above and shown in Exhibit “3” attached hereto, it later ceased to

exist on or about October 31, 1997, pursuant to a merger), and New_Exel Oyj subsequently

changed its name to “Exel Oyj” on or about September 10, 1998 (with parallel trade name,

Exel plc).



31.  While Opposer contends that there exists an assignment of the Exel
Application from Old Exel Oy to New Exel Oyj, dated November 29, 1996 (the “Assignment”),
the Assignment is invalid and ineffective.

32. On information and belief, as of the date of the Assignment, no Statement
of Use had been filed with the U.S. Patent and Trademark Office.

33.  On February 22, 2000, Opposer filed or caused to be filed in the Exel
Application a Statement of Use with regard to the Class 28 goods, more than three years after the
Assignment.

34. At the time the Statement of Use was filed, Opposer New Exel Oyj also
filed a Request to Divide Application, pursuant to which the Class 28 goods (e.g. ski poles)
became the subject of new Application Serial No. 75/979,600 (from which the subject Ski Pole
Registration issued) while the Class 17 and Class 19 goods remained in application serial
no. 75/050,237.

35.  However, prior to the filing of the Statement of Use and the Request to
Divide Application, on July 26, 1998, Opposer New Exel Oyj filed a First Request For Extension
of Time [to file a Statement of Use], in which Opposer stated that “Applicant has a continued
bona fide intention to use the mark in commerce with all of the goods identified in the Notice of
Allowance in this application.”

36. On February 17, 1998, the U.S. Patent and Trademark Office had issued a
Notice of Allowance in the Exel Application (the “Notice of Allowance”), listing the following
goods, most of which (though not all) were the originally-identified goods comprising Exel’s
Goods: non-metallic pipe couplings and joints, in Class 17; fence posts; telescopic masts for
supporting telecommunication equipment; telescopic support poles for supporting camouflage

netting, umbrellas, and other applications; lattice towers for supporting telecommunication



equipment and lighting structures; kite tubes for storing kites; all of the above being made of
non-metal, in Class 19; ski poles; ski pole straps; ski pole handles; ski pole grips; and ski pole
tips, in Class 28.

37. On February 17, 1999, Opposer New Exel Oyj filed a Second Request For
Extension of Time [to file a Statement of Use], in which Opposer stated that “Applicant has not
used the mark in commerce on all goods specified in the Notice of Allowance. . .”, and further
that “Applicant is actively engaged in product research and development for all of the goods
listed in the Notice of Allowance to be used in conjunction with the mark EXEL.”

38. Similarly, on August 16, 1999, Opposer New Exel Oyj filed a Third
Request For Extension of Time [to file a Statement of Use], in which Opposer stated that
“Applicant has not used the mark in commerce on all of the goods specified in the Notice of
Allowance”, and further, that “Applicant continued to be actively engaged in ongoing product
research and development activities, promotional activities, and steps to acquire mvestors
pertaining to the goods identified in the Notice of Allowance in the application.”

39.  As of the date of the Assignment which is dated more than three years
before the Request to Divide Application and Statement of Use were filed, the business of
applicant Old Exel Oy to which the “EXEL” mark pertains was not then ongoing and existing for
some or all of the goods identified in the Notice of Allowance.

40.  On information and belief, at the time the Exel Application was assigned
by Old Exel Oy to New Exel Oyj on November 29, 1996, Old Exel Oy did not have an ongoing
and existing business pertaining to the mark “EXEL” in connection with some or all of the
following goods: junctions not of metal for pipes, in Class 17; non-metal fence posts, telescopic
masts, telescopic poles, ladders, lattice towers, kite tubes, window frames, and door frames, in

Class 19; and ski poles, ski pole straps, ski pole handles, ski pole grips, ski pole tips, and floor



ball clubs, in Class 28, in U.S. interstate commerce or commerce between the United States and a
foreign country.

41.  The Assignment was invalid and ineffective pursuant to 15 USC § 1060.

42.  Furthermore, certain of the documents that Opposer filed or caused to be
filed on February 22, 2000, with the U.S. Patent and Trademark Office, in connection with the
Exel Application, were filed in the name of the applicant, Old Exel Oy, without disclosing the
fact that applicant Old Exel Oy had ceased to exist on or about October 31, 1997.

43, The Statement of Use in the Exel Application was filed by or on behalf of
an entity that is not the entity that commenced the Exel Application on January 30, 1996.

44.  As of the date that the documents referenced in Paragraph 34 were
submitted by Opposer, Section 502.02 of the Trademark Manual of Examining Procedure at that
time provided, in pertinent part, as follows:

“ ... If a party other than the applicant of record attempts to take any

action in a case, the examining attorney must confirm that the new party is

the owner in accordance with 37 CFR § 3.73(b). That is, the applicant

must provide the reel and frame number of an assignment, or other
document of title, or the applicant must submit other evidence of

ownership. . ..”
(emphasis added).
45.  Based on the allegations and exhibits specified above, it is apparent that

after October 31, 1997, Old Exel Oy could not have filed any of the documents specified n
Paragraph 34 as it had ceased to exist on or about that date.

46, On information and belief, as of the date that the documents referenced in
Paragraph 34 above were submitted by Opposer Exel Oyj, Opposer intentionally misled the U.S.

Patent and Trademark Office by withholding the fact that Opposer was attempting to take action
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in the case as “a party other than the applicant of record”, and thus committed fraud in
connection with the obtaining and issuance of the Exel Application.

47. Based upon or as a result of Opposer’s fraudulent actions, on October 10,
2000, U.S. Registration 2,394,384 for the mark “EXEL”, was issued in connection with the
following goods: “ski poles, ski pole straps, ski pole handles, ski pole grips, and ski pole tips”
(collectively, the “Ski Pole Goods™).

48. U.S. Registration 2,394,284 must be cancelled because it was obtained as
a result of Opposer’s fraudulent conduct, as alleged above.

49, In addition, U.S. Registration No. 2,394,384 must be cancelled because
the Ski Pole Goods covered by the registration fall within the natural zone of expansion of,
and/or are closely related to, the clothing goods covered by the Clothing Registration in favor of
D’ Ascoli.

50. U.S. Registration No. 2,394,384 must also be cancelled because the Exel
Application was assigned by Old Exel Oy at a time when: (a) the application was still based on
an intent to use the mark “EXEL” on or in connection with certain goods in classes 17, 19, and
28; and (b) Old Exel Oy’s business pertaining to all or some of those goods was not then ongoing
and existing.

51. Based on the allegations and exhibits specified above, the Exel
Application and the Ski Equipment Registration No. 2,394,384 that issued therefrom were void
because the Exel Application was filed by Old Exel Oy (not Opposer), Old Exel Oy ceased to
exist on or about October 31, 1997, there was no valid assignment of the Exel Application, and
Opposer frandulently filed or caused to be filed the documents specified in Paragraph 34.

52.  Furthermore, on information and belief, New Exel Oyj failed to use

“BXEL” in U.S. interstate commerce or commerce between the United States and a foreign
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country in connection with all of the goods listed in the Ski Pole Registration as of the date of its
Statement of Use.

53.  In addition, Opposer’s mark “EXEL” and the word “excel” are
pronounced identically by many potential purchasers.

54.  Opposer’s mark “EXEL” and the word “excel” are pronounced similarly
by many potential purchasers.

55. The word “excel” is primarily laudatory and descriptive, lacking
secondary meaning as to Opposer’s goods.

56.  Opposer’s mark “EXEL” is identical to “EXCEL”, except for omission of
the letter “C”.

57.  Opposer’s mark “EXEL” is primarily landatory and descriptive, and lacks
secondary meaning as to Opposer’s goods.

58. If Opposer Exel Oyj is permitted to retain the U.S. Registration, and
thereby the prima facie exclusive right to use in commerce the mark “EXEL” on goods related or
identical to XCEL’s Goods, confusion in trade is likely to result from any concurrent use of
Counterclaimant’s marks and Opposer’s mark to the detriment of Counterclaimant D’Ascoli,
who has expended considerable sums and effort in promoting his marks “XCEL”, “XCEL PRO”,
and “XCEL SURF & SPORT”. Any defect, objection, or fault found with Exel’s Goods
marketed under its mark “EXEL” would reflect on, and injure, the reputation Counterclaimant
has established for goods sold under his marks “XCEL”, “XCEL PRO”, and “XCEL SURF &
SPORT"”.

59.  The continued use and registration of Opposer’s mark would result in
confusion, mistake, and/or deception as to the source or origin of Exel’s Goods, leading

consumers to believe that they are somehow affiliated with, approved, sponsored, or licensed by
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Counterclaimant, or otherwise emanate from Counterclaimant, resulting in the loss of sales to
Counterclaimant.

60.  The continued use and registration of Opposer’s mark concurrently with
Counterclaimant’s marks will become a source of irreparable damage and injury to
Counterclaimant’s reputation and goodwill through the generation of confusion, mistake, and/or
deception, the dilution of Counterclaimant’s registered marks, and the diminution of
Counterclaimant’s ability to control the quality of goods sold thereunder because consumers are
likely to attribute the source of Exel’s Goods to Counterclaimant.

61.  The continued use and registration of Opposer’s mark “EXEL” is likely to
dilute, and/or will dilute, the distinctiveness of Counterclaimant’s marks “XCEL”, “XCEL
PRO”, and “XCEL SURF & SPORT”.

62. If Opposer is permitted to retain the U.S. Registration, a cloud will be
placed on Counterclaimant’s title in and to its marks “XCEL”, “XCEL PRO”, and “XCEL SURF
& SPORT”, and on its right to enjoy the free and exclusive use thereof in connection with the
sale of its goods, all to the damage and harm of Counterclaimant.

63. As evidenced by the registrations and documents identified above,
D’Ascoli has been using his marks “XCEL”, “XCEL PRO”, and “XCEL SURF & SPORT” since
before Opposer Exel Qyj was incorporated, and the alleged Assignment of the Exel Application
to Opposer was invalid and ineffective. Accordingly, D’ Ascoli has priority.

WHEREFORE, Counterclaimant D’Ascoli respectfully requests the cancellation
of U.S. Registration No. 2,394,384 for the mark “EXEL” issued on October 10, 2000, pursuant

to 15 U.S.C. § 1064.
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The undersigned hereby appoints Martin E. Hsia, Registration No, 32,471 (a
member of the Bar of the State of Hawaii), whose post office address is| Cades Schutte, A
Limited Liability Law Partnership, P.0O. Box 939, Honolulu, Hawaii 96808-0939, his duly
athorized agent and attorney in the matter of this cancellation and to transact all business in the
Patent end Trademnark Office and in the United States couris connected therewith, to sign all
pepers which may hereinafter be filed in comnection therewith, and to receive all
communications relating to the same.

1 declare that all statements made herein of my own knowledge are true and tha{
2]l statements made on information and belief are believed to be true and further that these
statements were made with the knowledge that willful false statements and the like are
punisbable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false
_statements may jeopardize the validity of this Counterclaim.

A duplicate copy of this Counterclaim and the fee required in 37 CFR § 2.6(a)(16)
are enclosed herewith,

Signed at Honolulu, Hawaii this 15th _day of April, 2005.

O

EDMONT P, D’ASCOLL | Trustes of the
Edmont P, D'Ascoli Revocable Living Trust
dated May 24, 1990

Counterclaimant
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY],

Opposer,

Opposition No. 91160397

V. Serial No. 76/272356

EDMONT P. D’ ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

dvvvwwvwwvww

EXEL OYJ’S RESPONSES TO FIRST REQUEST FOR ADMISSIONS OF EDMONT P.
D’ASCOLI, TRUSTEE OF THE EDMONT P. D’ASCOLI REVOCABLE LIVING
TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer”), by and through its counsel, WARNER NORCROSS

& JUDD, states the following as its Responses to First Request for Admissions of EDMONT

P. D’ASCOLI, Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING TRUST

DATED MAY 24, 1996 (“Applicant™), pursuant to Rule 2.120 of the Trademark Rules of

Practice of the Patent and Trademark Office, and Rules 26 and 36 of the Federal Rules of Civil
Procedure:

GENERAL OBJECTIONS

1. Applicant objects to the “Introduction and Definitions” set forth in Opposer’s

First Request for Admission to the extent that they seck to impose obligations upon Opposer

that go beyond those required by the Trademark Rules of Practice of the Patent and Trademark

Office and the Federal Rules of Civil Procedure. Opposer will respond in accordance with

Rule 2.120 of the Trademark Rules of Practice of the Patent and Trademark Office, and Rules

26 and 36 of the Federal Rules of Civil Procedure.
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2. Opposer objects to the discovery requests to the extent they seek information

protected by the attorney-client and/or work product immunity.

3. Opposer objects to the discovery requests to the extent that they are overly
broad, unduly burdensome, vague, not specific, or properiy limited as to time or otherwise seek

information outside the scope of discovery permitted by Fed. R. Civ. P. 26.

REQUESTS FOR ADMISSIONS

.. On October 10, 2000, U. S. Registration No. 2,394,384 for the mark

“EXEL” (the “Exel Oy Registration”) was not issued to Opposer Exel Oyij, but instead was
issued to Exel Oy.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
Request for Admission No. 1 on the basis that Exel Qyj is the same entity as Exel Oy. In
Finland, the designation Oyj is reserved for public limited companies and the designation Oy is
reserved for private limited companies. At the time Opposer filed the application for
Registration No. 2.394,384, Opposer was a private limited company with a Finnish designation
of “Oy.” On September 10, 1998, Opposer became a public limited company with a designation

of “Oyj.” Opposer registered a change of name with the Finnish Trade Register on September
10, 1998.

4. No documents relating to a merger involving Exel Oy have been recorded
at the U.S: Patent and Trademark Office.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
that there was a merger of Exel Oy and Exel Oyj and therefore admits that there were no records
relating to a merger filed with the U.S. Patent and Trademark Office.



Opposition No. 91160397

5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel Qyj.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
that Exel Oy and Exel Oyj are separate companies and therefore admits that there was no

assignment.



Dated: July 1,2004

WARNER NORCROSS & JUDD LLP

bt

Norbert F. Kugele (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAIL BOARD

EXEL OY]J,

Opposer, .
Opposition No. 91160397
V. Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

i T N N e R N T g

EXEL OYJ’S FIRST SUPPLEMENTAL RESPONSES TO FIRST REQUEST FOR
ADMISSIONS OF EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24, 1996

EXEL OYJ (“Oppaoser”), by and through its counsel, WARNER NORCROSS
& JUDD, and pursuant to Rule 2.120 of the Trademark Rules of Practice of the Patent and
Trademark Ofﬁce,. and Rules 26(e)(2) of the Federal Rules of Civil Procedure; Opposer
supplements 1ts Responses to First Request for Adrﬁissions of EDMONT P. D’ASCOLI,
Trustee of the EDMONT P. D’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24,
1996 (“Applicant), Requests 1 ~ 6. As supplemented, the Responses to Requests for

Admission 1 — 6 read as follows:

GENERAL OBJECTIONS

1. Applicant objects ta the “Introduction and Definitions” set forth in Opposer’s
First Request for Admission to the extent that they seek to impose obligations upon Opposer
that go beyond those required by the Trademark Rules of Practice of the Patent and Trademark

Office and the Federal Rules of Civil Procedure. Opposer will respond in accordance with

EXHIBIT C
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Rule 2.120 of ﬂ}ﬁ: Trademark Rules of Practice of the Patent and Trademark Office, and Rules
26 and 36 of the Federal Rules of Civil Procedure.

2. Opposer objects to the discovery requests to the extent they seek information
protected by the attorney-client and/or work product immunity.

3. Opposer objects to the discovery requests to the extent that they are overly
broad, unduly burdensome, vague, not specific, or properly limited as to time or otherwise seek

information outside the scope of discovery permitted by Fed. R. Civ. P. 26.

REQUESTS FOR ADMISSIONS

1. On October 10, 2000, U. S. Registration No. 2,394,384 for the mark
“EXEL” (the “Exel Oy Registration™) was not issued to Opposer Exel Oyj, but instead was
1ssued to Exel Oy.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
Request for Admission No. 1 on the basis that Exel Oy, the company that filed Application Serial
No. 75/579,600 (“old Exel Oy”), through a corporate re-structuring and assignment, transferred
its rights in the mark EXEL to Opposer.

On or about December 3, 1993, old Exel Oy was formed under the name Exel
Composites Oy, Business ID No. 575.752. Exel Composite Oy changed its name to Exel Oy on
or about February 16, 1994. On or about January 30, 1996, old Exel Oy filed Application Serial
No. 75/050,237 to register the mark EXEL in three different classes of goods. This application
included goods in International Class 28 for sporting goods and equipment, namely ski poles, ski
pole straps, ski pole handles, ski pole grips, and floor bali clubs. On February 17, 2000, Opposer
filed a Statement of Use for the ski poles and other goods in International Class 28; Opposer also
requested a division of the original application. On May 5, 2000, the United States Patent and
Trademark Office confirmed that the goods and services in the February 17, 2000, Statement of
Use had been placed in a new application, child Application Serial No. 75/979,600.

On or about November 13, 1996, Opposer was formed under the laws of Finland,
under the name Méntyharjun Muovituote Oy, Business ID No. 1067292-7, Opposer proceeded
to purchase substantially all of the assets and business of old Exel Oy to which the EXEL mark
pertained. Opposer is a successor to the business of old Exel Oy to which the EXEL mark
pertains. In connection with the sale of assets to Opposer, old Exel Oy assigned its rights in the
mark EXEL to Opposer on November 29, 1996, including old Exel Oy’s rights in Application
Serial No. 75/050,237. Upon Opposer’s succeeding to the business of old Exel Oy, Opposer
changed its name to “Exel Oy,” and old Exel Oy changed its name to “Miintyharjun Muovituote .
0y.” To clarify how the business entities were renamed, on or about December 5, 1996, old
Exel Oy, Business ID No. 575.752, was renamed Mintyharjun Muovituote Oy, Business ID No.
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575.752 and Opposer (Mantyharjun Muovituote Oy, Business ID No. 1067292-7), was renamed
Exel Oy, Business ID No. 1067292-7.

Old Exel Oy, Business ID No. 575.752, later entered into a merger agreement
with Neste Oy. Under the agreement with Neste Oy, old Exel Oy was dissolved on or about
October 31, 1997. Neste Oy was the surviving entity of the merger with no rights to the mark
EXEL (which old Exel Oy had assigned to Opposer on November 29, 1996).

On or about September 10, 1998, Opposer changed its name from Exel Oy to Exel
Oyj. In Finland, the designation “Oyj” is reserved for public limited companies and the
designation “Oy” is reserved for private limited companies. The change from a private fimited
company to a public limited company in Finland is merely a name change. Opposer retained the
same Business ID No. 1067292-7 and remains the same entity. This change requires no
assignment of assets, liabilities or intellectual property rights in Finland. Opposer’s name
changes from Mintyharjun Muovituote Oy to Exel Oy to Exel Oyj do not reflect a change in the
corporate structure and did not require an assignment of the assets or the rights to the mark
EXEL. Therefore, there was no documentation of any transfer, as none was required, from Exel
Oy to Exel Oyj. On the basis of the facts set forth above, Opposer claims ownership of U.S.
Registration No. 2,394,384,
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5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel Oyj.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
that there was no assignment of the rights to the mark EXEL from old Exel Oy to Opposer.
Opposer further answers this Request for Admission No. 5 by referring Applicant to the facts set
forth in Opposer’s response to Request No. | above, specifically that an assignment did occur
between old Exel Oy and Opposer.
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

DISPOSITION IS
NOT CITABLE AS
PRECEDENT

_ OF THE TTAB .
Zervas Mailed: March 11, 2005

Opposition No. 91160397
Exel 0yj

v,
D'Ascoli, Edmont P., Trustee
of the Edmont P. D'Asccll

Revocable Living Trust Dated
May 24, 1996

Before Seeherman, Hanak and Hohein, Administrative Trademark
Judges .

By the Board.

Edmont P. D'Asceli, Trustee of the Edmont P. D'Ascoli
Revocable Living Trust dated May 24, 1926 {(“applicant”), has
filed an application to register the mark XCEL for “duffel
bags, beach bags, and backpacks” in International Class 18,
and for “diving bags” in International Class 28.°

Registration has been opposed by Exel Oyj (“opposer”) ..

Opposer claims in its amended notice of opposition® use of

* ppplication Serial No. 76272356 was filed on June 13, 2001
alleging a bona fide intention to use the mark in commerce.

* Opposer filed an amended notice of oppositicn on May 21, 2004,
which the Board entered into the record on May 25, 2004 pursuant
to Fed. R. Civ. P. 15(a). Under Fed. R. Civ. P. 1l>(a), a party
may amend its pleading once as a matter of course at any time
pefore a responsive pleading is served.
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the mark EXEL “in interstate commerce in the United States
in 1974” on “goods .. associated with a number of outdoor and
indoor sports, including Nordic walking, Nordic blading,
stretching, floorball, Alpine skiing, Telemark skiing,
cross—-country skiing, mountaineering, snowshoelng, and
hockey.” Opposer also pleads ownership of Registrafion No.
2394384 for the mark EXEL for “ski poles, ski pole straps,
ski pole handles, ski pole grips, and ski pole tips.”?
Opposer alleges that the gdods in applicant's application
are “within the natural zoﬁe of expansion of Opposer's
current and established product lines”; that applicant's
mark is confusingly similar to “Opposer's mark EXEL .. and
its registration”} and that applicant's use of its mark
swould dilute the distinctiveness of Opposer's mark EXEL.”.

Applicant, in its answer (filed June 1, 2004) fo the
amended notice of opposition, denies the salient allegations
of the notice of opposition.

This case now comes up on the following motions:

(a} Applicant's motion'(filed July 29, 2004) to amend
its answer and to add a counterclaim;

(b) Applicant's combined motion ({filed ARugust 6, 2004)
for summary judgment, for sanctions and to strike
the status and title copies of Registration No.
2364384 filed on May 21, 2004 with opposer's amended
notice of opposition;

(c) Opposer's moticn (filed September 13, 2004 and again
on October 8, 2004 due to its omission of an exhibit

“ Registration No. 2394384, registered on October 10, 2000 to
Exel Oy, and claims first use of the mark in 1968 and first use
of the mark in commerce in 1974.
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in its original filing) to amend or withdraw its
responses to applicant's regquests for admissions;®
and

(d} Opposer's motion (filed October 11, 2004) for leave

to file a surreply brief in connection with
applicant's summary judgment motion.
Fach motion has been contested by the non-moving party and
is addressed in turn below.’
Opposer's Motion to File a Surreply Brief.

Opposer's motion to file a surreply brief is denied,
and we have not considered opposer's surreply brief.
Trademark Rule 2.127(e) precludés Board consideration of
surreply briefs.

Opposer's Motion to Amend or Withdraw Its Responses.

Opposer seeks to amend or withdraw its responses served
on July 1, 2004 to nos. 1 - 6 of applicent'’s first set of
requests for admissions. The requests for admissions seek
an admission to the following:

1. on October 10, 2000, U.S. Registration No. 2,394,384
for the mark “EXEL” (The “Exel Oy Registration”) was
not issued to Opposer Exel OyJj, but instead was
issued to Exel Oy.

5. Exel Oy is not the same entity as Opposer Exel oy .

3. Exel Oyj was the surviving entity in a merger
invelving Exel Oy.

4. No documents relating to a mérger involving Exel Oy
have been recorded at the U.S. Patent and Trademark
office.

4 1n wview of the October 8, 2004 motion, opposer's September 13,
5004 motion will be given no further consideration..

* We presume familiarity with the underlying facts and arguments
of each party in connection with each motion, and do not repeat
rhem at length in this order.
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5. Exel Oy did not assign the Exel Qy Registration to
opposer Exel CyJ.

6. Opposer Exel Oyj does not own the Exel Oy
Registration.

Ty itg responses served on July 1, 2004, opposer denied that
rhere was a merger of Exel Oy and Exel 0yj, denied  that Exel
oy and Fxel 0OyJ are separate companies, and admi tted that
there was RO assignment of the Exel Oy registration tb Exel .
Oyi.

OppOSer now maintains in its motion that * [i]n.
preparind its responses, Opposer focused on [al 1988 name
change, put did not consider or provide informat ion relating
to a transaction thaf: took place in 1996.7 Accozxding to

opposer:

In the 1996 transaction, the company that filed
the application from which the EXEL registration
igsued (“old Exel ovy”) sold the assets of the
pusiness relating to the EXEL mark te Cpposer and
assigned the application to register the EXEL mark
to Opposer. Opposer is the successor of old Exel
oy’ s business relating to the EXEL mark and thus
properly owns the EXEL trademark and the EXEL
Registration.

Opposer further contends that its responses are “inconplete”
and that pursuant to Fed. R. Civ. P. 26{(e) it has a dut.y to
amend its prior responses to provide more complete |
information.

red. R. Civ. P. 36{b) provides, in relevant pért-, as

follows:
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Any matter admitted under this rule is

conclusively established unless the court on

motion permits withdrawal or amendment of the

admission. Subject to the provision of Rule 16

governing amendment of a pre~-trial order, the

court may permit withdrawal or amendment when the

presentation of the merits of the action will be

subserved thereby and the party who obtained the
admission fails to satisfy the court that

withdrawal or amendment will prejudice that party

in maintaining the action or defense on the

merits.

The rule presents a two-part test in order for a party to be
relieved of an admission -- (1) that the merits of the case
will be subserved thereby, and (2) that the party who
obtained the admission will not be prejudiced in maintaining
its case.’

We first turn to the first prong of the Rule 36(b)
test, i.e., whether the merits of this case will be
subserved by allowing opposer to amend or withdraw its
responses to the requests for admissions.

Opposer maintains that the merits will be subserved
because applicant has moved for summary judgment based in
part on the argument that opposer does not own Registration
No. 2394384 in view of its responses to applicant's
requests; -that the responses are “incomplete”; and that

opposer's supplemental responses *make it clear that Opposer

does in fact own the EXEL Registration.” Opposer has also

6 The notes to Federal Rule 36(b) of the Advisory Committee on
Rules provide that the provision regarding withdrawal or
amendment of an admission “emphasizes the importance of having
the action resolved on the merits.”
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submitted an affidavit from the person who signed a
syerification” that accompanied the July 1, 2004 respoﬁses,
i.e., Jukka Juselius, Senior Vice-President, R&D, for Exel -
Oyij. Mr. Juselius states tha.t the information provided in
the responses “related to a name change that took place' in
1698”7 ; and that “[a]t the time that .. the information [(was
provided, he] focused only_on the 1998 name change and did
not think back to a transaction that took place two years
earlier, in 1996, through which .. old Exel Oy substantially:
reorganized itself by fdrming a new company, the Opposer-,
that purchased assets from old Exel Oy and carried on the
wusiness relating to. the EXEL trademark.” |

In response,. applicant maintains that the merits will
net be subserved_by atlowing the amendment, contending that
applicant 1is entitled to summary Jjudgment anyway “on the
issue of whether Opposer is entitled to rely on the U.S.
Registration because it issued to 0ld Exel Oy on October 10,
5000 - after it had been dissolved on October 31, 1997.”
Bpplicant argues that “even if Oppcser is allowed to ‘amend’
the July 1 admissions to assert that the application was
assigned by 0ld Exel Oy to Opposer, that still does not mean
the U.S. Registration is owned by Opposer,” explaining that
sTrademark Rule 3.85 provides that the certificate of
r@gistratioﬂ is issued to an assignee of the applicaﬁt if

the appropriate document is first recorded in the Qffice”
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(emphasis in the original) ;7 that opposer did not record an
aésig-nment prior to the issuance of the U.S. Registration;
and that the ;‘:égistration issued to the original applicant.
Thus, applicant concludes, “summary judgment must be entered

on a basis in addition to the July 1 admissions - Opposer's

undisputed failure to record the requisite documentation
prior to the issuance cof the U.S. Registration to the
dissolved applicant of record.” (Emphasis in the

original.)”’

7 metually, Patent and Trademark Office Rule 3.85 does not
require that an assignment to an assignee be recorded with the
Office for a valid registration to issue if there has been a
transfer of the mark - it only provides that a registration “may
be issued to the assignee of the applicant, or in a new name of
the applicant, provided that the party files a written reguest
in the trademark application by the time the application is
being prepared for issuance of the certificate of registration,
and the appropriate document is recorded in the O0ffice.” N.E.
Trademark Rule 3.54 (“The recording of a document .. 1s not a
determination by the Office of the wvalidity of the document or
the effect that document has on the title to an application .. ox
a registration.”); and TMEP § 503.01 (*The act of recocrding a
document 1S a ministerial act ...”)
® ppplicant has also argued that “the merits will not be
subserved by granting Opposer’'s Motion because Opposer's
evidence submitted in response to Applicant's pending Motion for
Summary Judgment is not admissible, and the proposed
‘supplemental Responses’ cannot rectify Opposer's failure of
proof.” Specifically, applicant challenges (1) the verification
accompanying the amended responses to opposer's requests for
admissions; and {2) the affidavit of Mr. Juselius filed in
opposition teo the summary judgment motion which encloses a copy
of an asgsignment of the registration to opposer.

Mr. Juselius’ verification accompanying the amended responses
states:

1, Jukka Juselius, .. state that I am the Senior VP,
rgD, for Exel Oyj; that the matters stated in the
foregoing answers are not all within my personal
rnowledge, but as to those matters that are within my
personal knowledge the answers are true and correct;
rhat to the best of my knowledge there is no singile
officer of Opposer wno has personal knowledge cf all
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We <£ind that the merits of this case will be subsefved
by allow ing opposer to amend its July 1, 2004 responses.
First, the requests for admissicons concern the ownership and
transfer s of the asserted registration, and the corporate
r@_organization of the entities which opposer majﬁﬁtains' OWIS
and owned the asserted registraticn. As such, they bear on
the queStiOn of whether opposer may rely on the regist_ra.tion
in making out its claim of likelihood of cenfusion, which is
a question central to the merits of this case. Second,

opposer maintains that its responses -~ responses which

such matters; that the facts stated in the foregoing
answers have been assembled by authorized employees
and counsel of Oppeser; and that 1 am informed and
believe that said answers are true and correct .

hpplicant maintains that the amended responses are “inadmissible
for lack of foundation and/or hearsay” because Mr. Juselius has
stated that the amended responses are not all based on personal
knowledge- '

We aisagree. Mr. Juselius has alsco stated that certain
matters are within his personal knowledge; that thexre is no
single officer of Oppoeser who has personal knowledge of all such
matters; that the facts stated in the answers have Ibeen
assembled DY authorized employees and counsel of Opposer; and
that he has been informed and believes that the answers are true
and correct. BApplicant's challenge to the verification
therefore 18 not well taken. .

Applicant has also challenged Mr. Juselius’ affidavit filed in
opposition to the summary judgment motion which encloses a copy
of an assignment of the registration to opposer dated in 199%¢,
contending that Mr. Juselius “is not competent to testify about
+he deocument or to authenticate it as he fails to state
affirmatively .. that he was ifnveolved in the 1896 transaction or
the assignment, or that he has any personal knowledge
Specifically relating thereto.” Applicant'’s challenge to Mr.
Juseliusg’ affidavit is also not well taken because Mr. Jusellus
nas stated that he has “worked with [the] EXEL trademark-branded
product line since 1990, either with opposer or with the parent
of the company that previously owned the EXEL trademark -branded
product 1ine,” and that he reviewed documents regarding the
reorganization of old Exel Oy
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applicant has relied on in seeking summary judgment - are
#incomplAete” because opposer focuéed only cn a sse:ies of
transact 1 0ns in 1998 in making the responses. AsS
“incomplete,” they may be incorrect, and the Federal Rules
do not countenance incorrect discovery responses. See Fed.
R. civ. P. 26(e)(2).® Third, if we do not allow the
amendments to the responses, OppoSer wili have eesséntially
admitted that it does not own the registration it has
asserteci_in the notice of opposition despite conflicting
evidence, i.e.,. an assignment dated November 22, 1986 of the
registration’s underlying applicatién from old Exel Qy to
opposer 'S predecessor. See Exhibit B to Mr. Juselius'
affidaviﬁi- Fourth, applicant itself has relied on the
responses N arguing that summary judgment should be entered
in this case - applicant, too, evidently helieves they are

central to the merits of the case.’

® Federal Rule 26(e) (2) states:

a party is under a duty seascnably to amend a prior
response to . [a] reguest for admission if the party
iearns that the response is in some material respect
incomplete or incorrect and if the additional or
corrective information has not otherwise been made
known to the other parties during the discovery
process or in writing.

i App.licant's summary judgment motion is based on the July 1,

2004 responses. See p. 10 of the summary judgment motion, whnere

applicant states: '

r1]t is apparent that there conce existed another
entity that was known as “Exel Oy (Old Exel Oy}, and
it mist have been that entity ~ not Opposer — that
filed on January 30, 1996, the application from which
the U.S. Registration issued, because Upposer and its
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Next, we turn to thé second prong of the Federal Rule
36'(b)' test, i.e., the question of possible prejudice to
applicant if %re allow the original responses to be a%nended.
The prejudice contemplated by Federal Rule 36{b) refers tQ
the special difficulty that a pariy may face in proving its
case, e.g., 1if key witnesses or evidence have become
unavailable, or if there is insufficient time before trial
for that party to obtain the necessary evidence or
witnesses. In this instance, the testimony.p@riods have vet
to open and any possible prejudice to applicant can be
alleviated by extending the discovery p.eriod. See, e.q.,
Hobie _Designs Inc. v. Fred Hayman Beverly Hills Inc., supra.
(opposer's testimony period had not yet opened and any
possible prejudice to opposer, the propounding party, could
be overcome by extending the discovery period), and Joﬁnston
Pump/General Valve Inc. V. Chromalloy American Corp., 13
USPQ2d 1719 (TTAB 1989), (case was still in pre-trial stage
and prejudice to the propounding party could be avoided or
mitigated by reopening discovery for that party). In view
of the foregoing, and because applicant is silent regarding
any prejudice to applicant if the original responses are

2llowed to be amended, the Board finds that the second part

suyccessor (MMO)} were not even incorpcerated by then.
and because “there was nc assignment” or merger, as
judicially admitted by Opposer, it cannct own U.S.
registration No. 2,394,384.

10



Opposition No. 91160387

of the Rule 36(b) test is met, and that any possible
prejudice to applicant is minor.

In view of the foregoing, and mindful that
* [e]mphasized throughout the Federal Rules of Civil
Procedure is the importance of resolving actions on the
merits whenever possible, see, for example, Rules, 1, 7, 8,
55, and the ‘notes of the advisory committee on rules’
regarding Rule 36(b)},” Johnston Pump/General Valve Inc.,
supra, opposer's motion to amend or withdraw its responses
is granted and the substitute responses to applicant's
requests for admissions Nos. 1 - 6 filed with opposer's
October 8, 2004 motion are accepted.

Applicant's Motion to Amend its Answer and to Assert a
Counterclaim.

Leave to amend a pleading is liberally granted at any
stage of a proceeding when justice so requires, unless entry
of the proposed amendment would violate settled law or be
prejudicial to the_ rights of the adverse party or parties.
See Commodore Electronics Ltd. v. CBM Kabushiki Kaisha, 26
Uspo2d 1503 (TTAB 1993); and TBMP §507.02 {2d ed. rev.
20004) and cases cited therein.

In this case, applicant's seeks to allege in a

counterclaim that Registration No. 2394384 was obtained

11 7n reaching our conclusion, we have made no finding as to
whether opposer may properly rely on Registration No. 2394384 in
connection with its claim of likelihood of confusion.

11
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frauduiently and should be cancelled in view of opposer's
responses to applicant's requests for admissions. Because
we have granted opposer's motion to amend its responses,
applicant's motion to add a counterclaim - based on '
opposer's original responses — is denied.”

Applicant's motion to amend its answer is granted and
the amended answer filed on July 28, 2004 is applicant's
operative pleading in this case. However, applicant's
reference to the counterclaim in the second line of p. 2 of
the amended answer to the amended notice of opposition is
stricken.

Applicant's Motion for Summary Judgment

Applicant maintains in its motion that summary judgment
is warranted on the question of priority, arguing:

(a) opposer Exél Oyij’s opposition is based on
Registration No. 2394384, which is held in the name
of Exel Oy, is not the same entity as Opposer and
ceased to exist on or about October 31, 1987,
without having assigned the application from which
the registration issued to opposer;

(b) opposer is precluded under the doctrine of res
judicata from claiming that the goods in the subject
application are within the “natural zone of
expansion” of opposer's ski poles and other goods
pecause a judgment was previously entered against
opposer and in favor of applicant in another
opposition in which Exel OyJ also claimed the

existence of the same zone of “natural expansion”;
and

2 plthough we have denied applicant's motion due to applicant's
reliance in its counterclaim on- opposer's responses to
applicant's requests for admissions (which have now been
amended), our denial is without prejudice to applicant filing
another motion for leave to assert a counterclaim on another
basis,

12
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(é) even if opposer is permitted to rely on Registrati'on
"~ pJo. 2394384, opposer's “projected use of the mark on
pags would be in derogation of applicant’'s
established use of and intervening rights to use the
W CEL mark on other bags and clothing.”
ApplicantT has also requested dismissal of the opposition and
cancellation of opposer's registration as a sanction rfor
“fraudulent conduct in: (1}. submitting fraudulent documents
to the U.S. Patent and Trademark Office in connection with
thé obtaining and issuance of the U.S. Registra“_tion; and (2)
filing 1ts Notice of Opposition and Amended Notice .of
Opposition based upon fraudulent misrepresentations.”
Finally, a_pplicant moves to striké the status and title copy
of the. registration asserted in the amended notice of
opposition on the basis that oppeoser does not own the
registration.
gu;ﬁmary judgment is an appropriate method of disposing
of cases in which there are no genuine issues of 'rdaterial |
fact in dispute, thus leaving the case .to be resolved as a
matter of law. See Fed. R. Civ. P. 56 (c). The party moving
for summary Jjudgment has the initial burden of demonstrating
the absence of any genuine issue of material fact. See
Celotex COTD. V. Catrett, 477 U.S. 317 (1886); and Sweats

Fashions Inc. v. Pannill Knitting Co., 833 F.zd 1560, 4

UsPO2d 1793 (Fed. Cir. 1987) .

13
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Applicant's First Argument for Summary Judgment :
“Registration No. 2,394,384 Was Issued to a Separate, Non-
Existent Entity Denoted as ‘Exel Oy.’” '

Applicant's motion for summary judgment is based upon
opposer's initial responses to applicant’s requests for
admissions. Inasmuch as opposer has been relleved of its
responses, we find that applicant has failed to meet its
‘burden of demonstrating that there is no. genuine issue of
material fact in dispute, which precludes disposition' of
this case by summary judgment.®® |

Accordingly, applicant's mdtiqn for summary Jjudgment on
the pasis that "Registration No. 2,394,.384 was lssued to a
separate, non-existent entity denocted as ‘Exel Oy’” is
denied.

Applicant's Second Argument for Summary Judgment: Even if
Opposer May Rely on the U.S. Registration for Ski Poles,

Etc., Opposer's Claims Are Precluded Under the Doctrine of
Res Judicata.

According to applicant, the parties were involved in a
prior opposition, identified as Opposition No. 91155174, in

which applicant opposed opposer's application Serial No.

3 In opposing opposer's motion to amend or withdraw its
responses to applicant's reguests for admissions, applicant
argues that even 1f opposer is allowed to amend its responses,
applicant is entitled to summary judgment “on the issue of
whether Opposer is entitled to rely on the U.S. Registration
because it issued to 0ld Exel Oy on October 10, 2000 - after it

" had been dissolved on October 31, 1997.7 Applicant’s argument
stems from its mistaken belief that an assignment of an
application or registration must be recorded with the Assignment
Division. As explained in footnote neo. 7, recordation of a
transfer of an application or registration is not required for a
valid registration to issue.
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76301162 for the mark EXEL for “clothing; namely, pants,
shirts, t-shirts, shorts, sweatshirts, jackets, gloves,
nats, socks and headwear”; and that in the prio.r opposition,
opposer (as applicant therein} claimed priority of use with
regard to its clothing items because “the use of the mark on

these products reflects a natural expansion of 1ts closely

related traditional product lines.” (Underlining in the
original.)’® On the eve of Exel Oyj's testimony period,
opposer abandoned its application without applicant's
written consent and the Board entered judgmenﬁ against
opposer. See Trademark Rule 2.135. Applicant therefofe
contends that opposer is “precluded under the doctrine éf
res judicata from again raising the same fundamental
contention in this opposition as in the previous Clothing
Opposition proceeding ~ viz. that the disputed goo&s fall
within the ‘natural zone of expansion’ of its traditional

ski pole products.”

4 1n support, appllcant cites to a redacted copy of opposer's
responses LO applicant's requests for admissions in the prior
opposition. The redacted copy only contains the general
objections and two duplicate copies of a verification of the
responses to the requests for admissions. Thus, applicant has
not provid@d proper decumentary support for its statement that
opposer claimed priority in the prior opposition due to “a
EiEEEéiJﬁgEEEﬁEEVOf closely related traditional product lines.”
(Under1ining in the original.) However, because opposer has not
objected‘to applicant's contention that opposer railsed the issue
of “natural expansion” in the prior proceeding, we assume for
the purpose of deciding this motion that applicant’s contention

is true.
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In response, opposer argues that applicant (as opposer
in the pricr proceeding) did not seek any deterxninatioﬁ
regarding the natural zone of expansion ¢f opposer's or
applicant’'s marks. ?urther'opposer maintains that issue
preclusion 1is inapplicable because no issues were actually
litigated in the prior opposition; and that claim preclusion
is inapplicable because, although the prior opposition
involved the same trademark and the same parties, it
involved different goods.

ppplicant has not clearly articulated whether it seeks
summary Judgment on the basis of claim.preclusion or of
issue preclusion, both of which are encompassed within the
doctrine of res judicata. See Leonard v. Southwestern Bell
Corp. Disability Income Plan, 341 F.3d 696 (8th Cir.2003) SR
Thus, we address both issue preclusion and claim preclusion

in our decision.®®

15 whe preclusive effect includes not only claims and defenses
+hat were offered and received in the first action, but matters
which might have been decided. Nevada V. United States, 463
U.s. 110 (1983); and Glick v. Ballentine Preduce, Inc., 387 F.2d
590 (8th Cir.1968).
'8 ppplicant states that “[i]t is apparent that the claims
presented in both proceedings are the same fundamentally, and
therefore, that the judgment against Exel Oyj in the [prior]
Opposition bars its opposition here,” but then states that
“ [u]nder the doctrine of res judicata, it cannct again claim the
existence of the same natural zone of expansion that it
previously asserted with regard to clothing, and that certain
goods (this time, bags) fall within that zone ...”

Applicant also characterizes the judgment in the prior
opposition, where opposer abandoned its application, as
* {3]udgment .. against Exel Oy3 that it is not entitled to a zone
of expansion that includes clething.”

16
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Issue preclusion (also sometimes known as "coilateral
estoppel") serves to bar the revisiting of "issues" that
have been already fully litigated, and requires that the

following four factors be satisfied:

(1) identity of the issues in a prior proceeding;
(2) the issues were actually litigated;
(3) the determination of the issues was necessary to the

resulting judgment; and,

(4) the party defending against preclusion had a full
and fair opportunity to litigate the issues.

Jet, Inc. V. Sewage A@ratibn Systems, 223 F.3d 1360, 55
USPO2d 1854 (Fed. Cir. 2000). Because the issue of “natural
expansion” was not actually litigatéd-and the determinaﬁion.
of the issue was not necessary for the resulting judgment
{opposer's abandonment of its application resulted in the
jﬁdgment in the prior opposition), we find that opposer is
not barred under the doctrine of issue preclusion from
raising the issue of “natural expansion” in the present
proceeding.

Under the doctrine of claim preclusion, the entry of a
final judgment on the merits of a claim in a proceeding.
serves to preclude the relitigation of the same claim in a
subsequent proceeding between the parties or theilr privies,
even in those cases where the prior judgment was the result
of default. Treadwell's Drifters Inc. v. Marshak, 18 UsPQzd

1318 (TTAB 1990). Thus, a second suit is barred by res

17
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judicata OF claim precluéion if (1) the parties (or their
privieg) are identical; (2).there hés been an sarxrlier final
judgment OO th“e merits of a claim; and (3} the seccond claim
is based on the same set of transactional facts as the first
claim,  Jet, supra.

| s opposer correctly argues, ‘claim preclusion is
inapp}_ic;able because the transactional facts in tThe two
oppositions are different. Specifically, the application in
the prior proceeding was for clothing items. However, in
the present proceeding, opposer has not asserted rights
pased on clothing and the involved applicaticon does not list
clothing items in the identification of goods. Thus,
opposer's claims in this case are not barred under the
doctrine ©f claim preclusion in view of Opposition No.
91155174.

Tn view of the foregoing, applicant's motion for
summary judgment .on the basis of res Jjudicata is denied.
Appiicant's Third Argument for Summary Judgment: Opposer’s
Assertion of the Zone of Expansion Would Be in Derogation of
Applicant’S Established Rights.

after carefully reviewing the parties' arguments and
exhibits, we find that applicant has not met its burden of
establishing that no genulne issues of material fact exist
with regard to whether or not the parties’ goods are related
and, in particular, whether or not the normal zone of

expansion of trade for opposer's pleaded goods encompasses

18
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applicant's goods. See Mason Engineering and Design Corp.'
s Mateson Chemical Corp., 225 USPQ 956 (ITEB 1985). Thus,
applicant's motion for summary judgment as it pertains to “a
sone of expansion .. in derogation of applicant’'s established
rig.ht.s” is denied.

Applicant's Motion for Sanctions.

Recause we have denied applicant's motion to amend its
answer to add a counterclaim, we must also deny its motion
for sanctions to cancel opposer’s registration. Applicant's
motion for sanctions is .therefore denied.

Applicant's Motion to Strike Status and Title Copy of
Registration.

Applicant's request to strike the status and title
copies of opposer's asserted registration, filed with
cpposer's amended complaint on May 21, 2004 and allowed by
+he poard in its order dated May 25, 2004, is denied,
Trademark Rule 2.122(d} (1) allows a federal regist.ration'
owned by the plaintiff in an opposition proceeding, and
pleaded by the plaintiff in its complaint, to be received in
evidence and made part of the record in the proceeding if
the complaint (either as originally filed or as amended} is
accompaniec’a by two copies of the registration prepared and
issued py the Office showing both the current status of and
current title to the registration. The records of the
Assignment Branch of the U. 5. Patent and Trademark Office

show oppoeser 1s the owner of record of the asserted

[
w
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registration. See Reel No. 2916, Frame No. 0470. 1In view
th.ereof, and because opposer has provided two copies of the
registration showing the current status and titlie of the
registration, applicant’'s motion t_os‘t:ri.ke is denied.V

Thus, in view of the foregoing, applicant‘s moticn for
summary Jjudgment, as well as its motion for sanctions and
motion to strike, are all denied.
Discovery and Testimony Periods

proceedings are now resumed and the discovery and
testimony periods are reset as indicated below. IN EACH
ENSTANCE, a copy cf the transcript of testimony, together
with éopies of documentary exhibits, must be served on the
adverse party WITHIN THIRTY DAYS after completion of the
‘taking of testimony. Tradé.mark Rule 2.125.

DISCOVERY TO CLOSE: : July 15, 2005

30—'day testimony period for party
in position of plaintiff to close: October 13, 2005

30-day testimony period for party _
in positicon of defendant to close: December 12, 2005

15-day rebuttal testimony period
to close: January 26, 2006

U applicant may challenge opposer's ownership of the asserted
registration (and therefore opposer's right to rely on the
registration to prove its case) at trial, although it may not,
in the absence of a counterclaim, argue that the registration
should be cancelled.

20
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Briefs shall be filed in accordance with Trademark Rule
2.128 (a) and (b). An oral hearing will be set only upbn

request filed as provided by Trademark Rule 2.129,

-0006-



