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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,
Opposition No. 91160397
V. Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

OPPOSER'S MOTION TO FOR LEAVE TO FILE A SURREPLY BRIEF
IN RESPONSE TO APPLICANT’S REPLY MEMORANDUM

EXEL OYJ (“Opposer”), by and through its undersigned attorneys, hereby
respectfully requests leave to file the surreply brief attached to this motion as Exhibit A.
Opposer respectfully submits its surreply brief in response to matters presented for the first time
by EDMONT P. D'ASCOLI, TRUSTEE OF THE EDMONT P. D'ASCOLI REVOCABLE
LIVING TRUST DATED May 24, 1996 (“Applicant”) in Applicant’s Reply Memorandum in
Support of Motion for Summary Judgment filed on September 27, 2004. A surreply brief is
permitted in the discretion of a court if a party seeking leave to file such a brief establishes the
inability to contest the matters presented to the court for first time in the opposing party’s reply.
See Alexander v. F.B.I., 186 FR.D. 71, 74 (1998); Groobert v. Georgetown College, 219 F.
Supp. 2d 1, 13 (2002); 6 JAMES WM. MOORE ET AL., MOORE’S FEDERAL PRACTICE { 56.10[4][c]
(3d ed. 2003).

In this case, Applicant, in its Reply Memorandum, raised as an issue that a
product catalog submitted by Opposer in support of its memorandum opposing Applicant’s

motion for summary judgment is inadmissible. Opposer believes this evidence is admissible and



such evidence is relevant to the Trademark Trial and Appeal Board’s (the “Board”)
consideration of Applicant’s motion for summary judgment. Opposer, therefore, respectfully
requests leave to file the surreply brief solely to address the issue of the admissibility of the
evidence in question.

Opposer respectfully requests the Trademark Trial and Appeal Board grant

Opposer’s leave to file the surreply brief attached at Exhibit A to this motion.

WARNER NORCROSS & JUDD LLP

Dated: October 11, 2004 By: /s/ Matthew D. Johnson
Norbert F. Kugele (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P64772)
Jeffrey A. Nelson (P66243)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000
Attorneys for Opposer Exel Oyj



CERTIFICATE OF SERVICE

I hereby certify that a true copy of this document is being sent by regular U.S.
mail, first class, postage prepaid to Applicant’s attorney, Martin E. Hsia, Cades Schutte, 1000
Bishop Street, Suite 1200, Honolulu, Hawaii 96813 on October 11, 2004.

/s/ Matthew D. Johnson
Matthew D. Johnson

1040837



EXHIBIT A



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,
Opposition No. 91160397
V. Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

OPPOSER’S SURREPLY BRIEF IN RESPONSE
TO APPLICANT’S REPLY MEMORANDUM

INTRODUCTION

Opposer submits this surreply brief solely to address the issue of the admissibility
of certain evidence. For the first time in Edmont P. D'Ascoli, Trustee of the Edmont P. D'Ascoli
Revocable Living Trust Dated May 24, 1996 (“Applicant”) Reply Memorandum in Support of
Motion for Summary Judgment and Sanctions filed by Applicant on September 27, 2004
(“Reply Memorandum”), Applicant alleged that a product catalog attached as Exhibit A to the
Affidavit of Aki Karihtala filed on September 7, 2004 (the “Product Catalog”), is not
admissible as evidence. Applicant stated the “alleged catalogs are inadmissible without a
supporting affidavit because they constitute hearsay and are not self-authenticating.” Reply
Memorandum, p. 9. Opposer Exel Oyj (“Opposer”) submits the Product Catalog is admissible
as evidence because it is not hearsay and has been properly presented and authenticated.
Therefore, the Product Catalog should be considered by the Trademark Trial and Appeal Board

(the “Board”) in considering Applicant’s Motion for Summary Judgment.



ANALYSIS

Applicant claims the Product Catalog is inadmissible without an additional
authenticating affidavit under Board Manual of Procedure (“TBMP”) § 528.05(b) (2d ed. June
2003). However, Applicant failed to consider TBMP § 528.05(a) which states in relevant part:

[A] party may make of record, for purposes of summary judgment, copies

of other registrations; documents or things produced in response to a

request for production; official records, if competent evidence and relevant

to an issue; printed publications, such as books and periodicals, available

to the general public in libraries or of general circulation among members

of the public or that segment of the public which is relevant under an

issue, if the publication is competent evidence and relevant to an issue;

and testimony from other proceedings, so far as relevant and material. A

party need not submit these materials under a notice of reliance in order to

make them of record for purposes of a summary judgment motion. Rather,

the materials may be submitted as attachments or exhibits to a party's brief
on the motion.

What follows, in TBMP §§ 528.05(b) through 528.05(f), is a more
detailed discussion of some of the types of evidence that may be submitted
in connection with a summary judgment motion.

TBMP § 528.05(a) (emphasis added); See 37 C.F.R. § 2.122(e) (2004). Under this standard, the
Product Catalog is admissible as evidence. The Product Catalog is a printed publication that was
generally circulated to Opposer’s customers, or the relevant public, and the Product Catalog is
relevant and material for the purposes of denying Applicant’s motion for summary judgment.
The Product Catalog is relevant as it shows Opposer’s use of its mark EXEL on sporting bags
prior to Applicant’s adoption of its mark XCEL.

In addition, the introduction of evidence in an inter partes proceeding before the
Board is governed by the Federal Rules of Evidence. See 37 C.F.R. § 2.122(a) (2004), TBMP
§ 702. TBMP § 528.05(b) permits the introduction of affidavits and accompanying exhibits as

evidence provided “they (1) are made on personal knowledge; (2) set forth such facts as would be



admissible in evidence; and (3) show affirmatively that the affiant is competent to testify to the
matters stated therein.” TBMP § 528.05(b). The affidavit of Mr. Karihtala states the affiant has
been employed by Opposer for over 18 years and involved in the sales of Opposer’s goods with
the mark EXEL during that period. Thus, Mr. Karihtala is competent to testify as to the business
records of the Opposer. Even if Mr. Karihtala were not employed with Opposer at the time the
catalog was created, he is competent to testify that the catalog was a business record, that it was
retained as a business record, and that the pages attached to his affidavit were a true copy of the
catalog. These facts demonstrate that the catalog would be admissible in evidence at trial.

In addition, the Product Catalog is admissible as an authenticated ancient record
under FED. R. EvID. 901(b)(8), which provides:

Ancient documents or data compilation.—Evidence that a document or

data compilation, in any form, (A) is in such condition as to create no

suspicion concerning its authenticity, (B) was in a place where it, if

authentic, would likely be, and (C) has been in existence 20 years or more

at the time it is offered.
The Product Catalog is a document that is in a condition that creates no suspicion as to it
authenticity, and Applicant did not question the authenticity of the Product Catalog or claim that
it was a forgery. Mr. Karihtala’s affidavit further establishes that the document was kept in the
ordinary course of Opposer’s business as a business record (where such a record would likely be
kept). Finally, the document on its face demonstrates that it has been in existence for more than
20 years. Under application of FED. R. EvID. 901(b)(8), the document is authenticated as an
ancient record. Together with the affidavit of Mr. Karihtala, the catalog demonstrates that

Opposer was using the mark EXEL on sporting bag products in the United States by at least the

mid-1980s, so that Applicant’s motion for summary judgment must be denied.



CONCLUSION
For the reasons and facts set forth above, Opposer respectfully requests that the
Product Catalog be admitted as evidence and for the reason set forth more fully in Opposer’s
Memorandum in Opposition to Applicant’s Motion for Summary Judgment that Applicant’s
motion for summary judgment be denied.
WARNER NORCROSS & JUDD LLP

Dated: October 11, 2004 By: /s/ Matthew D. Johnson

Norbert F. Kugele (P47084)

James L. Scott (P53863)

Matthew D. Johnson (P64772)
Jeffrey A. Nelson (P66243)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000
Attorneys for Opposer Exel Oyj



CERTIFICATE OF SERVICE

I hereby certify that a true copy of this document is being sent by regular U.S.
mail, first class, postage prepaid to Applicant’s attorney, Martin E. Hsia, Cades Schutte, 1000
Bishop Street, Suite 1200, Honolulu, Hawaii 96813 on October 11, 2004.

/s/ Matthew D. Johnson
Matthew D. Johnson

1040837



