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ATTORMNEYS AT LAW
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FAX §16.752.2500

JEFFREY A. NELSON

6165.752.2453
Direct Fax: 616.222.2453
jnelson@wnj.com

QOctober 8§, 2004

Commuissioner for Trademarks
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

Re:  Opposition No. 91160397
EXEL OYJ v. EDMONT P. D'ASCOLI, TRUSTEE OF
THE EDMONT P. D'ASCOLI REVOCABLE LIVING TRUST
DATED May 24, 1996
Motion to Amend or Withdraw Admissions

Dear Sir or Madam:

Enclosed please find Opposer's Motion to Amend or Withdraw Admissions,
which motion was previously filed with an incorrect Exhibit 1 attached. The enclosed motion
includes Opposer's First Supplemental Responses to First Request for Admissions of Edmont P.
D'Ascoli, Trustee of Edmont P. D'Ascoli Revocable Living Trust Dated May 24, 1996 as Exhibit
1, as referenced in Opposer's motion.

Sincerely

Jetifrey A. Nelson

c: Martin E. Hsia
be: Norbert F. Kugele
James L. Scott

Matthew D. Johnson
0410771



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OYJ,

Opposer,
Opposition No. 91160397

V. Serial No. 76/272356

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLIREVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

T N T N I

OPPOSER'S MOTION TO AMEND OR WITHDRAW ADMISSIONS

EXEL OYJ ("Opposer"), by and through its undersigned atiorneys, hereby moves
to amend its admissions pursuant to Federal Rule of Civil Procedure 36(b) and Trademark Trial
and Appeal Board Manual of Procedure § 525. As set forth in the attached memeorandum,
Opposer respectfully submits that the admissions received by EDMONT P. D'ASCOLI,
TRUSTEE OF THE EDMONT P. D'ASCOLI REVOCABLE LIVING TRUST DATED May
24, 1996 ("Applicant™) should be amended as provided in Exel Oyj's First Supplemental
Responses to First Request For Admissions of Edmont P. D'Ascoli, Trustee of the Edmont P.
D'Ascoli Revocable Living Trust Dated May 24, 1996, attached as Exhibit 1, as the presentation
of the merits of the proceeding will be subserved thereby and such amendment will not prejudice
Applicant,

Although this action has been suspended while the Trademark Trial and Appeal
Board considers Applicant’s motion to amend its answer and motion for summary judgment,
this motion is relevant to both motions because it relates to evidence that both Opposer and

Applicant have asked the Board to consider in deciding these motions.



WARWNER NORCROSS & JUDD LLP

Dated: September\d, 2004 By: T\ /D\Q_Q_Q \ \L—z( QQ

Norbert F. Kugéle (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P647T2)
Jeffrey A. Nelson (P66243)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000
Attorneys for Opposer Exel Oyj

CERTIFICATE OF SERVICE

I hereby certify that a true copy of this document is being sent by regular .S,
matil, first class, jldostage prepaid to Applicant’s attorney, Martin E. Hsia, Cades Schutte, 1000
Bishop Street, 12’ Floor, Honolulu, Hawaii 96813 on September L5 2004,

o
M.’ Nelson
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY]J,

Opposer,
Oppuosition No. 91160397

v, Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Applicant.

wvuwwuvvuwuv

EXEL OYJS FIRST SUPPLEMENTAL RESPONSES TO FIRST REQUEST FOR
ADMISSIONS OF EDMONT P. D’ASCOLI, TRUSTEE OF THE EDMONT P.
D’ASCOLY REVOCABLE LIVING TRUST DATED MAY 24, 1996

EXEL OYJ (“Opposer™), by and through its counsel, WARNER NORCROSS
& JUDD, and pursuant to Rule 2.120 of the Tfademark Rules of Practice of the Patent and
Trademark Office, and Rules 26(e)(2) of the Federal Rules of Civil Procedure; Opposer
supplements its Responses to First Request for Admissions .of EDMONT P. D’ASCOL],
Trustee of the EDMONT P. b’ASCOLI REVOCABLE LIVING TRUST DATED MAY 24,
1996 (“Applicant), Requests 1 — 6. As supplemented, the Responses to Requests for

Admission 1 ~ 6 read as follows:

GENERAL, OBJECTIONS

1. Applicant objects to the “Introduction and Definitions” set forth in Opposer’s
First Request for Admission to the extent that they seek to impese obligations upon Opposer
that go beyond those required by the Trademark Rules of Pfactice of the Patent and Trademark

Office and the Federal Rules of Civil Procedure. Opposer will respond in accordance with
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Rule 2.120 of the Trademark Rules of Practice of the Patent and Trademark Office, and Rules
26 and 36 of the Federal Rules of Civil Procedure.

2. Opposer objects to the discovery requests to the extent they seek information
protected by the attorney-client and/or work product immunity.

3 Opposer objects to the discovery requests to the extent that they are overly
broad, unduly burdensome, vague, not specific, or properly limited as to time or otherwise seek
information outside the scope of discovery permitted by Fed. R. Civ. P. 26,

REQUESTS FOR ADMISSIONS

1. On October 10, 2000, U. S. Registration No. 2,394,384 for the mark
“EXEL” (the “Exel Oy Registration™) was not issued to Opposer Exel Ovj, but instead was
issued to Exel Oy.

RESPONSE: Subject to and without waiving the General Objections, Opposer denies
- Request for Admission No. 1 on the basis that Exel Oy, the company that filed Application Serial
No. 75/979,600 (*old Exel Oy”), through a corporate re-structuring and assignment, transferred
its rights in the mark EXEL to Opposer.

On or about December 3, 1993, old Exel Oy was formed under the name Exel
Composites Oy, Business ID No. 575.752. Exel Composite Oy changed its name to Exel Oy on
or about February 16, 1994. On or about January 30, 1996, old Exel Oy filed Application Serial
No. 75/050,237 to register the mark EXEL in three different classes of goods. This application
included goods in International Class 28 for sporting goods and equipment, namely ski poles, ski
pole straps, ski pole handles, ski pole grips, and floor ball clubs. On February 17, 2000, Opposer
filed a Statement of Use for the ski poles and other goods in International Class 28; Opposer also
requested a division of the original application. On May 5, 2000, the United States Patent and
Trademark Office confirmed that the goods and services in the February 17, 2000, Statement of
Use had been placed in a new application, child Application Serial No, 75/979,600.

On or about November 13, 1996, Opposer was formed under the laws of Finland,
under the name Mintyharjun Muovituote Oy, Business ID No. 1067292-7. Opposer proceeded
to purchase substantially all of the assets and business of old Exel Oy to which the EXEL mark
pertained. Opposer is a successor to the business of old Exel Oy to which the EXEL mark
pertains. In connection with the sale of assets to Opposer, old Exel Oy assigned its rights in the
mark EXEL to Opposer on November 29, 1996, including old Exe] Oy’s rights in Application
Serial No. 75/050,237. Upon Opposer’s succeeding to the business of old Exel Oy, Opposer
changed its hame to “Exel Oy,” and old Exel Oy changed its name to “Mintyharjun Muovituote
Oy.” To clarify how the business entities were renamed, on or about December 5, 1996, old
Exel Oy, Business ID No. 375.752, was renamed Miéntyharjun Muovituote Oy, Business D No.

S,
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575.752 and Opposer (Méntyharjun Muovituote Oy, Business ID No. 1067292-7), was renamed
Exel Oy, Business ID No. 1067292-7.

Old Exel Oy, Business ID No. 575 732, later entered into a merger agreement
with Neste Oy. Under the agreement with Neste Oy, old Exel Oy was dissolved on or about
October 31, 1997. Neste Oy was the surviving entity of the merger with no rj ghts to the mark
EXEL (which old Exel Oy had assigned to Opposer on November 29, 1996).

On or abeut September 10, 1998, Opposer changed its name from Exel Oy to Exel
Oyj. In Finland, the designation “Oy” is reserved for public limited companies and the
designation “Oy” is reserved for private limited companies. The change from a private limited
company to a public limited company in Finland is merely a name change. Opposer retained the
same Business ID No. 1067292-7 and remains the same entity. This change requires no
assignment of assets, liabilities or intellectual property rights in Finland. Opposer’s name
changes from Mintyharjun Muovituote Oy to Exel Oy to Exel Oyj do not reflect a change in the
corporate structure and did not require an assignment of the assets or the rights to the mark
EXEL. Therefore, there was no documentation of any transfer, as none was required, from Exel
Oy to Exel Oyj. On the basis of the facts set forth above, Opposer claims ownership of U.S.
Registration No. 2,394,384,

2. Exel Oy is not the same entity as Opposer Exel Oyj.

RESPONSE: Subject to and without waiving the General Objections, Opposer admits
that it is a Finnish company named Exel Oyj with a Business ID No. 1067292-7 and the Original
Exel Oy was a Finnish company named Exel Oy with a Business ID. No. 575.752. Opposer
further answers this Request for Admission No. 2 by referring Applicant to the facts set forth in
Opposer’s response to Request No. 1 above,

3 Exel Oyj was the surviving entity in a merger involving Exel Qy.

RESPONSE: Subject to and without watving the General Objections, Opposer admits
that Exel Oyj is the current name of Opposer, the company that purchased substantially ail of the
assets related to the mark EXEL from old Exel Oy. Opposer further answers this Request for
Admission No. 3 by referring Applicant to the facts set forth in Opposer’s response to Request

No. 1 above,

4. No documents relating to a merger invelving Exel Oy have been recorded
at the U.S. Patent and Trademark Office.

RESPONSE: Subject to and without waiving the General Objections, Opposer denijes
that there was a merger of old Exel Oy and Opposer and therefore admits that there WEre no
records relating to such a merger filed with the U, Patent and Trademark Office. By way of
further answer, Opposer admits that an agsignment to Opposer of old Exel Oy’s rights and
interest to the mark EXEL was recorded with the U.S. Patent and Trademark Office on August
13, 2004,
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5. Exel Oy did not assign the Exel Oy Registration to Opposer Exel Oy].

RESPONSE: Subject to and without waiving the General Objections, Opposer denics
that there was no assignment of the rights to the mark EXEL from old Exel Qy to Opposer,
Opposer further answers this Request for Admission No. 5 by referring Applicant to the facts set
forth in Opposer’s response to Request No. 1 above, specifically that an assignment did oceur
between old Exel Qy and Opposer.

6. Opposer Exel Oyj does not own the Exel Oy Registration.

RESPONSE: Subject to and without waiving the General Objections, Opposer denics
Request for Admission No. 6. Opposer further answers this Request for Admission No. 6 by
referring Applicant to the facts set forth in Opposer’s response to Request No. 1 above.




VERIFICATION

I, Jukka Juselius, being first duly sworn, depose and state that I am the Senior VP,
R&D, for Exel Oyj; that the matters stated in the foregoing answers are not all within my
personal knowledge, but as to those matters that are within my personal knowledge the answers

O hust
Byl b Jfese Cecdn

Hikka Jusglius, Senior VP, R&D

STATEOF _Finland )
_ . ) ss.
COUNTY OF Mantyharju )
On_ 13.8. » 2004 before me personally appeared Jukka Juselius

to me persenally known, who, being by me duly sworn or affirmed did say that such person

executed the foregoing instrument as the free act and deed of such person, and if applicable, in

the capacity shown, having been duly authorized to e? Instrument in such capacity.
g -

Signaturg: / /j'/;/

{ _ /
Priht Na‘ine: u, éikkﬁnen

Mark

Notary W’Smte of/Einland/Mikke]

My commission expires: Permanent

MIKKELIN MAISTRAATTI
PL 25, Pyhavedentia 4
52701 MANTYHARJU

P. (015) 2040 533 1 (015) 682 71
mlkkelin.maisiraallf@isih.lnlmrr:in :




As to Objections:

Dated: August 16, 2004

WARNER NORCROSS & JUDD LLP

By I\ @Lﬁ?’ /M«/Qe

Norbert F. Kugele (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P64772)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49503
(616) 752-2000

Attorneys for Opposer




CERTIFICATE OF SERVICE

I hereby certify that a true copy of this document - Exel Oyj’s First Supplemental
Responses to First Request for Admissions Of Edmont P. D’ Ascoli, Trustee Of The Edmont P.
D’Ascoli Revocable Living Trust Dated May 24, 1996 - is being sent by regular U.S. mail, first
class, postage prepaid to Applicant’s attomey, Martin E. Hsia, Cades Schutte, 1000 Bishop
Street, 12" Floor, Honolulu, Hawait 96813 on August 1, 2004,

mm\ﬁ:}@’ Mae/Qe

Norbert F. Kugele

#1021420




IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OY],

Opposer,
Opposttion No. 91160397

V. Serial No. 76/272356
EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

Apphicant.

;.

MEMORANDUM IN SUPPORT OF OPPOSER’S
MOTION TO AMEND OR WITHDRAW ADMISSIONS

INTRODUCTION

Opposer Exel Oyj ("Opposer"” or "Exel") asks the Trademark Trial and Appeal
Board ("Board") to grant Opposer's Motion to Amend or Withdraw Admissions filed by
Opposer ("Motion"). As discussed more fully below, the Motion should be granted because (a)
the Motion will subserve the presentation of the merits of Exel's opposition of Application, Serial
No. 76/272,356 filed by Edmont P. D'Ascoli, Trustee of the Edmont P. ID'Ascoli Revocable
Living Trust Dated May 24, 1996 ("D'Ascoli” or "Applicant™), and (b) Applicant will suffer no
prejudice as a result of the motion.

Opposer notes that this proceeding has recently been suspended while the Board
considers Applicant's motions to amend its answer and for summary judgment. However, the

Board should take this Motion intc consideration because this Motion relates to evidence that the

Board is being asked to consider in Applicant's motions.



STATEMENT OF FACTS
L The Opposition

On June 13, 2001, Applicant filed an application to register the mark XCEL as a
trademark for use in connection with “duffel bags, beach bags, and backpacks™ in International
Class 18 and “diving bags™ in International Class 28, on the basis of an intent to use the mark in
association with these goods. This mark was published in the Official Gazette on January 27,
2004. After recelving extensions for filing an opposition, Opposer timely filed its Notice of
Opposition on May 5, 2004 (the "Opposition™) based upon U.S. Registration No. 2,394,384 for
the mark EXEL (the "EXEL Registration"), which is owned by Opposer. Opposer amended its
Notice of Opposition on May 21, 2004, to add a true copy of the EXEL Registration and a notice
under Rule 2.122(d} of the Trademark Trial and Appeal Board Rules of Practice that Opposer
will rely on the EXEL Registration.

1. Discovery

On May 25, 2004, the discovery period in this Opposition commenced. Applicant
mailed to Opposer on May 28, 2004, Requests for Admission, Requests for Production of
Documents, and Requests for Answers to Interrogatories (“Applicant’s Discovery Requests™).
These discovery requests sought information relating to the fact that the EXEL Registration
issued to “Exel Oy™ while the Opposer, today, is known as “Exel Oyj.” On July 1, 2004,
Opposer timely responded to Applicant’s Discovery Requests. In Opposer’s initial responses to
Applicant’s Discovery Requests, Opposer provided information relating to a name change that
took place in 1998, Among other things, Opposer indicated that in connection with the name
change, there was no assignment from Exel Oy {as the company was known then) to Exel Oyj

{as the company is known today).



Based upon Opposer’s responses to Applicant’s Discovery Requests, Applicant
on July 29, 2004, moved to amend its Answer to the Notice of Opposition to add a counterclaim
seeking canceliation of Opposer’s EXEL Registration and on August 6, 2004, filed a Motion for
Summary Judgment and Sanctions. The premise behind both of these motions was that Exel Oyi
did not own the EXEL Registration,

After receiving Applicant’s motions, Opposer determined that its initial responses
to Applicant’s Discovery Requests were incomplete. In preparing its responses, Opposer
focused on the 1998 name change, but did not consider or provide information relating to a
transaction that took place in 1996. Juselius Aff. § 2. In the 1996 transaction, the company that
filed the application from which the EXEL Registration issued (“old Exel Oy”) sold the assets of
the business relating to the EXEL mark to Opposer and assigned the application to register the
EXEL mark to Opposer. Juselius Aff. 41 3-8. Opposer is the successor of old Exel Oy’s
business relating to the EXEL mark and thus properly owns the EXEL trademark and the EXEL
Registration.

Opposer subsequently supplemented its discovery résponses pursuant to Fed. R.
Civ. Proc. 26(e). In pleadings filed with the Board on August 31, 2004, Applicant argues that the
supplemented Answers to Applicant’s requests for admission are ineffective because Opposer
has not moved to amend the responses.’ Applicant now petitions the Board for an order
permitting Opposer to amend its Answers to Applicant’s requests for admission.

ARGUMENT
The Board should grant Opposer's Motion to Amend or Withdraw Admissions.

Opposer's Supplemental Responses would subserve the merits of the case and Applicant, as the

' However, the Board has stated that a response 10 a summary judgment motion may be construed as a motion to
amend or withdraw admissions and to have late-filed or amended admissions accepted. Sansegal Sporiswear, e, v
Lorin D. Snyder, 1999 TTAB LEXIS 549 (September 20, 1999).

-3



party that obtained the admission, would not be prejudiced in maintaining his case if the
amendment is allowed.

Federal Rule of Civil Procedure 26(e) states that “a party is under a duty
seasonably to amend a prior response to an interrogatory, request for production, or request for
admission if the party learns that the response is in some material respect incomplele or incorrect
and if the additional information has not otherwise been made known to the other parties during
the discovery process or in writing.” After receiving Applicant’s motions to add a counterclaim
and for summary judgment, Opposer realized that its discovery requests were incomplete
because they did not provide any information relating to a 1996 transaction. Under the rules that
govern discovery in this matter, Opposer has a duty to amend its responses to provide more
complete information.

Pursuant to Rule 36(b), the Board, upon motion, may allow a party to amend or
withdraw an admission, if (a) the merits of the case will be subserved by allowing the
amendment or withdrawal, and (b) the party that obtained the admission has not persuaded the
Board that it will be prejudiced in maintaining its case if the amendment or withdrawal is
allowed. Fed. R, Civ. P. 36(b); TBMP § 525. See also Hobie Designs, Inc. v. Fred Hayman
Beverly Hills, Inc., 14 USPQ2d 2064, 2065 (TTAB 1990); Johnston Pump/General Valve, Inc. v.
Chromallay American Corp., 13 USPQ2d 1719, 1721 (TTAB 1989). As the Board noted in both
Hobie Designs and Johnston Pump, the Federal Rules of Civil Procedure emphasize the
"importance of resolving actions on the merits whenever possible.” Johnston Pump, 13 USPQ2d

at 1721 (citing Rules 1, 7, 8, and 55, in addition to Rule 36(b)); see Hobie Designs, 14 USPQ2d

at 2065.



In this Opposition. the merits of the case will be subserved by allowing Opposer
to amend its admissions. As noted above, Applicant has moved for summary judgment based in
part upon the argument that Opposer does not own the EXEL Registration. In his motion for
summary judgment, Applicant specifically cites Opposer's admissions as the basis for this
argument.  However, the admissions are incomplete, and Opposer's supplemental FESPONSeEs
make it clear that Opposer does in fact own the EXEL Registration. Therefore, the metits of the
Opposition will be subserved by allowing Opposer to amend its admissions.

In addition, Applicant will suffer no prejudice if this Board grants Opposer's
Motion to Amend or Withdraw Admissions. As noted in several Board opinions, the fact that a
case 1s in the pre-trial stage weighs in favor of granting a motion to amend admissions. See
Champagne Louis Roederer v. J. Garcia Carvion, S A., 2004 TTAB LEXIS 235 {April 15,
2004); Hobie Designs, 14 USPQ2d at 2065; Johnston Pump, 13 USPQ2d at 1721, In fact, in
Hobie Designs, the Board determined that "any possible prejudice to opposer can therefore easily
be overcome by extending the discovery period." Hobie Designs, 14 USPQ24 at 2065, Also, in
Johnston Pump, the Board noted that reopening the discovery period would avoid or mitigate

any prejudice to the applicant. Johnston Pump, 13 USPQ2d at 1721.

This case is still in the discovery phase. Opposer served the amended answers to
requests for admission upon D’Ascoli on August 16, 2004. At the time, discovery was sel to
conclude on November 21, 2004, which would have given Opposer three months to conduct
additional discovery on the newly discovered facts. Moreover, proceedings in this case have
been suspended, thus preserving Opposer’s opportunity for additional discovery. Given the
amount of time that will remain for Applicant to seek additional discovery on the newly

disclosed facts, Opposer believes that there is no prejudice to Applicant. To the extent that the



Board believes that the time frame is prejudicially short, it can easily overcome this prejudice by
extending the discovery period.

Opposer had an obligation to amend its discovery responses once it realized that
the responses were incomplete. Opposer timely served the amended responses on Applicant, and
now timely moves to amend the responses. To the extent that Applicant suffers any prejudice,
the prejudice can easily be overcome be extending the discovery period. Because the merits of

the case will be subserved by allowing the amendment of the admissions, this Board should grant

Opposer’s motion.

CONCLUSION
For the reasons and facts set forth above, Opposer respectfully requests that the
motion to amend or withdraw admissions be granted and that Opposer's supplentental responses

be accepted.



Dated: SeptemberYy , 2004

WARNER NORCROSS & JUDD LLP

By: Y. U‘J\uQ = \Z»q ,,

Norbert F. Kugele (P47084)
James L. Scott (P53863)
Matthew D. Johnson (P64772)
Jeffrey A. Nelson (P66243)

Business Address:
900 Fifth Third Center
111 Lyon Street N.W.
Grand Rapids, Michigan 49303
(616) 752.2000
Attorneys for Opposer Exel Oy]

CERTIFICATE OF SERVICE

[ hereby certify that a true copy of this document is being sent by regular U.5.
mail, first class, Eostage prepaid to Applicant’s attorney, Martin E. Hsia, Cades Schutte, 1000
L H

Bishop Street, 12

Floor, Honolulu, Hawaii 96813 on September LT, 2004

-

€ ~Nelson
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EXEL OYl],

Opposer,
Opposition No. 91160397

Serial No. 76/272356

V.

EDMONT P. D’ASCOLI, TRUSTEE OF
THE EDMONT P. D’ASCOLI REVOCABLE
LIVING TRUST DATED MAY 24, 1996,

ABFFIDAVIT OF
JUKKA JUSELIUS

Applicant,

el T S W M Mt Vgt Ve B F b it e

1, Jukka Juselius, being first duly swom, state as follows:

I. I, the undersigned, am the Senior VP, R&D, for Exel Oyj (“Opposer’). |
have worked with the EXEL trademark-branded product line sinee 1990, either with Opposer or

with the parent of the company Ihat previously owned the EXEL trademark-branded product

line.

2. I provided the information for Opposer’s responses to the First Request for

Admissions, the Production of Documents, and Answers to Interrogatories from Edmont P.

DY’Ascoli, Trustee of the Edmont P. D’Ascoli Revocable Living Trust Dated May 24, 1906

(“Applicant”). The information that I provided related to a name change that teok place in 1998,



Al the time that [ provided the information, I was focused only on the 1998 name change and did
not think back to a transaction that took place two years earlier, in 1996, through which Exel Qy
(“old Exel Oy™} substantially reorganized itself by forming a new company, the Opposer, that
purchased assets from old Exel Oy and carried on the business relating to the EXEL trademark. 1

have reviewed documents from this transaction and make this affidavit on my own personal

knowledge.

3. Opposer owns U.S. Registration No, 2,394,384 for the mark EXEL
thwough an assignment from old Exel Oy, the company that originally filed the application to

register the mark EXEL.

4, On or about December 3, 1993, old Exel Oy was formed under the name

Exel Composites Oy, Business ID No. 575.752. Exe) Composite Oy changed its name to Exel

Oy on or about February 16, 1994,

5, Attached as Exhibit A are true and accurate copies of documents relating
to the application to register the mark EXEL and a later division of the application. These
documents demonstrate that on or about January 30, 1996, old Exel Oy filed Application Senzl
No. 75/050,237 to register the mark EXEL in three different classes of goods, This application
incleded goods in Intemnational Class 28 for sporting goods and cquipment, namely ski poles, ski
pole straps, ski pole handles, ski pole grips, and floor ball clubs. On February 17, 2000, Opposer

filed a Statement of Use for the ski poles and other goods 1n Intemational Class 28; Opposer also



requested a division of the original application. On May 5, 2000, the United States Paient and
Trademark Office confirmed that the goods and services in the February 17, 2000, Statement of
Use had been placed in a new application, child Application Serial No. 75/979,600, As of
November 29, 1996, however, all goods subject to Application Serial No. 75/979,600 were still

part of Application Serial Number 75/050,237.

6. On or about November 13, 1996, Opposer was formed under the laws of

Fmland, under the name Méntyharjun Muovituote Oy, Business ID No. 1067292-7.

7. Opposer proceeded to purchase substantially all of the assets and business
ol old Exel Oy to which the EXEL mark pertzined. Opposer is a successor to the business of old

Exel Oy to which the EXEL mark partains.

8. In connection with the sale of assets to Opposer, old Exel Oy assigned its
rights in the mark EXEL lo Opposer on November 29, 1996, ncluding old Exel Oy’s rights in

Application Serial No, 75/050,237. A copy of the Assignment is altached as Exhibit B.

%, Upon Opposer’s succeeding to the business of old Exel Oy, Opposer
changed ils name to “Exel Oy,” and old Exel Oy changed its name 1o “Miintyharjun Muovituote
Oy." To clarify how the business entities were renamed, on or about December 3, 1996, old

Exel Oy, Business ID No. 575,752, was renamed Mintyharjun Muovituote Oy, Business [D No.



$75.752 and Opposer (Mantyharjun Muovituote Oy, Business ID No. 1067292-7), was renamed

Exel Oy, Business ID No, 1067292-7.

10.  Old Exel Oy, Business ID Na. 575.752, later entered into a merger
agreement with Neste Oy. Under the agreement with Neste Oy, old Exel Oy was dissolved on or
about October 31, 1997. Neste Oy was the surviving entity of the merger with no rights (o the

mark EXEL (which oid Excl Oy had assigned to Opposer on November 29, 1996).

il.  Onorabout September 10, 1998, Opposer changed its name from Exel Oy

to Exel Oy).

12, In Finland, the designation “Oyj” is reserved for public limited companics
and the designation “Qy” is reserved for private limited companies. The change from a private
timited company to a public limited compeany in Finland is merely a name change. Opposer
retained the same Business ID No. 1067292-7 and remains the same entity. This change requires

ne assignment of assets, liabilities or intellectual property rights in Finland.

3. Opposer’s name changes from Mintyhagjun Muovituote Oy to Exel Oy to

Exel Oyj do not reflect a change in the corporate structuze and did not require an assignment of

the assets or the rights to the mark EXEL.

021434



Further, affiant saith not.

/ /)/,/J’c(/y/ Af’éé

" Jukka Jusélius

STATEQF _ Finland )
) ss.

COUNTY OF _Mantyharju )

On _13.8. , 2004 before me personally appeared  Jukks Juselius ,
to me personally known, who, being by me duly sworn or affirmed did say that such person
execuled the foregoing instrument as the free act and deed of such person, and if applicable, in
the capacity shown, having been duly autherized to execute such instrument in such capacity.

Signature: %‘// et S
A

Print Name: Harkk:;u- Akkanen
Notary Publie, Sﬁte of Finland/Mikkels

My commission gxpires:Permanent

MIKKELIN MAISTRAATTI
PL 25, Pyhavedentie 4
527071 MANTYHARIL

p.{015) 2040 533 {. {015) 682 713
mistkelin.muistraat Sist.intarmindi
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75379600 FEE
NITED STATES PATENT AND TRADEMARK OFFICE .
Attomey Docket No: LEIT211330

International Class: {7, 19 and 28

N
~TATENT g3 TRANSMITTAL LETTER OF TRADEMARK APPLICATION

BASED ONINTENT TO {JSE

Seattie, Washington 98101

January 30, 1996
TO THE ASSISTANT COMMISSIONER FOR TRADEMARKS:
We enclose herewith the papers in an application for registration of the mark EXEL in the
name of Exel Oy, based on intent to use, said papers comprising: 5
L Written applicatios; E
2. Drawing (typewritien); !
3. Ourcheck No. 15 (584 _in the amount of $735.00 (5245 per class) covering the
filing fes. Please charge any additional fees or credit any overpayment to Deposit Account

Mo, 03-1740. A copy of this letter is enclosed.
A filing date in accordance with 37 C.F.R. § 1,10 is requested. The Express Mail Cortificate

appears below. .
Respectfully submitted,

CHRISTENSEN O'CONNOR
JOHMSON & KINDNES §™+

- ?

ruce E. O'Connor i
Registration No. 24 849
Direct Dial (2083 223-0700

EXPRESS MAIL CERTIFICATE
"Express Mail" mailing 1abe] ounber _TR78123719X Date of Teposit | z/?ﬁ / qc’i
} hereby cenify that this paper or fe2 is being depositod with the United Staes Fostal Servics “Express Mail
Past Office 10 A&iressec” servics tnder 37 CFR § 1.10 on the date indicated sbove and is addressed to the Assistant
Comynissionet far Trademarke, 2900 Crystal Drive, Arlingron, VA 2}@}%& '
ALRERT -~ Oeabhg A = (1
{Typed or printed name of person mailing paper of foe) {Siguatwe of person mailing pager or fee)

BEQ/J AN kds

F’mlllwlm': i o

S O;’{ NS{JN ‘-:.lfl.’\'_l
INPINESSme | a7
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& 757279400
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-Ln O N THE UNITED STATES PATENT AND TRADEMARK OFFICE

< IRADEMARK AFPLICATION - PRINCIFAL REGISTER
BASED ON INTENT TOUSE
BASED ON FOREIGN REGISTRATION
Mark: EXEL

International Classes: 17, 19, and 28

D Anomey Pocke: NQ:E:EITZUB@

TO 'I.'HE ASSISTANT COMMISSIONER FOR TRADEMARKS.
Exel Ciy a Finnish corporation <
PL 29
SF-52701 b«lmtyhuqu-‘/
FINLAND (%

The sbove-identified applicant requests reglatration of the sbove-identified mark showsn in the
ALGoInpanying drawing' in o United Stares Patens and Tragdemark CHTice on the Prncipal Rogistes

establisked by the Act of July 5, 1944 (15 U.5.C §105), = scq(, as amended), or use with;

- . / et
, Ljunmmn p@ﬂntcmmmnakam}?ﬂmﬂmm Fenee-posts,elescopic Masis, |
- . R o
("‘i telescapic poles, }adders lattice zowers, kite wbes, window ﬁmnc.i_ﬂi_d__g_g_ur_ﬁmncs. in Internationai

P A e
Claay 19, mdeumg gonds_ md.c.qmprnnm namely, ski poles, ski pole strops, ski pole bandles, ki

polepgrips-ski-pote-tips —and- i!oapballw.tuhgininmmahuna! Cluss-28,
4., Applicant bas & bona ﬁdc lmesttlon 1o use the mark in commeree on or in cannecton with the
above-identificd goads {15 U.S.C. § [05i(b), as amendad), Applicant intends 1o use the mark on or
in conjunction with the gaods of Classes 17, 19, and 2% by applying the mark to 1he goods and
containers for the goeds, to labzels or tags affixed to the goods or containers for e goods, and in
other mansers customary in the trade.

-Applicant-heso-bona-fide intenion towsethewrrk fTnmmerceonotin. cogjuaclion. with the
above-identibed gcb’ds"wmtmmmdcﬂh: provisions- of -F5-T1:8. G§-1 | 26(a), as
"

: - CHRISTENSEN 1 "=

LEDG 2 boes OCONNOR . .-
OHNSON | ™
INDNESS S § kst 5



mwm_mgsmﬁeﬁmqmm—m&mxhppﬁmﬁﬁﬂﬂﬂm; o
Fng16.-4593. .
Applicant hereby appoints the firm of Christensen O'Connor Fohnson & Kindneggs ang

Bruee E. O'Connor, Reog. No. 24,849; Lec E, Johmson, Reg. No. 22,945: Gary S. Kindness, Reg.
No, 22,178, Tamos W, Anable, Reg, No. 26,827; James R_ Uhiir, Reg. No. 25,096; Jerald £, Nagae,
Reg. No. 29,918; Thomas F. Brodedick, Rep. No. 31,332, Denais K Sheltor, Rap, No. 38,997
Jeffrey ML Sakoi, Reg. No. 32,059, KiSong Kim Lang-Caditz; Ward Brown, Reg No 28.s0u.
F. Ress Boundy; and Roberr J. Carlson, Reg. No. 35,472, members of the firm, as jts atlomevs with
full power of substitution and revocation to prosecune this applicaton for registration, 16 transact «
business in the U.S. Parems ana Trademark Qfce in connection therewith and to receivs Lhe
certificate of registration. Diree all telephons calls 10 E:mcc E. O'Ccmﬁnl telephone number {206)
224-0700, )
Address all correspondence to:

i
CChrisrcnsen O'Connor Yuhnson & Kindnessms
‘;'J_ - 142G Fifth Avenue

Suite 2800
Seatile, WA 93101—23‘!?_7

Applicint herehy appoints the f ’Eilzhrisrcnsan Q'Connar Johnson & Kind ncss;:'"‘)&husc
address iz [420 Fifth Avente, Suitc 2800, Scartie, Washingion 98101 {Telephone: (206) 68251003,
as ity domestc representative upon whom notices or process in proceedings affecting this mack mas
be served,

The undersigned, being hereby wamed that willfal f2lse statements and the like s0 jpege arc
punishable by fine or imprissnment, or both, under 1B U5C § 1061, and that such willis ralse
slatements may jgu_:pnrdi.zc the validity of this applicatien or any resulfing registeation, declases tha
he/she is properly nothorized to execute this application on behalf of the applicent, that hefshe

befieves the applicant to be the owner of the mark soupht to he regisiered, or, i the applicetion 1s

. 2 CHRISTENSEN T
VLT Y- P e OCONNQR R -
OHNEZON | B
INDNESS™-

Tt e 4 aa




being filed under 15W.5,C, § 1051(b), hefshe believes the applicant is eatitled to _u_‘_;"c the mak
carumerce, that to the best of his/her knowledge and belief no other person, finm, corpeotation or
assoclation has the right 1o use said mark in commerce, either in the identicul form or in such near
rescmblance thereto 03 muy be likely, when used on or in conneetion with the goods of such othier
persor, firm, corporation or assseiation 1o chuse confusion, os to cavse mistake, or to decerve: thar
all statemcals made hercin of hisher own knowledge arc wue and that all statements made on

information and belicf are believed to be rue

EXFL OY

Date: __2Ruary 22, 1995 7 #q [ A

(Signatre)’
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[ S _ TRADEMARK i
’.{f' o 4 mﬁﬂm@"mﬁﬁlﬁlﬁw i
™o 1 3 75879600 .
J W _

- can- l _

2 App[icagﬂea: Oy .

2 PL 29, SF-5270 [ Meiyha) I TRSEAND o
3 GOODS AND SERVICES :
FOR: skl poles; ski pale straps; ski pefe handles; skl pole geips; and skl pole tips i
d INT, CLASS 028 (L85, CLASSES 022 023 038 AND 050}
FIRST USE CO/00/1968  USE IN COMMERCE DD/OO/ 1974
3
5 Request for registration under 15 TLS.C. § 1126{¢) is hereby made bayed apon a registration 1o
. issue on Finnish trademark application No, 2712/95, fled Junc 16, 1993,
&
9
14
H
k e
N O
y f s
144 ‘ﬂ_—-’riif - mcunpn. 4
{ e
15 = . f
1%
17
15
19 EXEL
o
21
3
: REGISTER
2 Publishe R
) dblished 10/10/2000
11/25/97
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UNITED STATE® Cr4ARTMENT OF COMMERCE
Patenr and Trac..r Hliice

ASSISTANT CORMESIONESR FOR TRaZowoonl

2908 Crysial Broe -

4
o] BHmgtan, Virgey 2230% 351

Qzr 24, 1997

NOTICE OF PUBLICATION UNDER 1Xa)

Lo
v Jeral No.: 2 Martk:
EXEL
1. tnternerional Classies)y
17,18, 28
<. Pubheaton Date: 5. Appticani:
Mov. 23, 1867 Exel Oy

The mark of the #pphitauon wentfied appears 1o be ent:tted 1o regestranon Tas
TWE AN N HEGRrCANCE Wit Secton ey of the Trademark Act ai 1938 ac
4TENGRD, D2 pubhishea i the OFff ol Gazeus on the date indicsiea zbove tor e
rarpese of opposwgn by any person who believes he with oe camagernr oy e
regisionenr of the mark ¥ no OPROSIon & fileg within e b spatifiga o,
Bacuon 15(m of e Staue or by rules 2107 ar 2162 of the Tragermark Blax
we Commssioner of Eziants and Tragemarks rmay sssue 3 aatce of altowange
Pfursuant te secuon 130 of the Stawte.

Comes of the wademark poruon of the Officiat Garette COMIAMING the pudiosLon
e the mark may be obtaned at $28.00 wach for domesuc orgers, or a E3E CU
gacn for ioregn orgers frony

Yhe Superintendent of Socumens
U8 Government Prinung Dffice
Washingion. 0 C 20402

By arection of e Commssioner.



L5 Patenr apg Trademark Offjce PTO

NOTICE OF ALLOWANCE ;

THOMH e g Lt 2 JRRTY P bk MIHCER b Do AEMERHOR o aag AR [C N P L PR
Sl T D, b vy SREIIHE Plega: HISTEdE INE wlint nagunh g U RITHT e
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1SSUE DATE OF NOA: Fen Y7, t95B

ST T FAN

Bruce ¢, ' Zonnor ATT

- .URNEF
hr i Stensan 09° Lonpar Johnoon ¢ Ringness REFZRENCE BUMBI
A2 Fifin Avanue LEITZ21: 130

icita 3R0n

Suattie, wa 98101-2347

HAM\*
* IMPORTANT INFORMATION: & MONTH DEADLINE -.

e avo)g ABANDONMENT of talx 2PR) seation, oithar a “Statoment of Uset ia k. a. “Allegstion o
Use i ar 3 “Reguest fae Extontion af Time: to File a Statement of User (a.n. a, YExtens jon Retpipy:
ANS b dparaprsigre RO(SF must up ucaived in ing PTD within =4« MOAINE oF the |gsyy Cate b they
Hatice pf Al lowanne {NGA}, Failure o go 80 Wit result in 1hp ARARDIMENT ot TS a¥piient,an

Hloute neta A Botn tre "St3teceny of User ang “Ext@ngioms Reques:~ nayp mary: legac
e St dmpng g CILing Fogw Trese raquirempnty gre EXRaNGE 1 v °TO oookies "Ras.c Fymga
Ara ,‘f‘é:c‘ﬂ!:i}f'k:'. wninh can na SETR 1N upos Feguesy y¢ ETGBD-J&-EO{JO. In ABE I Rn, rneeg are

SUinten foang TEAvAINEY yp This Beoklet {for "Statenents e¥ dies ppp T A LTI P RyudEy - ar
St LER

————

. The I reviewed for AtCHracy;

EXEL

Exel Oy

Py o2a

3F-52701 Aantyharjy, FIRLa4D

GUODS.’SEFIVICES BY INTERNATIONAL CLASS
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IN THE UNITED STATES PATENT AND TRA DEMARK OFFICE

Applicant; Exef Qy Attoreey Docket No. LEIT211330
{Nuew Divisional Application
2597 500 Attorney Docket No.: LEIT221280)

Serial No.:" Trademark Attorney: Conrad W. Wong

Law Qffice 104
Filed; January 30, 1996 Natice of Allowance Maifing Date: 2/1771998
Mark: EXEL Internativnal Class; 2§
STATEMENT OF USE UNDER 37 C.F.R. § 2.83

WITH DECLARATION - PARTIAL GOODS

TO THE ASSISTANT COMMISSIONER FOR TRADEMARKS:

Applicant requests registration of the above-identilied mark in the United States Patent atyd
Teademark Office on the Principa} Register cstablished by the Actof July 5, 1946 (15 LUS.C. § 1031,
et seq. as amended).  Applicant is using the mark in commerce on or in conneclion with the
following goods in Internationat Class 28: ski pales; ki pale straps; ki pole handles: ski pote grips:
and ski pole tips. A speeimen/lacsimile showing the mark as used in Imernations) Class 28 in
cominerce is subiitted with this siatement.

Enclosed is a Request to Divide Under 37 CFR. § 2.87.

Date ﬂ-vl‘ilirst use of the mark in Intemnationul Class 28 anywhere: at lenst as early as 1968,

Diite of first use of the mark in Iiernnional Class 28 in commerce which the 1% Congress
ray regulate: at feast as carby o 1974,

The undersigned, being bercby warned that willful false statements and (he like 30 made ure
punishable by fine or imprisanment, or both, under 18 U.S.C. § 1801, and that suchk williul fiise
statements may jeopardize the validity ol this applicalion or any resulting registration, declare tha
they are properly authnrized to extcute this Siateinent of Use an behalf of the applicant; they belicve

the applicant 10 be the owner of the mark sought 1o be regiswred; the mark is now in use in

Gor03/2000 DLATHAA  OUODUGHL V%7 MLop
. 169, 0¢ 0

L S, sehiies ol L2363 RIESFENSEN | ™
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commeree; and wi slatements made herein of their awn know

made on information and behief are boljev
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Respectfully subminted,

Registentiof No.¥ 34,034
Anoracy for Applican
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INFTIE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicam:  Excl Oy Allornay Dockel Nos. LEITZ1 1330
{(New Divisional Application

7 5;97?{, 30 Attorney Dacket No.: LEIT22 3303
Serial No,: Trademnark Attomney: Conrad W, Wong
Filed: Fanuary 30, 1095 Law Office; 104
Aark: EXEL Motice of Allowanec Maling Dure: 2 17: 1995

TRANSMITTAL LETTER - REQUEST TO DIVIDE APPLICATION,
STATEMENT OF LISE AND FOURTH REQUEST FOR EXTENSION OF FIME

TO THE ASSISTANT COMMISSIONER FOR TRADEMARKS:

The following papers are enclosed:

1. Request to Divide Application Purgvant to 37 C.F.R. §2.87:

2, Statement of Use Under 17 C.F.R.§ 2.88, With Declarntion - Pariia) Goods. senzhuding
a specirenAacsimile of the mark as achually used;

3. Fourth Request for Extension of Time widec J7CFER. § 289 w0 File o Stement of
Lise, With Declaration - Partial Goods:

4. Also enclosed is our Cheek No. (/58 / 8 i the amount of $500 1o cover the
$100 [ee for ereating the new divisional application, the $100 fec for Hling the Statement of Use for
goods claimed in Inemational Closs 28, and $300 fec for filing the Fourth Request for Extension of
Time Tor the poods elaimed in Enternational Classes 17 and 19, Please charge any additiond Jees or

credit any averpayment to Depusit Aceoum No. 03-1740. A copy ol this leller is enelased.
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Respeetfully subrmitted,
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& Wnﬂ\‘{; UMITED STATES I ARTMENT OF COMMERCE

Pateat ant! Trademark OHice
' ~1 QFFICE OF ASSISTANT COMBSIESIONER TOR THADEM ARKY

9;1 ,,f 1900 Crypal Drive
Adinghon, Virginie 22703-3313

Bruce E. O' Connor

Christensen O'Conner Johnson & Kindness
1420 Fifih Avenue

Suite 2300

Seaute, Wa 08101-3347

Rev. No. |
RE: Sesial Wumber; 75/050237 Muy 5, 2000
Appheant: Exel Qy
Mark: EXEL

Dear Sir or Madam:

This letter is to confirm that the divisionai request filed on February 17, 2000 has been
completed. The goods and/or services in use in commerce as ingicated by the Statement of Use
have been placed in the aewly created (child serial number 75/979600) application. The goods
and orfservices that are not in use remain in the original (parent serial number 75/050237)
application. Anmy further extensions of tinte or Statements of Use should be filed in the original
serial number,

NOTE: The reason for this procedure is that more than one child application may be created
from the parent file and the ITU/Divistonal Unit prefers to photocopy from original papers. I
you have any ather questians or conceras, please feel free to call iTU.

Phita €. Daylin

Portia C. Taylor
Paralegal Specialist
ITU/Divisional Unit
{703} 308-9550 Ext, 144
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13/08 2004 12:30 FAX +353 0 GA5D92LO LEITZINGER 0Y Boos

1 WHEREAS, Exel Oy

(hereinafter ASSIGNOR) of PL 29, FIN-52701 Mantyharju, Finland Is the owner of all
fight, titfe and interest in and to immaterial rights appearing in the enclosed Annex A

AND WHEREAS, Mantyharjun Muovituote Qy
| (hereinafter ASSINGNEE) of PL 29, FIN-52701 Mantyharu, Finland
' is desirous of acquiring an interest therein; NOW, THEREFORE, in consideration of
. FIM 10 000, and other good and valuable consideration, the recelpt and sufficiency of
! which are hereby acknowledged, the said ASSIGNOR doves sell, assign and transfer
" onfo the said ASSIGNEE, its Successars, assigns and legal representatives, the full
' and exclusive right, title and interest in and to tha said immaterial rights of Annex A.

Executed this 29" day of November, 1008

Assignor; Exel Oy Assignee: Mantyharjun Muovituote Qy
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Juha Laaksonen

Tille: Corporate Controller
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