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FATENT AND TRADEMARK OFFICE
A TRIAL AND APPEAL BOARD

IN THE UNITED
BEFORE THE

In the matter of Application Serial No. 76,/310194 BIOSOFTWARE (Classes 1 and 5)
published in the Official Gazette of October 22, 2002.

XENOGEN CORPORATION,

Opposer,
Opposition No.
V.

01-14-2004

U.S. Patent& TMOfc/TM Mail Rept Ot #22

IGEN INTERNATIONAL, INC,,
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Applicant.

NOTICE OF OPPOSITION

Opposer, Xenogen Corporation, a California corporation with its principal place of
business at 860 Atlantic Avenue, Alameda, California 94501, believes it will be damaged
by the issuance of a registration of the mark BIOSOFTWARE to Applicant and hereby

opposes same.
The grounds for the opposition are as follows:

1. Opposer is the owner of United States Trademark Application Serial No.
75/854937 of the mark BIOWARE filed on November 11, 1999 covering “DNA for
scientific, laboratory and medical rescarch use; living organisms, namely, genetically-
engineered biological cells, viruses, and pathogens for scientific, laboratory and medical
research use” (hereinafter “Opposer’s Goods”).

2. Opposer’s Application Serial No. 75/854937 was filed as an intent-to-use
application.

3. Opposer is in the business of genetically modifying DNA and living organisms for
use by scientific, medical and pharmaceutical researchers, and others.

4. Some of Opposer’s Goods are genetically modified to produce light useful in the
research process.
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5. Applicant’s Application Serial No. 76/310194 for the mark BIOSOFTWARE was
filed on September 4, 2001 based on intent-to-use and covers the following goods

Class 1: biological reagents for specific [sic: scientific] and medical research use

Class 5: medical diagnostic reagents; diagnostic test kits comprised primarily of
biological reagents and instruments for use in the detection of
agents causing infectious diseases

(hereinafter “Applicant’s Goods”).

6. Some of Applicant’s Goods produce light useful in the research or diagnostic
process.

7. On information and belief, Applicant made no actual use of the mark
BIOSOFTWARE for Applicant’s Goods prior to the filing date, namely, September 7,
2001.

8. On information and belief, Applicant made no actual use of the mark
BIOSOFTWARE in commerce which may lawfully be regulated by Congress for
Applicant’s Goods prior to the filing date, namely, September 7, 2001.

9. The earliest date on which Applicant can claim rights in the mark BIOSOFTWARE
for Applicant’s Goods is the filing date of its intent-to-use trademark application for the
mark, namely, September 7, 2001.

10.  Opposer’s Application Serial No. 75/854937 for the mark BIOWARE for
Opposer’s Goods predates Applicant’s Application Serial No. 76/310194 for the mark
BIOSOFTWARE for Applicant’s Goods.

11.  The two syllables of Opposer’s BIOWARE mark are contained within Applicant’s
BIOSOFTWARE mark and both marks begin and end with the same syllables.

12. Opposer’s Goods and Applicant’s Goods are for scientific and medical research use.

13.  Opposer’s Goods and Applicant’s Goods are sold to the same class of purchasers,
namely, scientific and medical researchers.

14.  Opposer’s Goods and Applicant’s Goods identify to researchers the presence of
reactions by means of light production.

15.  Applicant is not lawfully entitled to the registration it seeks because Applicant’s
BIOSOFTWARE mark as applied to Applicant’s Goods so resembles Opposer’s previously
filed application for the BIOWARE mark for Opposer’s Goods as to be likely to cause
confusion, to cause mistake, or to deceive within the meaning of § 2(d) of the Trademark
Act of 1946, thereby damaging Opposer.

1653556 v1; ZFW401.DOC




&

“~

16. Opposer prays that this Opposition be granted and that Application Serial No.
76,/310194 for the mark BIOSOFTWARE be refused registration. The fee of $300.00 is
submitted herewith. Please charge any deficiency or credit any overpayment to our deposit
account no. 04-1073 and refer to our file no. X2933.0055.

XENOGEN CORPORATION
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ephanie K. Wade
DICKSTEIN SHAPIRO MORIN
& OSHINSKY LLP
Attorneys for Applicant
2101 L Street, N.W.
Washington, D.C. 20037-1526
(202) 861-9126
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