UNITED STATES PATENT AND TRADEMARK
OFFICE

Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

DUNN

Mai | ed: March 30, 2006
Qpposition No. 91158276
Qpposition No. 91158552
Qpposition No. 91158568
Opposition No. 91158696
Qpposition No. 91158816
Opposition No. 91158978
Qpposition No. 91158980
Opposition No. 91158981
Qpposition No. 91159360

Cancel | ati on No. 92042927
Cancel l ati on No. 92042928
Cancel l ati on No. 92043031

North Atlantic QOperating Conpany,
Inc.; North Atlantic Trading
Conpany; and Nati onal Tobacco
Conmpany, L.P

V.

DRL Enterprises, Inc.

Bef ore Qui nn, Bucher, and Kuhl ke, Adm nistrative Trademark
Judges.

By the Board:

These proceedings cone up on DRL Enterprises, Inc.’s (DEl)
notions to dismss for failure to state a claimin each of the
three cancellations |isted above, and North Atlantic Operating
Conmpany, Inc., North Atlantic Tradi ng Conpany, and Nati onal
Tobacco Conpany, L.P.”s (NNN conpani es) response to the Board’ s

show cause order issued in the previously consolidated
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oppositions. As the parties were earlier advised, the Board
generally prefers issue to be joined in each rel ated proceeding
before taking up the issue of consolidation. However, because
the multiplicity of proceedings has already resulted in some

i nconsi stencies, the Board will no | onger defer the issue of
consolidation. The delay in acting upon this matter is

regretted.

Proceedi ngs Consol i dat ed

In the nine oppositions, NNN conpani es have alleged that the
designations 1.0, 1.25, 1.5, and 2.0 are nerely descriptive or
generic, deceptively m sdescriptive, and, in some instances, that
regi stration should be refused because DEl commtted fraud in its
attenpt to procure registration of the involved marks by
m srepresenting its rights to those marks. Each opposed
application clains one or nore of the prior registrations which
are the subject of the cancellation proceedings. On February 11,
2004, the Board consolidated the oppositions. In Cancellation
Nos. 92042927, 92042928, and 92043031, NNN conpanies filed
anmended petitions to cancel DEl’'s registered marks for the
stylized nuneric designations 1.0, 1.5, and 1.25, alleging that
DElI’s marks in stylized formare generic when used on “cigarette

papers.”?!
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Because the parties are the sanme, and the consolidated
opposition and the three cancell ati ons proceedi ngs i nvol ve common
i ssues of law and fact, the Board believes that in the interest
of judicial econony Opposition Nos. 91158276, 91158552, 91158568,
91158696, 91158816, 91158978, 9115980, 91158981, and 91159360;
and Cancel l ati on Nos. 92042927, 92042928, and 92043031 shoul d be
consol i dated. See Fed. R Civ. P. 42(a) and TBMP §511 (2" ed.
rev. 2004). Accordingly, Opposition Nos. 91158276, 91158552,
91158568, 91158696, 91158816, 91158978, 9115980, 91158981, and
91159360; and Cancel | ati on Nos. 92042927, 92042928, and 92043031
are consolidated, and may be presented on the sanme record and
briefs.?

Show Cause Order Set Aside

On August 15, 2005, the Board ordered NNN conmpani es to show
cause why its failure to file a brief on the case should not be
taken as a lack of interest in pursuing the consolidated
opposition. In response, NNN conpanies contend that they
reasonably relied on the Board' s orders issued in the
cancel l ati ons which stated that consolidation of all proceedings
woul d be considered once an answer was filed, and that, if

consol idated, all proceedings would be subject to a joint

! The sufficiency of the pleadings is discussed below in connection

with DElI’s notions to dismss.

2 The Board file will be maintained in Opposition No. 91158276 as
the “parent” case, but all papers filed herein nmust include the
proceedi ng nunbers of the consolidated cases in ascendi ng order.
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di scovery and trial order; that NNN conpani es believed al
proceedi ngs to be suspended; and that NNN conpani es have not | ost
interest in going forward with their case. Accordingly, NNN
conpani es have shown good cause for their failure to file their

brief, and the Board' s show cause order is set aside.

Mbtions To Disnm ss Anrended Petitions to Cancel Denied

In each of the three cancell ation proceedi ngs, the Board
earlier granted DElI's notion to dism ss because the petitions to
cancel the registered marks shown bel ow addressed only the
generic nmeani ng of the nuneric designations and nmade no

al | egations regarding the remai nder of the mark.

&)

Canc. No. 92042927 | Canc. No. 92042928 Canc. No. 92043031

Reg. No. 14810063 Reg. No. 1331207* Reg. No. 1328866°
(“1.0” disclainmed) |(Section 2(f)) (Section 2(f))
3 Regi stration No. 1481006 issued March 15, 1988 for “cigarette

papers”, alleging use and use in comrerce since Decenber 30, 1985, Sec.
8 accepted and Sec. 15 acknow edged.

4 Regi stration No. 1331207 issued April 16, 1985 pursuant to
Tradenmark Act Section 2(f), for “cigarette papers” alleging use and use
in commerce since April 9, 1976, renewed.

° Regi strati on No. 1328866 issued April 2, 1985 pursuant to
Trademark Act Section 2(f), for “cigarette papers”, alleging use and
use in commerce since May 20, 1977, renewed.
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NNN conpani es were allowed tine to file an anended pl eadi ng.

In each case, NNN conpanies filed anended petitions to
cancel which include allegations that NNN conpani es are
conpetitors in the tobacco products industry, and that the
numeri c designations “1.0", “1.5" and “1.25" are used generically
within the industry to describe the size of cigarette papers.

The anmended petitions in Cancellation Nos. 92042928 and 92043031

(marks registered pursuant to Section 2(f)) are identical except

when listing the different nuneric designations. Those petitions
state (19):

Petitioners claimherein the nunerical
portion of the instant mark i s and was
generic (and, therefore, should have required
a disclainer), but also that the “stylized”
version thereof cannot be seen by the Patent
and Trademark O fice or by any consuners
differently — that is, sinply as a “blown up”
version of the generic, (including also the
obvi ous generic word “point” designating a
deci mal point.)

The anended petition in Cancellation No. 92042927 (mark
in which “1.0” is disclained) states (18):

Therefore, since the nunerical portion of the
instant mark was disclainmed, the only

remai ning “elenents” of the mark are the word
“point,” which is |ocated wthin the decim
“point” of the nunerical designation; and the
stylized representation of the nunber itself.
Thi s cannot be seen by the Patent and
Trademark OFfice or by any consuners
differently — that is, sinply as a “bl owmn up”
version of the generic, (including also the
obvi ous generic word “point” designating a
deci mal point.)
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Al'l three anmended petitions include the follow ng
par agraph (Cancellation No. 92042928 and 92043031 19,
Cancel | ati on No. 92042927 98):

| ndeed Regi strant shoul d never have obtai ned
a registration. Registrant’s “mark” sinply
consists of the size designation [] nade

| arger and printed in a stylized manner and

i ncorporating the word point in nuch smaller
letters (about 30 tines smaller than the size
of the nunerals []) within the deciml point.
However, nerely “inflating” the appearance of
a generic termdoes not renove it fromthat
category and shoul d not have nade
registrant’s “mark” registrable. The word
“point” appearing as it does within a deci ma
point nmerely designates that which it is,
nanely, a decimal point. Consequently,
neither the word “point” nor the fat font,
add any registrable elenents to the nunber,
which is nerely a size designation

In lieu of filing answers, DEI filed notions to dismss the
anended petitions to cancel for failure to state a claim
all eging that the anended petitions to cancel fail to allege that
the registered marks in their stylized formare generic; that the
exhibits submtted therewith fail to support the petitions; and
that the petitions are an inproper collateral attack on DEl’s
i ncontestabl e regi strations.

A notion to dismss for failure to state a clai mupon which
relief may be granted is a test solely of the | egal sufficiency
of the conplaint. See Libertyville Saddle Shop Inc. v. E
Jeffries & Sons Ltd., 22 USPQ2d 1594 (TTAB 1992). In order to

w t hstand such a notion, a pleading need only all ege such facts
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as would, if proved, establish that the plaintiff is entitled to
the relief sought, that is, (1) the plaintiff has standing to
mai ntai n the proceeding, and (2) a valid ground exists for
denying the registration sought therein. See Lipton Industries,
Inc., v. Ralston Purina Conpany, 670 F.2d 1024, 213 USPQ 185

( CCPA 1982) .

Here, there is no dispute as to NNN conpani es’ standi ng, and
the notions to dismss turn solely on whether the petitions state
a valid ground for cancellation. Were, as here, each mark is
over five years old, the registration can only be chall enged on
t he grounds stated in Section 14 of the Trademark Act, such as,
"if the registered mark becones the generic nane for the goods or
services.” 15 U.S.C. 8§ 1064(3). The lawis clear that a generic
claimis not limted to word marks, but may be pl eaded agai nst
mar ks conprising stylized terns. The Board s primary revi ew ng
court has held that “[T]he term‘generic name’ as used in 15
U S.C 81064(3), nmust be read expansively to enconpass anythi ng
that has the potential but fails to serve as an indicator of
source, such as nanes, words, synbols, devices, or trade dress.
Any narrower interpretation of ‘generic name’ would all ow
i ncont establ e trademarks ot her than nanes that becone generic to
retain incontestable status despite their inability to serve as
source designators.” Sunrise Jewelry Mg. Corp. v. Fred S A,

175 F. 3d 1322, 50 USPQRd 1532 (Fed. Cir. 1999).
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Here, we disagree that the anended petitions fail to state a
claim and find that the paragraphs set out above allege that
DEI's marks in stylized form including the word PO NT, are
generic. The cases cited by DElI are not to the contrary inasmuch
as they do not address how to plead a generic cl ai magainst a
stylized mark, but rather address the ultimate issue of the
registrability of such stylized marks. See Orto Conserviera
Cameranese d G acchetti Marino & C s.n.c. v. Bioconserve,
s.r.l., 49 USPQd 2013, (S.D.N. Y. 1999), judgnent aff'd, 205 F.3d
1324 (2d Cir. 2000); Guner + Jahr USA Publishing v. Meredith
Corp., 991 F.2d 1072 (2d Cr. 1993)(Wile a generic word or
phrase cannot be used for a trademark standing alone, it may be
used as a trademark if presented in a particular stylized manner
or in a distinctive conbination of elenents.).

DElI's additional argunents are al so unpersuasive. Because
the notions to dismss go strictly to the sufficiency of the
pl eadi ngs, and not to the nerits, the notions were not converted
to nmotions for summary judgnment, and the exhibits have not been
consi dered in making our decision on the notion to dismss.®

Simlarly, NNN conpanies’ allegation in each petition that

6 Except as provided in paragraph (d) (1) of Tradenmark Rule 2.122, an

exhibit attached to a party’'s pleading is not evidence on behal f of
that party unless identified and introduced in evidence as an exhibit
during the period for the taking of testinony. See Trademark Rul e
2.122(c). Thus, the exhibits attached to the petition to cancel are
not evi dence.
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“Regi strant shoul d never have obtained a registration” is not an
“inmperm ssible collateral attack” on DElI’'s incontestable
regi strations. The presunption of validity arising fromfederal
registration is appropriately challenged in a cancellation
proceedi ng, and, as set forth above, the claimof genericness
remai ns avail abl e agai nst i ncontestable registrations. To the
extent DElI argues that this is a separate claimwhich is legally
deficient, we disagree. The cited paragraph is not a separate
claimbut an anplification of NNN conpanies’ claimthat the marks
are generic.

Accordingly, DElI'’s notions to dismss for failure to state a
claimare denied.

Proceedi ngs Resuned

DEI is allowed thirty days fromthe mailing date of this
order to file its answer to each of the three petitions to
cancel .

Proceedi ngs herein are resuned in this consolidated case,
and discovery and trial periods reset as foll ows:

DI SCOVERY PERI CD TO CLCSE: Sept enber 30, 2006

Thirty-day testinony period for party in Decenber 29, 2006
position of plaintiff to close:

Thirty-day testinony period for party in February 27, 2007
position of defendant to cl ose:

Fifteen-day rebuttal testinony period to April 13, 2007
cl ose:



