IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TEMPUR WORLD, INC., |

TEMPUR-PEDIC, INC., and
DAN FOAM A/S TTAB
Opposer,
V. Opposition No. 91158871

TOM C. MORGAN,

Applicant.

OPPOSER’S BRIEF IN OPPOSITION TO APPLICANT’S RESPONSE TO ORDER TO
SHOW CAUSE

Opposer, by and through its attorneys, hereby opposes Applicant’s Response to the Board’s
Order to Show Cause filed on July 3, 2004. Opposer has been unfairly prejudiced by Applicant’s
lack of diligence to this matter through an expenditure of time and money in following up on
Applicant’s compliance with the deadlines set by the Board, and now in having to respond to
Applicant’s Response to the Order to Show Cause. Furthermore, Applicant will not be unfairly
prejudiced by the Board’s grant of default judgment in this case as Applicant has no meritorious
defense to this action. Applicant already admitted to Opposer that the marks in question have the
same commercial impression; the goods are virtually identical; and the goods are sold to the same
customers through the same trade channels. Therefore, likelihood of confusion is clear.

Opposer timely filed its Notice of Opposition to Applicant’s mark on November 26, 2003.
The deadline for Applicant’s answer was set by the Board as February 1, 2004. Applicant filed its
answer on January 29, 2004, and Opposer began preparing for discovery. However, as early as
March 25, 2004, the Board began communications with Opposer, Applicant’s counsel and Applicant
regarding Applicant’s counsel’s Request to Withdraw from this case. The Board granted Applicant’s
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counsel’s Request to Withdraw on April 13, 2004, and granted Applicant thirty days to appoint new
counsel or file papers stating the Applicant would represent himself. This thirty day period passed
without any response from Applicant, and it is only now, at least three months after Applicant
became aware of his attorney’s intent to withdraw, that Applicant has responded. This lack of
attention demonstrates a lack of interest in this case on the part of Applicant.

More importantly, Opposer submits that Applicant does not have a meritorious defense to
this action. In his Response to the Order to Show Cause, Applicant refers to correspondence and
communications with Tempur-Pedic. Applicant, however, removed the substance of this
correspondence from the copies submitted to the Board in connection with his Response, no doubt
because he is aware that those communications do not advance his cause but instead demonstrate the
lack of merit to any defense he might try to assert. Opposer submits herewith complete copies of
these letters, which detail how Applicant developed and chose the mark THURMO-PUDIC;
Applicant’s knowledge of Opposer’s famous TEMPUR-PEDIC marks at the time of such adoption;
and Applicant’s intent to choose a similar name to capitalize on the goodwill associated with
Opposer’s marks. The statements made by Applicant in this correspondence demonstrate
Applicant’s lack of a meritorious defense to this action and also constitute an admission by Applicant
that the marks have the same commercial impression; the parties are direct competitors; and the
goods are the same.

Given the lengthy amount of time for which Applicant has known about his attorney’s intent
to withdraw and the lack of merit to Applicant’s position in this case, Opposer respectfully requests

that the Board enter default judgment in this matter, pursuant to 37 C.F.R. § 2.106(a).

Dated this L\,OJX\ day of July, 2004.
ICHAEL BEST & FRIEDRICH LLP

ttorneys for Opposer .
Michael, Best & Friedrich, LLP ™
100 East Wisconsin Avenue By: /{/{M s\'/%g/ ﬂ\\

Milwaukee, WI 53202 Y Dyann L. Kostello
(414) 271-6560 Ariana G. Voigt




CERTIFICATE OF MAILING AND OF SERVICE

I hereby certify that a true copy of the foregoing Opposer’s Brief in Opposition to Applicant’s
Response to Order to Show Cause has been served on Applicant by sending the same via first-class
regular United States mail to:

C. Thomas Morgan

3783 Valleyridge Drive
Trinity, North Carolina 27370
(336) 434-5073

on the C)/y/z/ /& , 2004.
J U

and that the original of said document was filed on the same day with the TTAB by sending the same
(plus two copies) via First Class Mail, postage prepaid, as addressed to:

Trademark Trial and Appeal Board
Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514
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C.T. Morgan
P.0O. Box 222
Sophia, NC 27350

March 27, 2004

Mr. Dany Sfeir, So, V.P
Tempur-Pedic International
1713 Jaggie Fox Way
Lexington, KY 40811

Dear Mt. Sfeir:

I am in receipt of your letter dated March 16, 2004, mailed March 22 and received by us
March 25. Your response is appreciated. In as much that you were willing to "spel! out"
some of your concerns in the letter, [ am aggreable to responding in kind with limitations,
at least for now.

First and perhaps foremost, out trademark and tradename is Thurmo Pudic USA.
Without exception, the three words, not the first two, has been and is the only wording
used in any form of presentation. I certainly accept the fact that only one Jetter seperates
"pedic" from "pudic”, however, origin and derivitive give each "word" a unique
difference- or so we are advised.

I do reacknowledge that we selected "Thurmo" for heat and "pudic” for health. There is
extremely limited selection of words that reflect heat and /or temperature. We selected
“thurmo” because "tempur” (also "temper”) were taken. The origin and derivitive and
spelling and pronounciation of "thurmo” is distinctly diffrent from "tempur” or "temper”.
It goes without saying that any form of "viscoe", "viscoe elastic”, "viscoe elastic foam", or
nviscoe elastic memory foam" responds to heat and weight. There is absolutely nothing
unique about "Tempur material” in that regard.

In response to more specifics concerning "changing gears” and challenging Tempur-Pedic
adds, I feel comfortable making several general remarks only, at this time. Never the less,
what I will state to you is not without substance- I simply do not feel it wise to go into
great detail via this particular letter. Your on-going televised informational commercials
compare "Tempur material” to that of the "competition”. A ball is dropped on both the
"Tempur material" and the "competative" product. The "Tempur material" absorves the
impact nearly 100%, the "competition" product does not, of course. This portion of the
commercial is no doubt a major selling point for your product. It is clever but likely not
accurate. There is o legitimate viscoe material in the market place that responds in the
manner your add suggests that your "competition" product does, and this can easily be
proven.

By industry standards there is nothing unique or special about the Tempur-Pedic
warranty, as suggested and promoted. Also, it likely can be shown that the return rate of
Tempur-Pedic mattresses product is the highest in the bedding industry.
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Lastly, T will refer to one company, for example, as a name that is similar to and predates
Tempur-Pedic by many years. Thera-Pedic is a respected and quality minded company
that has shipped products to most or all of the states for three generations.

This response in written is good faith. While Thave been advised to limit comments, it is
iy hope that this Jetter provides further insight to our position and adequately responds to
your requests for more specific information.

Tempur-Pedic and its' companies totally dominates the viscoc market. 1would be happy
to see Thurmo-Pudic USA achieve even a small percentage of market shares sometime in
the future. 1 furthermore want to see it happen by promoting our comparny and it's
charities; not comparing one viscoe company to another. It seens to me the viscoe
industry should continue to promote the virtues of its' collective products- not challenge
and berate one apothers' product. Essentially, the origional letter to you accurately
reflects our position on this entire matter.

1 am open to further written communication and perhaps other dialogue if it will serve a
useful purpose, and might lead to a mutually acceptable resolution.

Again, thank you for taking time to respond to my initial letter. It was a fair response and
appreciated.

Sincerely,

27 A

C.T. Morgan
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Mr. C.T. Morgan
Post Office Box 222
Sophia, North Carolina 27350

February 12, 2004

Mr. Dany Sfeir, President
Tempur-Pedic Co.

1713 Jaggie Fox Way
Lexington, Kentucky 4051)

Dear Mr. Sfeir:

This letter is written after thoughtful consideration and much deliberation, Hopefully it
will be well received and serve a mutually beneficial purpose. It does reflect our feelings and
position concerning recent events and actions taken by your company against my trademark,
THURMO PUDIC USA. In turn, THURMO PUDIC USA, Inc., a company in which Iama
substantxal stockholder, is affected.

-1 am very familiar. with Tempur-Pedic.and most of its product line. Additionally, I am
daily involved in the viscoe elastic manufacturing process, and feel knowledgeable as to what
viscoe elastic foam is—and is not. Tempur-Pedic and Tempur World, deserve much credit for
bringing the value of viscoe elastic foam to the bedding industry. Deservedly, the company
has been richly rewarded for its' efforts—particularly via the marketing arm.

Our still small company has always shown respect in the marketplace for Tempur
Pedic. As a matter of fact and practice, our company has never made negative comrments or
quality comparisons against Tempur-Pedic nor any other viscoe elastic mattress maker.
Instead, we have focused on defining our products for our own market base—and sharing what
our company is about and where the money goes. We have not been a threat to Tempur-Pedic
and here to fore have not considered aggressive and comparative marketing. Our national and
regional advertising attest to this. Recent actions taken by your company gives us reason for
great pause and reflection. Either as a matter of practice, form, or perhaps routine, Tempur
World companies have objected to the use of our trademark before the U.S. Patent and
Trademark office. We cannot and will not Jet such a challenge stand.

. When we selected our three word name (trademark) we determined to reflect heat,
health and country in our mark. That is exactly what we did. Our name is spelled differently,
pronounced differently, and has totally different graphics from any Tempur product. Also, our
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Mr. Dany Sfeir
February 12, 2004
Page Two

logos are very different. And who would confuse Richard Petty with Dick Clark?
Incidentally, we are very much aware of an active national mattress company whose name and
trademark is much closer in sound and spelling to Tempur Pedic than that of THURMO
PUDIC USA. This company and its product predates Tempur-Pedic by many years.

We are a conservative and very frugal organization. Fortunately, we were able to
respond to your initia) filing with in-house assistance, If it becomes necessary to bring in
. outside attorneys.and the expenses associated with a drav/n vut process, our temperament wili
change. We will take full advantage of the discovery process. Moreover, our masketing and
advertising will change gears and we are prepared to challenge three of your claims featured as
part of your most recent televised information commercials. :

As injtially stated, we hope this letter and response would be mutually beneficial. We
have expended much time, energy, and money to market our products in a very positive way.
I do not relish for one moment an undertaking that includes uplifting our product while
discrediting another. Nevertheless, we are very resourcefu). and savvy and will proceed to
protect our name, image, and credibility in the marketplace.

I am aware that once our attorneys become involved, I likely will not have further
opportunities to correspond directly, If there is serious intent to resolve the matter, a timely
response is appreciated.

Sincerely,

7 %747@,.-—\

C.T. Morgan

(copies—two)




