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OPPOSER’S REPLY BRIEF IN SUPPO‘IT OF MOTION TO STRIKE AFFIRMATIVE
DEFENSES PURSUANT TO FED. R. CIV. P. 12(f) AND 37 C.F.R. § 2.127

Opposer Ecolab Inc. (“Ecolab” or “Opposer”) respectfully submits the following Reply

Brief in Support of Motion to Strike Affirmative Defenses.' Applicant’s Opposition to
Opposer’s Motion to Strike Affirmative Defenses endeavors to create factual issues that simply
do not exist. The sole basis for Applicant’s opposition to the motion to strike is the conclusory
statement that “Applicant cannot at this jpoint determine whether Opposer’s extensions and

notice of opposition were timely filed jor not, absent evidence obtainable only through

discovery.” Applicant’s Opposition to Opposer’s Motion to Strike Affirmative Defenses at 2.

' “The Board may, in its discretion, consider a re ly brief in support of a motion.” TBMP § 502.02(b) (citing 37

CFR § 2.127(a).
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The insufficiency of Applicant’s affirmative defenses is clearly apparent, however, because the

documents in the Board’s official file and the Board’s own orders irrefutably confirm the

timeliness of Opposer’s extensions and notice o

f opposition.

Opposer filed its first Request for Extension of Time to Oppose on July 24, 2003, only

two days after Applicant’s intent-to-use Application Serial Number 78/180,241 in International

Class 3 was published for opposition in the

Prosecution History (Serial No. 78180241),

extension until September 20, 2003 issued four days later on July 28, 2003.

Prosecution History (Serial No. 78180241) Doc.

Prior to the expiré.tion of the first ex
Extension of Time to File Opposition was ma
September 15, 2003. See TTAB Prosecution

Board’s September 23, 2003 Order granted a

Official Gazette on July 22, 2003. See TTAB
Doc. No. 1.2 The Board’s Order granting an
See TTAB
No. 2.

itension period, Opposer’s Second Request for
iled on September 12, 2003 and file stamped on
History (Serial No. 78180241) Doc. No. 5. The

second extension until October 20, 2003. See

TTAB Prosecution History (Serial No. 78180241) Doc. No. 6.

Prior to the expiration of the second
Extension of Time to File Opposition was m

October 20, 2003. See TTAB Prosecution Hi

extension period, Opposer’s Third Request for
ailed on October 14, 2003 and file stamped on

story (Serial No. 78180241) Doc. No. 7 and the

Certificate of Mailing, attached as Exhibit A. Although referenced in the October 14, 2003 cover

letter included in Docket No. 7, the Certificat

e of Mailing was not imaged on the TTABVUE

website.’ In any event, the PTO’s October 20, 2003 file stamp is clearly visible in the upper

right hand corner of the Third Request imaged

2 This first request to extend time to oppose, TTAB Pra
image cannot be viewed on the TTABVUE website.

on the TTABVUE website in Docket No. 7,* and

secution History Doc. No. 1, was filed electronically and its

® The absence of a certificate of mailing on the TTABVUE website is the only purported factual issue specifically
raised in Applicant’s Opposition to Opposer’s Motion to Strike Affirmative Defenses. See Applicant’s Opposition

to Opposer’s Motion to Strike Affirmative Defenses at 2

n.l.

* A copy of the Third Request For Extension of Time in Which to File Opposition is attached as Exhibit B.
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irrefutably confirms that Opposer’s Third R|

extension period. The Board’s October 29, 200

equest was filed before the expiration of the

3 Order granted a third extension until November

19, 2003. See TTAB Prosecution History (Serial No. 78180241) Doc. No. 8. Opposer filed the

Notice of Opposition on November 19, 2003, prior to the expiration of the third extension period.

See TTAB Prosecution History (Opposition No

91158647) Doc. No. 1.

Because Opposer’s timely filing of the Notice of Opposition is clearly and irrefutably

confirmed by the documents in the Board’s offi
is required, and the Board should strike Aj
acquiescence and laches as a matter of law.
American Cinema Editors, Inc., 937 F.2d 1571
(granting summary judgment on laches and acg
v. Daiichi Kosho Co., Ltd., 25 U.S.P.Q.2d 1

motion for summary judgment on laches, acqui

Date: March 9, 2004

> Applicant incorrectly contends that the National

contention that Opposer’s motion to strike should be
investigate the timeliness of Opposer’s requests for ex
discovery could yield evidence to contradict the timely
opposition (as reflected in the Board’s own files), the M

the proposition that Applicant’s untimeliness, acquiescen
osition.

and should be stricken from its Answer to Notice of Opp

cial file and the Board’s own orders, no discovery
splicant’s affirmative defenses of untimeliness,
See National Cable Television Ass’n, Inc. v.
2, 1580-82, 19 U.S.P.Q.2d 1424 (Fed. Cir. 1991)
juiescence affirmative defense); DAK Indus., Inc.
622, 1624 (T.T.A.B. 1992) (granting opposer’s
escence and estoppel affirmative defenses).’
Respectfully Submitted,

WINTHROP & WEINSTINE, P.A.

o U, @l i

Stephen R. Baird

Philip R. Mahowald

Suite 3500

225 South Sixth Street
Minneapolis, Minnesota 55402
(612) 604-6400 (Telephone)
(612) 604-6800 (Facsimile)

ATTORNEYS FOR ECOLAB INC.

Cable and DAK Industries decisions actually support its
denied and that Applicant should be allowed discovery to
itension and notice of opposition. Because no amount of

filing of Opposer’s requests for extensions and notice of

ational Cable and DAK Industries decisions clearly support

ce and laches affirmative defenses fail as a matter of law
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CERTIFICAT

E OF SERVICE

I hereby certify that a copy of the foregokng Opposer’s Reply Brief in Support of Motion

to Strike Affirmative Defenses Pursuant to Fed.
embodied memorandum was served by first clag

2004 upon Applicant’s counsel in an envelope a

R. Civ. P. 12(f) and 37 C.F.R. § 2.127 and
s mail, postage prepaid on this 9th day of March,

ddressed as follows:

Beth M. Goldman

Todd E. Adler

Heller Ehrman White & McAuliffe LLP
333 Bush Street
San Francisco, CA 94104-2878
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AND TRADEMARK OFFICE

UNITED STATES PATENT |
TRADEMARK TRIAL AND APPEAL BOARD
Trademark Application
Serial No. 78180241
Filed: 10/30/02
Published: 7/22/03
Applicant: Big Planet, Inc.
Trademark: ECOSPHERE
Classes: 003
CERTIFICATE OF MAILING
TO: BOXTTAB-NOFEE

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3514

I hereby certify that:

(@)

()  Third Request for Extension of Ti
() Certificate of Mailing

are being deposited with the United State
class mail in an envelope addressed to:

Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3514
10\ 1y

on

<\

Notice of Change of Address for Potential Opposer’s Attorney of Record

.

b

me in which to File Opposition; and

s Postal Service with sufficient postage as first-

INSANN

Dear

2062319v1

na Lessor

AN

EXHIBIT

A




UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Trademark Application

Serial No. - 78180241 L
ggf)?i:shed' ;?2/3%22 LA
Applicant: Big Planet, Inc.

Trademark: ECOSPHERE 10-20-2003
Classes: 003 U.8. Patent & TMOf/TM Mall ReptOt #22

BOX TTAB - NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514

THIRD REQUEST FOR EXTENSION OF TIME IN WHICH TO FILE OPPOSITION

Pursuant to 15 U.S.C. § 1063 and Trademark Rule 2.102 request is hereby made for an
additional thirty-day extension of the time within which a Notice of Opposition may be filed
with respect to the above-identified application in International Class 003. This request is made
on behalf of the prospective opposer, Ecolab Inc., a Delaware corporation located at 370
Wabasha Street North, St. Paul, Minnesota 55102

The time within which a Notice of Opposition must be filed presently expires on October
20, 2003. If this request is granted the time within which the prospective opposer may file a
Notice of Opposition would be extended to and include November 19, 2003.

The extension is necessary so that Ecolab, Inc. has sufficient time to timely prepare and
file a Notice of Opposition. The Foregoing request is made in good faith and not for the purpose
of delay, and is being submitted in triplicate in accordance with Trademark Rule 2.102(d).

Dated: ZOZ/ylaZ Respectfully submitted,
WINTHROP & WEINST A.

tephen R. Baird, Esq.
David A. Davenport, Esq.

Suite 3500, 225 South Sixth Street
Minneapolis, MN 55402

Phone: (612) 604-6585

EXHIBIT Attorneys for Ecolab Inc.
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CERTIFICATE

OF SERVICE

I hereby certify that a copy of the foregoing Opposer’s Reply Brief in Support of Motion

to Strike Affirmative Defenses Pursuant to Fed. R. Civ. P. 12(f) and 37 C.F.R. § 2.127 and

embodied memorandum was served by first class

mail, postage prepaid on this 9th day of March,

2004 upon Applicant’s counsel in an envelope addressed as follows:

Beth M. Goldman

Todd E. Adler

Heller Ehrman |[White & McAuliffe LLP

333 Bush Street

San Francisco, CA 94104-2878

L.,

2100746v1

gan U

Colleen R. Harri




WINTHROP

ATTORNEYS AND

March 9, 2004

TO: BOXTTAB-NO FEE
Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3514

WEINSTINE

ClouNseLORsS AT Law

Philip R. Mahowald
(612) 604-6622
pmahowald@winthrop.com

CERTIFICATE OF MAILING 37 C.FR. 1.8

I hereby certify that this correspondence is being
deposited with the U.S. Postal Service as First Class
Mail in an envelope addressed to: Commissioner of
Trademarks, 2900 Crystal Drive, Arlington,
VA22202-3514, on the date below:

Date: March 9, 2004 &é&”/’\/ / %""fh—

Signature
Re: Ecolab Inc. v. Big Planet, Inc.
Opposition No. 91158647 /I L iy
In the matter of Application Ser. No.: 78/180,241 i
Filed October 30, 2002 03-12.2,
For the mark ECOSPHERE O Pamntg o O

Published in the Official Gazette (Trademarks) on July 22, 2003

Our File No. 7507.129

Dear Sir or Madam:

Enclosed for filing please find the original of Opposer’s Reply Brief in Support of Motion to
Strike Affirmative Defenses Pursuant to Fed. R. Civ. P. 12(f) and 37 C.F.R. § 2.127 with

regard to the above matter.

We also enclose an additional copy of the
acknowledge receipt of this Opposer’s Reply

Certificate of Service as well as a postcard to
Brief. Please date stamp and return the enclosed

postcard to acknowledge receipt of the same. Should any fees be required relating to this

document, the Commissioner is authorized

to deduct said fees from the Deposit Account of

Winthrop & Weinstine, P.A., Deposit Account No. 502789.

Very truly yours,

WINTHROP & WEINSTINE, P.A.

@ }/n/jvmu;

Phlhp R M howald

2100839v1
Enclosures

cc: Beth M. Goldman/ Todd E. Adler (w/encl.)

Suite 3500 | 225 South Sixth Street | Minncapolis, MN 55402-4629 | MaIN:(§12)604-6400 | Fax:(612)604-6800 | www.winthrop.com | A Professional Association




