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Opposer, ANSWER TO NOTICE OF

OPPOSITION
V.

Big Planet, Inc., Opposition No.: 91158647

Applicant.

Box. TTAB NO FEE
Coramissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514

ANSWER TO NOTICE OF OPPOSITION

Big Planet, Inc. (“Applicant”) hereby submits its Answer to the Notice of Opposition
filed by Ecolab Inc. (“Opposer”) in the above-referenced action.

Applicant states the following with respect to the first paragraph of the Notice of
Opposition, which is not numbered: Applicant admits that it filed Application Serial No.

78/180,241 in international class 3. Except for the allegations expressly admitted, Applicant
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does not have sufficient knowledge or information to form a belief as to the truth of the
allegations in the first unnumbered paragraph of the Notice of Opposition and accordingly
denies those allegations.

Applicant further states as follows:

1. Applicant admits that Applicant filed Application Serial No. 78/180,241 for
ECOSPHERE on October 30, 2002 in international class 3 for all purpose cleaning
preparations, carpet cleaning preparations and glass cleaning preparations, and that the
application was published for opposition on July 22, 2003. Except for the allegations
expressly admitted, Applicant does not have sufficient knowledge or information to form a
belief as to the truth of the allegations in paragraph number 1 of the Notice of Opposition and
accardingly denies those allegations.

2. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 2 of the Notice of Opposition and
accordingly denies those allegations.

3. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 3 of the Notice of Opposition and
accordingly denies those allegations.

4, Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 4 of the Notice of Opposition and

accordingly denies those allegations.
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5. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 5 of the Notice of Opposition and
accordingly denies those allegations.

6. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 6 of the Notice of Opposition and
accordingly denies those allegations.

7. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 7 of the Notice of Opposition and
accordingly denies those allegations.

8. Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 8 of the Notice of Opposition and
accordingly denies those allegations.

9. Applicant denies the allegations in paragraph number 9 of the Notice of
Opyosition.

10.  Applicant does not have sufficient knowledge or information to form a belief as
to the truth of the allegations in paragraph number 10 of the Notice of Opposition and
accordingly denies those allegations.

11.  Applicant denies the allegations in paragraph number 11 of the Notice of
Opposition. |

12.  Applicant denies the allegations in paragraph number 12 of the Notice of

Opposition.
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13.  Applicant denies the allegations in paragraph number 13 of the Notice of

Oppcsition.
AFFIRMATIVE DEFENSES

1. Opposer’s request for relief is barred by untimeliness.

2. Opposer’s request for relief is barred by the equitable doctrine and affirmative
defense of waiver.

3. Opposer’s request for relief is barred by the equitable doctrine and affirmative
defense of acquiescence.

4. Opposer’s request for relief is barred by the equitable doctrine and affirmative
defense of estoppel.

5. Opposer’s request for relief is barred by the equitable doctrine and affirmative
defense of laches.

6. Opposer’s request for relief is barred by the equitable doctrine and affirmative

defense of unclean hands.
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WHEREFORE, Applicant respectfully requests that the opposition be dismissed with
prejudice.
Respectfully submitted,

HELLER EHRMAN WHITE & McAULIFFE LLP

Dated: January 9, 2004 By: W@

Beth M. Goldman

Todd E. Adler

333 Bush Street

San Francisco, CA 94104-2878
(415) 772-6000

Attorneys for Applicant
Big Planet, Inc.
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CERTIFICATE OF SERVICE

The undersigned certifies that a copy of the foregoing ANSWER TO NOTICE OF
OPPOSITION was served upon Opposer’s attorneys of record by depositing a copy
thereof in the United States Mail on January 9, 2004, first-class mail, postage prepaid, in
an envelope addressed as follows:

Stephen R. Baird

David A. Davenport

Winthrop & Weinstine, P.A.
Suite 3500

225 South Sixth Street
Minneapolis, Minnesota 55402

el
o Wncy Taylor
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/180,241
Published in the Official Gazette on July 22, 2003
Mark: ECOSPHERE

Ecolab Inc.,
Opposer, ANSWER TO NOTICE OF
V. OPPOSITION
Big Planet, Inc., Opposition No.: 91158647
Applicant.

L ——
Box TTAB NO FEE Wi

Commissioner for Trademarks 01-12-2004
2900 Crystal Drive US. Patent & TMOfo/Tw pgy ReptDt, #7
Arlington, Virginia 22202-3514 e

TRANSMITTAL LETTER

Dear Sir or Madam:

We are attorneys representing Big Planet, Inc.. Enclosed are an original and two
copies of an Answer to Notice of Opposition, filed by Big Planet, Inc.

Please send all correspondence to me at the address below. Please stamp the
enclosed postcard to evidence your receipt of this document.

Dated: January 9, 2004 Respectfully submitted,
HELLER EHRMAN WHITE & McAULIFFE LLP

o TN

Beth M\ Goldman

Todd E. Adler

333 Bush Street

San Francisco, CA 94104-2878
(415) 772-6000

Attorneys for Applicant

Big Planet, Inc.
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Attorney Docket No. 12224-02/F144

Certifizate of Mailing
I heretyy certify that this correspondence is being deposited with the U.S. Postal Service as First Class Mail in an envelope
addressed to: Trademark Trial and Appeal Board, Commissioner of Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3514

et Ml /L7454

hanna F. Sistek

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

3

Trademark Application

g

01-12.2004
V8- Patent & TMOfe/TM mait repy Dt. #79

THE SAUL ZAENTZ COMPANY d.b.a.
TOLKIEN ENTERPRISES,
Mark: MITHRIL
Opposer,
Serial No. 78/083686
V.
Filed: September 12, 2001
Joseph M. Bumb, an Individual
Published: March 25, 2003
Applicant.
Opposition No. 91156452

OPPOSER’S REPLY TO
APPLICANT’S FIRST AMENDED ANSWER
TO OPPOSER’S NOTICE OF OPPOSITION

Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

Sir:
Opposer, The Saul Zaentz Company d.b.a. Tolkien Enterprises (“Opposer”)

hereby objects to the untimely filing of Applicant’s First Amended Answer to Opposer’s
Notice of Opposition (“Amended Answer”). Under Fed. R. Civ. P. 15 and TBMP § 507,
a party to an inter partes proceeding before the Board may amend its pleading, if the

plezding is one to which no responsive pleading is permitted, once as a matter of course
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at any time within 20 days after it is served. An Answer to a Notice of Opposition is
considered a pleading to which no responsive pleading is permitted. TBMP § 311.03.

Applicant served a copy of a pleading entitled Applicant’s Answer to Notice of
Opposition on counsel for Opposer on October 3, 2003. Applicant served a copy of a
pleading entitled Applicant’s First Amended Answer to Opposer’s Notice of Opposition
on counsel for Opposer on December 24, 2003, over two months later. Applicant failed
to timely serve its Amended Answer within the 20-day period during which the pleading
could be amended as a matter of course.

According to the guidelines of TBMP § 507.02, after the initial 20-day period has
passed, a party may amend its pleading only by written consent of every adverse party or
by leave of the Board. Opposer has not provided its written consent to the Amended
Answer. Opposer has not yet been served with a copy of Applicant’s Motion to Amend,
nor has Opposer received a notice from the Board that it has granted leave to Applicant to
amead its pleading. Consequently, Applicant’s Amended Answer does not meet the
requirements of TBMP § 507.02 and FRCP 15. '

Opposer respectfully requests that Applicant’s First Amended Answer to Opposer’s
Notice of Opposition be refused formal entry into the record, pending the Board’s
/11
11/

Reply to Amended Answer
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disposition of Opposer’s Motion for Default Judgment.

DATED: January q , 2004.

WD 010604/1-1222402/JFS/1122725/v1

CAROLE F. BARRETT

ANNETTE L. HURST

JOHANNA F. SISTEK

HOWARD, RICE, NEMEROVSKI,
CANADY, FALK & RABKIN

A Professional Corporatlon

Three Embarcadero Center, Seventh Floor

San Francisco, California 941 11

Telephone: 41 5/434-1600

Facsimile: 415/217-5910

_ Mo S e

Johanna F. Sistek

Attorneys for Opposer THE SAUL ZAENTZ
COMPANY dba TOLKIEN ENTERPRISES
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CERTIFICATE OF SERVICE
I hereby certify that on January Q , 2004, I caused the foregoing OPPOSER’S
REPLY TO APPLICANT’S FIRST AMENDED ANSWER TO NOTICE OF
OPPOSITION to be served by United States mail, postage prepaid, in an envelope

addressed to:

- Joseph M. Bumb
1590a Berryessa Rd
San Jose, CA 95133

Hore d v

Kasa Cotugno

Reply to Amended Answer
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HOWARD Three Embarcadero Center

Seventh Floor
RICE San Francisco, CA 94111-4024

NEI\/IEROVSKI Telephone 415.434.1600
CANADY Facsimile 415217.5910
F ALK www.howardrice.com
& RABKIN

JANUARY 9, 2004
A Projessional Corporation

Trademark Trial and Appeal Board

Comunissioner for Trademarks VIA FIRST CLASS MAIL
2900 Crystal Drive
Arlinzton, VA 22202-3513
Re:  The Saul Zaentz Company v. Joseph M. Bumb HHIIIHMHIHHIMIllllll!llllmmllllIlII"i N
Opposition No.: 91156452
Mark: MITHRIL
. 01-12-2004
Ser. No.: 78/083686 U-8. Patent & TMOfo/TM Mail R
Our Ref.: 12224.02/F144 | ReptDt. #7g

Dear Sir/Madam:

Enclosed for filing with the Trademark Trial and Appeal Board of the U.S. Patent and
Trademark Office are the following materials in regard to the above-referenced trademark
opposition:

1. Opposer’s Reply to Applicant’s First Amended Answer to Opposer’s Notice of
Opposition;

2. A self-addressed stamped postal acknowledgement card.
Please acknowledge receipt of the enclosed materials by date-stamping and returning the

enclosed postal-acknowledgment card.
Sincerely,

QMWW( é/ MW%/

Johanna F. Sistek

Enclosures Certificate of Mailin i
I hereby certify that this correspondence is being deposited as First { |
Class Mail with the United States Postal Service in an envelope
addressed to the Trademark Trial and Appeal Board, Commissioner for

Trademarks, 2900 Crystat Drive, Arlington, VA 22202-3513 on the
date shown below. M &( i %4:

Johanna F. Sistek
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