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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:
Inovis, Inc.

Serial No.: 78/147,042
Filed: July 24, 2002
Published: June 17, 2003
Trademark: INOVIS

Kim Hardy Ludlow Tarah, Esq.
Trademark Examining Attorney
Law Office 110
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

REQUEST FOR REMAND TO EXAMINING ATTORNEY FOR CONSIDERATION OF
AMENDMENT TO RECITATION OF SERVICES

Applicant respectfully requests that the Trademark Trial and Appeal Board remand the
referenced application to the Examining Attorney for consideration of Applicant’s amendment to
identification of goods and services. A stipulation for an extension of time to reset trial dates and
discovery was filed by Innovis Data Solutions, Inc. on January 1, 2006, and pursuant to the ongoing
negotiations and possible settlement of the case between the parties, the Trademark Trial and
Appeal Board suspended the proceeding until September 1, 2006. The Board recently issued an

order, dated February 6, 2007, resuming the proceeding.

This request for remand to the Examining Attorney is made in accordance with a settlement

reached between Innovis Data Solutions, Inc. and Inovis, Inc., in which the Opposer agreed to
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withdraw its objections to the present application if Applicant amends the recitation of services as

set forth below.

I. Recitation of Services

Applicant requests that the Examining Attorney delete the wording “computer software
development; computer consultation; conversion of data between computer program” from the
recitation of services in Class 42, and enter the amended language to the goods and services listed
below that was agreed to by the parties - to clarify that Applicant’s goods and services do not
overlap the goods or services within Innovis Data Solution’s field of use. The amended recitation
of services should read as follows (with the amended language bolded):

“Computer software used to facilitate electronic commerce, electronic business and
business to business transactions on electronic communications networks; computer
software and manuals sold as a unit for computer network management, monitoring,
maintenance, and administration for electronic business and business to business
transactions on electronic communications networks; computer software for use in
management of electronic data interchange and business process integration to facilitate
electronic commerce, electronic business and business to business transactions on
electronic communications networks; all excluding consumer reporting, fraud
detection, authentication and risk management services used by businesses” in
International Class 9;

“Outsourcing services in the fields of network and managed services, namely, providing a
global trading network, electronic data interchange to facilitate electronic commerce,
electronic business and business to business transactions on electronic
communications networks, and business process services; retail store services featuring
computer software used to facilitate electronic commerce, electronic business and
business to business transactions on electronic communications networks; all
excluding consumer reporting, fraud detection, authentication and risk management
services used by businesses” in International Class 35; and

“Computer consultation and computer hardware and software development all in the fields
of electronic commerce, electronic business, and business to business transactions; technical
consultation in the field of organizing, evaluating, planning and implementing electronic
commerce technologies and electronic trade networks for others; hosting of digital content
on the internet in the field of electronic commerce, business to business and electronic
business applications and solutions; technical supervision and inspection in the fields of




electronic commerce, electronic interchange, and business to business integration
technologies; monitoring the computer systems of others for technical purposes and
providing back-up computer programs facilities in the fields of electronic commerce,
electronic business and business to business transactions and electronic interchange
technologies; all excluding consumer reporting, fraud detection, authentication and

risk management services used by businesses” in International Class 42.
(“Amendment”).

1I. Conclusion

Applicant believes that its amended recitation of services is acceptable and respectfully

requests that the Examining Attorney approve this amendment. Please do not hesitate to call the

undersigned if it may help expedite the approval of this amendment.

INOVIS, INC.
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Bglért L. Léé, Esq.

Alston & Bird LLP

One Atlantic Center

1201 West Peachtree Street
Atlanta, Georgia 30309-3424
Phone: (404) 881-7635

Fax: (404) 881-7777

Date: May 29, 2007 Attorney for Applicant
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CERTIFICATE OF SERVICE

I hereby certify that I have served a copy of the foregoing Request for Remand on counsel

for Opposer via First Class Mail addressed as follows:

Christopher S. Adkins

Vorys, Sater, Seymour and Pease LLP
1828 L Street N.W., 11" Floor
Washington, D.C. 20036-5109

Dated this 29" day of May, 2007.

obert L. Le




