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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 78/111,995 :
Filed on March 3, 2002 (AR AR
For the mark INQUEST

Published in the Official Gazette on 12:19-2003

5. Paent& THMOTCITM Mait Aept DL #22

)
Proquest Information and Learning )
Company )
)
Opposer )
) Opposition No. 91158016
v. )
)
Jacques R. Island )
)
Applicant )
)

ANSWER TO NOTICE OF OPPOSITION

Applicant Jacques R. Island, through his undersigned attorney, respectfully files
this his Answer to the Notice of Opposition to registration of the INQUEST mark filed by
ProQuest Information and Learning Company (“ProQuest™), of Ann Arbor, Michigan:

1. Denied for lack of knowledge or information sufficient to form a
belief as to the truth of this averment.

2. Dented for lack of knowledge or information sufficient to form a
belief as to the truth of this averment.

3. Denied for lack of knowledge or information sufficient to form a

belief as to the truth of this averment.
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4. This averment is a matter of law and therefore does not necessitate
an answer.

5. This averment is a matter of law and therefore does not necessitate
an answer.

6. Admitted.

7. Admitted with the proviso that, at the time of filing, the description of
goods was broader. The current description corresponds to the drafting recommended by
the Examining Attorney in his Office Action mailed to Applicant on June 28, 2002 and
further developed jointly by Applicant and the undersigned attorney with the assistance

offered by the Examining Attorney in a telephone conference.

8. Denied.
9, This averment is a matter of law and therefore does not necessitate
an answer.

10.  Denied for lack of knowledge or information sufficient to form a belief as

to the truth of this averment.
11.  Denied.
12, Denied.
13.  Denied.
14.  Denied.
AFFIRMATIVE DEFENSES
1. There is no likelihood of confusion between the Opposer’s mark

PROQUEST and Applicant’s INQUEST mark.
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2. ProQuest’s mark is dissimilar to Applicant’s mark in terms of sound,
appearance and meaning. The only similarity being the suffix “QUEST™ and courts do
not attach much weight in testing for confusion similarity where the principal similarity is
a suffix, prefix, or other component, which is extremely common in the product field or is
derived from a word which is descriptive of the products. For example, WINTERIZER
and WINTERSTAT for refrigeration systems were not found confusingly similar, and the
same was true of HELICARB and HELEICOIL for helically shaped and coiled products.
Mathew Bender, Trademark Protection and Practice, Gilson, Vol. 2, Section 5.02[2][b).

3. ProQuest’s Opposition is barred by the doctrines of laches and estoppel.

4, ProQuest has shown a history of peaceful coexistence of its mark with
other marks bearing the “QUEST” suffix and which are used in the same commercial
arena.

5. The PROQUEST mark is so similar to the marks of others containing the
suffix “QUEST” and in the same industry that the public is not likely to be confused.

6. Myriad companies are using the suffix “QUEST” in the same industry.
Such widespread, significant, unrestrained use shows that the common portion of the
mark is weak. In re Broadway Chicken Inc., 38 U.S.P.Q. 2d 1559, 1565-1566 (TTAB
1996)

7. The purchasers of Opposer’s goods and the potential purchasers of
Applicant’s goods are sophisticated purchasers who exercise extra care with regard to

purchasing such products and thus not likely to be confused.
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8. There is no likelihood of dilution of the PROQUEST mark since the mark
does not meet the criteria for being famous. The suffix “QUEST” is widely used by third
parties in the same and related fields.

9. The dominant portion of Opposer’s mark is PRO, the first element to be
articulated by the consumer. Dissimilarity in the first element is more likely to have an
impact on the overall commercial impression of the marks and lessens the likelihood of
confusion.

10.  The product that Applicant mark is to cover differs from that offered by
Opposer.

11.  ProQuest’s Opposition to the registration of Applicant’s mark fails to state
a claim upon which relief may be granted.

In view of the above, Applicant, Jacques R. Island, through his undersigned
attorney, hereby requests that ProQuest’s Opposition be dismissed and that the INQUEST
mark be allowed to register.

Respectfully submitted,

UES D

Dated December 20, 2003 By

Yvonne Fournier-Ferrer, Esq.
Florida Bar No. 091150
655 Le Jeune Road, Suite 500
Coral Gables, Florida 33134
Telephone: 305-794-2855
Facsimile: 305-443-2115
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing ANSWER TO NOTICE OF
OPPOSITION was mailed on December 20, 2003 by first class mail to the following
attorney:

Christina J. Hieber

Attorney for Opposer

Finnegan, Henderson, Farabow
Garrett & Dunner, L.L.P.

1300 1 Street, NW

Washington, DC 20005-3315

Facsimile: 202-408-4400
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