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L STATEMENT OF THE ISSUES

The issues before the Board are as follows:

A. Whether Applicant’s INQUEST mark so resembles ProQuest’s previously
used and registered PROQUEST trademark and previously used PROQUEST trade
name for identical or virtually identical goods and services as to be likely to cause
confusion, mistake, or deception under Section 2(d) of the Trademark Act, 15 U.Ss.C.

§ 1052(d).’

B. Whether Applicant’s INQUEST Mark is likely to dilute the distinctive quality

of the PROQUEST mark under Section 43(c), 15 U.S.C. § 1125(c).
I DESCRIPTION OF THE RECORD
The evidence of record in this opposition proceeding consists of the following:

A. Evidence Submitted by ProQuest

ProQuest has made the following declaration testimony of record:?

1. Testimony Declaration of Scott Hirth, Vice President and Chief Financial
Officer for Opposer ProQuest Information and Learning Company, with
Exhibits 1-18, filed on February 8, 2005 and submitted pursuant to the
parties’ Joint Stipulation for Affidavit or Declaration Testimony.

' Applicant’s Answer, filed December 20, 2003, contained “affirmative defenses,” including an allegation
that “ProQuest’s Opposition is barred by the doctrines of laches and estoppel.” (Answer p. 3.) However,
in Applicant's Supplementary Responses to Opposer’s First Set of Interrogatories (Interrogatory No. 19)
and First Request for Production of Documents (Document Request No. 32) made of record as Exhibit 2
to Opposer’s Notice of Reliance No. 2, Applicant stated that it *has decided to drop this defense.” In
addition, laches and estoppel begin to run from the time the application is published for opposition and
thus are not viable affirmative defenses in this opposition. TBMP § 311.02(b); Nat'l Cable Television
Ass’n v. Am. Cinema Editors Inc., 19 USPQ2d 1424, 1432 (Fed. Cir. 1991). Accordingly, ProQuest
respectfully requests that the Board give this defense no further consideration. See Fed. R .Civ. P. 15(b).
Applicant’s remaining “affirmative defenses” are merely assertions and arguments regarding the merits of
Opposer’s claim and should be treated as such and not as true affirmative defenses. See Humana Inc. v.
Humanomics Inc., 3 USPQ2d 1696, 1697 n.5 (TTAB 1987) (allegations under heading “affirmative
defenses” were in the nature of arguments in support of denial of claim rather than true affirmative
defenses and were treated as such); Maytag Co. v. Luskin's, Inc., 228 USPQ 747, 747 n.3 (TTAB 1986)
(same).

2 The Hirth declaration testimony will be designated as “Hirth Decl. §__,” and the rebuttal Hirth declaration
testimony will be designated as “Hirth Rebuttal Decl. __."
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2. Rebuttal Testimony Declaration of Scott Hirth with Exhibits 19-20, filed on
June 23, 2005.

ProQuest filed the following Notices of Reliance during its testimony period:®

1. Notice of Reliance No. 1 Pursuant to Rule 2.122(d)(2), filed on February 8,
2005, containing certified status and title copies of ProQuest’s three (3)
valid and subsisting pleaded U.S. Trademark Registrations for the
PROQUEST mark.

2. Notice of Reliance No. 2 Under 37 CFR §§ 2.120()(3)(i) & 2.120(j)(8), filed
on February 8, 2005, consisting of (a) certain of Applicant’s Responses to
Opposer’s First Set of Interrogatories (attached as Exhibit 1), specifically
Interrogatory Nos. 1, 5-8, and 19; and (b) certain of Applicant’s
Supplementary Responses to Opposer’s First Set of Interrogatories
(attached as Exhibit 2), specifically Supplemental Response to
Interrogatory No. 19, in which Applicant states that it dropped its
affirmative defenses of laches and estoppel.

3. Notice of Reliance No. 3 Under 37 CFR §§ 2.120(j)(3)(i) & 2.120(j)(8), filed
on February 8, 2005, consisting of certain of Applicant’s Responses to
Opposer's First Set of Requests for Admissions (attached as Exhibit 1),
specifically Responses to Admission Nos. 1 and 5-16, and copies of
confidential documents produced by Applicant in response to Opposer’s
Document Request No. 7 consisting of a five-paragraph product
description announcement to prospective programmers, a copy of the
front of a CD-ROM and outer envelope for the CD-ROM, an InQuest
Software Development statement, and an InQuest Research Software
Concept page depicting a prototype screenshot of Applicant’s software.

4. Notice of Reliance No. 4 Under 37 CFR § 2.122(e) on Printed
Publications, filed on February 8, 2005, consisting of a representative
sample of unsolicited articles from printed publications available to the
general public from a search conducted in the NEXIS database showing,
among other things, the nature and extent of use of the PROQUEST
mark, the channels of trade for goods and services offered under the
PROQUEST mark, the types of users of ProQuest’s goods and services,
the relevant public’s extensive exposure to the PROQUEST name and
mark over the years, the significant unsolicited media attention given to
Opposer's PROQUEST name and mark, and the fame and widespread
recognition of the PROQUEST name and mark.

3 Notices of Reliance filed during ProQuest’s testimony period are designated “ProQuest Not. of Rel.
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B. Evidence Submitted by Applicant

Applicant has made the following declaration testimony of record:*

1. Testimony Declaration of Applicant Jacques R. Island, filed on April 15,
2005.

ProQuest hereby renews its objections to Applicant’s declaration testimony. On
May 13, 2005, ProQuest filed Opposer’s Objections to Testimony Declaration of
Applicant Jacques R. Island to be Determined At Final Decision, in which ProQuest
objected to Applicant’s testimony declaration to the extent it concerns ProQuest and
ProQuest’s products and services offered under the PROQUEST mark, on the grounds
that Applicant lacks competence to testify on these subjects, that Applicant's testimony
on these subjects is self-serving argument and lacks foundation, and that it
mischaracterizes ProQuest’s testimony contained in the Testimony Declaration of Scott
Hirth. ProQuest requests that the Board consider these objections in rendering its final
decision.

Applicant has made the following Notices of Reliance of record, both of which
adopt evidence already made of record as part of ProQuest's testimony:

1. Notice of Reliance No. 1 Under 37 CFR § 2.122(e) filed on April 15, 2005,

relying on Exhibits 2, 3, and 4 to the Testimony Declaration of Scott Hirth,
already submitted as part of ProQuest’s testimony.

2. Notice of Reliance No. 2 Under 37 CFR § 2.122(e) filed on April 15, 2005,
relying on ProQuest’s Notice of Reliance No. 3 and the confidential
documents attached thereto, already submitted as part of ProQuest’s
testimony.

4 References to Applicant’s declaration testimony will be designated as “Island Decl. §__."
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L. STATEMENT OF FACTS
A. History, Extent of Use, and Fame of the Mark PROQUEST
1. Origins of the ProQuest Mark

ProQuest is a global leader in providing electronic and digital information
solutions and educational resources to institutions and individuals.® Originally selected
to distinguish, make more recognizable, and unify ProQuest’s electronic databases,
software, and turnkey computer systems under one moniker, ProQuest has used the
PROQUEST mark throughout the United States since at least as early as July 1990 to
identify ProQuest’s electronic databases and reference sources offered on CD-ROM.
Since first being introduced in 1990 by ProQuest’s predecessor UMI, the PROQUEST
brand has evolved to encompass more than 100 products and services for research and
learning, including CD-ROM and online versions of PROQUEST database and
reference products, dissertation abstracts, digital dissertations, custom publishing
services, and specialized educational products and curriculum tools.® Since 1990,
ProQuest and its predecessors have extensively and continuously used the mark
PROQUEST to identify ProQuest’s wide variety of research and leaming products and
services.

At their core, ProQuest’s products and services offered under the PROQUEST
mark are software applications that not only contain databases featuring information

from a variety of sources, but also contain tools that allow users to access and search

® Hirth Decl. 1 2.
6 Hirth Decl. 11 4,10; ProQuest Not. of Rel. 4.



that information and to control and manage the research data they collect.” ProQuest’s
information resources include current and past issues of 7,000 newspapers, more than
20,000 periodicals and magazines, approximately 2,000,000 dissertations, 150,000 out-
of-print books, 550 research collections, more than 15,000,000 proprietary abstracts,
and a wide range of other content, all totaling more than 5.5 billion pages of
information.®

In 2000, ProQuest’s parent company adopted ProQuest Company as its
corporate name out of recognition of the trust, respect, and fame of the PROQUEST
brand for Opposer’s flagship electronic database products and online information
services.? Officially launched in June 2001, ProQuest Company is a publicly traded
company on the New York Stock Exchange under the symbol PQE and was named one
of the top 100 Fastest Growing Tech Companies by Business 2.0 magazine in June
2004."° Also in recognition of the strength and power of the PROQUEST brand,
Opposer changed its name in June 2001 from Bell & Howell Information and Learning
Company to ProQuest Information and Learning Company in June 2001. Since June
2001, PROQUEST has been used as a trade name in connection with the sale and

promotion of all products and services offered by ProQuest and its related companies."’

7 Rebuttal Hirth Decl. 1 4.
8 Hirth Decl. 9.

® Hirth Decl. 1 11.

1% Hirth Decl. 1 11.

" Hirth Decl. 1 13.



2. ProQuest’s Products and Services
a. PROQUEST CD-ROM Products

ProQuest’s original PROQUEST-branded products introduced in 1990 included
business and general periodicals on disc, newspaper abstracts on disc, dissertation
abstracts on disc, and other information on disc. In the early 1990s, ProQuest also
offered workstations and multi-user access systems under the PROQUEST mark
consisting of computers, monitors, CD-ROM drives, software, and laser printers.'?

Revolutionary at the time of their introduction in 1990, PROQUEST CD-ROMs
provide one-stop search and retrieval of material from all types of publications, including
newspapers, periodicals, books, directories, maps, multimedia, bibliographies,
dissertations, and more, and in every subject, including the liberal arts, science, health,
education, business, government, technology, and general reference.’®> PROQUEST
CD-ROMs also contain software applications to run, access, and search databases and
proprietary content including abstracts and indexes, and to download, save, and print
research results.'

ProQuest continues to offer PROQUEST-branded database products on CD-
ROM for installation on the computer systems of those who purchase them. Although
purchased on a subscription basis and used under license from ProQuest, once
purchased, the CD-ROMs are controlled by and become the property of the subscriber.
Subscribers continue to receive updates. Even those who terminate their subscriptions

are allowed to keep the CD-ROMSs they purchased, with the only exception being CD-

'2 Hirth Decl. ) 5.
'3 Hirth Decl. 1 5. 10(a).
4 Rebuttal Hirth Decl. 4 5.



ROMs containing the images of publications that need to be returned to ProQuest if a
subscription is terminated.'®
b. PROQUEST Online Services

In 1995, ProQuest launched an online version of its PROQUEST database and
reference products that quickly became a market-leading online research tool.
Launched under the mark PROQUEST DIRECT and shortened to PROQUEST in
approximately 1999, the PROQUEST DIRECT service initially provided Windows-based
online access to selected PROQUEST databases from an authenticated remote
location, 24 hours a day. In 1996, it became accessible with a web browser via the
Internet to any subscribing institution and its authorized users.'®

Accessible at ProQuest's website located at the URL "www.proquest.com,” users
can access the PROQUEST online service and, depending on subscription rights, can
access some or all of the databases offered by ProQuest through the user-friendly
PROQUEST web interface. In addition to having the right to access and search the
content available via the various PROQUEST-branded online services, Internet users
also receive rights to use the various software applications ProQuest has designed to
be used with and integrated into its online services. The set of proprietary software
tools ProQuest offers to PROQUEST users are essential to the viability of ProQuest’s
products and services."’

These software applications facilitate the users’ control over their PROQUEST

research experience by providing tools that not only make searching easier, but that

'S Rebuttal Hirth Decl. 1 5.
'8 Hirth Decl. 19 6, 8; Rebuttal Hirth Decl. 1 6.
7 Hirth Decl. 1 8.



also allow users to manage and manipulate their research data in a variety of ways and
to store their research results. For example, ProQuest’s software applications allow
users of the PROQUEST online service to conduct research by keyword, subject, topic,
or expanded search fields, and to print, download, and email results in full text, as exact
image reproductions, or as text and graphics. P’roQuest’s software applications also
enable users to create bibliographies, format citations into various bibiliographic styles,
and to generate, download, and export reports of bibliographic citations to third-party
bibliographic-management software applications such as End Note and Reference
Manager. And they allow users to report research results via email, including citation
lists and articles. PROQUEST users may also create a “My Research” summary web
page that they can edit with comments in customizable fields, use to manage their
research results, and download to their computer or email to themselves or someone
else. The customizable fields are unlimited in size, such that PROQUEST users have
the ability to type and save their entire research paper directly in their My Research
page if they desire. In addition, once saved and downloaded, PROQUEST users’ My
Research web pages are in their complete control and can be edited and used however
the users want, including copying and pasting content from the page into a word-
processing or citation program or compiling it in a spreadsheet or database creation
program. All of these capabilities have been available under the PROQUEST mark
since well prior to March 2002, and continue to be enhanced as the PROQUEST online

information service is updated with new versions.'®

'8 Hirth Decl. 9 8, Exs. 3, 4; Rebuttal Hirth Decl. 1] 6, Ex. 20.
8



c. Proprietary PROQUEST Databases

Since at least as early 1990, ProQuest has offered several proprietary database
products branded with the PROQUEST mark. A recent example available since 2001 is
PROQUEST HISTORICAL NEWSPAPERS, which offers full text and image
reproductions of leading newspapers such as The New York Times from their first
issues through the mid-1980s. The PROQUEST HISTORICAL NEWSPAPERS
database has been critically acclaimed by product reviewers and users alike, and has
frequently been mentioned in news stories as the source for historical information
discussed in those stories. HERITAGEQUEST genealogy products, offered by
ProQuest sicne August 2001 and representing the most comprehensive collection of
genealogical information available anywhere, is another of ProQuest’s respected
proprietary databases.'®

d. PROQUEST Products and Services for Academic and
Educational Markets

Since at least as early as 1990, ProQuest has offered products PROQUEST-
branded products and services targeted to the higher-education market. From research
databases offered as early as July 1990, to printed and online custom course packets
offered as early as July 1999, to textbook supplements, study aids, and ProQuest’s
XANEDU research engine offered as early as July 2000, which is powered by the
PROQUEST online service platform, millions of undergraduate and graduate students
and faculty at colleges and universities use and have used PROQUEST products and

services in their courses and for conducting research. ProQuest continues to expand

'® Hirth Decl. 4 10(a), Exs. 5, 13, 18.



product offerings for the educational market with the aim of providing a full range of
user-friendly solutions for gathering, organizing, and using information.?°

Another of ProQuest’s educational markets is K-12 students and educators, to
whom ProQuest offers specialized classroom products and age-appropriate general
reference databases and curriculum tools under the PROQUEST mark designed to
enrich learning by integrating electronic resources with the curriculum and state
standards. Since at least as early as July 1990, ProQuest has been offering products
for use in K-12 schools under the PROQUEST mark and today is a leader in the K-12
market. The PROQUEST DIRECT online service, later shortened to PROQUEST,
gained widespread use in K-12 schools at least as early as 1997. In 1998, ProQuest
launched a version of the PROQUEST online information service specifically for the K-

12 market. Currently available at the URL http://www.proguestki2.com, PROQUEST K-

12 resources today include the highly regarded PROQUEST/ELIBRARY and SIRS
products, and include full-text articles, books, pictures, photos, maps, television
transcripts, radio transcripts, government transcripts, and streaming audio and video.
Teachers can also access lesson plans, educational guides, proprietary
CULTUREGRAMS country reports and CHALLENGEQUEST research quizzes, and
other resources to incorporate into their classes. In addition, homework-help resources
are available to students and parents, who may access and use PROQUEST products

and services from home if offered by their school. Users can also access other

20 Hirth Decl. 1 10(c).
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resources including product catalogs, datasheets, training guides, and flyers to send
home to parents, and they can sign up for product news bulletins.?*

ProQuest has also offered several products for the K-12 market that contain the
term QUEST as part of their name, such as ISSUEQUEST, KIDQUEST, and
JUNIORQUEST. Developed in 1997, ISSUEQUEST was a topic-based electronic
database designed to provide students access to articles from the top newspapers for
the most recent three-year period and covering leading educators’ 200 most pertinent
subjects. ProQuest also continues to support subscribers to its KIDQUEST and
JUNIORQUEST products, which are web-based collections focused for use in
elementary and middle schools offered by ProQuest beginning in 1998.%

e. PROQUEST Dissertations

Since at least as early as 1990, ProQuest has also offered dissertation abstracts
under the PROQUEST mark. In approximately January 1999, ProQuest began offering
PROQUEST DIGITAL DISSERTATIONS and became the only offsite repository of
digital dissertations for the Library of Congress. With more than 1.6 million entries, the
PROQUEST DIGITAL DISSERTATIONS database is the single, authoritative source for
information about doctoral dissertations and masters theses in the United States. The
database represents the work of authors from more than 1,000 graduate schools and
universities. Approximately 47,000 new dissertations and 12,000 new masters theses

are added to the PROQUEST disserations database each year.”®

2! Hirth Decl. 1 10(d).
22 Hirth Decl. § 10(d).
23 Hirth Decl. 1 10(b).
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f. PROQUEST ARCHIVER Service

Since at least as early as February 2000, ProQuest has offered the PROQUEST
ARCHIVER service to publishers. Through the PROQUEST ARCHIVER service,
ProQuest manages and hosts all or part of a publisher’s archive for a particular
publication, including past and current issues complete with full text and graphics, and
enables users to purchase articles online. ProQuest hosts the archives of major
newspapers and other publications, including The New York Times, The Los Angeles
Times, USAToday, The Daily News, Newsday, Rolling Stone, and The Saturday
Evening Post. The PROQUEST search engine seamlessly integrates into the
publication’s web interface, and links to the archive appear on the website for the
pubiication. When visitors to the publication’s website click on the archive link, they
typically encounter the PROQUEST ARCHIVER mark and logo featured prominently on
those web pages.”

g. Copyright Clearance and Publishing Services

Since at least as early as June 2001, ProQuest has offered copyright clearance
services, custom publishing services, and reprints of out-of-print books under the
PROQUEST mark.?

3. PROQUEST Products and Services Reach Millions of People
Where They Work, Learn, and Conduct Research

ProQuest primarily serves the educational, academic, library, and research
markets, and generally sells its products and services on a subscription basis to a

variety of entities including thousands of public libraries, colleges, universities, K-12

24 Hirth Decl. 1 10(e).
25 Hirth Decl. 1 10(f).
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schools, government entities, corporations, and publishers.26 End users of ProQuest’s
products and services include students, teachers, faculty, researchers, corporate and
government employees, and the general public, who have access to public libraries
throughout the United States and generally do not pay anything to use PROQUEST
products and services.? Indeed, many academic institutions and K-12 schools offer
free remote access to PROQUEST online services to their faculty and students.”
Likewise, many public libraries also offer the general public free remote access to
PROQUEST online databases.”

More than half of ProQuest’s subscriber base consists of colleges and
universities. Indeed, more than 95% of all academic research institutions and 45 of the
top 50 U.S. business schools are PROQUEST customers. Representative academic
customers include Harvard University, Yale University, University of California, MIT,
Georgetown University, Columbia University, Stanford University, and Northwestern
University. Many of these institutions display the PROQUEST mark co-branded with
their academic institution mark.®® In 1999, the PROQUEST online service reached
approximately two-thirds of the 15,000,000 college students in the United States. That
number continues to grow today, with more than 70,000,000 college and university

students having access to the PROQUEST online service on their campus. In addition,

% Hirth Decl. 1 3.

27 Hirth Decl. 1 3.

28 Hirth Decl. 1 3, 10(d), 12.

29 Hirth Decl. 1 12; ProQuest Not. of Rel. 4.
% Hirth Decl. 1 12, Ex. 12.
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ProQuest’s course materials and textbook supplements are in more than 1,000
universities throughout the United States.”

Regarding K-12 schools, in 1997 the PROQUEST online service (at the time
called PROQUEST DIRECT) gained widespread use in K-12 schools when thousands
of elementary, middle, and high schools throughout the nation implemented the service
in their schools. Today, more than 35,000 K-12 schools throughout the United States
use PROQUEST-branded resources. ProQuest enjoys more than 70% penetration into
U.S. middle and high schools.*

Numerous prominent corporations also subscribe to PROQUEST products and
services, among them Deloitte Touche, Proctor & Gamble, and Fannie Mae. ProQuest
also counts the U.S. Marine Corps among its subscribers. Thousands of public libraries
throughout the United States also subscribe to PROQUEST products and services.®

Since as early as 1997, the PROQUEST online service has enjoyed thousands
of subscribers, millions of users, and has been used at a rate of more than 2,000,000
page views per day. Today, the PROQUEST online service attracts more than
2,500,000 page views per day. That number continues to grow. In 2004 alone, the
PROQUEST online information service enjoyed more than 61,000 subscribers,
representing tens of millions of users and more than 125,000,000 distinct sessions and

more than 260,000,000 retrievals.®

3 Hirth Decl. § 10(c).
*2 Hirth Decl. 1 10(d).
% Hirth Decl. ] 12.

3 Hirth Decl. 1 6.
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4. PROQUEST Products and Services Have Generated Hundreds of
Millions of Dollars in Revenues Since 1990

ProQuest has sold hundreds of millions of dollars worth of products and services
under the PROQUEST trademark since 1990. In 1994 alone, sales of PROQUEST CD-
ROM products totaled more than $37,000,000. Since 1997, sales of PROQUEST
branded CD-ROM products and subscriptions to the PROQUEST online service alone
have exceeded $560,000,000. With the introduction of online access to PROQUEST
products and services, sales have increased steadily. In the six-year period from 1997
to 2003, sales of the PROQUEST online service increased from approximately
$10,000,000 to more than $85,000,000, totaling more than $390,000,000 for that period.
In 2003, net sales for all PROQUEST products and services were $270,500,000,
representing an increase of 12.1% from 2002.%°

5. ProQuest has Extensively Advertised and Promoted its
PROQUEST Mark and Name

Since 1990, ProQuest has spent more than $40,000,000 on advertising and
promotion of PROQUEST products and services, with annual expenditures totaling
approximately $4,000,000.%% Advertising and promotion of PROQUEST products and
services takes many forms including, but not limited to, print advertising, direct mail
pieces, distribution of brochures and catalogs, newsletters, email campaigns,
Web-based promotional initiatives, and trade shows.*’

Since 1990, ProQuest has continuously engaged in substantial print promotion of

PROQUEST products and services. ProQuest annually distributes hundreds of

35 Hirth Decl. 1 18.
% Hirth Decl. 1 14.
37 Hirth Decl. 1 15-18.
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thousands of print promotional pieces in the form of direct mail pieces, brochures, and
catalogs in connection with the rendering and selling of its products and services, all of
which prominently bear the PROQUEST mark. In 2004 alone, ProQuest distributed
more than 50,000 full-product-line brochures and more than 200,000 copies of other
promotional pieces for PROQUEST products and services.*

Since 1991, ProQuest has issued millions of bulletins and newsletters to
subscribers of a wide range of PROQUEST products and services, all of which display
the PROQUEST mark. Originally issued in paper form and named PROQUEST
BULLETIN, today these newsletters and bulletins are electronic, distributed via email to
interested subscribers with past issues available on the www.proquest.com and/or
www.proquestk12.com websites.*

Since at least as early as 1990, ProQuest has also placed advertisements in
various print publications promoting its products and services offered under the
PROQUEST mark. These publications have included Information Today, Computers In
Libraries, Searcher, EContent, School Library Journal, Online, Access, Library Journal,
American Libraries, Against the Grain, Charleston Advisor, Public Libraries, Serials
Review, and Teaching and Learning. These advertisements all prominently feature the
PROQUEST mark.*

ProQuest also has high visibility at major trade shows as well as many state and
regional library, educational, and genealogical trade shows. Since 2000 alone,

ProQuest has participated in more than 400 trade shows and conferences. Examples

%8 Hirth Decl. 1 15, Ex. 13.
3% Hirth Decl. 1 18, Ex. 16.
40 Hirth Decl. 1 16, Ex. 14.
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of conferences and trade shows in which ProQuest participates include the American
Library Association’s annual and mid-winter conferences, the Association for College
and Research Libraries’ national conference, the Federation of Genealogical Society’s
annual conference, the Special Libraries Association’s annual conference, the National
Association of College Stores’ CAMEX campus market expo, the Association to
Advance Collegiate Schools of Business’ annual meeting, the Florida Educational
Technology Corporation’s FETC annual conference, the Internet Librarian’s annual
conference, the Computers in Libraries annual conference, the Public Library
Association’s national conference, the National Genealogical Society’s GENTECH
conference, and InfoToday’s National Online’s conference. At all of these trade shows,
the PROQUEST mark is prominently displayed on banners, booths, and/or materials
that are visible to participants. In addition, ProQuest sends direct mail pieces and
distributes flyers, brochures, and printed materials that prominently feature the
PROQUEST mark to trade show and conference participants. Since January 2001,
ProQuest has also conducted an educational program called PROQUEST UNIVERSITY
at several major trade shows to provide a forum for discussion and idea sharing.*’

6. PROQUEST Products and Services Have Received Accolades and
Awards, as Have Many of ProQuest’s Advertising Materials

The PROQUEST online information service was named the Best Professional
Online Product for 1996 by the Information Industry Association. In 1998, it was

honored by the Smithsonian Institution, when it became part of the Smithsonian

“ Hirth Decl. 1 17, Ex.15.
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Institution’s Permanent Collection on Information Technology Innovation. Proquest’s
KIDQUEST service was honored for excellence by Media Methods Magazine in 1999.*

In addition, ProQuest’s advertisements and product kits have received numerous
awards over the years, including from leading advertising and marketing industry
organizations.*

7. The PROQUEST Mark Has Received Extensive Unsolicited Media
Attention

ProQuest’s investment in promoting its products and services under the
PROQUEST brand and its corresponding commercial success and achievements, have
attracted extensive unsolicited publicity and media coverage. Such coverage has
occurred since at least as early as 1990. This coverage includes reviews of
PROQUEST-branded products and services in various leading academic and research-
related publications, such as Database, Library Journal, Computers in Libraries,
Information Today, Multimedia Schools, and Online.** In the majority of instances, the
PROQUEST name and mark appears in the article headline. ProQuest and
PROQUEST-branded products and services have also been featured or discussed in
articles appearing in national and local newspapers and magazines across the country,

including The New York Times, The Washington Post, USA Today, Chicago Sun-Times,

“2 Hirth Decl. 11 7, 10(d), Ex. 6.
43 Hirth Decl. 9 19, Ex. 17.

“4 Hirth Decl. Y 20, Ex. 18, which contains a sampling of approximately 70 articles published between
1991 and 2004 about ProQuest or PROQUEST products and services available on the PROQUEST
online service; ProQuest Not. of Rel. 4.
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Detroit Free Press, Richmond Times Dispatch, The Houston Chronicle, Orlando
Sentinel, The Atlanta Journal and Constitution, and Los Angeles Times.*

This extensive media attention and substantial exposure to the consuming public
has expanded public awareness of the PROQUEST mark and contributed to the
widespread recognition and renown of the PROQUEST mark among those in the
academic, research, and education fields.*®

B. ProQuest’s Federal Registrations for the PROQUEST Mark and its Q Logo

ProQuest owns the following active registrations for the mark PROQUEST:*

MARK REG.NOJ/DATE | GOODS/SERVICES

PROQUEST 2,468,946 Computer assisted research serVicés;
providing a wide range of news and research
July 17, 2001 information featuring articles, publications,

academic materials, and dissertations via a
global computer network; online services,
namely, providing computer databases
containing textual and graphic materials from
newspapers, periodicals, dissertations and
other publications and bibliographic citations
and abstracts relating thereto; consultation
services in the field of computer assisted
research; and support services rendered to
others in the field of computer assisted
research, in Class 42

PROQUEST 1,656,697 Information retrieval systems; namely,
computer hardware and software for the
September 10, 1991 | retrieval of textual and graphic materials, from
newspapers, periodicals, dissertations, and
other publications, and bibliographic citations
and abstracts relating thereto, in Class 9

45 proQuest Not. of Rel. 4, which contains a representative sampling of 148 articles published between
1991 and 2004 about ProQuest or its products and services available on the NEXIS database.

“ Hirth Decl. 1 24; ProQuest Not of Rel. 4.
7 ProQuest Not. of Rel. 1; Hirth Decl. 1 21.
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MARK

REG. NO./ DATE

GOODS/SERVICES

PROQUEST

2,751,655

August 19, 2003

Computer services, namely electronic storage
of textual and graphic materials from
newspapers, periodicals, journals, dissertations
and other publications, in Class 39;

Online services, namely, providing educational,
instructional, teaching, and general reference
materials for use by teachers and students at
the high school, college, and graduate
educational levels and by librarians, in wide
variety of fields such as science, history,
business, literature, and humanities, in Class
41

Moreover, since at least as early as July 1999, ProQuest has used the stylized Q

shown below (left) as its company logo (the “Q Logo”). The Q Logo also appears in the

stylized version of the PROQUEST mark shown below (right). These two marks are

used in connection with all of ProQuest’s products and services.*®

ProQuest owns valid and subsisting U.S. Trademark Registration Nos. 2,528,947

Pro(~uest

(in Classes 9 and 42) and 2,726,294 (in Classes 38, 39, and 41) for the Q Logo that,

except for the Class 38 services, correspond to the goods and services covered by its

registrations for the PROQUEST mark discussed above.*

8 Hirth Decl. 1 22.
4 Hirth Decl. 1 23.
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C. Applicant’s INQUEST Mark
1. Applicant’s Application for the INQUEST Mark

On March 1, 2002, Applicant filed intent-to-use application Serial No. 78/111,995
for the mark INQUEST for “computer software for use by institutions and individuals in
business, government, law and academia to conduct research and automate reports,” in
Class 9. During examination of the Application, in response to a refusal that the goods
description was not sufficiently specific, Applicant amended the goods as follows, which
is the description of goods for which the mark was published on March 18, 2003:
“Computer software for use by institutions and individuals in the fields of business,
government, law and academia to conduct research, namely, a database and filing
program for gathering and storing information and bibliographical references, and
provides functions for scanning or downloading online information into the database and
for interchanging researched data between the users' personal computers, desktop
computers, servers and Internet-based data storage sites; and to automate reports,
namely, to provide routines that manipulate and compile stored data into reports such
as books, monographs, legal briefs, essays, articles and theses in a variety of
grammatical styles.”

2. The Goods in Applicant’s Application Are Identical to ProQuest’s
Goods and Services

The identification of goods in Applicant’s INQUEST application, as filed,
amended, and published, describes exactly what ProQuest offers under its PROQUEST
mark. Specifically, the PROQUEST mark is used for computer software for use by
institutions and individuals in the fields of business, government, law and academia to

conduct research, namely, a database program for gathering and storing information
21



and bibliographical references, and provides functions for downloading online
information and for interchanging researched data between the users' personal
computers, desktop computers, servers and Internet-based data storage sites.
ProQuest's PROQUEST online service also offers the capability of automating reports,
namely, routines that manipulate and compile stored data, such as bibliographic citation
lists, into reports. Indeed, users of the PROQUEST online service can manage and
manipulate their research data in a variety of ways and store their research results. For
example, the “My Research” feature of the PROQUEST online service allows users to
create a webpage of their research results and citations that users can edit with
comments in customizable fields that are unlimited in size, and then download, save, or
email the page, which becomes subject to the user’s complete editing control once
downloaded to their computer. In addition, users can generate reports of bibliographic
citations that can be downloaded and exported to third-party bibliographic management
software applications such as EndNote and Reference Manager. The PROQUEST
mark was used for such products and services well prior to the March 1, 2002 filing date
of Applicant’s application.*

3. Applicant’s Planned Uses of the INQUEST Mark Also Overlap with
Opposer’s PROQUEST Products and Services

Applicant’s planned uses of his INQUEST mark include software products having
the same purposes and functions as PROQUEST-branded products and services, and
software products for use with PROQUEST-branded products and services.

Specifically, in his responses to ProQuest'’s interrogatories and admission requests,

% Hirth Decl. 1 25.
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Applicant admits that he intends to use his INQUEST mark for products that can and will
be used with ProQuest’s products and services offered under its PROQUEST mark.”’
He further admits that his INQUEST products and services are intended for use in
connection with conducting electronic research and for compiling results and generating
reports of results obtained from research conducted using computer and/or online
databases, as well as for aggregating content and generating reports of content
downloaded from databases.®® Applicant also admits that his INQUEST product is
intended to compete “with the likes of End Note and Reference Manager,” which are
third-party bibliographic management software applications to which users of the
PROQUEST products and services may export citations lists.>

In addition, the “Project Description” and “InQuest Research Software Concept”
documents produced by Applicant in response to ProQuest’s Document Request No. 6
further confirm that the features and functions of Applicant’s INQUEST products overlap
with ProQuest’'s PROQUEST products and services. The “Project Description”
document indicates features to be added to Applicant’s prototype product that include
“the ability to capture screens on the Internet, such as news articles.”* Similarly, the
“InQuest Research Software Concept” document shows a screen shot of Applicant’s
INQUEST software as it would appear on a user's computer screen that displays a
“Research” link to enable the user to conduct research using third-party sources such

as the PROQUEST online services. The screen shot also shows a “Note Card” feature

5" ProQuest Not. of Rel. 2, Ex. 1, Response to Interrogatory Nos. 7 and 8; ProQuest Not. of Rel. 3, Ex. 1,
Response to Admission Nos. 15-16.

52 proQuest Not. of Rel. 3, Ex. 1, Response to Admission Nos. 12-15.
%3 |sland Decl. Y 12; Hirth Decl. 1 8; Rebuttal Hirth Decl. 1 3.
% ProQuest Not. of Rel. 3, Ex. 2.
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that allows users to store and edit text copied from research sources, such as
PROQUEST, as well as a “References” section that lists bibliographical citations the
user would download from research sources, such as PROQUEST.®

4. Applicant Intends to Use the INQUEST Mark in a Stylized Format
Featuring a Q That is Virtually Identical to ProQuest’s Q Logo

The screen shot of Applicant's INQUEST software shown in the “InQuest
Research Software Concept” document produced by Applicant in response to
Document Request No. 6 displays Applicant’s mark in the format shown below, which is
virtually identical to the format of the stylized version of ProQuest’s PROQUEST mark

shown in Section B above and reproduced below.%®

In(uest

5. Applicant Admits that He Intends to Market INQUEST Products
and Services to the Same Customers and End Users of
PROQUEST Products and Services

In his responses to ProQuest’s interrogatories and admission requests, Applicant
admits that he intends to market products and services under the INQUEST mark to
ProQuest’s customers and end users, namely, individual users or institutions, including
high schools, colleges, universities, graduate schools, teachers, professors, and
academic researchers, noting that “high schools, colleges, universities, and graduate

schools may want to obtain a multiple license arrangement to provide the product

55 proQuest Not. of Rel. 3, Ex. 2.
% proQuest Not. of Rel. 3, Ex.2.
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(research tool) to its faculty and/or students.”™’ Applicant also identifies the potential
classes of customers for his INQUEST products and services as ProQuest’s end users,
namely, “any user performing research wanting to produce a monograph, legal opinion,
journalistic piece, scientific paper, business plan, marketing plan, article, thesis,
dissertation, book, or any other literary work.”®

IV. ARGUMENT
A. ProQuest Has Standing

A plaintiff may establish standing to bring an opposition on the ground of
likelihood of confusion and other grounds by alleging and proving at trial that it has a

real commercial interest in its own mark, plus a reasonable basis for its belief that it

would be damaged by the registration of the mark in question. Ritchie v. Simpson, 50
USPQ2d 1023, 1025-26 (Fed. Cir. 1999).

ProQuest has conclusively established its standing to bring this opposition.
ProQuest has presented evidence of its ownership of several prior-issued registrations
for the PROQUEST mark, and its prior use of the PROQUEST mark and trade name in
connection with goods and services identical and closely related to those listed in
Applicant’s application. Moreover, ProQuest has submitted evidence that is sufficient to
show that its likelihood of confusion and dilution claims are meritorious. Accordingly,
ProQuest has proven a real interest in the outcome of this proceeding and a reasonable
basis for its belief that it will be damaged by the registration of Applicant’s INQUEST

mark.

5 proQuest Not. of Rel. 2, Ex. 1, Response to Interrogatory No. 6; ProQuest Not. of Rel. 3, Ex. 1,
Response to Admission Nos. 5-11.

%8 proQuest Not of Rel. 2, Response to Interrogatory No. 5.
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B. ProQuest Has Priority of Use

ProQuest has clearly established priority of use. ProQuest has made of record
three registrations for the PROQUEST marks.>® All three registrations are valid and
subsisting and have filing dates that predate the filing date of Applicant’s intent-to-use

application for the INQUEST Mark. King Candy Co. v. Eunice King’s Kitchen, Inc., 182

USPQ 108, 110 (CCPA 1974); Brewski Beer Co. v. Brewski Bros. Inc., 47 USPQ2d

1281, 1283-84 (TTAB 1998) (plaintiff may rely on its registration to prove that the mark
was in use at least as early as the filing date of the application which matured into its
registration). In addition, ProQuest has used the PROQUEST mark in commerce for
over fifteen (15) years since 1990 in connection with a variety of research, reference,
and educational database and software products and related services, and has used
PROQUEST as a trade name since at least 2001. In short, ProQuest unquestionably
has priority over Applicant.

C. The Parties’ Marks are Confusingly Similar

1. The Du Pont Factors

The test for likelihood of confusion turns on whether the purchasing public is
likely to mistakenly assume that the applicant's goods or services originate with, are
sponsored by, or are in some way associated with the goods or services sold under the
opposing party's trademark. In determining likelihood of confusion, the Board should

consider evidence relating to the thirteen factors set forth in In re E.I. DuPont

DeNemours & Co., 177 USPQ 563, 567 (CCPA 1973). The Board need not consider

each and every DuPont factor. Han Beauty, Inc. v. Alberto-Culver Co., 57 USPQ2d

%9 ProQuest Not. of Rel. 1.
26



1557, 1559 (Fed. Cir. 2001). Rather, the Board is required only to consider those
factors that are most relevant in each case. ProQuest submits that the most relevant
factors in this case are: (1) the identical nature of the goods and services; (2) the
identical consumers; (3) the presumption of identical channels of trade; (4) the similarity
of the marks; (5) the fame of the PROQUEST mark; (6) the nature of the consumers;
and (7) the absence of any evidence of record of third-party use of marks similar to the
PROQUEST mark for similar goods. The following discussion focuses on these seven
Du Pont factors.

2. The Parties’ Goods and Services are Identical

In determining the similarity or relationship between the parties’ goods and
services, the Board will not look beyond the scope of the goods and services identified

in the application at issue. Octocom Sys., Inc. v. Houston Computer Services, inc., 16

USPQ2d 1783, 1788 (Fed. Cir. 1990) (“The authority is legion that the question of
registrability of an applicant’s mark must be decided on the basis of the identification of
goods set forth in the application regardless of what the record may reveal as to the
particular nature of an applicant’s goods, the particular channels of trade or the class of
purchasers to which the sales of goods are directed.”) Moreover, neither the Board nor
the courts will read limitations into an identification of goods and services. Squirtco v.
Tomy Corp., 216 USPQ 937, 940 (Fed. Cir. 1983).

As discussed in Section lI1.C.2 above, Applicant’s goods as described in its
application are identical to both the goods and setrvices actually offered by ProQuest
under the PROQUEST mark and the goods and services covered by ProQuest’s federal

registrations for the PROQUEST mark. The parties respective goods and services are
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in the field of computer-assisted research and both include “software for use by
institutions and individuals in the fields of business, government, law and academia to
conduct research, namely, a database program for gathering and storing information
and bibliographical references, and provides functions for downloading online
information and for interchanging researched data between the users’ personal
computers, desktop computers, servers and Internet-based data storage sites.” In
addition, both parties’ products offer the capability of automating reports, namely,
routines that manipulate and compile stored data, such as bibliographic citation lists into
reports. Indeed, the PROQUEST online service allows users to manage and
manipulate their research data in a variety of ways and store their research results. The
“My Research” feature of the PROQUEST online service allows users to create a
webpage of their research results and citations that users can edit with comments in
customizable fields that are unlimited in size, and then download, save, or email the
page, which becomes subject to the user’s complete editing control once downloaded to
their computer.

Moreover, Applicant admits that his proposed INQUEST products are specifically
intended for possible use in conjunction with PROQUEST-branded products and
services. Applicant also admits that his proposed INQUEST products are generally
intended for use in connection with conducting electronic research and for compiling
results and generating reports of results obtained from research conducted using
computer and/or online databases, as well as for aggregating content and generating
reports of content downloaded from databases. In other words, Applicant admits that
he intends to offer a product that not only is virtually identical to the PROQUEST
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products and services in nature and intended use, but also is designed to be used with
the PROQUEST products and services and perform many of the same specific
functions to facilitate research as ProQuest provides under its PROQUEST mark.
Further, Applicant also admits that his INQUEST product competes with third-party
bibliographic management software applications such as EndNote and Reference
Manager—applications to which PROQUEST users can export reports of bibliographic
citations they generate using PROQUEST products and services, thus compelling the
conclusion that the parties’ goods, to the extent not identical, are closely related and
complementary.®

Where, as here, the uses for two software products overlap, the Board has found
such products sufficiently “related” for purposes of the likelihood-of-confusion analysis.®’

See, e.g., In re Total Quality Group Inc., 51 USPQ2d 1474, 1477 (TTAB 1999)

(applicant’s computer software used in “developing personal and business strategies

and plans” and registrant’'s computer software and user manuals “used to perform

0 The complementary nature of the parties’ goods further compels a finding that the parties’ goods are
“related.” To support a refusal under Section 2(d), ProQuest’s and Island’s goods need not be identical or
even competitive in nature. Instead, it is sufficient that the parties’ goods are related in some manner
and/or that they are likely to be encountered by the same consumers under situations that would give rise
to the mistaken belief that they originate from, or are in some way associated with, the same producer or
provider. In re Int'l Tel. & Tel. Corp., 197 USPQ 910, 911 (TTAB 1978). Itis well settled that the use of
similar trademarks on complementary computer products may cause a likelihood of confusion. See, e.g.,
In re Compaanie International Pour 'Informatique, 223 USPQ 363, 364 (TTAB 1984) (finding applicant's
QUESTAR mark for computer hardware likely to cause confusion with prior registered QUESTAN mark
for computer software).

81 Applicant’s attempts to differentiate the parties’ products based on the uninformed belief that ProQuest
does not offer the user control or physical possession of a software application must fail. This alleged
distinction is irrelevant because the description of goods in Applicant’s application contains no such
product restriction. In any event, the ability to physically possess a hard-copy, packaged-version of
software is an irrelevant distinction in today’s marketplace where downloadable and non-downloadable
versions of software are ubiquitous. Whether software is purchased in packaged form from a bricks-and-
mortar store or downloaded from a website, and whether it is loaded on a user’s computer hard drive or
remotely hosted by the vendor or a third-party, are thus distinctions without a difference. Indeed, both
EndNote and Reference Manager, with which Applicant deems his INQUEST product competitive, are
offered in hard-copy packaged form and in downloadable form. Rebuttal Hirth Decl. ] 3.
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statistical data analysis for marketing and sales management” sufficiently related
because both may be used to study various financial aspects of business); Personal

Data Sys. Inc. v. Parameter Driven Software Inc., 20 USPQ2d 1863, 1865 (TTAB 1991)

(petitioner’s prerecorded computer programs for personal management, payroll
processing, and financial analysis and respondent’s software products for general
accounting or financial application programs for accounts receivable, accounts payable,
general ledger, and asset management found related because both are used for
business applications).

3. The Parties’ Customers, End Users, and Channels of Trade are
Identical

Because Applicant’s INQUEST application is unrestricted as to the channels of
trade, the Board must presume that the parties’ goods and services will be offered in the

same channels of trade. CBS Inc. v. Morrow, 218 USPQ 198, 199 (Fed. Cir. 1983);

Hewlett-Packard Co. v. Packard Press Inc., 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)

(“[Albsent restrictions in the application and registration, goods and services are
presumed to travel in the same channels of trade to the same class of purchasers.”);

Kangol Ltd. v. KangaRoos U.S.A., 23 USPQ2d 1945, 1946 (Fed. Cir. 1992).

Accordingly, the identity of the parties’ consumers and trade channels further support a

finding of likelihood of confusion.®

82 To the extent Applicant attempts to argue that the trade channels for his INQUEST product differ from
the trade channels of ProQuest’s products and services because the INQUEST products may be sold
through traditional retail outlets such as computer stores and on-line retailers and ProQuest’s client’s
typically obtain access to its products and services through a subscription, such efforts to distinguish his
channels of trade must fail because his application contains no such restrictions on channels of trade.
Hewlett-Packard Co., 62 USPQ2d at 1005. Moreover, the evidence of record establishes that Applicant’s
channels of trade are broader than retail outlets and in fact overlap with ProQuest’s actual channels of
trade. Indeed, Applicant admits that “high schools, colleges, universities, and graduate schools may want
to obtain a multiple license arrangement to provide the product (research tool) to its faculty and/or
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In any event, even if the Board were able to consider how and to whom Applicant
will actually market his products under the INQUEST mark, based on the plain language
of the description of goods in Applicant’'s INQUEST application and Applicant’s
responses to ProQuest’s interrogatories and requests for admissions, it is undisputable
that Applicant’s intended customers, end users, and channels of trade are identical to
ProQuest’s customers, end users, and channels of trade. Like ProQuest, Applicant
intends to market his INQUEST products to individuals and institutions, including high
schools, colleges, universities, graduate schools, corporations, government entities,
teachers, professors, faculty, researchers, students, corporate and government
employees.

4. The Strength and Fame of the PROQUEST Mark Supports a
Finding of Likelihood of Confusion

The fame of an Opposer's mark plays a “dominant role in the process of

balancing the DuPont factors.” Recot, Inc. v. M.C. Becton, 54 USPQ2d 1894, 1897-98

(Fed. Cir. 2000); Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee

En 1772, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005). As the fame of a mark increases,
the degree of similarity between the marks necessary to support a conclusion of likely

confusion declines. Bose Corp. v. QSC Audio Prods. Inc., 63 USPQ2d 1303, 1309

(Fed. Cir. 2002). This is because famous marks are more likely to be remembered and
associated in the public mind than a weaker mark, and consumers are less likely to

perceive differences from a famous mark. Id.; B.V.D. Licensing Corp. v. Body Action

Design, Inc., 6 USPQ2d 1719, 1722 (Fed. Cir. 1988).

students,” just as such institutions obtain a multiple-license arrangement with ProQuest to offer
PROQUEST products and services to faculty and students.
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Moreover, “[a] strong mark . . . casts a long shadow which competitors must

avoid.” Kenner Parker Toys Inc. v. Rose Art Indus., Inc., 22 USPQ2d 1453,1456 (Fed.

Cir. 1992). As the Federal Circuit has admonished repeatedly:

There is no excuse for even approaching the well-known
trademark of a competitor . . . and . . . all doubt as to
whether confusion, mistake, or deception is likely is to be
resolved against the newcomer, especially where the
established mark is one which is famous. |d.

The PROQUEST mark is unquestionably an inherently distinctive, strong, and

famous mark in the academic research and library markets—markets covered by

Applicant’s mark. The fame of a mark may be measured indirectly by the length of use

of the mark, volume of sales and advertising expenditures, and widespread unsolicited

media attention. Bose Corp., 63 USPQ2d at 1305. The PROQUEST mark is famous in

its markets by every one of these measures:

ProQuest has used the PROQUEST mark continuously for over fifteen
years, evolving from initially offering CD-ROMs and workstations
containing electronic databases and software applications to offering more
than 100 products and services for research and learning, including online
information and research services, databases, printed and online custom
course packets, textbook supplements, study aids, K-12 classroom
products and curriculum tools, homework help resources, dissertations,
publication archiving services, and publishing services.

ProQuest counts more than 95% of all academic research institutions and
45 of the top 50 U.S. business schools among its customers, with more
than 10,000,000 college and university students having access to the
PROQUEST online service and more than 1,000 universities offering
PROQUEST course materials and textbook supplements.

ProQuest enjoys more than 70% penetration into U.S. middle and high
schools with more than 35,000 K-12 schools using PROQUEST-branded
resources.

The PROQUEST online service attracts more than 2,500,000 page views
per day and enjoys more than 61,000 subscribers, representing tens of
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millions of users and more than 125,000,000 distinct sessions and more
than 260,000,000 retrievals.

ProQuest has enjoyed sales of hundreds of millions of dollars of
PROQUEST-branded products and services, with sales of just
PROQUEST CD-ROM products and subscriptions to the PROQUEST
online service exceeding $560,000,000 since 1997 alone.

ProQuest has spent more than $40,000,000 on advertising and promoting
its PROQUEST mark since 1990.

ProQuest annually distributes hundreds of thousands of promotional
pieces, all of which prominently bear the PROQUEST mark.

ProQuest has issued millions of bulletins and newsletters since 1990, all
of which display the PROQUEST mark.

ProQuest annually places numerous advertisements in print publications
promoting its products and services offered under the PROQUEST mark,
all of which prominently feature the PROQUEST mark.

ProQuest has participated in more than 400 trade shows and conferences
under the PROQUEST mark since 2000 alone.

PROQUEST-branded products, services, and advertisements have
received numerous accolades and awards, including the PROQUEST
online service being named part of the Smithsonian Institution’s
Permanent Collection on Information Technology Innovation in 1998.

PROQUEST-branded products and services, as well as ProQuest and its
parent, ProQuest Company, have all received substantial unsolicited
media coverage, resulting in extensive recognition and renown of the
PROQUEST mark in the academic research and library markets.*®

All of this evidence confirms the fame of the PROQUEST mark in ProQuest’s

markets. In fact, the evidence in this case is commensurate with or exceeds the

"extensive public recognition and renown" found sufficient to establish fame in many

other cases. Bose Corp., 63 USPQ2d at 1308 (ACOUSTIC WAVE mark famous based

on 17 years of use, annual sales over $50 million, annual advertising in excess of $5

83 All of the facts in these bulleted points are found in Section 1ll.A above and in the Hirth Declaration.

33



million, and extensive media coverage); Nina Ricci, S.A.R.L. v. E.T.F. Enters., Inc., 12

USPQ2d 1901, 1902 (Fed. Cir. 1989) (NINA RICCI famous for perfume, clothing and
accessories based on $200 million in sales, over $37 million in advertising, and over 27

years of use); Specialty Brands Inc. v. Coffee Bean Distribs., Inc., 223 USPQ 1281,

1284 (Fed. Cir. 1984) (SPICE ISLANDS for teas, spices and seasonings famous based
on use for 40 years, $25 million annual sales for spices, $12 million sales for tea

between 1959 and 1981, and “several million” in advertising); Planters Nut & Chocolate

Co. v. Crown Nut Co., 134 USPQ 504, 506 (CCPA 1962) (MR. PEANUT and Design

famous for nuts and nut products: $350 million in sales, $10 million in advertising, and
over 10 years of use). Accordingly, the fame factor weighs strongly in favor of finding a
likelihood of confusion.

5. The Parties’ Marks are Similar in Sound, Appearance, and Overall
Commercial Impression

The Federal Circuit has held in cases like this one that when marks appear on
“virtually identical goods or services, the degree of similarity necessary to support a

conclusion of likely confusion declines.” Century 21 Real Estate Corp. v. Century Life of

America, 23 USPQ2d 1698, 1701 (Fed. Cir. 1992). The similarity of the parties’
respective marks is determined by comparing the marks in overall appearance, sound,

and connotation. In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988).

Similarity in any one of the elements of sound, sight, or meaning may be sufficient to

prove a likelihood of confusion. Interstate Brands Corp. v. McKee Foods Corp., 53

USPQ2d 1910, 1914 (TTAB 2000) (“It is not necessary that marks be similar in all three
of the elements of sight, sound, and meaning to support a finding of likelihood of

confusion.”)
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In this case, the similarity between the marks in appearance, sound, and overall
commercial impression is irrefutable. Both the INQUEST and PROQUEST marks
contain two syllables, share the dominant term QUEST, which is similarly positioned at
the end of both marks and is inherently distinctive for the parties’ products, and begin
with common prefixes (“in” and “pro”).

Given the inherent and marketplace strength of the PROQUEST mark and the
identity of the parties’ goods and services, consumers, and channels and trade, the
minor differences in the prefixes of the marks is insufficient to render confusion unlikely.
Rather, the QUEST element is the dominant part of the parties’ marks, and should be

given greater weight in the likelihood-of-confusion analysis. See, e.g., Rexall Drug &

Chem. Co. v. Romm & Haus Co., 166 USPQ 29, 30 (CCPA 1970) (finding likelihood of

confusion between the marks OROGLAS for synthetic resinous materials in the form of
sheets, rods, or molding compounds and PROGLAS for synthetic injection plastic
molding materials because consumers are unlikely to distinguish between the marks

based on the PRO- and ORO- prefixes); McKesson & Robbins, Inc. v. Am. Found. for

Dental Sci., 66 USPQ 252 (CCPA 1945) (likelihood of confusion between DENT-A-MIN
for concentrated medicinal materials for use as food supplements and CYTAMIN for
medicinal preparations because, among other things, the marks differed by only one

syllable); Simoniz Co. v. Permanizing Stations of Am., 9 USPQ 440 (CCPA 1931)

(reasoning that the public should not have to dissect and analyze trademarks in order to
avoid confusion, and finding a likelihood of confusion between the marks PERMANIZE

and SIMONIZ for identical goods). This is especially the case where, as here, the
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shared element (QUEST) is the dominant or more distinctive element of the marks.®*

Magnavox Co. v. Multivox Corp. of Am., 144 USPQ 501, 503 (CCPA 1965) (different

prefixes MAGNA and MULTI insufficient to distinguish MULTIVOX mark for electric
organs and MAGNAVOX mark for radios, phonographs, and television sets where VOX
is the dominant feature in both marks).

Indeed, confusion is particularly likely here because PROQUEST has a history of
using a number of “____ QUEST” marks in addition to its PROQUEST mark. These
additional © _ QUEST” marks include HERITAGEQUEST, ISSUEQUEST,
KIDQUEST, and JUNIORQUEST. Given the likely association consumers in the
academic research and library markets have developed with the QUEST element based
on ProQuest’s use of PROQUEST and other “QUEST” marks, consumers will likely
believe that Applicant’s INQUEST mark is yet another“____ QUEST" product offered
by ProQuest.

Moreover, the format in which Applicant intends to display his INQUEST mark
further increases the already existing likelihood of confusion between the marks. As
shown in Applicant’s prototype screen shot, Applicant’s mark will be displayed as
“InQuest” with the Q in a stylized format that is virtually identical to ProQuest’s Q Logo

that appears in the stylized version of ProQuest’s mark encountered by users of all

% While Applicant may contend that the prefixes in the marks are dominant because they are the first
elements articulated by the consumer, courts have expressly rejected the proposition that the first-word,
prefix, or syllable of a mark is necessarily the dominant part of the mark. See, e.g., Glenmore Distilleries
Co. v. Nat'l Distillers Prods. Corp., 40 USPQ 479 (4th Cir. 1939) (refusing to apply the “first-word” test
broadly); Mr. Travel, Inc. v. V.I.P. Travel Serv., Inc., 153 USPQ 18, 21 (N.D. lll. 1966) (rejecting the
proposition that the first-word is necessarily the dominant element of a mark); J. Thomas McCarthy,
McCarthy on Trademarks and Unfair Competition § 23:45 (4th ed. 2005) (“...it is impossible to make any
generalized statement as to whether the beginning or the end of a mark is more important when one or
the other is used by another seller’). Rather, to determine dominance, it is appropriate to assess which
part of a mark will likely have the greatest affect on the ordinary consumer. McCarthy, § 23:45.
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PROQUEST products and services. The two marks as they will be encountered by

users are shown below:

In(Juest

For all of the foregoing reasons, the similarity in the marks renders confusion

likely, particularly in view of the strength of the PROQUEST mark and the identity of the
parties’ goods and setrvices, channels and trade, and consumers.

6. The Relevant Consumers are Not Limited to Purchasers and
Include Unsophisticated Users

Applicant will likely contend that the purchasers of the parties’ products such as
academic institutions and libraries are sophisticated consumers and thus will not be
confused by the concurrent use of the PROQUEST and INQUEST Marks. This
argument is, however, both legally deficient and factually unsupportable. First, the
Board and a number of courts have held that where both the products and their
trademarks are similar, even a sophisticated purchaser may be confused. See
McCarthy, § 23:103 (citing a number of cases finding a likelihood of confusion despite

the sophistication of the consumers); In re Total Quality Group, Inc., 51 USPQ2d at

1477 (finding that even professional buyers of expensive business planning software
“are not immune from source confusion” where the marks are substantially identical and
the software programs are overlapping in use). In this case, given the parties’ highly

similar marks, and identical consumers and trade channels, the alleged sophistication of
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the purchasers is insufficient alone to mitigate against a likelihood of confusion for this
class of purchasers.

Even assuming the PROQUEST product purchasers are discriminating, the
unsophisticated nature of the users of the parties’ goods and services (e.g. students,
teachers, faculty, researchers, corporate and government employees, and the general
public) tilts this factor in ProQuest’s favor. The Board has repeatedly held that, “[t]he
notion that likelihood of confusion is limited to purchaser confusion is simply not

correct.” In re Artic Electronics Co., 220 USPQ 836, 838 (TTAB 1983). A likelihood of

confusion among users of a product as to the source of the product is therefore fully
capable of supporting a denial of registration under Section 2(d) of the Trademark Act.
Id.

The district court’s decision in Educational Testing Service v. Touchstone Applied

Science Associates, Inc., 739 F. Supp. 847 (S.D.N.Y. 1990), is particularly instructive on

this point. There, the plaintiff, owner of the trademark BOOKWHIZ for a computer-
based reading program, brought suit after learning of the defendant’s intent to market a
workbook under the name BOOKWIZE designed to facilitate students’ reading and
writing. Despite the parties’ agreement that the purchasers of the products, namely,
school administrators and teachers, were sophisticated consumers, the court found this
factor supported the plaintiff's claim for likelihood of confusion. The court noted that
because the parties’ products and trademark were similar, even a sophisticated
consumer could be confused as to their source. Moreover, the court also noted that the

confusion analysis includes confusion of non-purchasers, emphasizing that the ultimate
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consumers of the products—school children—were not likely sophisticated enough to
differentiate between the two different manufacturers. Id. at 853.

As in Educational Testing, the ultimate users of the PROQUEST products and

Applicant’s INQUEST product—school children, teachers, professors, college and
graduate students, researchers, and the general public—are unlikely to exercise more
than ordinary care when confronted with the parties’ respective marks and products.
Indeed, the overwhelming majority of those who use ProQuest’s products and services
and who Applicant intends to use his product do not participate in the decision to
purchase the parties’ products and services. Applying the reasoning of Educational

Testing Service and analogous Board cases involving other goods and services,® even

if the purchasers of the parties’ products and services are found discriminating, because
the users do not exercise more than ordinary care, this factor favors ProQuest.

7. There is No Evidence that the PROQUEST Mark has been Diluted
by Third-Party Use of Similar Marks

Because there is no evidence in the record of any third-party use of similar marks
for related goods and services, this factor weighs in favor of ProQuest. Although
Applicant’s answer makes reference to third-party registrations for marks incorporating

the term “QUEST,” Applicant did not submit any evidence of third-party registration or

8 See. e.q., In re Infinity Broad. Corp. of Dallas, 60 USPQ2d 1214, 1219 (TTAB 2001) (finding likelihood
of confusion between applicant’'s marks KYNG for “radio broadcasting services” and KING-TV for
“television broadcasting services” and KING FM for “radio broadcasting services” despite the
sophisticated nature of the purchasers (i.e. the advertisers) where the users of the broadcast services
(i.e. radio listeners and TV watchers) were unlikely to exercise more than ordinary care in distinguishing
between the parities’ call letters); In re Arctic Electronics Co., 220 USPQ at 838 (finding likelihood of
confusion between use of the identical mark MARS for a coin-operated audio video game, on the one
hand, and an electronic apparatus for recognizing money in coin or bill form, on the other, even though
arcade and amusement center owners could be considered sophisticated purchasers because arcade
customers (the ultimate users) would likely experience source confusion between the marks and
products).

39



use of such marks. Accordingly, to the extent Applicant tries to assert the existence of
third-party marks containing the term “QUEST,” the Board may not consider it. In re
Shapely, Inc., 231 USPQ 72, 75 (TTAB 1986). Indeed, the Board has repeatedly
refused to take judicial notice of registrations that reside in the Patent and Trademark

Office, and has found the mere reference to registrations insufficient to make them of

record. In re Duofold Inc., 184 USPQ 638 (TTAB 1974); SMS, Inc. v. Byn-Mar, Inc., 228

USPQ 219, 220 (TTAB 1985).

8. Any Doubts Concerning Likelihood of Confusion Should be
Resolved in ProQuest’s Favor

The Federal Circuit has repeatedly held that all doubts as to whether confusion,
mistake, or deception is likely should be resolved in favor of the senior user. Century

21, 23 USPQ2d at 1701; Kimberly-Clark Corp. v. H. Douglas Enter. Ltd., 227 USPQ

541, 543 (Fed. Cir. 1985); In re Shell Qil Co., 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).

ProQuest has established that it is the senior registrant and user of the PROQUEST
mark and trade name, that its mark is distinctive and famous in the library and academic
markets, and that Applicant is clearly the newcomer. Thus, any doubts regarding
likelihood of confusion between ProQuest’s previously used and registered PROQUEST
mark and previously used PROQUEST trade name, and Applicant’s INQUEST mark
should be resolved in ProQuest’s favor.

D. The INQUEST Mark is Likely to Dilute the Distinctiveness of the Famous
PROQUEST Mark

The Board also should deny registration of the INQUEST mark because it is
likely to dilute the distinctiveness of the famous PROQUEST mark in violation of Section

43(c) of the Lanham Act, 15 U.S.C. § 1125(c). Toro Co. v. ToroHead Inc., 61 USPQ2d
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1164 (TTAB 2001). Dilution is defined as the “lessening of the capacity of a famous

mark to identify and distinguish goods and services.” 15 U.S.C. § 1127; NASDAQ Stock

Market Inc. v. Antartica S.r.l., 69 USPQ2d 1718, 1733 (TTAB 2003), citing Moseley v. V

Secret Catalogue Inc., 537 U.S. 418, 65 USPQ2d 1801, 1802 (2003).

In order to prevail on a likelihood of dilution claim in an opposition proceeding
against an intent-to-use application, Opposer must show that (1) its mark is distinctive;
(2) its mark is famous; (3) its mark had become famous prior to the filing date of the
involved application; and (4) the capacity of Opposer’s mark to identify its goods and
services is likely to be lessened by the opposed mark. Toro, 61 USPQ2d at 1173.

In evaluating the fame and distinctiveness of a mark, the Federal Trademark
Dilution Act sets forth eight non-exclusive factors. 15 U.S.C. § 1125(c)(1); Toro, 61
USPQ2d at 1175-76. These factors include the degree of inherent or acquired
distinctiveness of the mark; the duration and extent of use of the mark in connection
with the goods or services with which the mark is used; the duration and extent of
advertising and publicity of the mark; the geographical extent of the trading area in
which the mark is used; the channels of trade for the goods or services; the degree of
recognition of the mark in the trading areas and channels of trade used by the mark's
owner: the nature and extent of use of the same or similar marks by third parties; and
whether the mark is registered on the Principal Register. 15 U.S.C. §1125(c)(1).

ProQuest is not required to establish fame of the PROQUEST mark to the
general public. Rather, as a number of courts and the Board have recognized, it is
sufficient that ProQuest demonstrate that its PROQUEST mark has become famous in
its niche academic research and library markets and that the products intended to be

41



offered under Applicant’s INQUEST mark are offered in the same niche market. See,

e.q., Syndicate Sales, Inc. v. Hamshire Paper Corp., 52 USPQ2d 1035, 1040-1041 (7th

Cir. 1999) (recognizing that fame in a specialized or niche market can cause dilution);
Toro, 61 USPQ2d at 1182 (accepting the proposition that “fame in a niche market is a
proper basis for alleging dilution under the FTDA” and explaining that “a mark may
achieve extraordinary fame in a particular field so that nearly everyone in that field
recognizes that mark in the abstract, that is divorced from its associated goods or
services”). ProQuest has already established above that Applicant intends to use his
INQUEST mark for products targeted to the academic research and library markets.

1. The PROQUEST Mark is Inherently Distinctive

The fact that the PROQUEST Mark is truly unique and inherently distinctive is
beyond dispute. PROQUEST is a coined term with no significance other than its
trademark significance. Fanciful marks are comprised of words that are either unknown
or are completely out of common usage, and are by definition inherently distinctive and
strong marks. McCarthy, §§ 11:5, 11:6 (“Fanciful marks are referred to as the
“strongest” of all marks, in that their novelty creates a substantial impact on the buyer's

mind.”); Toro, 61 USPQ2d at 1181, citing Eli Lilly & Co. v. Natural Answers Inc., 56

USPQ2d 1942, 1949 (7th Cir. 2000) (“The strongest protection is reserved for fanciful
marks that are purely the product of imagination and have no logical association with
the product.”) The PROQUEST mark does not describe or suggest any feature, quality,
or function of the products and services it identifies.

Moreover, the PROQUEST mark is registered on the Principal Register for a

wide variety of goods and services, without any claim of acquired distinctiveness. The
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registration of the PROQUEST mark on the Principal Register is thus conclusive
evidence of the inherent distinctiveness of the mark.
2. The PROQUEST Mark Achieved Widespread Public Recognition

and Fame in the Academic Research and Library Markets Long
Before the Filing Date of the INQUEST Application

The facts set forth above in Section 1V.C.4 to establish fame of the PROQUEST
mark for purposes of the likelihood-of-confusion analysis also support a finding that the
PROQUEST mark is famous in the academic research and library markets. As
discussed above, since 1990 ProQuest has continuously and extensively used and
promoted the PROQUEST mark throughout the United States in connection with a wide
range of products and services for academic research and learning, enjoying sales
totaling in the hundreds of millions of dollars, expending tens of millions of dollars on
advertising and promotion, having 95% market penetration in academic research
institutions in the United States with more than 10,000,000 college and university
students having access to the PROQUEST online service alone, and enjoying tens of
millions of users daily with usage rates of the PROQUEST online service exceeding
2,500,000 page views per day. In addition, each of the remaining FTDA factors favor a
finding of the fame of the PROQUEST mark in the academic research and library
markets. Specifically, the parties’ intended customers, users, and trade channels are
identical, ProQuest owns three federal registrations for the PROQUEST mark on the
Principal Register, the PROQUEST products and services are offered nationwide, and
there is no evidence of record of third-party uses of the PROQUEST mark or a similar

mark in the academic research and library markets.
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For all of these reasons, it is clear that the mark has achieved a high degree of
recognition and fame in the academic research and library markets and is vulnerable to
dilution.

3. The INQUEST Mark Will Lessen the Capacity of the PROQUEST
Mark to Identify its Goods and Services

Once fame and distinctiveness are shown, a likelihood of dilution is established if
the marks are sufficiently similar such that the junior mark will conjure up an association
with the senior mark in the mind of consumers or in the post-sale environment. Toro, 61

USPQ2d at 1182-83, citing Nabisco v. PF Brands, Inc., 51 USPQ2d 1882, 1889 (2d Cir.

2000).
In determining whether dilution is likely to occur, the Board considers three
factors: (1) the renown of the senior party; (2); the similarities of the marks, and
(3) whether the target customers are likely to associate the underlying products with the
mark even if they are not confused as to the origins of these products. Id. at 1193.
Having established the renown of the PROQUEST mark, the only remaining issues are
the similarities of the marks and whether consumers, when encountering Applicant’s
INQUEST goods, are likely to make an association with the PROQUEST mark.
Regarding the similarities of the marks, both the Board and courts have made
clear that the marks need not be identical in order to find a likelihood of dilution. Eli Lilly

& Co. v. Natural Answers, Inc., 86 F. Supp. 2d 834, 847 (S.D. Ind. 2000), aff'd 233 F.3d

456, 56 USPQ2d 1942 (7th Cir. 2000) (HERBROZAC substantially similar to PROZAC

mark); McNeil Consumer Brands, Inc. v. U.S. Dentek Corp., 56 USPQ2d 1758 (E.D.

Pa. 2000) (TEMPANOL and TYLENOL held similar for dilution); Wawa Dairy Farms v.

Haaf, 40 USPQ2d 1629 (E.D. Pa. 1996), aff'd 939 F.3d 1032 (3d Cir. 1997) (HAHA
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similar to WAWA for dilution); Toro, 61 USPQ2d at 1183 (the marks in question need
only be substantially similar).

In this case, the terms PROQUEST and INQUEST are substantially similar for
purposes of dilution. Here, both the INQUEST and PROQUEST marks contain two
syllables and end in the identical distinctive term QUEST, which is the dominant feature
of the marks, as discussed above in Section IV.C.5.

Members of the library and academic communities, including researchers,
students, and faculty, who are familiar with the renown of ProQuest and the
PROQUEST mark in the academic research and library markets, when encountering
Applicant’s INQUEST goods and services, are likely to immediately make an
association with the PROQUEST mark. To allow registration of the INQUEST mark will
erode the distinctiveness of the PROQUEST mark in the academic research and library
markets, and encourage the proliferation of marks in these markets that will deprive the
PROQUEST mark of its unique distinctiveness and impact in the academic and library

market. Toro, 61 USPQ2d at 1183, citing lllinois High School Ass’n v. GTE Vantage, 99

F.3d 244, 247, 40 USPQ2d 1633, 1635 (7th Cir. 1996).

V. CONCLUSION

In view of the foregoing, ProQuest respectfully requests that the Board sustain
the Notice of Opposition on all grounds, and refuse registration of Applicant's INQUEST

mark.
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