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Before Chapman, Bucher, and Drost,
Administrative Trademark Judges.

By the Board.

An application was filed by Jacques R. Island to register the

mark INQUEST in typed form for specialized computer software for

use by institutions and individuals in the fields of business,

government, law and academia.1

Registration has been opposed by Proquest Information and

Learning Company. In the notice of opposition, opposer alleges

1 Serial No. 78111995, filed March 1, 2002, for: “computer software for
use by institutions and individuals in the fields of business,
government, law and academia to conduct research, namely, a database and
filing program for gathering and storing information and bibliographical
references, and provides functions for scanning or downloading online
information into the database and for interchanging researched data
between the users' personal computers, desktop computers, servers and
Internet-based data storage sites; and to automate reports, namely, to
provide routines that manipulate and compile stored data into reports
such as books, monographs, legal briefs, essays, articles and theses in
a variety of grammatical styles” in International Class 9.
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dilution of and likelihood of confusion with opposer’s PROQUEST

mark, which has been registered for information retrieval systems,

computer assisted research services, electronic storage services,

and online services.2 See Trademark Act Sections 2(d) and

43(c)(1), 15 U.S.C. §§ 1052(d) and 1125(c)(1). Applicant

answered, denying the salient allegations of opposer’s claims in

the notice of opposition.

This case now comes up for consideration of applicant’s

November 16, 2004 motion for summary judgment on the issues of

likelihood of confusion and dilution.

A motion for summary judgment is a pretrial device, intended

to save the time and expense of a full trial when a party is able

to demonstrate, prior to trial, that there is no genuine issue of

2 Reg. No. 1696697 for “information retrieval systems; namely, computer
hardware and software for the retrieval of textual and graphic
materials, from newspapers, periodicals, dissertations, and other
publications, and bibliographic citations and abstracts relating
thereto” in International Class 9; Reg. No. 2468946 for “computer
assisted research services; providing a wide range of news and research
information featuring articles, publications, academic materials, and
dissertations via a global computer network; online services, namely,
providing computer databases containing textual and graphic materials
from newspapers, periodicals, dissertations and other publications and
bibliographic citations and abstracts relating thereto; consultation
services in the field of computer assisted research; and support
services rendered to others in the field of computer assisted research”
in International Class 42; and Reg. No. 2751655 for “computer services,
namely electronic storage of textual and graphic materials from
newspapers, periodicals, journals, dissertations and other publications”
in International Class 39 and “online services, namely, providing
educational, instructional, teaching, and general reference materials
for use by teachers and students at the high school, college, and
graduate educational levels and by librarians, in wide variety of fields
such as science, history, business, literature, and humanities” in
International Class 41.
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material fact, and that it is entitled to judgment as a matter of

law. See Fed. R. Civ. P. 56. See also, TBMP §528.01 (2d. ed.

rev. 2004) and the authorities cited therein. In proceedings

before the Board, our rules provide that a motion for summary

judgment “should be filed prior to the opening of the first

testimony period, as originally set or as reset, and the Board, in

its discretion, may deny as untimely any motion for summary

judgment filed thereafter.” Trademark Rule 2.127(e)(1). Von

Schorlemer v. Baron Herm. Schorlemer Weinkellerei GmbH, 5 USPQ2d

1376 (TTAB 1986)(motion filed after trial period opens does not

serve purpose of eliminating need for trial).

If testimony periods are reset prior to the opening of the

plaintiff's testimony period-in-chief, a motion for summary

judgment filed before a first trial period commences is generally

considered timely. However, as in this case, once the first trial

period commences, any summary judgment motion filed thereafter is

untimely, even if technically filed prior to the opening of a

rescheduled testimony period-in-chief for plaintiff, and/or even

if no trial evidence has actually been adduced by the plaintiff.

See La Maur, Inc. v. Bagwells Enterprises, Inc., 193 USPQ 234

(Comm. 1976) (motion filed before reset testimony period opened,

but after previous testimony period opened was untimely); David J.

Kera, TIPS FROM THE TTAB: Summary Judgment, 71 Trademark Reporter

59, 62 (1981); and T. Jeffrey Quinn, TIPS FROM THE TTAB: Inter



Opposition No. 91158016

4

Partes Summary Judgment Revisited, 76 Trademark Reporter 73, at

73-74 (1986). See also TBMP §528.02 (2d. ed. rev. 2004).

A review of the record in this case reveals that opposer’s

first testimony period opened on June 21, 2004.3 Pursuant to a

series of consented motions to extend (all approved by the Board),

opposer’s testimony period was extended, and was ultimately reset

to close on December 17, 2004.4 Applicant’s November 16, 2004

motion for summary judgment is untimely as it was filed nearly

five months after commencement of opposer’s first testimony

period.

Inasmuch as applicant’s motion for summary judgment is

clearly untimely, we need not wait for a responsive brief to be

filed by opposer before we render our decision.

3 See the Board’s October 4, 2003 order.

4 Opposer’s motions to extend testimony, filed on July 16, 2004 and
August 17, 2004, were approved by the Board on August 30, 2004. On
October 29, 2004, opposer filed a third consented motion to extend
testimony, seeking to extend until December 17, 2004, the closing date
of opposer’s testimony period.

The October 29, 2004 motion did not seek to reopen discovery,
although it is observed that opposer filed its motion on a dual purpose
form provided by the Board’s Internet-based filing system (ESTTA),
applicable to both motions to extend discovery and motions to extend
testimony. Pursuant to the Board’s new automated system, a computer-
generated order was issued on October 29, 2004, granting opposer’s
October 29, 2004 motion to extend, including a new schedule for trial
consistent with that sought by opposer, i.e., correctly listing the
discovery period as closed and opposer’s testimony period to close on
December 17, 2004. However, this computer-generated form also included
several typographical errors, inadvertently referring to opposer’s
October 29, 2004 motion as a “consent [sic] motion . . . to extend the
discovery [sic] period until Dec [sic] 17, 2004.” The errors are
regretted. Accordingly, we hereby modify the first paragraph of the
Board’s October 29, 2004 order to be consistent with the record and to
reference correctly opposer’s October 29, 2004 motion as a “consented”
motion to extend opposer’s “testimony” period until “December” 17, 2004.
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In view thereof, applicant’s motion for summary judgment is

denied.

In accordance with Trademark Rule 2.127(d), proceedings

herein are deemed to have been suspended as of November 16, 2004,

the filing date of applicant’s summary judgment motion. Insofar

as the Board has decided that motion, proceedings are now resumed.

Discovery is closed and trial dates are reset as indicated

below.5

D ISCO V E R Y  PE RIO D  T O  C LO SE : closed

February 1, 2005

A pril 2 , 2005

M ay 17, 2005

30-day testimony period fo r party in the position o f 
plaintiff to  close:

30-day testimony period fo r party in the position o f the 
defendant to  close:

15-day rebuttal perio d fo r party in the position o f the 
plaintiff to  close:

IN EACH INSTANCE, a copy of the transcript of testimony, together with
copies of documentary exhibits, must be served on the adverse party
within thirty days after completion of the taking of testimony.
Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule

2.128(a) and (b). An oral hearing will be set only upon request

filed as provided by Trademark Rule 2.129.

As a courtesy, the Board is faxing a copy of this decision

to each party.

5 If the parties seek to further extend the trial schedule in this case,
any future consented motions to extend should set forth all dates in the
format shown in this order. See Trademark Rule 2.121(d).
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* * * * * *

Notice Regarding TTAB Electronic Resources and New Rules

•  TTAB forms for electronic filing of extensions of time to oppose,
notices of opposition, and inter partes filings are now available at
http://estta.uspto.gov. Images of TTAB proceeding files can be viewed using
TTABVue at http://ttabvue.uspto.gov.

•  Parties should also be aware of changes in the rules affecting
trademark matters, including rules of practice before the TTAB. See Rules
of Practice for Trademark-Related Filings Under the Madrid Protocol
Implementation Act, 68 Fed. R. 55,748 (September 26, 2003) (effective
November 2, 2003) Reorganization of Correspondence and Other Provisions, 68
Fed. Reg. 48,286 (August 13, 2003) (effective September 12, 2003). Notices
concerning the rules changes are available at www.uspto.gov.

•  The second edition of the Trademark Trial and Appeal Board Manual of
Procedure (TBMP) has been posted on the USPTO web site at
www.uspto.gov/web/offices/dcom/ttab/tbmp/.


