IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TTAB

SONY COMPUTER ENTERTAINMENT
AMERICA INC,, Opposition No. 91157867
Opposer,

L
FROSTY TREATS, INC,, 06-10-2004

Apph cant. U.8. Patent & TMOfe/TM Mail Rept. Dt #40

OPPOSER’S MOTION FOR SUMMARY JUDGMENT ON COUNT ONE OF THE
NOTICE OF OPPOSITION (“GENERICNESS”) BASED ON ISSUE PRECLUSION

Opposer Sony Computer Entertainment America Inc. (“SCEA”) makes this
Motion pursuant to Rule 56 of the Federal Rules of Civil Procedure and Rule 2.116 of the
Trademark Rules of Practice for Summary Judgment on Count One of the Notice of
Opposition based on issue preclusion.

The issue of genericness has already been actually and necessarily determined in
favor of SCEA by a court of competent jurisdiction, the United States District Court for
the Western District of Missouri, in its Order granting summary judgment to defendant

SCEA in the prior civil action between the parties, Frosty Treats, et al. v. Sony Computer

Entertainment America Inc., No. 03-0378-CV-W-SOW, W.D. Mo., May 19, 2004.

Therefore, SCEA is entitled to summary judgment on Count One of the Notice of

Opposition based on the doctrine of issue preclusion.



The record for this Motion includes the enclosed Declaration of Suzanne
Williams, with exhibits, and the file history of Application No. 78/168231 for the alleged
mark “Frosty Treats” which pursuant to 37 C.F.R. 2.122(b) forms part of the record in

this proceeding without any action by Opposer.

Respectfully submitted,

Dated: Foster City, California By: /Qé/ @

June 9, 2004 Riley R. Russell
Jennifer Y. Liu
James P. Williams
Daniel Herp

Attorneys for Opposer
Sony Computer Entertainment America Inc.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SONY COMPUTER ENTERTAINMENT
AMERICA INC,,
Opposition No. 91157867
Opposer,
V.
FROSTY TREATS, INC,,
Applicant.

MEMORANDUM IN SUPPORT OF OPPOSER’S MOTION FOR
SUMMARY JUDGMENT ON COUNT ONE OF THE NOTICE OF OPPOSITION
(“GENERICNESS”) BASED ON ISSUE PRECLUSION

This Memorandum of Law is submitted on behalf of Opposer Sony Computer
Entertainment America Inc. (“SCEA™), in support of its Motion pursuant to Rule 56 of
the Federal Rules of Civil Procedure and Rule 2.116 of the Trademark Rules of Practice
for summary judgment on Count One of the Notice of Opposition based on the doctrine
of issue preclusion. The record for this Motion consists of the following: (1) the
Declaration of Suzanne Williams (hereinafter “Williams Dec.”) with exhibits; and (i1) the
file history of Application No. 78/168,231, the subject of this opposition proceeding,
which pursuant to 37 C.F.R. 2.122(b) forms a part of the record of this proceeding

without any action by Opposer.




STATEMENT OF FACTS

Approximately four months prior to the filing of this Notice of Opposition by
Opposer SCEA, Applicant Frosty Treats filed in the United States District Court for the

Western District of Missouri a civil action against SCEA, Frosty Treats et al v. Sony

Computer Entertainment America Inc., No. 03-0378-CV-W-SOW, claiming protectible
trademark rights in the phrase “frosty treats” and alleging that SCEA had committed
trademark infringement by its use of the “frosty treats” phrase (Williams Dec. {{ 2-3,
Exh. A).

On May 18, 2004, the Court held a hearing where the issue of whether the term
“frosty treats” is generic was ably and fully argued by counsel for both parties. (Williams
Dec., Exh. D). On May 19, 2004, the Court issued an Order granting Defendant SCEA’s
Motion for Summary Judgment in the civil action. (Williams Dec., Exh. C). In the Order,
the Court found that the phrase “frosty treats” is generic and unprotectible, and dismissed
Plaintiff Frosty Treats’ infringement claims.

In the current opposition proceeding, Opposer SCEA seeks an order denying
Applicant Frosty Treats” application for the phrase “frosty treats” on the grounds that the
phrase is generic and, therefore, unprotectible. Notice of Opposition, §§ 6-7. By the
Motion which accompanies this Memorandum, Opposer SCEA requests summary
judgment on Count One of the Notice of Opposition (“Genericness”) under the doctrine
of issue preclusion, traditionally referred to as “collateral estoppel”, on the grounds that
the issue of genericness has already been actually and necessarily determined by a court
of competent jurisdiction in favor of Opposer and Applicant is estopped from relitigating

this issue in the current proceeding.



ARGUMENT

1. OPPOSER’S MOTION FOR SUMMARY JUDGMENT ON COUNT ONE OF
THE NOTICE OF OPPOSITION (“GENERICNESS”) BASED ON ISSUE
PRECLUSION.

It is well established that a party is entitled to summary judgment when it has
demonstrated that there is no genuine issue of material fact, and that it is entitled to

judgment as a matter of law. Fed. R. Civ. P. 56(c); See Celotex Corp. v. Catrett, 477 U.S.

317, 106 S. Ct. 2548 (1986). The party opposing such a motion may not rest upon the
allegations contained in the pleadings, “but must set forth specific facts showing that

there is a genuine issue for trial.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248

(1986).

The issue of whether the phrase “frosty treats” is generic has already been
determined in SCEA’s favor by a court of competent jurisdiction, the U.S. District Court
for the Western District of Missouri, in the prior civil action between the parties, Frosty

Treats v. SCEA, supra, at 14-15 (Williams Dec., Exh. C.) Therefore, there is no triable

issue remaining for this proceeding, and Opposer SCEA is entitled to summary judgment.

Mother’s Restaurant Incorporated v. Mama’s Pizza, Inc., 723 F.2d 1566,

1573, 221 USPQ 394, 395 (Fed. Cir. 1983); Lukens Inc. v. Vesper Corp., 1 USPQ2d
1299, 1303 (TTAB 1986), aff’d, Appeal No. 87-1187 (Fed. Cir., September 18, 1987).
Moreover, summary judgment based on issue preclusion will encourage reliance on

adjudication by avoiding the risk of inconsistent judgments and will conserve the




valuable resources of the Board. See Allen v. McCurry, 449 U.S. 90, 94 (1980). Finally,

all four requirements for the application of issue preclusion are met in this proceeding.

A. ALL FOUR REQUIREMENTS FOR THE APPLICATION OF ISSUE
PRECLUSION ARE MET IN THIS PROCEEDING

In order for issue preclusion to apply, the following requirements must be met: (1)
the issue to be determined must be identical to the issue involved in the prior litigation;
(ii) the issue must have been raised, litigated and actually adjudged in the prior action;
(iii) the determination of the issue must have been necessary and essential to the resulting
judgment; and (iv) the party precluded must have been fully represented in the prior

action. Mother’s Restaurant, supra, 723 F2d at 1570, 221 U.S.P.Q. at 394; Lukens, supra,

at 1301. All of these requirements for the application of issue preclusion are met in this

proceeding:

(1) The Issue of Whether “Frosty Treats” Is Generic Is Identical in Both Actions

In the prior civil action, Defendant SCEA raised the issue of genericness as an
affirmative defense to Plaintiff Frosty Treats’ claim of trademark infringement. (Williams
Dec., Exh. A, p. 13). In the current opposition proceeding, Opposer SCEA claims
genericness as a basis for denying Applicant Frosty Treats a registration for the “frosty
treats” phrase. Notice of Opposition, §{ 6-7. In both actions, the issue is whether “frosty
treats” is a generic identifier of the goods which are the central focus of
Plaintiff/Applicant’s services. Therefore, the issue of genericness is identical in both

actions and the first requirement for the application of issue preclusion is met.



(i)  The Issue of Whether ‘“Frosty Treats” Is Generic Was Raised, Litigated and
Actually Adjudged in SCEA’s Favor in the Prior Civil Action

This requirement is “generally satisfied if the parties to the original action

disputed the original issue and the trier of fact resolved it.” Continental Can Co. v.

Marshall, 603 F.2d 590, 596 (7" Cir. 1979). As explained above, the issue of genericness
was raised by Defendant SCEA in the prior civil action and by Opposer SCEA in the
current opposition proceeding. This issue was disputed by the parties in the prior action
and has been resolved by the Court as a matter of law on the basis of uncontroverted
facts. The issue was one the Court specifically asked the parties to argue at the May 18
hearing and counsel focused a significant part of oral argument on whether “frosty treats”
is generic. (Williams Dec., Exh. D.) The Court’s discussion and judgment on the issue
are as follows:

Defendant has identified other third parties in the ice cream
industry using the term “frosty treats” in a generic manner to
identify ice cream products. Defendant SCEA has obtained
testimony from Blaise Graziano, owner of Circus Man Ice Cream,
who claims that “frosty treats” could mean ice cream. In terms of
plaintiffs’ own usage of the phrase, “frosty treats,” plaintiffs’
website states that they “supply frosty ice cream treats for []
special events.” The “Frosty Treats” sign is a small nine inch by
four inch sticker that appears on the side of plaintiffs’ vans
surrounded by pictures of the ice cream products sold from the
van. The phrase “Frosty Treats” is not prominently displayed on
any of plaintiffs’ vans.

The media commonly uses the phrase “frosty treats” to identify
cold desserts such as ice cream. The phrase has been applied in
media articles to products sold by Orange Julius, Dairy Queen,
Dairy Palace, Durbin Magic Freeze, Dairy Delight, Ben & Jerry’s,
Mr. Ding-A-Ling, Classic Frozen Custard, Piemonte Ice Cream
Factory, A Touch of Yogurt, as well as to the products sold by the
plaintiffs. These media articles frequently explain that “frosty
treat” refers to ice cream or the category of frozen desserts that
includes ice cream and items such as sundaes, milkshakes, floats,




and sherbets. Plaintiffs have not produced a consumer survey
demonstrating that the phrase “frosty treats” is not generic. Finally,
plaintiffs have not taken any affirmative action to prevent generic
uses of the phrase “frosty treats.”

The Court finds that the phrase “frosty treats” is generic and not
protectible. It identifies a genus or type of products, namely cold
desserts such as ice cream. This phrase has been used by others
within the ice cream industry to refer to ice cream products and
frozen desserts. It has also been used in the media in a manner that
is generic in nature.

Williams Dec., Exh. C, pp. 14-15. Thus, the issue of genericness was raised, litigated
and actually adjudged in the prior civil action, and the second requirement for the
application of issue preclusion is met.

(iii)  The Prior Determination of the Genericness Issue Was Necessary and Essential to
the Resulting Judgment

In its Order granting SCEA summary judgment, the Court held that Plaintiff did
not have a protectible trademark right in the phrase “frosty treats” and dismissed
Plaintiff’s infringement claims. (Id. at 15-16.) That the Court’s determination on the
issue of genericness was necessary and essential to its judgment on protectibility can be
seen from the language of its Order cited above, most specifically “(t)he Court finds that
the phrase ‘frosty treats’ is generic and not protectible.” (Id. at 15). Put simply, the
Court dismissed Plaintiff’s infringement claims because Plaintiff cannot have a
protectible interest in a generic phrase. Thus, the Court’s determination on the issue of
genericness was necessary and essential to its resulting judgment, and the third

requirement for the application of issue preclusion is met.




(iv)  The Party Precluded Was Fully Represented in the Prior Action

Applicant Frosty Treats was the named plaintiff, along with its subsidiary
companies, in the prior civil action. Frosty Treats was represented in that action by the
same law firm and attorneys, Lathrop & Gage, who filed Application No. 78/168,231 and
who represent Frosty Treats in this proceeding. Frosty Treats’ counsel argued this issue
vigorously at the Court’s hearing on May 18. (Williams Dec., Exh. D.) Frosty Treats
thus had a full and fair opportunity to litigate this issue in the prior civil action and should
be precluded from relitigating it in the current opposition proceeding. Therefore, this

requirement and all requirements for issue preclusion are met.

CONCLUSION

Because the genericness of “frosty treats” has already been actually and
necessarily determined in Opposer’s favor by a court of competent jurisdiction in the
prior civil action between the parties, because all the requirements for issue preclusion
have been met, and because the granting of Opposer’s Motion will encourage reliance on
adjudication by avoiding the risk of inconsistent judgments and conserve the Board’s
valuable resources, Opposer’s Motion for Summary Judgment should be granted and

Application No. 78/168,231 for “Frosty Treats” should be refused registration.

Dated: Foster City, California By: /@M

June ] , 2004 Riley R. Russell
Jennifer Y. Liu
James P. Williams
Daniel Herp

Attorneys for Opposer
Sony Computer Entertainment America Inc.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SONY COMPUTER ENTERTAINMENT
AMERICA INC,,
Opposition No. 91157867
Opposer,
V.
FROSTY TREATS, INC,,
Applicant.

DECLARATION OF SUZANNE WILLJIAMS IN SUPPORT OF OPPOSER’S
MOTION FOR SUMMARY JUDGMENT ON COUNT ONE OF THE NOTICE OF
OPPOSITION (“GENERICNESS”) BASED ON ISSUE PRECLUSION

I, Suzanne Williams, declare and state:
1. Iam aparalegal in the Legal Department of Sony Computer Entertainment America
Inc. (“SCEA”). Iam familiar with the facts and proceedings herein and with the prior

civil action between the parties Frosty Treats, Inc, et al. v. Sony Computer Entertainment

America Inc., 03-0378-CV-W-SOW (W.D. Mo.). I submit this Declaration in support of
Opposer’s Motion identified above.

2. Attached hereto as Exhibit A is a true and correct copy of the First Amended
Complaint in the prior civil action between the parties, bearing a service date of May 6,
2003. This date is approximately four months prior to the September 4, 2003 filing date

for the Notice of Opposition in the current proceeding. Counts I and II of the First




Amended Complaint allege SCEA’s infringement of Plaintiff’s protectible trademark
right in the phrase “frosty treats.” (Exhibit A, pp. 11-12).
3.  Attached hereto as Exhibit B is a true and correct copy of the Original Answer of
SCEA in the above-identified action bearing an e-filing date of May 23, 2003. The fifth
affirmative defense of SCEA’s Original Answer alleges, among other things, that
Plaintiff’s alleged marks, including its alleged “frosty treats” mark, are “generic for the
goods and services in connection with which they are used.” (Exhibit B, p. 13).
4.  Attached hereto as Exhibit C is a true and correct copy of the Order of the United
States District Court for the Western District of Missouri, dated May 19, 2004 in the prior
civil action.
5.  Attached hereto as Exhibit D is a true and correct copy of relevant portions of the
Transcript of Hearing On Motion For Summary Judgment Before the Honorable Scott O.
Wright, United States District Judge, dated May 18, 2004.

I declare, under penalty of perjury, that the foregoing is true and correct and that this

declaration is made this {07 day of June 2004.




IN THE UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF MISSOURI
WESTERN DIVISION

FROSTY TREATS, INC., FROSTY
TREATS OF LOUISVILLE, INC,,
FROSTY TREATS WHOLESALE,
INC. AND FROSTY TREATS OF
ATLANTA, INC,,

Plaintiffs,
Case No. 03-0378-CV-W-SOW

)

)

)

)

)

)

)

)

. )
)
SONY COMPUTER )
ENTERTAINMENT AMERICA, INC,, )
SONY CORPORATION, AND )
GEORGE GOEHRING, CAROL )
GOEHRING AND SCOTT GOEHRING )
D/B/A GAME X CHANGE, )
)

)

Defendants.

FIRST AMENDED COMPLAINT

Plaintiffs Frosty Treats, Inc., Frosty Treats of Louisville, Inc., Frosty Treats Wholesale,
Inc. and Frosty Treats of Atlanta, Inc. (collectively, “Plaintiffs” or “Frosty Treats”) state the
following for their Petition against defendants Sony Computer Entertainment America, Inc.,
Sony Corporation (collectively, “Sony Defendants") and George Goehring, Carol Goehring and
Scott Goehring d/b/a Game X Change (collectively, "Game X Change Defendants"):

1. This is an action at law and in equity for trademark infringement and dilution,
injury to business reputation, unfair competition, business defamation, and deceptive trade
practices arising under the Trademark Act of 1946, 15 U.S.C. §§ 1051 et seq. (1994) (“Lanham
Act”); the anti-dilution laws of the several states, including the Missouri Anti-Dilution Statute,

Mo. Rev. Stat. § 417.061; the fair business practices and unfair and deceptive trade practices act

CC 1137871v2




of the several states; the common law; and the misappropriation of Plaintiffs’ name and logo and
the unauthorized publicity of Plaintiffs’ name and logo.

2. Defendants are offering for sale and selling a series of video games, including
Twisted Metal, Twisted Metal II, Twisted Metal III, Twisted Metal IV, Twisted Metal Black and
Twisted Metal Small Brawl (collectively “Twisted Metal games”), that are confusingly similar
imitations of Plaintiffs’ FROSTY TREATS mark, SAFETY CLOWN logo mark and SAFETY
CLOWN trade dress. Defendants' video games are not manufactured by Plaintiffs, nor has
Defendants' use of Plaintiffs' name and logo been authorized by Plaintiffs in any way.
Defendants are not connected with or affiliated with Plaintiffs in any way. Defendants'
merchandise is likely to cause confusion and to deceive consumers and the public regarding its
source, dilutes and tarnishes the distinctive quality of Plaintiffs’ marks and trade dress, and
defames and disparages Plaintiffs’ business.

JURISDICTION AND VEN UE

3. This Court has personal jurisdiction over Defendants because they have
distributed or sold infringing merchandise within this State, have engaged in acts or omissions
within this State causing injury, have engaged in acts or omissions outside of this State causing
injury within this State, have manufactured or distributed products used or consumed within this
State in the ordinary course of trade, or have otherwise made or established contacts with this
State sufficient to permit the exercise of personal jurisdiction. This Court is the proper venue
because defendants George Goehring and Carol Goehring do business in this county, and
because defendant Scott B. Goehring resides and does business in this county, and because part
of the events and actions of the Sony defendants and the Goehring defendants giving rise to

Plaintiffs’ claims occurred in this county.
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THE PARTIES

4, Plaintiff Frosty Treats, Inc. is a Missouri corporation with its principal place of
business at 620 East Linwood, Kansas City, Jackson County, Missouri 64109, and it has offices
located in St. Louis, Missouri; Ferguson, Missouri; Kansas City, Missouri; Omaha, Nebraska;
and Memphis, Tennessee.

5. Plaintiff Frosty Treats of Louisville Inc. is a Missouri corporation having its
principal place of business at 620 East Linwood, Kansas City, Jackson County, Missouri 64109,
and it has offices in Louisville, Kentucky; Lexington, Kentucky; and Evansville, Indiana.

6. Plaintiff Frosty Treats Wholesale Inc. is a Missouri corporation with its principal
place of business at 620 East Linwood, Kansas City, Jackson County, Missouri 64109, and it has
offices located in New Orleans, Louisiana.

7. Plaintiff Frosty Treats of Atlanta, Inc. is a Missouri corporation with its principal
place of business located at 620 East Linwood, Kansas City, J ackson County, Missouri 64109,
and it has offices located in Atlanta, Georgia.

8. Defendant Sony Computer Entertainment America, Inc. is a Delaware corporation
having its office and principal place of business in Foster City, California. This defendant's

registered agent for service of process is Corporation Service Company, 2730 Gateway Oaks

Drive, Suite 100, Sacramento, California 95833.

9. Defendant Sony Corporation is a Japanese corporation having its office and
principal place of business at 7-35, Kitashinagawa 6-chome, Shinagawa-ku, Tokyo, 141-0001,
Japan.

10.  Defendant George Goehring d/b/a Game X Change, with offices at 4474 S.
Noland Road, Independence, Missouri and 516 S.E. Hwy 291, Lee's Summit, Missouri, resides

at 2010 Wayhaven Drive, West Plains, Missouri 65775.
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11.  Defendant Carol Goehring d/b/a Game X Change, with offices at 4474 S. Noland
Road, Independence, Missouri and 516 S.E. Hwy 291, Lee's Summit, Missouri, resides at 2010
Wayhaven Drive, West Plains, Missouri 65775.

12.  Defendant Scott B. Goehring d/b/a Game X Change, with offices at 4474 S.
Noland Road, Independence, Missouri and 516 S.E. Hwy 291, Lee's Summit, Missouri, resides
at 4409 Noland Road, Apt. C, Independence, Missouri 64055.

FACTS COMMON TO ALL CLAIMS FOR RELIEF

13.  Frosty Treats is currently, and for years has been, the single largest lessor of
custom built ice cream trucks and wholesale distributor of ice cream products in conjunction
with ice cream truck street vending in the United States.

14. Approximately 30 years ago, Frosty Treats’ corporate predecessor began placing
a clown head logo on the side of its ice cream trucks and using it as a trademark. On or around
1983, Frosty Treats’ corporate predecessor changed the clown design to the current “SAFETY
CLOWN?” trademark as shown in Exhibit A In conjunction with its use of the SAFETY
CLOWN mark, Frosty Treats’ corporate predecessor began using the trademark to specifically
promote itself as the most safety conscious ice cream truck company in the United States.

15.  In 1991, Plaintiff Frosty Treats, Inc. purchased substantially all of the assets of its
corporate predecessor, including the SAFETY CLOWN mark and associated goodwill.

16. In addition, in 1991, Plaintiff Frosty Treats, Inc. began using the FROSTY
TREATS wordmark as shown in Exhibit B in U.S. commerce in conjunction with its ice cream
truck leasing and wholesale ice cream distribution business.

17. Frosty Treats' corporate predecessor continuously used the SAFETY CLOWN
mark from approximately 1983 up to 1991. Plaintiff Frosty Treats, Inc. has continuously used

both the SAFETY CLOWN and FROSTY TREATS marks in conjunction with its business from

CC 1137871v2 4



1991 to the current date. Both are prominently displayed on Frosty Treats’ ice cream trucks and
constitute Plaintiffs' "COMBINED TRADE DRESS."

18.  Plaintiffs’ FROSTY TREATS mark is well known and famous. Plaintiffs have
used this mark in connection with their advertising activities, community awareness events, and
to promote their image.

19.  Plaintiffs’ SAFETY CLOWN mark and COMBINED TRADE DRESS are well
known and famous. Plaintiffs have used bothin connection with their advertising activities,
community awareness events, and to promote their image.

20.  The FROSTY TREATS mark is not functional, and the public recognizes and
understands that the FROSTY TREATS mark distinguishes and identifies Plaintiffs’ goods and
services.

21.  The SAFETY CLOWN mark and COMBINED TRADE DRESS are not
functional, and the public recognizes and understands that both distinguish and identify
Plaintiffs’ goods and services.

22.  For over a decade, the Plaintiffs have extensively and continuously used and
promoted the FROSTY TREATS and SAFETY CLOWN marks and COMBINED TRADE
DRESS in connection with their business. In recent years, annual sales of products sold have
exceeded millions of dollars within the United States. Further, because of the nature of their
business, Plaintiffs’ ice cream trucks display the FROSTY TREATS and SAFETY CLOWN
marks and COMBINED TRADE DRESS throughout neighborhoods to millions of Americans
every year. Accordingly, both the FROSTY TREATS and SAFETY CLOWN marks and

COMBINED TRADE DRESS have achieved national fame and tremendous recognition.
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23.  The fame and popularity of the FROSTY TREATS and SAFETY CLOWN marks
and COMBINED TRADE DRESS is also evident from numerous newspaper articles that have
appeared throughout the country.

24. On or about October 21, 2002, Plaintiffs registered their FROSTY TREATS and
SAFETY CLOWN marks with the Missouri state trademark authorities.

25.  As a result of Plaintiffs’ extensive use and promotion of their FROSTY TREATS
and SAFETY CLOWN trademarks and COMBINED TRADE DRESS, Plaintiffs have built up
and now own valuable goodwill that is symbolized by these marks and trade dress. The
purchasing public has come to associate the FROSTY TREATS and SAFETY CLOWN marks
and COMBINED TRADE DRESS with Plaintiffs. Plaintiffs’ marks and COMBINED TRADE
DRESS are distinctive and non- functional and have achieved significant secondary meaning.

DEFENDANTS' UNLAWFUL ACTIVITIES

26.  Sony Defendants are designing, manufacturing, distributing, offering for sale and
selling goods that bear a confusingly similar imitation of Plaintiffs’ FROSTY TREATS mark
and SAFETY CLOWN mark and COMBINED TRADE DRESS, including the magazine
advertisement, a true and correct copy of which is attached as Exhibit C.

27.  On or about November 1, 1995, Sony Defendants began making and selling the
first installment of the Twisted Metal game series.

28.  The first version of Twisted Metal (“Twisted Metal I”) is a violent, demolition-
derby type game in which a variety of vehicles attempt to destroy each other using machine
guns, rockets, fire, bombs, and other weapons. In addition, buildings and homes can be
destroyed, and innocent pedestrians and even pets can be murdered in the middle of the street.

29.  In the Twisted Metal I game, one of the vehicles that can be driven is an ice cream

truck.
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30.  Inthe Twisted Metal I game, the driver of the ice cream truck is a "sadistic
clown" named "Sweet Tooth".

31.  On information and belief, at the time the Twisted Metal I game first was
distributed in U.S. commerce, no ice cream truck company except Frosty Treats and its corporate
predecessors had used a clown in conjunction with ice cream trucks.

32.  Onor about November 1, 1996, Sony Defendants began selling the second
installment of the Twisted Metal game series (“Twisted Metal 1I”).

33.  Like Twisted Metal I, Twisted Metal II is a violent video game involving vehicles
using an arsenal of weapons to attack other vehicles, destroy property, and murder innocent
pedestrians and pets.

34.  Like the Twisted Metal I game, Twisted Metal II also features an ice cream truck
driven by the clown "Sweet Tooth"

3s. On or about November 1, 1998, Sony Defendants released the third installment of
the Twisted Metal game series (“Twisted Metal III”).

36.  On or about November 1, 1999, Sony Defendants began selling the fourth
installment of the Twisted Metal game series (“Twisted Metal IV”).

37.  Like the earlier versions of the Twisted Metal game, both Twisted Metal III and
Twisted Metal IV are violent video games and both incorporate an ice cream truck driven by the
Sweet Tooth clown character. Again, Sweet Tooth uses an ice cream truck equipped with
destructive weapons to attack other vehicles, destroy property and murder innocent pedestrians
and pets.

38. On or about June 19, 2001, Sony Defendants released the fifth version of the

Twisted Metal game series. This fifth installment of the Twisted Metal video game series is
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known as “Twisted Metal Black”, and is designed for Sony Defendants' Playstation 2 video
game console.

39.  Twisted Metal Black has a more sophisticated visual look and detailed story line
than any of the previous Twisted Metal video games. In Twisted Metal Black, all the drivers of
the various vehicles are former inmates of an insane asylum. During extended story clips during
the game, each character tells why they were incarcerated in the insane asylum. A central
character, Calisto, offers each of the characters a chance to be free of the insane asylum if they
will battle each other.

40.  Sweet Tooth the clown reappears in the Twisted Metal Black video game.

41,  In the Twisted Metal Black story line associated with Sweet Tooth, Sweet Tooth
is presented as a serial killer who drives an ice cream truck. Sweet Toothuses the appeal of the
ice cream truck to lure children into the truck and then slaughters them. In the storyline,
newspaper headlines detail Sweet Tooth's massacre of over 20 victims. As the story line
continues, graphic images are presented of Sweet Tooth the clown being electrocuted in an
electric chair, escaping from the chair, being beaten by police officers and then escaping. In the
audio portion of the Sweet Tooth story line, we learnthat Sweet Tooth murdered all of the police
officers who attempted to keep him from escaping from his execution.

42.  Inthe last chapter of the Sweet Tooth story line, Calisto presents Sweet Tootha
medicine, consisting of a preacher's blood, that will quell the hell fire that burns on top of his
head. Sweet Toothis told, however, that if he ever murders again, the hell fire will return.
Instead of drinking the preacher's blood potion, Sweet Tooththe clown destroys the potion and
murders the Calisto character. In the video segment, an image is shown with Calisto screaming

as Sweet Tooth the clown slits his throat, blood splattering across the room.
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43.  In the Twisted Metal Black game, Sweet Tooth's ice cream truck is known as the
“Tasty Treats” ice cream truck.

44.  Each of the various characters appearing in Twisted Metal Black has their own
story line. All of the characters are murderers, in addition to each story line containing a variety
of other disgusting and unsavory themes and characters such as assassination, cannibalism, a
mad homicidal preacher, parricide, torture and child mutilation.

45.  On or about November 27, 2001, Sony Defendants released the sixth installment
of the Twisted Metal video game series (“Twisted Metal Small Brawl”).

46. Like the earlier installments of the Twisted Metal video game series, Twisted
Metal Small Brawl is a violent video game in which an arsenal of weapons is used to attack other
vehicles and destroy property.

47.  In Twisted Metal Small Brawl, the Sweet Tooth character is present, again driving
an ice cream truck.

48.  In both the Twisted Metal Small Brawl game itself, the associated game manual,
and Sony Defendants' advertising, Sweet Tooth's ice cream truck is described by Sony
Defendants as the “Frosty Treats Ice Cream Truck.”

49.  Because consumers of the Twisted Metal video game series are familiar with
previous incarnations of the game, Twisted Metal Small Braw!’s use of Plaintiffs' FROSTY
TREATS mark in conjunction with Sweet Tooththe Clown is immediately associated with all of
the acts of violence, homicide, child murder, and mayhem in the previous Twisted Metal games.

50.  Game X Change Defendants are selling the Twisted Metal video game series from

their 4474 S. Noland Road, Independence, Missouri location, including Twisted Metal Black.
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51.  Inaddition to the game itself, Sony Defendants have used Plaintiffs” marks on an
ice cream truck in advertising materials associated with the game in national media publications.

52.  The Twisted Metal video game series offered for sale and sold by Defendants is
not manufactured by Plaintiffs, nor are the Defendants associated or connected with Plaintiffs, or
licensed, authorized, sponsored, endorsed or approved by Plaintiffs in any way.

53. Plaintiffs used the FROSTY TREATS mark, SAFETY CLOWN mark and
COMBINED TRADE DRESS extensively and continuously before Defendants began using the
confusingly similar imitations of Plaintiffs' marks and trade dress in the Twisted Metal video
game series.

54.  The goods sold by Defendants are directed at the same demographic group as
Plaintiffs' end consumer, i.e., children and their parents.

55.  Defendants' use and/or sale of confusingly similar imitations of Plaintiffs’
FROSTY TREATS mark, SAFETY CLOWN mark and COMBINED TRADE DRESS are likely
to deceive, confuse and mislead prospective purchasers into believing that Defendants' Twisted
Metal games are authorized by, sponsored by, or in some manner associated with Plaintiffs,
which they are not. The likelihood of confusion, mistake and deception engendered by
Defendants' misappropriation of Phintiffs’ marks and trade dress are causing irreparable harm to
the goodwill symbolized by the FROSTY TREATS mark, SAFETY CLOWN mark and
COMBINED TRADE DRESS and the reputation for quality and safety consciousness that they
embody.

56.  On information and belief, Sony Defendants knowingly, willfully, intentionally
and maliciously adopted and used confusingly similar imitations of Plaintiffs’ FROSTY

TREATS trademark, SAFETY CLOWN mark and COMBINED TRADE DRESS.
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COUNT 1
(State Trademark Infringement, Dilution And Injury To Business Reputation)

57.  Plaintiffs’ repeat and incorporate by reference the allegations contained in
paragraphs 1 - 56.

58.  Plaintiffs have extensively and continuously promoted and used the FROSTY
TREATS trademark and SAFETY CLOWN trademark, and their COMBINED TRADE DRESS
in the United States and the marks and trade dress have become distinctive, famous and well-
known symbols of Plaintiffs’ goods and services.

59.  Defendants' unauthorized use of Plaintiffs’ trademarks and trade dress and
confusingly similar imitations infringes and dilutes the distinctiveness of Plaintiffs’ trademarks
and trade dress by eroding the public’s exclusive identification of these famous marks and trade
dress with Plaintiffs, and tamishing and degrading the positive associations and prestigious
connotations of the mark and trade dress.

60.  Defendants are causing and will continue to cause irreparable injury to Plaintiffs’
goodwill and business reputation, and dilution of the distinctiveness and value of Plaintiffs’
famous and distinctive trademarks and trade dress in violation of the Missouri Anti Dilution Act,
Mo. Rev. Stat. § 417.061(1)(1990 & Supp. 1998).

61.  Plaintiffs are entitled to injunctive relief, damages, costs, and reasonable attorneys
fees.

COUNT 11
(Common Law Trademark Infringement, Dilution And Unfair Competition)

62.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1 - 62.
63.  Defendants' acts constitute common law trademark infringement and unfair

competition and have created and will continue to create a likelihood of confusion to the
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irreparable injury of Plaintiffs as well as irreparable dilution of an injury to Plaintiffs’ marks
unless restrained by this Court. Plaintiffs have no adequate remedy at law for this injury.

64.  On information and belief, Sony Defendants acted with full knowledge of
Plaintiffs’ use of, and statutory and common law rights to, the FROSTY TREATS mark, the
SAFETY CLOWN mark, and COMBINED TRADE DRESS and without regard to the
likelihood of confusion of the public or likelihood of dilution created by Sony Defendants'
activities.

65. Sony Defendants' actions demonstrate an intentional, willful, and malicious intent
to trade on the goodwill associated with Plaintiffs’ marks and trade dress to the great and
irreparable injury of Plaintiffs.

66.  As a result of Defendants' acts, Plaintiffs have been damaged in an amount not as
yet determined or ascertainable. At a minimum, however, Plaintiffs are entitled to injunctive
relief, to an accounting of Defendants' profits, to damages, and to costs. In light of the
deliberately fraudulent and malicious use of confusingly similar imitations of Plaintiffs’
trademarks and trade dress, and the need to deter Sony Defendants from similar conduct,
Plaintiffs additionally are entitled to punitive damages.

COUNT III
(Defamation)

67. Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1-67.

68.  On information and belief, Sony Defendants were fully aware that Plaintiffs, who
collectively are engaged in the largest ice cream truck vending business of its type in the United
States, were the only ice cream truck vending business to use a clown mark and trade dress with

their goods and services.
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69.  Oninformation and belief, Sony Defendants were fully aware of Plaintiffs’
FROSTY TREATS mark, SAFETY CLOWN mark and COMBINED TRADE DRESS.

70.  On information and belief, Sony Defendants' activities as described herein were
willfully and maliciously aimed at conveying the message that Plaintiffs’ business practices are
unsafe, drivers associated with its business are unsavory criminals, and to otherwise intentionally
and specifically damage Plaintiffs’ goodwill and reputation amongst the public, and the public’s
trust of Plaintiffs’ business.

71.  These previously-described defamatory acts of Sony Defendants have willfully
and intentionally damaged Plaintiffs in an amount not as yet determined or ascertainable. Ata
minimum, however, Plaintiffs are entitled to injunctive relief, to an accounting of Sony
Defendants' profits, to damages, and to costs. In light of the deliberately defamatory and
malicious conduct by Sony Defendants, and the need to deter Sony Defendants from similar
conduct, Plaintiffs are additionally entitled to punitive damages.

COUNT 1V
(Injurious Falsehood)

72.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1- 72.
73.  On information and belief, Sony Defendants were fully aware that Plaintiffs, who
collectively are engaged in the largest ice cream truck vending business of its type in the United

States, are dependant upon the public’s perception of the safety of Plaintiffs’ drivers, ice cream

trucks, and products.

74.  On information and belief, Sony Defendants' activities as described herein were
willfully and maliciously aimed at conveying the message that Plaintiffs’ business practices are
unsafe, drivers associated with its business are unsavory criminals, and to otherwise intentionally

and specifically damage Plaintiffs’ goodwill and reputation amongst the public, and the public’s
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trust of Plaintiffs’ business. Alternatively, Sony Defendants should have recognized that their
activities described herein would have the alleged effect upon Plaintiffs’ reputation and business,
but recklessly proceeded with said activity.

75.  On information and belief, Sony Defendants were cognizant that its activities as
described herein contained statements that falsely conveyed the message that Plaintiffs’ business
practices are unsafe, drivers associated with its business are unsavory criminals, and to otherwise
intentionally and specifically damage Plaintiffs’ goodwill and reputation amongst the public, and
the public’s trust of Plaintiffs’ business.

76.  These previously described acts of injurious falsehood of Sony Defendants have
willfully and intentionally damaged Plaintiffs in an amount not as yet determined or
ascertainable. At a minimum, however, Plaintiffs are entitled to injunctive relief, to an
accounting of Sony Defendants' profits, to damages, and to costs. In light of the deliberately
malicious conduct by Sony Defendants, and the need to deter Sony Defendants from similar
conduct, Plaintiffs are additionally entitled to punitive damages.

COUNT V
(Prima Facie Tort)

77.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1-77.

78.  Altematively, Defendants' acts as described herein constituted otherwise lawful
acts.

79. Sony Defendants' activities as described herein were willfully and maliciously
aimed at injuring Plaintiffs by conveying the message that Plaintiffs’ business practices are
unsafe, drivers associated with its business are unsavory criminals, and to otherwise intentionally
and specifically damage Plaintiffs’ goodwill and reputation amongst the public, and the public’s

trust of Plaintiffs’ business.
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80. Sony Defendants' activities as described herein have willfully and intentionally
damaged Plaintiffs by negatively impacting Plaintiffs’ goodwill and reputation amongst the
public and the public’s trust of Plaintiffs’ business.

81. Sony Defendants lack justification for their activities as described herein.

82.  These previously described acts of prima facie tort of Sony Defendants have
willfully and intentionally damaged Plaintiffs in an amount not as yet determined or
ascertainable. At a minimum, however, Plaintiffs are entitled to injunctive relief, to an
accounting of Sony Defendants' profits, to damages, and to costs. In light of the deliberately
malicious conduct by Sony Defendants, and the need to deter Sony Defendants from similar
conduct, Plaintiffs are additionally entitled to punitive damages.

COUNT VI
(Wrongful Appropriation)

83.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1-82.

84.  Plaintiffs did not at any time consent to Defendants' use of the name Frosty Treats
or the Safety Clown image.

85.  Defendants have used and continue to use the name of Frosty Treats and the
Safety Clown image without Plaintiffs' consent.

86.  Defendants have derived advantages and made substantial profits from the
unauthorized and wrongful use of the name of Frosty Treats and the Safety Clown image.

87.  The unauthorized and wrongful use of the name of Frosty Treats and the Safety
Clown image has damaged and will continue to damage Plaintiffs' image and good reputation.

88.  Plaintiffs' good will and good reputation have been and will continue to be

damaged by Defendants' wrongful use of the name of Frosty Treats and the Safety Clown image.
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89.  Defendants' actions are in total disregard of Plaintiffs' rights and Plaintiffs are

entitled to punitive damages.

COUNT VI
(Federal Unfair Competition)

90.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1 - 89

91.  Defendant's use of confusingly similar imitations of Plaintiffs’ FROSTY
TREATS and SAFETY CLOWN marks are likely to cause confusion, deception, and mistake by
creating the false and misleading impression that Defendant's goods are manufactured or
distributed by Plaintiffs, or associated with, sponsored by or connected with Plaintiffs, or have
the sponsorship, endorsement or approval of Plaintiffs.

92.  Defendant has made false representations, false descriptions, and false
designations of origin of its goods in violation of 15 U.S.C. § 1125(a), and Defendant's activities
have caused and, unless enjoined by this Court, will continue to cause a likelihood of confusion
and deception of members of the trade and public, and, additionally, injury to Plaintiffs’
goodwill and reputation as symbolized by the FROSTY TREATS and SAFETY CLOWN marks,
for which Plaintiffs have no adequate remedy at law.

93. Defendant's actions demonstrate an intentional, willful, and malicious intent to
trade on the goodwill associated with Plaintiffs’ marks.

94.  Defendant's conduct has caused, and is likely to continue causing, substantial
injury to the public and to Plaintiffs, and Plaintiffs are entitled to injunctive relief and to recover
Defendant's profits, actual damages, enhanced profits and damages, costs, and reasonable
attorneys’ fees pursuant to 15 U.S.C. §§ 1125(a), 1116 and 1117.

COUNT VIII
(Federal Trademark Dilution)

9s. Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1 - 94.
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96.  Plaintiffs have extensively and continuously promoted and used the FROSTY
TREATS mark and SAFETY CLOWN mark in the United States and the mark has thereby
become a famous and well-known symbol of Plaintiffs’ goods and services.

97.  Defendant is making commercial use in commence of marks that dilute and are
likely to dilute the distinctiveness of Plaintiffs’ FROSTY TREATS mark and SAFETY CLOWN
mark by eroding the public’s exclusive identification of these famous marks with Plaintiffs, by
tarnishing, disparaging and degrading the positive associations and prestigious connotations of
the mark, and by otherwise lessening the capacity of the mark to identify and distinguish goods
and services.

98. Defendant's actions demonstrate an intentional, willful, and malicious intent to
trade on the goodwill associated with Plaintiffs’ FROSTY TREATS and SAFETY CLOWN
marks or to cause dilution of the marks, to the great and irreparable injury of Plaintiffs.

99.  Defendant has caused and will continue to cause irreparable injury to Plaintiffs’
goodwill and business reputation, and dilution of the distinctiveness and value of Plaintiffs’
famous and distinctive FROSTY TREATS and SAFETY CLOWN marks in violation of 15
U.S.C. § 1125(c), and Plaintiffs therefore are entitled to injunctive relief and to Defendant's
profits, actual damages, enhanced profits and damages, costs, and reasonable attorneys’ fees
pursuant to 15 U.S.C. §§ 1125(c), 1116 and 1117.

COUNT IX
(Federal Unfair Competition As To Plaintiffs’ Trade Dress)

100. Plaintiffs repeat and incorporate by refererce the allegations in paragraphs 1
through 99.
101. Plaintiffs use of the FROSTY TREATS trademark, in conjunction with the

SAFETY CLOWN mark, including the words, logo, and character known as SAFETY CLOWN,
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associated with Plaintiffs’ goods and services has beenextensively and continuously promoted
and used by Plaintiffs as its trade dress in the United States and said COMBINED TRADE
DRESS has thereby become a famous and well-known indicator of origin as to Plaintiffs’ goods
and services.

102. Defendant has made false representations, false descriptions, and false
designations of origin of its goods in violation of 15 U.S.C. § 1125(a), and Defendant's activities
have caused and, unless enjoined by this Court, will continue to cause a likelihood of confusion
and deception of members of the trade and public and, additionally, injury to Plaintiffs’ goodwill
and reputation as symbolized by its COMBINED TRADE DRESS, for which Plaintiffs have no
adequate remedy at law.

103. Defendant's actions demonstrate an intentional, willful, and malicious intent to
trade on the goodwill associated with Plaintiffs’ trade dress.

104. Defendant's conduct has caused, and is likely to continue to causing, substantial
injury to the public and to Plaintiffs, and Plaintiffs are entitled to injunctive relief and to recover
Defendant's profits, actual damages, enhanced profits and damages, costs, and reasonable
attorneys’ fees pursuant to 15 U.S.C. §§ 1125(a), 1116 and 1117.

COUNT X
(Federal Dilution As To Plaintiffs’ Trade Dress)

105.  Plaintiffs repeat and incorporate by reference the allegations in paragraphs 1 -

104.
106. Plaintiffs have extensively and continuously promoted and used their trade dress,
consisting of both the FROSTY TREATS mark and SAFETY CLOWN word mark, logo, design,

and character safety clown, as trade dress throughout the United States and said COMBINED
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TRADE DRESS has thereby become a famous and well-known indicator of the origin of
Plaintiffs’ good and services.

107. Defendant is making commercial use in commerce of trade dress that dilutes and
is likely to dilute the distinctiveness of Plaintiffs’ COMBINED TRADE DRESS by eroding the
public’s exclusive identification of this famous trade dress with Plaintiffs, by tarnishing and
degrading the positive associations and the prestigious connotations of the trade dress, and by
otherwise lessening the capacity of the trade dress to identify and distinguish goods and services.

108. Defendant's actions demonstrate an intentional, willful, and malicious intent to
trade on the goodwill associated with Plaintiffs’ COMBINED TRADE DRESS or to cause
dilution of Plaintiffs’ trade dress.

109. Defendant has caused and will continue to cause irreparable injury to Plaintiffs’
goodwill and business reputation, and dilution of the distinctiveness and value of Plaintiffs’
famous and distinctive COMBINED TRADE DRESS in violation of 15 U.S.C. § 1125(c), and
Plaintiffs are therefore entitled to injunctive relief and to Defendant's profits, actual damages,
enhanced profits and damages, costs, and reasonable attorneys’ fees pursuant to 15 US.C. §§
1125(c), 1116 and 1117.

PRAYER FOR RELIEF

WHEREFORE, Plaintiffs pray that:
1. Defendants and all their agents, officers, employees, representatives, successors,
assigns, attorneys and all other persons and entities acting for, with, by, through, or under

authority from Defendants, or in concert or participation with Defendants, and each of them, be

enjoined permanently, from:
A. Using the FROSTY TREATS mark, SAFETY CLOWN mark,

COMBINED TRADE DRESS, or any other copy, reproduction, or colorable imitation or
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simulation of Plaintiffs’ marks or trade dress all or in connection with Defendants' goods or
services;

B. Using any trademark, service mark, name, logo, design, character or
source designation of any kind on or in connection with Defendants' goods or services that is a
copy, reproduction, colorable imitation, or simulation of or computingly similar to, or in any way
similar to the trademarks, service marks, trade dress, names, or logos of Plaintiffs;

C. Using any trademark, service mark, name, logo, design, character, or
source designation of any kind on or in connection with Defendants' goods or services that is
likely to cause confusion, mistake, deception, or public misunderstanding that such goods or
services are produced or provided by Plaintiffs, or are sponsored by, affiliated with, or
authorized by or in any way connected or related to Plaintiffs;

D. Using any trademark, serviée mark, name, logo, design, character, or
source designation of any kind on or in connection with Defendants' goods or services that
dilutes or is likely to dilute the distinctiveness of the trademarks, service marks, trade dress,
names, or logos of Plaintiffs;

E. Using any trademark, service mark, name, logo, design, character, or
source designation of any kind on or in connection with Defendants' goods or services that
defames or unlawfully disparages Plaintiffs; and

F. Passing off, palming off, or assisting in passing off or palming off,
Defendants' goods or services as those of Plaintiffs, or otherwise continuing any and all acts of
unfair competition as alleged in this Petition;

2. Sony Defendants be ordered to recall all products bearing the FROSTY TREATS

mark, SAFETY CLOWN mark, or COMBINED TRADE DRESS or any other confusingly
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similar mark or trade dress, which have been shipped by Sony Defendants or under their
authority, to any customer including, but not limited to, any wholesaler, distributor, retailer,
consignor, or marketer, and also to deliver to each customer a copy of this Court’s Order as it
relates to said injunctive relief against Sony Defendants;

3. Defendants be ordered to deliver up for impoundment and for destruction all
Twisted Metal video games, and related materials including, but not limited to, boxes, labels,
tags, signs, packages, receptacles, advertising, promotional material, merchandise materials,
apparel or other materials in the possession, custody or under the control of Defendants that are
found to adopt, to infringe, to dilute, or to defame any of Plaintiffs’ trademarks or trade dress or
that otherwise unfairly compete with Plaintiffs and their products and services;

4, Sony Defendants be ordered to create, distribute and broadcast corrective
advertising sufficient to reasonably educate consumers that Sony Defendants' infringing, diluting
and otherwise illegal products are in no way affiliated with, sponsored by or associated with
Plaintiffs;

S. Sony Defendants be compelled to account to Plaintiffs for any and all profits
derived by Sony Defendants from the sale or distribution of infringing, diluting and/or otherwise
unlawful goods as described in this Petition;

6. Plaintiffs be awarded all damages caused by the acts forming the basis of this
Petition; and

7. Defendants be required to pay to Plaintiffs the cost of this action and their
reasonable attorneys’ fees;

8. Based on Defendant's knowing and intentional use of confusingly similar

imitations of Plaintiffs’ FROSTY TREATS mark, SAFETY CLOWN mark, and COMBINED
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TRADE DRESS, the damages award be trebled and the award of Defendant's profits be
enhanced as provided for by 15 U.S.C. § 117(a); and

9. Defendant be required to pay to Plaintiffs the cost of this action and their
reasonable attorneys’ fees pursuant to 15 U.S.C. § 117(a) and the state statutes cited in this
Petition;

10.  Based on Sony Defendants' willful and deliberate infringement, dilution and
defamation of Plaintiffs’ marks, trade dress and reputation, and to deter such conduct in the
future, Plaintiffs be awarded punitive damages; and

11.  Plaintiffs have such other and further relief as the Court may deem just and
proper.

JURY TRIAL DEMAND

Plaintiffs respectfully demand a trial by jury on all claims and issues of so triable.

LATHROP & GAGE L.C.

/s/ R. B. Miller 111

R. B. Miller III (24299)

Timothy K. McNamara (28953)
David R. Barnard (47127)

2345 Grand Boulevard

Suite 2800 .

Kansas City, Missouri 64108-2684
Telephone: (816) 292-2000
Telecopier: (816) 292-2001

Attorneys for Plaintiffs
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing was served
by U.S. mail, postage prepaid, this 6™ day of May, 2003, on the following:

B. Trent Webb

Rob Adams

Eric A. Buresh

Shook, Hardy & Bacon, LLP
One Kansas City Place

1200 Main Street

Kansas City, MO 64105-2118

/s/ R. B. Miller I1I
Attorney for Plaintiffs
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IN THE UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF MISSOURI
WESTERN DIVISION

FROSTY TREATS, INC., FROSTY TREATS )
OF LOUISVILLE, INC., FROSTY TREATS )
WHOLESALE, INC. AND FROSTY TREATS )
OF ATLANTA, INC.,

Plaintiffs,

VS, Case No. 03-378-CV-W-SOW

SONY COMPUTER ENTERTAINMENT
AMERICA INC., SONY CORPORATION,
AND GEORGE GOEHRING, CAROL
GOEHRING AND SCOTT GOEHRING
D/B/A GAME X CHANGE,

Defendants.

ORIGINAL ANSWER OF
SONY COMPUTER ENTERTAINMENT AMERICA INC.

-

Defendant Sony Computer Entertainment America Inc. (“SCEA”) files this

Original Answer to Plaintiffs’ First Amended Cémplaint (“Plaintiffs’ Complaint”). Concurrently
with this Answer, Defendants have filed a Motion for Partial Dismissal, pursuant to Rule
(12)(b)(6), to dismiss George Goehring, Carol Goehring and Scott Goehring d/b/a Game X
Change from this lawsuit and to dismiss Counts 3-6 of Plaintiffs’ First Amended Complaint as to
all defendants. Therefore, SCEA’s Answer and Counterclaim are limited to Counts l—-2 and 7-10

of Plaintiffs’ First Amended Complaint. SCEA reserves the right.to specifically address the
| allegations of Counts 3-6 should Defendants’ Motion for Partial Dismissal be denied.

L SCEA admits that this action purports to be an action for trademark

infringement and dilution, injury to business reputation, unfair competition, business defamation,
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and deceptive trade practices under the Trademark Act, Missouri state law and the common law,
as well as an action for wrongful misappropriation and other business torts. SCEA denies that
Plaintiffs have successfully alleged a cause of action under any of these theories. SCEA denies
the remaining allegations in paragraph 1 of Plaintiffs’ Complaint.

2. SCEA admits it has offered to sell and sold the Twisted Metal video game
series. SCEA admits that Plaintiffs do not manufacture the Twisted Metal video games and that
Plaintiffs have not authorized any of the games. SCEA admits that it is not connected or
affiliated with Plaintiffs in any way. SCEA denies the remaining allegations in paragraph 2 of
Plaintiffs’ Complaint.

JURISDICTION AND VENUE

3. SCEA admits that this Court has personal jurisdiction over it. This
admission does not apply in any way to Sony Corporation, which has not been served and has
not appeared in this action. SCEA admits that this Court is the proper venue for this action.
SCEA denies the remaining allegations in paragraph 3 of Plaintiffs’ Complaint.

PARTIES

4. SCEA. is without knowledge or information sufficient to form a belief as
to the truth of paragraph 4 of Plaintiffs’ Complaint and therefore denies the same.

5. SCEA is without knowledge or information sufficient to form a belief as

to the truth of paragraph 5 of Plaintiffs’ Complaint and therefore denies the same.

—

6. SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 6 of Plaintiffs’ Complaint and therefore denies the same.
7. SCEA is without knowledge or information sufficient to form a belief as

to the truth of paragraph 7 of Plaintiffs’ Complaint and therefore denies the same.
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8. SCEA admits the allegations in paragraph 8 of Plaintiffs’ Complaint.

9. SCEA does not answer on behalf of Sony Corporation and therefore
denies the allegations in paragraph 9 of Plaintiffs’ Complaint.

10.  SCEA admits the allegations in paragraph 10 of Plaintiffs’ Complaint.

11.  SCEA admits the allegations in paragraph 11 of Plaintiffs’ Complaint.

12.  SCEA admits the allegations in paragraph 12 of Plaintiffs’ Complaint.

GENERAL FACTS

13. | SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 13 of Plaintiffs’ Complaint and therefore denies the same.

14.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 14 of Plaintiffs’ Complaint and therefore denies the same.

15.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 15 of Plaintiffs’ Complaint and therefore denies the same.

16; SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 16 of Plaintiffs’ Complaint and therefore denies the same.

17.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 17 of Plaintiffs’ Complaint and therefore denies the same.

18.  SCEA denies that Pla'mﬁffs’ FROSTY TREATS mark is well known and
famous. SCEA is without knowledge or information sufficient to form a belief as to_the truth of
the remainder of paragraph 18 of Plaintiffs’ Complaint and therefore denies the same.

19.  SCEA denies that Plaintiffs’ SAFETY CLOWN mark and COMBINED

TRADE DRESS are well known and famous. SCEA is without knowledge or information
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sufficient to form a belief as to the truth of the remainder of paragraph 19 of Plaintiffs’
Complaint and therefore denies the same.

20.  SCEA denies that the FROSTY TREATS mark is not functional. SCEA
denies that the public recognizes and understands that the FROSTY TREATS mark distinguishes
and identifies Plaintiffs’ goods and services. SCEA denies the remaining allegations in
paragraph 20 of Plaintiffs’ Complaint.

21.  SCEA denies that the SAFETY CLOWN mark and COMBINED TRADE
DRESS are not functional. SCEA denies the public recognizes and understands that both
distinguish and identify Plaintiffs’ goods and services. SCEA denies the remaining allegations in
paragraph 21 of Plaintiffs’ Complaint.

22.  SCEA denies that both the FROSTY TREATS and SAFETY CLOWN
marks and COMBINED TRADE DRESS have achieved national fame and tremendous
recognition. SCEA is without knowledge or information sufficient to form a belief as to the truth
of the remainder of paragraph 22 of Plaintiffs’ Complaint and therefore denies the same.

23.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 23 of Plaintiffs’ Complaint and therefore denies the same.

24.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 24 of Plaintiffs’ Complaint and therefore denies the same.

25. SCEA denies the glllegaﬁons in paragraph 25 of P{aimiffs’ CorEBl_aint. '

26.  SCEA denies the allegations in paragraph 26 of Plaintiffs’ Complaint.

27.  Due to the vague and ambiguous nature of the allegations in paragraph 27

of Plaintiffs” Complaint, SCEA denies the same.
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28.  SCEA denies Plaintiffs’ characterization of the Twisted Metal I game as
set forth in this paragraph.

29.  SCEA admits that Twisted Metal I includes a fictional frozen treats
vehicle but otherwise denies the allegations in paragraph 29 of Plaintiffs’ Complaint.

30.  SCEA admits that one fictional character in the video game is a clown
named Sweet Tooth. SCEA denies the remaining characterizations set forth in paragraph 30 of
Plaintiffs” Complaint.

31.  SCEA is without knowledge or information sufficient to form a belief as
to the truth of paragraph 31 of Plaintiffs’ Complaint and therefore denies the same.

32. Due to the vague and ambiguous nature of the allegations in paragraph 32
of Plaintiffs’ Complaint, SCEA denies the same.

33.  SCEA denies Plaintiffs’ chgracterization of the Twisted Metal II game as
stated in this paragraph.

34.., SCEA denies Plaintiffs’ characterization of the Twisted Metal II game as
stated in paragraph 34 of Plaintiffs’ Complaint

35.  Due to the vague and ambiguous nature of the allegations in paragraph 35
of Plaintiffs’ Complaint, SCEA denies the same.

36.  Due to the vague and ambiguous nature of the allegations in paragraph 36

of Plaintiffs’ Complaint, SCEA denies the same.

———

37. SCEA denies the characterizations of the Twisted Metal III and Twisted

Metal IV games as set forth in paragraph 37 of Plaintiffs’ Complaint.
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38.  SCEA admits that the fifth version of the Twisted Metal game series is
commonly known as Twisted Metal Black. The remainder of the allegations in paragraph 38 of
Plaintiffs’ Complaint are vague and ambiguous and SCEA therefore denies the same.

39.  SCEA denies the characterization of the Twisted Metal Black game as
stated in paragraph 39 of Plaintiffs’ Complaint.

40.  SCEA admits that one fictional character in the Twisted Metal Black
video game is named Sweet Tooth. SCEA denies the remaining allegations in paragraph 40 of
Plaintiffs” Complaint.

41.  SCEA denies the characterization of the Twisted Metal Black game as
stated in paragraph 41 of Plaintiffs’ Complaint.

42.  SCEA denies the characterization of the Twisted Metal Black game as
stated in paragraph 42 of Plaintiffs’ Complaint.

43.  SCEA denies the characterization of the Twisted Metal Black game as
stated in paragraph 43 of Plaintiffs’ Complaint.

44,  SCEA admits that each of the fictional characters appearing in the video
game “Twisted Metal Black™ has its own story line. SCEA denies the remaining allegations and
characterizations as stated in paragraph 44 of Plaintiffs’ Complaint.

45.  SCEA admits that the sixth installment of the Twisted Metal video game
series is..(:ommogly known as Twisted Metal Small Brawl. The remainder of the allegations in

———

paragraph 45 of Plaintiffs’ Complaint are vague and ambiguous and SCEA therefore denies the

same.

46. SCEA denies the characterizations of the Twisted Metal Small Brawl

game as stated in paragraph 46 of Plaintiffs’ Complaint.
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47.  SCEA admits that there is a fictional character named “Sweet Tooth” in
the Twisted Metal Small Brawl video game. SCEA denies the remaining allegations and
characterizations stated in paragraph 47 of Plaintiffs’ Complaint.

48.  SCEA admits that the Small Brawl game includes a fictional vehicle
described as a frosty treats ice cream truck. SCEA denies the remaining allegations in paragraph
48 of Plaintiffs’ Complaint.

49.  SCEA denies the allegations in paragraph 49 of Plaintiffs’ Complaint.

50. SCEA admits that one or more video games from the Twisted Metal video
game series has been sold from the Noland Road Game X Change store. SCEA denies the
remaining allegations in paragraph 50 of Plaintiffs’ Complaint.

51.  SCEA admits that it has issued one advertisement depicting a fictional
frozen treats vehicle. SCEA denies the remaining allegations in paragraph 51 of Plaintiffs’
Complaint.

52: SCEA admits that its Twisted Metal video game series is not
manufactured by Plaintiffs, that Defendants are not associated or connected with Plaintiffs, and
that Defendants are not licensed, authorized, sponsored, endorsed or approved by Plaintiffs in
any way. SCEA denies the remaining allegations in paragraph 52 of Plaintiffs’ Complaint.

53.  SCEA denies the allegations in paragraph 53 of Plaintiffs’ Complaint.

54.  SCEA denies the allegations in paragraph 54 of P}aintiffs’ Cor_l__lﬂaint.

55.  SCEA denies the allegations in paragraph 55 of Plaintiffs’ Complaint.

56.  SCEA denies the allegations in paragraph 56 of Plaintiffs’ Complaint.

COUNT I

57.  SCEA repeats and incorporates each of the responses set forth above.
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58.  SCEA denies the allegations in paragraph 58 of Plaintiffs’ Complaint.

59.  SCEA denies the allegations in paragraph 59 of Plaintiffs’ Complaint.

60.  SCEA denies the allegations in paragraph 60 of Plaintiffs’ Complaint.

61.  SCEA denies the allegations in paragraph 61 of Plaintiffs’ Complaint.

COUNT I

62.  SCEA repeats and incorporates each of the responses set forth above.

63.  SCEA denies the allegations in paragraph 63 of Plaintiffs’ Complaint.

64.  SCEA denies the allegations in paragraph 64 of Plaintiffs’ Complaint.

65.  SCEA denies the allegations in paragraph 65 of Plaintiffs’ Complaint.

66. SCEA denies that Plaintiffs have been damaged as a result of its acts.
SCEA denies that Plaintiffs are entitled to any relief.

COUNT 11

67.  With respect to paragraph 67 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

68.  With respect to paragraph 68 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

69.  With respect to paragraph 69 of Plaintiffs’ First AAmended ;Eomplaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding

Partial Motion for Dismissal.
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70.  With respect to paragraph 70 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

71.  With respect to paragraph 71 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

COUNT IV

72.  With respect to paragraph 72 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
‘Partial Motion for Dismissal.

73.  With respect to paragraph 73 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

74,  With respect to paragraph 74 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

75.  With respect to paragraph 75 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding

Partial Mption fqr Dismissal. i .

76.  With respect to paragraph 76 of Plaintiffs’ First Amended Complaint,

SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding

Partial Motion for Dismissal.
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COUNT V
71.  With respect to paragraph 77 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
78.  With respect to paragraph 78 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
79.  With respect to paragraph 79 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
80.  With respect to paragraph 80 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
81.  With respect to paragraph 81 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
82.  With respect to paragraph 82 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.
COUNT VI
83.  With respect to paragraph 83 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding

Partial Motion for Dismissal.
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84.  With respect to paragraph 84 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

85.  With respect to paragraph 85 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

86.  With respect to paragraph 86 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

87.  With respect to paragraph 87 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

88.  With respect to paragraph 88 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

89.  With respect to paragraph 89 of Plaintiffs’ First Amended Complaint,
SCEA makes no response at this time, without prejudice, in view of Defendants’ corresponding
Partial Motion for Dismissal.

COUNT VII

- ———

90.  SCEA repeats and incorporates each of the responses set forth above.
91.  SCEA denies the allegations in paragraph 91 of Plaintiffs’ Complaint.
92.  SCEA denies the allegations in paragraph 92 of Plaintiffs’ Complaint.

93.  SCEA denies the allegations in paragraph 93 of Plaintiffs’ Complaint.

11
1252452v3




94.  SCEA denies the allegations in paragraph 94 of Plaintiffs’ Complaint.
COUNT vIII

95.  SCEA repeats and incorporates each of the responses set forth above.

96.  SCEA denies that Plaintiffs’ marks and trade dress have become famous
and well known. SCEA is without knowledge or information sufficient to form a belief as to the
truth of the remainder of paragraph 96 of Plaintiffs’ Complaint and therefore denies the same.

97.  SCEA denies the allegations in paragraph 97 of Plaintiffs’ Complaint.

98.  SCEA denies the allegations in paragraph 98 of Plaintiffs’ Complaint.

99.  SCEA denies the allegations in paragraph 99 of Plaintiffs’ Complaint.

COUNT IX

100. SCEA repeats and incorporates each of the responses set forth above.

101. SCEA denies that Plaintiffs’ marks and trade dress have become famous
and well known. SCEA is without knowledge or information sufficient to form a belief as to the
truth of the remainder of paragraph 101 of Plaintiffs’ Complaint and therefore denies the same.

102. SCEA denies the allegations in paragraph 102 of Plaintiffs’ Complaint.

103. SCEA denies the allegations in paragraph 103 of Plaintiffs’ Complaint.

104. SCEA denies the allegations in paragraph 104 of Plaintiffs’ Complaint.

COUNT X
105. SCEA repeats and incorporates each of the responses set forth above.

e

106. SCEA denies that Plaintiffs’ marks and trade dress have become famous

and well known. SCEA is without knowledge or information sufficient to form a belief as to the
truth of the remainder of paragraph 106 of Plaintiffs’ Complaint and therefore denies the same.

107. SCEA denies the allegations in paragraph 107 of Plaintiffs’ Complaint.
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108.  SCEA denies the allegations in paragraph 108 of Plaintiffs’ Complaint.

109. SCEA denies the allegations in paragraph 109 of Plaintiffs’ Complaint.

SCEA denies that Plaintiffs are entitled to any relief in connection with the
allegations contained in their First Amended Complaint, including the relief specified in their
prayer for relief. To the extent any allegation contained in Plaintiffs’ First Amended Complaint
has not been specifically admitted herein, it is hereby denied. SCEA denies any allegation that
may be implied by or inferred from the Headings of Plaintiffs’ Complaint.

AFFIRMATIVE DEFENSES

1. Plaintiffs’ First Amended Complaint fails to set forth a cause of action
upon which relief may be granted including, but not limited to, those failures set forth in
Defendants’ concurrently filed Motion for Partial Dismissal.

2. Plaintiffs’ claims are barred, in whole or in part, on grounds that Plaintiffs
have abandoned their marks and/or trade dress.

3. Plaintiffs’ claims are barred under the applicable statutes of limitation.

4, Plaintiffs’ claims are barred, in whole or in part, under the equitable
doctrines of laches, estoppel and/or waiver.

S. Plaintiffs’ alleged marks and/or trade dress are merely descriptive and/or

generic for the goods and services in connection with which they are used.

6. Plaintiffs’ alleged marks and trade dress are incapable of legal protection.
7. Plaintiffs’ alleged marks and trade dress are not distinctive and have not

attained secondary meaning.

8. Plaintiffs’ claims are barred, in whole or in part, under the doctrine of fair

use.
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9. Plaintiffs’ claims are barred and/or Plaintiffs are not entitled to damages in
connection with their claims on grounds that there is no likelihood of confusion because
Plaintiffs’ alleged marks and trade dress are not confusingly similar to any symbol, designation
or depiction appearing in the Twisted Metal video game series and/or the goods or services of the
parties are noncompetitive and unrelated.

10. Plaintiffs’ claims are barred, in whole or in part, due to the good faith of
SCEA, including, but not limited to, innocent intent on the part of SCEA and other relevant
parties.

11.  Plaintiffs’ claims are barred, in whole or in part on grounds that their
alleged marks and/or trade dress lack sufficient fame, notoriety and/or distinctiveness.

12. . Plaintiffs’ claims for punitive damages are barred due to the lack of any
recoverable compensatory damages by Plaintiffs in connection with their claims.

13.  Plaintiffs’ claims are barred, in whole or in part, under the doctrines of
parody and/or satire.

14.  Plaintiffs’ claims for punitive and/or exemplary damages are excessive,
disproportionate, and violate SCEA’s procedural and substantive rights under the due process
clause of the Fourteenth Amendment to the United States Constitution and under the Missouri
Constitution.

15. Plaintiffs’ claims are barred, in whole or in part, due to a lack of causation.

e ——

16. SCEA’s actions are protected by the First Amendment of the U.S.

Constitution.
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17.  Plaintiffs’ claims are barred, in whole or in part, on grounds that SCEA
has made no trademark usage of any of the symbols, designations or depictions appearing in the
Twisted Metal video game series complained of by Plaintiffs.

18.  Plaintiffs’ claims are barred, in whole or in part, on grounds that SCEA
has made no actionable statements in connection with the allegations set forth in Plaintiffs’
Complaint.

19.  Plaintiffs’ claims are barred, in whole or in part, on grounds that they have
suffered no damages resulting from the alleged actions of SCEA.

20.  Plaintiffs’ alleged marks and/or trade dress are functional and not legally
protectable.

21.  Plaintiffs’ claims and recovery are barred, in whole or in part, on grounds
that Plaintiffs requested damages are not permitted by applicable law and/or are improperly
speculative.

22, Plaintiffs’ claims are barred, in whole or in part, on grounds that there has
been no actual ditution of their alleged mafks and trade dress.

23.  Plaintiffs’ claims are barred, in whole or in part, on grounds that plaintiffs
have suffered no injury to their respective business reputations.

24.  Plaintiffs’ claims are barred, in whole or in part, on grounds that the public
- has not bgen decgived by any of SCEA’s actions in this matter. ) L

25.  Plaintiffs’ claims are barred, in whole or in part, on grounds that third
parties have used the same or similar marks in commerce.

26. SCEA reserves the right to raise additional affirmative defenses as they

become known through further investigation and discovery.
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WHEREFORE, SCEA prays that the Court enter judgment that Plaintiffs take
nothing, dismiss Plaintiffs’ suit with prejudice, assess costs against Plaintiffs, find this to be an
exceptional case, award SCEA its reasonable attorneys fees under 15 U.S.C. § 1117(a), and
award SCEA such other and further relief as the Court deems just and appropriate.

COUNTERCLAIMS

Defendant Sony Computer Entertainment America Inc. (“SCEA”) hereby alleges
the following counterclaims against Plaintiffs Frosty Treats, Inc., Frosty Treats of Louisville,
Inc., Frosty Treats Wholesale, Inc. and Frosty Treats of Atlanta, Inc.:

Jurisdiction

1. This Court has jurisdiction over these counterclaims pursuant to the

provisions of 28 U.S.C. §§ 2201 and 2202 in that this is an action for declaratory judgment

arising from the assertion of trademark infringement and related claims against SCEA. The

Court also has jurisdiction over the counterclaims under the provisions of Rule 13(a) of the

Federal Rules of Civil Procedure.
Yenue
2. Venue in this district is proper pursuant to the provisions of 28 U.S.C. §
1391(b).
Parties
3. On information and belief, Plaintiff Frosty Trea_ts, Inc. is a ﬂmoraﬁon
organized under the laws of the State of Missouri and residing within this judicial district.
4. On information and belief, Plaintiff Frosty Treats of Louisville, Inc. is a
corporation organized under the laws of the State of Missouri and residing within this judicial
district.
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5. On information and belief, Plaintiff Frosty Treats Wholesale, Inc. is a
corporation organized under the laws of the State of Missouri and residing within this judicial
district.

6. On information and belief, Plaintiff Frosty Treats of Atlanta, Inc. is a
corporation organized under the laws of the State of Missouri and residing within this district.

7. Sony Computer Entertainment America Inc. is a corporation organized

under the laws of the State of Delaware and doing business within this judicial district.

COUNT I - NONINFRINGEMENT

8. SCEA incorporates by reference the allegations contained in paragraphs 1-
7 above.

9. Because Plaintiffs have accused SCEA of state and common law
trademark infringement and federal, state and common law dilution and unfair competition, an
actual justiciable controversy exists between the parties.

10.  Plaintiffs have accused SCEA’s Twisted Metal video game series with
infringing and diluting Plaintiffs’ FROSTY TREATS trademark, SAFETY CLOWN trademark
and their COMBINED TRADE DRESS. Additionally, Plaintiffs have accused SCEA of unfairly
competing with and injuring the reputation of Plaintiffs’ business.

11.  SCEA denies that it has infringed or diluted Pl_aintiffs’ maiki or trade
dress. SCEA further denies that it has engaged in unfair competition or has injured Plaintiffs’
business reputation in any way. SCEA denies that it has engaged in any act or omission giving

rise to a cause of action by Plaintiffs against SCEA.
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12. SCEA is entitled to a declaration that it has not infringed or diluted
Plaintiffs’ purported marks and trade dress. Moreover, SCEA is entitled to a declaration that it
has not engaged in unfair competition or injured the reputation of Plaintiffs’ business.

COUNT II —- UNENFORCEABILITY or UNPROTECTABILITY

13.  SCEA hereby incorporates by reference its allegations contained in
paragraphs 1-12.

14.  Plaintiffs have instituted a trademark infringement action against SCEA
asserting infringement and dilution of its alleged FROSTY TREATS trademark, SAFETY
CLOWN trademark and their COMBINED TRADE DRESS. Plaintiffs have further alleged that
the acts alleged to constitute infringement also give rise to liability for unfair competition and
injury to business reputation.

15.  After a reasonable opportunity to conduct further investigation and
discovery in this matter, there likely will be evidence to support the conclusion that Plaintiffs’
alleged trademarks and trade dress are unenforceable and/or unprotectable.

16.  The bases for the unenforceability of Plaintiffs’ marks and trade dress
include but are not limited to the following:

a) Plaintiffs’ alleged marks and/or trade dress are generic and/or
merely descriptive and are therefore unprotectable.

b) Plaintiffs’ alleged marks and/or trade dress are functional and

——

incapable of legal protection; and
c) Plaintiffs’ alleged marks and trade dress are not distinctive and

have not attained secondary meaning in that purchasers do not associate the marks and trade

dress with Plaintiffs’ business alone.
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17. As a result of Plaintiffs’ assertion of infringement of its purported marks -
and trade dress, an actual justiciable controversy exists between the parties.

18.  SCEA is entitled to a declaration that Plaintiffs have no protectable or
enforceable interest in their purported marks and trade dress.

PRAYER FOR RELIEF

WHEREFORE, SCEA hereby prays for relief as follows:

1. For a declaratory judgment that SCEA has not infringe'd or dilufed
Plaintiffs’ purported FROSTY TREATS trademark, SAFETY CLOWN trademark and their
COMBINED TRADE DRESS.

2. For a declaratory judgment that SCEA has not engaged in unfair
competition and/or injured the business reputation of Plaintiffs.

3. For a declaratory judgment that Plaintiffs’ purported FROSTY TREATS
trademark, SAFETY CLOWN trademark and their COMBINED TRADE DRESS are
unprotectable and unenforceable

4. For an award of reasonable attorneys fees and other costs incurred in
connection with this action.

5. For such other and further relief as the Court deems just and appropriate.
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Dated Ny 23 2003

1252452v3

Respectfully Submitted,

Zé
B. Trent Webb, 40778
Rob Adams, 34612
Eric A. Buresh, W.D. Mo. #KS-000369
SHOOK, HARDY & BACON, LLP
One Kansas City Place
1200 Main Street
Kansas City, Missouri 64105-2118
(816) 474-6550
FAX: (816)421-5547

ATTORNEYS FOR SONY COMPUTER
ENTERTAINMENT AMERICA INC.
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing ORIGINAL ANSWER OF SONY
COMPUTER ENTERTAINMENT AMERICA INC. was e-filed with the Court and faxed and

electronically mailed to the following counsel this _23%= day of May, 2003.

R.B. Miller Il

Timothy K. McNamara

David R. Barnard

Lathrop & Gage, LC

2345 Grand Blvd., Suite 2800
Kansas City, MO 64108-2684
(816) 292-2000 - Telephone
(816) 292-2001 - Facsimile

By {,‘MZ &,6%%%/

Eric A. Buresh, Esq.

21
1252452v3



IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF MISSOURI

WESTERN DIVISION
FROSTY TREATS, INC,, et al,, )
Plaintiffs, ;
V. ; No. 03-0378-CV-W-SOW
SONY COMPUTER ENTERTAINMENT ;
AMERICA, INC,, )
Defendant. ;

ORDER

Before the Court are defendant Sony Computer Entertainment America Inc.’s Motion for
Summary Judgment (Doc. #36), defendant’s Suggestions in Support, plaintiffs’ Suggestions in
Opposition, defendant’s Response to Plaintiffs’ Objections to Defendant’s Suggestions in Support, and
defendant’s Reply. For the reasons stated below, defendant’s motion is granted.

I. Background

Plaintiffs Frosty Treats, Inc., Frosty Treats of Louisville, Inc., Frosty Treats Wholesale, Inc.,
and Frosty Treats of Atlanta, Inc. (collectively referred to as either “plaintiffs” or “Frosty Treats”) have
brought this action against defendant Sony Computer Entertainment America, Inc. (“SCEA”). Plaintiffs
have asserted several claims based upon defendant SCEA’s depiction of an ice cream truck and a
clown character in its Twisted Metal video games. Defendant SCEA moves for summary judgment on
plaintiffs’ claims.

The following facts are material to the pending motion for summary judgment: Carl S. Long is

the president and CEO of all of the plaintiff companies. In 1991, Mr. Long purchased a company




named “Delight Wholesale Company,” which he renamed Frosty Treats, Inc. Mr. Long has testified
that he “just came up with” the name “Frosty Treats” while driving in his car.

In 1992, Mr. Long purchased plaintiff Frosty Treats of Louisville, Inc. Mr. Long purchased
plaintiff Frosty Treats Wholesale, Inc. in 1993. Finally, Mr. Long purchased a company called either
“Earl’s Freezer Treats” or “Walls Freezer Treats,” which he renamed Frosty Treats of Atlanta, Inc.

All of the plaintiff companies sell ice cream. At present, plaintiffs operate in at least seven
states: Missouri, Kentucky, Tennessee, Louisiana, Nebraska, Georgia, and Indiana. Plaintiffs claim that
they also operate in Kansas, Illinois, Arkansas, Mississippi, and Iowa. Defendant does not agree with
plaintiffs’ claim. This discrepancy does not impact the motion before the Court. Plaintiffs’ operation
consists of approximately 330 ice cream vans. From 1995 through 2002, plaintiffs’ combined annual
revenue has ranged from $5.0 million to $8.4 million. Plaintiffs operate the largest ice cream truck street
vending business in the country. Its next largest competitor, Summer Song, has approximately 200
trucks. The Summer Song trucks are yellow and white with a large Blue Bunny® logo on the side.

Defendant SCEA is in the business of selling PlayStation video games which are designed to
play only on PlayStation video game consoles and related peripheral devices. SCEA’s T wisted Metal
video games range in price from $39.00 at the time of release to $12.00 at the end of the game’s sales
cycle. SCEA has no intention of expanding into the ice cream or ice cream vending business.

A. Alleged Intellectual Property At Issue

Plaintiffs’ First Amended Complaint sets forth three items of purported intellectual property that

are subject to this action: (1) a clown and text graphic that plaintiffs call the SAFETY CLOWN,; (2) the

words FROSTY TREATS; and (3) COMBINED TRADE DRESS which is comprised of both the




SAFETY CLOWN graphic and the words FROSTY TREATS used together on plaintiffs’ ice cream
vans. Plaintiffs describe the Safety Clown as a character as well as a graphic. The Safety Clown
graphic consists of “a clown head wearing a yellow pointed hat with a red pom-pom, red polka dots,
and a blue fringe on the bottom of the hat.” The clown “is wearing a blue ruffled collar and has a tuft of
orange hair on each side of its head.” The “clown has black eyebrows, blue eyes with a black pupil, a
red bulbous nose, white forehead, yellow cheeks and chin, a mouth with a black center, outlined by a
series of concentric red, white and orange lips.” The “clown’s right hand, which is pointed to the right
with thumb and index finger extended is white with a white wristband and each differently colored
element of the clown is outlined in black.” The Safety Clown graphic appears on the passenger side
door of plaintiffs’ vans as well as on the rear panel.

The Safety Clown graphic was developed in 1983 for the “Delight Wholesale Company” and
was used on the Delight Wholesale Company’s trucks. The Safety Clown graphic was used without
alteration by the various Frosty Treats entities as they came into existence.

The stylized words “FROSTY TREATS” appear on the passenger side of plaintiffs’ ice cream
vans as pink capital letters with frost or a “snow cap” on the upper portion of each letter. The stylized
version of these words, as they appear on plaintiffs’ vans, is approximately nine inches wide by four
inches high.

Plaintiffs registered the Safety Clown graphic and stylized “Frosty Treats” words on or about
October 21, 2002, with the Missouri Secretary of State. This was over ten months after defendant
released its last Twisted Metal game, Twisted Metal: Small Brawl. Plaintiffs did not begin using the

standard “SM” designation on their trucks or letterhead until late 2002. Plaintiffs do not have a federal




registration for any of their purported marks or trade dress. Plaintiffs did not file an application for
federal registration until September 26, 2002, more than nine months after SCEA released its last
Twisted Metal game.

B. Other Uses of Clown Graphics in Connection With Ice Cream Sales

Defendant SCEA asserts that there “is widespread use in the marketplace of clown designs,
safety clowns, and/or depictions of clowns in association with ice cream sales and/or safety.” Plaintiffs
object to this asserted fact, stating that “widespread use” is misleading. Defendant has provided the
Court with documents demonstrating that there are individuals who dress up as clowns and identify
themselves as a “safety clown.” The exact number of such individuals is not clearly established as
defendant’s documents contain duplicative entries regarding some of these individuals. Furthermore,
these individuals are not relevant to the issues in this case.

Defendant SCEA also asserts as a fact that a number of businesses in the ice cream vending
industry utilize a clown design on the side of their respective ice cream vehicles. Plaintiffs state that this
asserted fact is controverted. As noted by plaintiffs, “a number of businesses” is too vague. At best,
defendant’s evidence does establish that there are at least seven other ice cream vendors who utilize a
clown design on their vans or trucks.

C.  Other Uses of the Terms “Frosty Treat” and “Frosty Treats”

Similarly, defendant SCEA has been able to identify other ice cream businesses utilizing the
phrase “frosty treats” in association with ice cream. Plaintiffs claim that none of these other businesses
uses the term “frosty treats” in association with ice cream trucks.

Defendant SCEA claims that the term “frosty treats” is used by numerous media outlets as a
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term to identify the category of cold desserts, not to identify plaintiffs’ businesses. Plaintiffs respond
that this assertion is controverted. Plaintiffs contend that the articles produced by defendant actually
demonstrate that the term “frosty treats” is used not only to identify cold desserts, but to identify a

variety of other things that have nothing to do with the types of ice cream products that plaintiffs sell.

According to defendant, a computer database search conducted through Nexis for the universe
of uses of the terms “frosty treat” or “frosty treats” produced 259 results, 69% of which showed use of
the terms to identify a category of goods.! Of the remaining 31% of the search results, 28% identified
various companies, including plaintiffs (25% of the 31%). Three percent identified four other
companies: (1) Edmonds Frosty Treats in Kentucky; (2) Frosty Treat in Florida; (3) Frosty Treat in
Kansas; and (4) Frosty Treat Dairy Bar in Canada. The remaining 3% of the 31% were references to
weather conditions and the nickname of a deceased person.

In the 66 articles using the terms “frosty treat” or “frosty-treats” to refer to plaintiffs, 51 of the
articles did so in reports on police investigations, municipal ordinance issues, personal death
announcements of former company employees, references to individual drivers, and the current lawsuit.
Only 14 of the articles used the terms in positive news reports about plaintiffs” businesses.

Of the 69% of the results which used “frosty treat” to identify a category of products, some of
the results identified specific companies as the sellers of those products such as Orange Julius, Dairy
Queen, Dairy Palace, Durbin Magic Freeze, Dairy Delight, Ben & Jerry’s, and Classic Frozen Custard

among others. Some of these articles explain “frosty treat” or “frosty treats” as ice cream or a category

IPlaintiffs object to the use of these results, arguing that defendant has included duplicate
articles and has failed to provide a sufficient foundation for the articles.
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of cold desserts including ice cream.

Apart from the present suit, plaintiffs have not contested any use of the term “frosty treats” or
the use of a clown in conjunction with an ice cream truck by another person or entity.
D. Functionality of the Safety Clown Graphic

Carl Long created the Safety Clown graphic for the purpose of child safety around his ice
cream trucks. The Safety Clown graphic attempts to keep children safe by pointing a finger to the rear
of the vehicle, directing children to cross at the rear of the truck. Mr. Long has testified that the graphic
has accomplished a safety goal and “done an excellent job of protecting the children around the ice
cream truck.” The whole point of the safety clown graphic is to “tell kids to watch for cars and cross at
the rear.”

E. Defendant SCEA’s Twisted Metal Games

Plaintiffs’ claims extend to six of defendant SCEA’s PlayStation video games. The Twisted
Metal games fall into the car combat genre of video games. Car combat, as a game genre, involves
vehicles with weapons combating other vehicles with weapons.

In November of 1995, SCEA released the PlayStation video game Twisted Metal. One of the
vehicles in Twisted Metal is an ice cream truck. The ice cream truck has pink polka dots and a single
pink ice cream cone on each side panel. There is a clown head decoration on the top of the truck and
an image of a clown head on the rear panel of the truck. The truck in Twisted Metal is known as the

“Sweet Tooth” truck. This truck is driven by a “psychotic clown” character named Needles Kane.

Defendant has provided the Court with a picture of a screen shot showing how the truck with the clown

decoration appears during game play. Plaintiffs do not dispute that the image provided is an accurate
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depiction. Defendant has also provided the Court with a picture of the cover of the Twisted Metal
manual which shows the front of the ice cream truck with a clown image above the truck. Plaintiffs do
not dispute that the image provided to the Court is an accurate picture of the cover. The words “frosty
treats” do not appear in Twisted Metal.

Defendant SCEA released the PlayStation video game Twisted Metal 2 in November of 1996.
Twisted Metal 2 also includes an ice cream truck vehicle that is driven by a clown character. In
Twisted Metal 2, the ice cream truck is not described or named in the manual, but appears in game
play as a reward vehicle if the game player reaches and completes certain levels of game play. The ice
cream truck has pink polka dots and a single pink ice cream cone on each side panel. A clown head
decoration appears on top of the truck. There is also a clown graphic on the rear panel of the truck.
Defendant has provided the Court with a screen shot image from Twisted Metal 2. Plaintiffs do not
challenge the accuracy of this image. A clown head decoration appears in the Twisted Metal 2
manual. Defendant has provided the Court with a picture of the manual. Plaintiffs do not challenge the
accuracy of this picture. The words “frosty treats” do not appear in Twisted Metal 2.

In November of 1998, defendant SCEA released the PlayStation video game Twisted Metal
3. This game includes an ice cream truck referred to as the “Sweet Tooth” truck that is driven by a
character named Needles Kane. The “Sweet Tooth” ice cream truck in Twisted Metal 3 has pink
polka dots and a single pink ice cream cone on each side panel. The clown head decoration appears
on top of the truck. There is also a clown head pictured on the rear panel of the truck. The clown
head decoration also appears in the Twisted Metal 3 manual. Defendant has provided the Court with

an accurate image showing the cover of the manual with the clown head decoration. The words “frosty



treats” do not appear in Twisted Metal 3.

Defendant SCEA released the PlayStation video game Twisted Metal 4 in November of 1999.
Again, this game includes an ice cream truck referred to as the “Sweet Tooth” truck. The truck has
pink polka dots and a single pink ice cream cone on each side panel. The clown head decoration
appears on top of the truck. There is also a clown graphic on the rear panel of the truck. The clown
head decoration appears on the cover of the Twisted Metal 4. Defendant has provided the Court with
an accurate image showing the cover of the manual with the clown head decoration. The words “frosty
treats” do not appear in Twisted Metal 4.

In June of 2001, SCEA released the PlayStation 2 video game Twisted Metal: Black. This
game is the only Twisted Metal game to have a “Mature” rating. There is a clown character in
Twisted Metal: Black named “Sweet Tooth.” Defendant has provided the Court with a picture of this
“Sweet Tooth” character as he appears in the game. Sweet Tooth’s vehicle in Twisted Metal: Black
is named the “Tasty Treats Ice Cream Truck.” This name appears once in the game manual. It does
not appear during game play. Defendant has provided the Court with an accurate image showing the
ice cream truck with a clown head decoration as it appears during game play. The ice cream truck has
pink polka dots and children’s faces on each side panel. The clown head decoration appears on top of
the truck. The words “frosty treats” do not appear in Twisted Metal: Black.

Finally, in November of 2001, SCEA released the PlayStation video game Twisted Metal:
Small Brawl. This is a “Teen” rated game presenting a storyline of several neighborhood kids engaged
in a remote-controlled vehicle demolition derby style competition. A character named “Sweet Tooth”

is present in Twisted Metal: Small Brawl. He is described as a young neighborhood boy participating
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in the competition with a remote-controlled vehicle. Defendant has provided the Court with an
accurate image showing the cover of the game manual with a clown-like character. Sweet Tooth’s
remote-controlled vehicle is referred to in the game manual as the “Frosty Treats Ice Cream Truck.”
On the vehicle selection screen it is referred to as “Sweet Tooth’s vehicle.”

Defendant has provided the Court with a picture showing Sweet Tooth’s vehicle as it appears
during game play. The ice cream truck has pink polka dots. A clown head decoration appears on top
of the truck as the remote controlled antenna. The words “FrOsTy TreAtS” appear on the side of the
vehicle in a light aqua color. There is also a clown graphic on the side of the truck. When discussing a
comparison of the various depictions of Sweet Tooth with the Safety Clown graphic, Mr. Long stated,
“They don’t look the same way, but . . . if the Safety Clown had a brother who was nasty and mean, it
would look somewhat like Sweet Tooth.”

F. Actual Confusion

In the spring of 2002, Mr. Long attended a meeting at plaintiffs’ Louisville, Kentucky branch
office where he was shown a copy of an advertisement for Twisted Metal: Small Brawl. In
attendance at this meeting were Mr. Long, the branch managers of the Louisville operation, Roger and
Peggy Pool, and an unknown number of vendors, or drivers. Roger Pool brought a Twisted Metal:
Small Brawl advertisement from Mad magazine to Mr. Long’s attention. Mr. Pool’s son had given the
advertisement to Mr. Pool.

M. Pool indicated that five to ten people in the Louisville area had inquired as to whether
«“Sweet Tooth’s” truck in Twisted Metal: Small Brawl was sponsored by plaintiffs within a two year

period of time. Mr. Pool was unable to identify the names of these individuals, the locations or dates of
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the inquiries, or the exact subject matter of the conversations.

Mr. Long cannot recall any instances of confusion between the Twisted Metal games and
plaintiffs’ purported trademarks. None of his branch managers ever reported any instance of confusion
to him.

Plaintiffs have produced a consumer survey from Phillip Johnson. Mr. Johnson’s survey
questioned 102 boys between the ages of 8 and 15 who currently have a Sony PlayStation and who
have played a Twisted Metal video game. Mr. Johnson’s survey involved showing the respondents a
picture of the Frosty Treats van and asking them to comment on anything that strikes them about a
photo of plaintiffs’ ice cream van. Mr. Johnson’s report states that 17% of the respondents indicated
that plaintiffs’ ice cream van was from the Twisted Metal game or “that it depicts ‘Sweet Tooth’ the
clown from the Sony PlayStation game.” Respondents were also asked whether or not the photo of
plaintiffs’ ice cream van reminds them in any way of an ice cream truck or character that they had seen
before or of which they were aware. In response, Mr. Johnson’s report indicates that 34% of
respondents indicated that plaintiffs’ ice cream van reminds them of either Sweet Tooth’s character or
the Sweet Tooth vehicle in the Twisted Metal video games.

SCEA has introduced a consumer survey from Gabriel Gelb. Mr. Gelb conducted a telephone
survey of both children and adults in St. Louis and Kansas City, the two cities in which plaintiffs
generate the greatest revenue. Of the 204 children and 200 adults surveyed in the Kansas City and St.
Louis areas who had purchased or paid for ice cream from an ice cream truck during the year
preceding the interview, none could recall the name “Frosty Treats.”  Plaintiffs add that Mr. Gelb’s

survey failed to establish that any of the respondents had ever come in contact with one of plaintiffs’
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vans.
G. SCEA’s Intent and/or Wilfulness

Defendant SCEA asserts that the idea of using a clown in association with an ice cream truck
as a character in the Twisted Metal games was inspired by numerous references, such as characters
from the Spawn comic book series, a movie called ““Cheech and Chong’s: Nice Dreams™ that included
an ice cream truck with a clown head on top, an acquaintance with the child actor from the movie
“Poltergeist” that was attacked by a clown in the movie, and the Stephen King movie “Maximum
Overdrive” that had an anthropomorphic head on a key character’s vehicle. Plaintiffs state that the
testimony relied on by defendant pertains only to the first Twisted Metal game. Plaintiffs claim that
defendant has failed to identify the person who chose to call the Twisted Metal: Black truck the “Tasty
Treats Ice Cream Truck” or the person who chose to call the Twisted Metal; Small Brawl vehicle the
“Frosty Treats Ice Cream Truck.””

Plaintiffs also add that Mr. David Jaffe, who testified to the original idea, spent a substantial
amount of time in Atlanta between 1974 and 1987. From 1983 to the present, the Safety Clown has
been used on the sides of Frosty Treats’ vans in Atlanta.

Defendant states that the use of the words “frosty treats” in Twisted Metal: Small Brawl arose
from an intent to “come up with some icon or symbol for the side of [Sweet Tooth’s] vehicle, something

that represents an imaginary ice cream brand.” Plaintiffs state that this asserted fact is controverted

2Defendant counters with the statement that it did identify the likely originators of these truck
names, but plaintiffs never noticed up their depositions. Plaintiffs state that defendant provided the
names of these individuals, but no information on their current whereabouts.
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because they have been unable to depose the individuals identified by defendant as the likely originators
of the use of the name.

Defendant SCEA has a policy of searching for all names that appear in any SCEA game on the
federal trademark register. In compliance with this policy, a trademark clearance search of the Federal
Register was performed with respect to the words “frosty treats.” Plaintiffs’ company was not
discovered and the words “frosty treats” were determined not to raise any infringement issues with

respect to any federally registered marks or marks that were the subject of a current application for

federal registration.
H. Damages

Plaintiffs cannot identify any actual pecuniary damage they suffered as a result of defendant
SCEA’s Twisted Metal games. Plaintiffs admit that they did not lose any business as a result of
defendant SCEA’s Twisted Metal games. Plaintiffs’ expert, David Haas, does not offer any opinions
or analysis regarding plaintiffs’ actual harm o; damages.

II. Standard

A motion for summary judgment should be granted if, viewing the evidence in the light most
favorable to the non-moving party, there is no genuine issue as to any material fact and the moving party
is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(c); Rafos v. Qutboard Marine Corp., 1
F.3d 707, 708 (8" Cir. 1993) (citing Celotex Corp. v. Catrett, 477 U.S. 317, 322-23 (1986)). The
moving party bears the burden of bringing forward sufficient evidence to establish that there are no
genuine issues of material fact for trial and that the movant is entitled to summary judgment as a matter

of law. Celotex Corp. v. Catrett, 477 U.S. 317, 322 (1986). A party opposing a properly supported
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motion for summary judgment may not rest upon the allegations contained in the pleadings, “but must
set forth specific facts showing there is a genuine issue for trial.” Anderson v. Liberty Lobby, Inc., 477
U.S. 242, 248 (1986).

In reviewing a motion for summary judgment, this Court must scrutinize the evidence in the light
most favorable to the non-moving party, according the non-moving party the benefit of every factual
inference and resolving any doubts as to the facts or existence of any material fact against the moving
party. Adickes v. S.H, Kress & Co., 398 U.S. 144, 158 (1970).

III. Discussion
A.  Protection of Plaintiffs’ Alleged Marks

Defendant contends that plaintiffs’ alleged marks are generic and, therefore, not entitled to
trademark protection. Plaintiffs argue that their marks are at least descriptive, if not suggestive. In
determining whether each of plaintiffs’ marks is capable of receiving trademark protection, this Court
must first determine whether the mark is “(1) generic, (2) descriptive, (3) suggestive, or (4) arbitrary or

fanciful”” WSM. Inc, v. Hilton, 724 F.2d 1320, 1325 (8" Cir. 1984). The categorization of a

particular term is an issue of fact. Id. at 1326.

L. The “Frosty Treats” Designation

Defendant argues that the term “frosty treats” is generic because it identifies a genus of goods,
ie. cold desserts of which ice cream is the most common species. A generic term cannot be a
protectible mark “because it is merely used by the general public to identify a category of goods.”
Insty*Bit, Inc. v. Poly-Tech Ind.. Inc., 95 F.3d 663, 673 (8™ Cir. 1996). The primary test for deciding

whether a term is generic is “one of buyer understanding: “What do the buyers understand by the word
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for whose use the parties are contending?’” WSM, Inc. v. Hilton, 724 F.2d at 1325; see also

Anheuser-Busch, Inc. v. Stroh Brewery Co., 750 F.2d 631, 638 (8" Cir. 1984). The Eighth Circuit
has stated:

A “generic” mark is the common name of a product or service - - “the genus of which

the particular product is a species.” It may not be registered nor used exclusively by

one competitor, even if it has acquired secondary meaning. On the other hand, a

“descriptive” mark - - one that “describes the qualities or characteristics of a good or

service” - - may be registered if it has acquired secondary meaning.

Home Builders Ass’n of Greater St. Louis v. [ & L. Exhibition Management, Inc,, 226 F.3d 944, 949
(8™ Cir. 2000)(internal citations omitted).

Courts consider several factors when determining whether a term is generic: (1) competitor’s
use and testimony of persons in the trade; (2) plaintiff’s use; (3) media usage; (4) consumer surveys;
and (5) acquiescence. Minnesota Mining & Mfg. Co. v. Shurtape Tech., Inc., 2001 WL 530551, *5
(D. Minn. 2001).

Defendant has identified other third parties in the ice cream industry using the term “frosty
treats” in a generic manner to identify ice cream products. Defendant SCEA has obtained testimony
from Blaise Graziano, owner of Circus Man Ice Cream, who claims that “frosty treats” could mean ice
cream. In terms of plaintiffs’ own usage of the phrase, “frosty treats,” plaintiffs’ website states that they
“supply frosty ice cream treats for [] special events.” The “Frosty Treats” sign is a small nine inch by
four inch sticker that appears on the side of plaintiffs’ vans surrounded by pictures of the ice cream
products sold from the van. The phrase “Frosty Treats” is not prominently displayed on any of
plaintiffs’ vans.

The media commonly uses the phrase “frosty treats” to identify cold desserts such as ice cream.
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The phrase has been applied in media articles to products sold by Orange Julius, Dairy Queen, Dairy
Palace, Durbin Magic Freeze, Dairy Delight, Ben & Jerry’s, Mr. Ding-A-Ling, Classic Frozen Custard,
Piemonte Ice Cream Factory, A Touch of Yogurt, as well as to the products sold by the plaintiffs.
These media articles frequently explain that “frosty treat” refers to ice cream or the category of frozen
desserts that includes ice cream and items such as sundaes, milkshakes, floats, and sherbets.

Plaintiffs have not produced a consumer survey demonstrating that the phrase “frosty treats” is
not generic. Finally, plaintiffs have not taken any affirmative action to prevent generic uses of the phrase
“frosty treats.” Plaintiffs did not attempt to obtain federal registration of their alleged marks until
September 26, 2002, nine months after defendant SCEA launched the last of the six challenged
Twisted Metal games, Twisted Metal: Small Brawl.

The Court finds that the phrase “frosty treats” is generic and not protectible. It identifies a
genus or type of products, namely cold desserts such as ice cream. This phrase has been used by
others within the ice cream industry to refer to ice cream products and frozen desserts. It has also been
used in the media in a manner that is generic in nature.

Even if plaintiffs are correct and the phrase “frosty treats” should be considered descriptive, the
phrase lacks secondary meaning and, therefore, is not entitled to protection. A merely descriptive mark
tells something about the product. Two Pesos. Inc, v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).
A merely descriptive mark does not inherently identify a particular source and cannot be protected
without proof of secondary meaning. Id. Secondary meaning refers to “an association in the buying

public’s mind between a mark and the company that produces or supplies the item on which the mark

appears.” Superior Gearbox Co. v. Edwards, 869 S.W.2d 239, 254 (Mo. Ct. App. 1993); Co-Rect
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Products, Inc. v. Marvy! Advertising Photography, Inc., 780 F.2d 1324 (8" Cir. 1985). Plaintiffs have

the burden of establishing that the alleged mark has acquired secondary meaning. Co-Rect Products

Inc., 780 F.2d at 1330.

Defendant argues that the failure of plaintiffs’ consumer survey to address secondary meaning
requires a finding in favor of defendant that the term “frosty treats™ has not acquired secondary
meaning. Rather, plaintiffs’ survey addressed only the question of whether consumers were reminded
of any Twisted Metal Sweet Tooth character or vehicle upon being shown photos of one of plaintiffs’
vans.

In contrast, defendant’s survey, conducted by Mr. Gelb, established that of over 200 children
and teenagers who had bought ice cream from an ice cream truck or van within plaintiffs’ two most
popular markets, not one recalled the name “Frosty Treats.” Similarly, of the 200 adults who had
bought ice cream from an ice cream truck or van in these markets, not one recalled the name “Frosty
Treats.” There is no evidence that consumers recognize and associate the words “Frosty Treats” with
plaintiffs. There is no basis for concluding that the phrase “Frosty Treats” has acquired secondary
meaning.

Therefore, defendant’s motion for summary judgment is granted as to the phrase “frosty treats.”

2. The Safety Clown Graphic

Defendant argues that plaintiffs’ safety clown graphic is functional and, therefore, not entitled to
trademark protection. Trademark protection extends only to product features that are nonfunctional.
Disc Golf Assoc.. Inc. v. Champion Discs, Inc., 158 F.3d 1002, 1006 (9™ Cir. 1998). Defendant has

adduced testimony that the Safety Clown graphic serves an essential and functional purpose: to enhance
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safety for children around plaintiffs’ ice cream vans. The Safety Clown directs children to cross at the
rear of the vehicle.
In addition, the clown lacks distinctiveness within the marketplace. See A&H Sportswear, Inc.

v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 223 (3d Cir. 2000)(holding that wide use of a term in

the market at issue and in other markets has a weakening effect on the strength of the mark).
Defendant has identified several vendors using depictions of clowns in connection with selling ice cream.

Finally, there is no likelihood of confusion between any of the Twisted Metal games and the
Safety Clown graphic. The various depictions of the Sweet Tooth character in defendant’s Twisted
Metal games and plaintiffs Safety Clown are so dissimilar that no reasonable trier of fact could
conclude that they are confusingly similar.

The Court finds that defendant is entitled to summary judgment with respect to the Safety
Clown graphic.
B. Trademark Infringement, Unfair Competition, and Dilution

Plaintiffs have asserted claims for state and common law trademark infringement (Counts 1 and
2); state and federal unfair competition (Counts 2, 7, and 9); state, common law, and federal dilution
(Counts 1, 2, 8, and 10); and state injury to business reputation (Count 1). Defendant SCEA moves
for summary judgment on these claims.

1. Trademark Infringement and Unfair Competition

In their action for trademark infringement, plaintiffs must establish two essential elements: (1)
ownership of a distinctive mark, and (2) that SCEA’s use of a similar mark is likely to cause confusion

as to the source of the products sold by SCEA. Gilbert/Robinson, Inc. v. Carrie Beverage-Missouri,
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Inc., 758 F. Supp. 512, 521 (E.D. Mo. 1991). The “law is well settled that the same facts which
support a suit for trademark infringement support a suit for unfair competition.” Emerson Elec. Co. v.
Emerson Quiet Kool Corp., 577 F. Supp. 668, 676 (E.D. Mo. 1983).

The Eighth Circuit has identified six factors used to determine whether a likelihood of confusion
exists: (1) the strength of the owner’s mark; (2) the similarity between the owner’s mark and the alleged
infringer’s mark; (3) the degree to which the products compete with each other; (4) the alleged
infringer’s intent to “pass off” its goods as those of the owner; (5) incidents of actual confusion; and (6)
the type of product, its costs, and conditions of purchase. Heartland Bank, 335 F 3d at 821. “These
factors do not operate in a mathematically precise formula; rather, we use them at the summary
judgment stage as a guide to determine whether a reasonable jury could find a likelihood of confusion.”
Deluth News-Tribune v. Mesabi Publishing Co., 84 F.3d 1093, 1096 (8™ Cir. 1996).

a. Strength of the Owner’s Marks

Plaintiffs argue that both “FROSTY TREATS” and the Safety Clown are strong marks.
Defendant takes the opposite viewpoint.

b. Similarity of Marks

The words “frosty treats” do not appear in the games Twisted Metal, Twisted Metal 2,
Twisted Metal 3, Twisted Metal 4 or Twisted Metal: Black. Therefore, defendant requests judgment
as a matter of law that these four games do not infringe the alleged “Frosty Treats” mark. This Court
agrees that defendant is entitled to judgment as a matter of law on this issue.

Defendant SCEA’s use of the words “frosty treats” in Twisted Metal: Small Brawl is quite

different from plaintiffs’ purported “Frosty Treats” word mark. Plaintiffs use all capital pink letters with
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frosting or a snow cap on the top portion of the letters. The phrase appears in Twisted Metal: Small
Brawl in a light aqua font, with a mixture of upper and lower case letters, and without any frosting or
snow cap. In addition, plaintiffs’ “Frosty Treats” sign appears on a small sticker on the side of the van
surrounded by stickers displaying the different types of ice cream products for sale. In defendant’s
game, the phrase appears in large letters on the side of a fictional pink polka dot remote-controlled
truck.

Differing depictions of a clown head decoration appear in SCEA’s Twisted Metal video
games. Defendant argues that substantial differences exist between its various clown depictions and
plaintiffs’ Safety Clown graphic. Plaintiffs counter that they are the only major ice cream truck
company in the United States using a clown in association with ice cream trucks. Defendant has
identified several other ice cream vendors using a clown decoration or image on their trucks and vans.
The use of a clown is not unique to plaintiffs” vans.

Plaintiffs contend that defendant’s Twisted Metal games depict a clown “with coloration that is
quite similar” to plaintiffs’ Safety Clown. While the colors used might be similar, the depiction of the
clown is quite different in defendant’s games and manuals as compared to plaintiffs’ Safety Clown
graphic.

As for plaintiffs’ combined trade dress, the use of the words “Frosty Treats” with the Safety
Clown graphic, the only game to use the phrase “Frosty Treats” is Twisted Metal: Small Brawl. The
clown depicted in defendant’s Twisted Metal: Small Brawl game is a purple-nosed, black-eyed clown
with yellow-green-aqua hair and a light aqua cap that is not even remotely similar to plaintiffs’ Safety
Clown graphic.
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c. Degree to Which the Products Compete

The parties are in agreement that they are not competitors.
d. Alleged Infringer’s Intent to “Pass Off” Its Goods as Those of the Owner
There is no evidence that defendant SCEA intended to pass off plaintiffs’ marks as its own.
Every PlayStation video game that SCEA publishes bears the Sony Computer Entertainment America
logo.
€. Incidents of Actual Confusion
“[W1hen determining whether there exists a likelihood of confusion, weight is given to the

number and extent of instances of actual confusion.” Duluth News-Tribune, a Div. of Northwest

Publications. Inc, v. Mesabi Pub. Co., 84 F.3d 1093, 1098 (8™ Cir. 1996). Defendant argues that

plaintiffs cannot point to any reliable, admissible instances of actual confusion.

Plaintiffs only evidence on this issue is Mr. Roger Pool’s testimony that five to ten people in the
Louisville area had inquired as to whether the “frosty treats” truck in Twisted Metal: Small Brawl was
sponsored by plaintiffs. These inquires occurred over a two year period of time. Mr. Pool cannot
identify the names of these individuals, the dates or locations of the inquiries, or the exact subject matter
of these conversations. The Eighth Circuit has stated that “vague evidence of misdirected [inquiries] is
hearsay of a particularly unreliable nature given the lack of an opportunity for cross-examination of the
[inquirer] regarding the reason for the confusion.” Duluth News-Tribune, 84 F.3d at 1098.

Plaintiffs also rely on a survey conducted by Phillip Johnson. Defendant argues that the
Johnson survey fails to distinguish which truck or character from among the six Twisted Metal games

the respondent was identifying. Furthermore, defendant states that the fact that the respondents said
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plaintiffs’ van reminded them of the truck or character on one of defendant’s Twisted Metal games
does not mean that defendant’s use of an ice cream truck or clown character is likely to cause
confusion in purchasing decisions.
f Type of Product, Its Costs, and Conditions of Purchase
Plaintiffs’ frozen treats and defendant’s video games are not similar products. There is a vast
cost disparity with plaintiffs’ products costing less than $5.00 and defendant’s games retailing for as
much as $39.00 at the time of initial release. Plaintiffs’ products are purchased through street vendors.
Presumably, defendant’s products are purchased through retail outlets.
g Conclusion
Twisted Metal, Twisted Metal 2-4, and Twisted Metal: Black do not use the term “frosty
treats.” Defendant SCEA is entitled to summary judgment on these five games on all of plaintiffs’
claims of trade dress infringement and unfair competition. Furthermore, defendant’s use of the words
“frosty treats” in Twisted Metal: Small Brawl is dissimilar to plaintiffs’ use of these words. In addition,
defendant’s depiction of the clown characters in all of the Twisted Metal games is quite different from
plaintiffs’ Safety Clown graphic. The products sold by the plaintiffs are not in any way related to
defendant’s video game products. There is no evidence of actual confusion.

Therefore, defendant’s motion for summary judgment on these claims is granted.
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2. Dilution

Plaintiffs’ First Amended Complaint alleges dilution under: (1) the Missouri Anti-dilution Act,
Section 417.061(1), Mo. Rev. Stat. (Count 1); (2) the common law (Count 3); and (3) 15 U.S.C.
§1125(c) (Counts 8 and 10). Defendant moves for summary judgment on all of plaintiffs’ dilution
claims.

a. Missouri Dilution

The Missouri Anti-dilution Act, Section 417.061(1), Mo. Rev. Stat., states “likelihood of injury
to business reputation or of dilution of the distinctive quality of a mark . . . shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the absence of
confusion as to the source of goods or services.” Courts applying the Missouri Anti-dilution statute
have recognized that a plaintiff must establish that its mark or trade dress is (1) valid at common law;
(2) is distinctive; and (3) that defendant’s use of plaintiffs’ mark created a likelihood of dilution of the
distinctive quality of plaintiffs’ mark. Gilbert/Robinson, Inc. v. Carrie Beverage-Missouri, Inc., 758 F.
Supp. 512, 527 (E.D. Mo. 1991)(citing Hallmark Cards, Inc. v. Hallmark Dodge. Inc., 634 F. Supp.
990, 1000 (W.D. Mo. 1986)).

Defendant relies on its previous arguments that plaintiffs’ marks are generic and have not
acquired secondary meaning. For the reasons stated above, defendant’s motion for summary judgment
on this claim is granted.

b. Federal Dilution Claim
Courts applying the Federal Dilution Trademark Act (“FTDA”), 15 U.S.C. §1125(c), have

used a five-part test to determine whether dilution occurred. In order to find dilution, “the senior mark
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must be (1) famous; and (2) distinctive. Use of the junior mark must (3) be in commerce; (4) have
begun subsequent to the senior mark becoming famous; and (5) cause dilution of the distinctive quality
of the senior mark.” Kellogg Company v. Toucan Golf. Inc., 337 F.3d 616, 628 (6™ Cir. 2003).
Defendant argues that plaintiffs’ “alleged marks and trade dress are not famous.”

In Viacom Inc. v. Ingram Enterprises. Inc., 141 F.3d 886 (8™ Cir. 1998), the Court stated that
“very few [marks] are ‘famous.” Id. at 890, n.6 (questioning the fame of Viacom’s “Blockbuster”
mark for video stores). Defendant argues that if there is a doubt as to whether “Blockbuster” is
famous, then there can be no doubt that neither “Frosty Treats,” the Safety Clown, nor the combined
trade dress are famous.

Plaintiffs respond that fame “within a niche market” is sufficient to sustain an FTDA claim. This
Court disagrees. The Second Circuit ruled to the contrary in TCIP Holding Co. v. Haar Comm.. Inc,,
244 F.3d 88, 99 (2™ Cir. 2001), stating, “It seems most unlikely that Congress intended to confer on
marks that have enjoyed only brief fame in a small part of the country, or among a small segment of the
population, the power to enjoin all other users throughout the nation in all realms of commerce. The
examples of eligible ‘famous marks’ . . . Dupont, Buick, and Kodak . . . , are marks that for the major
part of the century have been household words throughout the United States.”

Furthermore, even if plaintiffs’ argument that fame within a niche market is sufficient to assert a
federal claim for dilution, plaintiffs have not identified any evidence of actual dilution, as they are
required to do. Moseley v. V Secret Catalogue, Inc., 123 S.Ct. 1115, 1122 (2003). In Moseley, the
Supreme Court stated, “the mere fact that consumers mentally associate the junior user’s mark with a

famous mark is not sufficient to establish actionable dilution.” Id. at 1124.
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Defendant is entitled to summary judgment on plaintiffs’ federal dilution claim.
C. Defamation and Injurious Falsehood

To state a claim for defamation in Missouri, plaintiffs must allege (1) a publication (2) of a
defamatory statement (3) that identifies the plaintiffs (4) that is false (5) has been published with the
requisite degree of fault and (6) damages to plaintiffs’ reputation have occurred. Overcast v. Billings
Mut. Ins, Co., 11 S.W.3d 62, 70 (Mo. 2000)(citing Nazeri v. Missouri Valley College, 860 S.W.2d
303 (Mo. 1993)). The degree of fault that must be offered in support of a defamation claim depends
upon the characterization of the allegedly defamed person or corporate entity. Englezos v. Newspress
& Gazette Co., 980 S.W.2d 25, 30 (Mo. Ct. App. 1998). Missouri permits liability to attach based
upon a showing of “fault” when the person or entity is a private figure, but there must be actual malice

before liability will attach to a false and defamatory statement regarding a public figure. Overcast, 11

S.W.3d at 70. The determination of plaintiffs’ status is a question of law for the Court. Warner v.
Kansas City Star Co., 726 S.W.2d 384, 385 (Mo. Ct. App. 1987).

Defendant takes the position that while it does not consider plaintiffs to be famous, plaintiffs’
own allegations regarding their fame “bind plaintiffs to public figure status.” Plaintiffs argue that while
their trade dress is famous this does not mean that plaintiffs have achieved public figure status.

There are two recognized situations where an otherwise private person or entity can be
considered a public figure. A person or entity can, by reason of their fame or notoriety, become a
“pervasive” or “all purpose” public figure. Cochran v. Indianapolis Newspapers, Inc., 372 N.E.2d
1211, 1219 (Ind. Ct. App. 1978). Alternatively, a person or entity can be considered a public figure

because they have become involved in a public controversy and may therefore be considered a public
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figure for the limited range of issues which are germane to that controversy. Warner, 726 S.W.2d at

385. Plaintiffs have not become involved in a public controversy. Furthermore, and as found by the
Court, plaintiffs marks are not famous. Plaintiffs do not have the type of fame or notoriety that makes
them a “pervasive” or “all purpose” public figure. Therefore, plaintiffs do not have to demonstrate
actual malice to proceed with their defamation claim.

Where a private figure alleges a defamatory statement has been made, “‘[flault’ is the
appropriate standard of proof.” Englezos, 980 S.W.2d 25, 30 (Mo. Ct. App. 1998). Defendant
argues that plaintiffs cannot prevail under this standard because they cannot identify an actionable
statement.

Liability cannot spring from assertions of opinion that do not imply a factual basis, or from a
caricature, cartoon, or parody. See, e.g., Milkovich v. Lorain Joumal, 497 U.S. 1, 21 (1990); Hustler
Magazine v. Falwell, 485 U.S. 46, 56 (1988). Defendant suggests that the Twisted Metal video
games are “fantastical.” By their very premise, the games allow players to direct the actions of fictional
vehicles in doing battle with other fictional vehicles. Defendant states that, “No reasonable juror could
conclude that the Twisted Metal video games are themselves assertions of fact that Plaintiffs and/or its
[sic] drivers conduct themselves in a fashion similar to that of the various conceptual clown characters
or little boy who remotely controls the Small Brawl truck.” As defendant notes, in order to so believe,
a juror would have to believe that plaintiffs’ ice cream trucks utilize “side-mounted machine guns, and
drop down rocket launchers, and that plaintiffs’ drivers have flaming heads and are on a mission to find
blue ‘magic cubes’ that would transport them to the next dimension (i.e. neighborhood) to sell their

frosty wares.”
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The Court agrees with defendant on this issue. The Twisted Metal games are fantasy video
games. They do not contain actionable allegations of fact.

Furthermore, even if plaintiffs are correct that defendant’s alleged portrayal of plaintiffs’
business is defamatory per se, plaintiffs cannot produce any evidence that they were damaged.
Plaintiffs have not identified any admissible evidence showing that the Twisted Metal games actually
damaged plaintiffs’ reputation. Mr. Pool’s testimony regarding the inquiries he received is unreliable
hearsay. It also fails to establish actual damage.

Given that plaintiffs cannot establish an actionable defamatory statement or actual damage to
plaintiffs’ reputation, plaintiffs” defamation claim fails.

Plaintiffs concede that the elements of injurious falsehood are virtually identical to the elements
for defamation. See Annbar Associates v. American Express Co., 565 S.W.2d 701, 706 (Mo. Ct.
App. 1978). The chief distinction between the two torts lies in the interests they protect: a defamation
action protects the reputation of the person or entity allegedly injured while an injurious falsehood claim
protects the economic interests of the injured party against only pecuniary losses. See Restatement
(Second) of Torts, §623A comment g. Pecuniary damage can include evidence of lost customers, lost
sales, or even a general decline in business so long as it can be proved with a reasonable degree of
certainty that the reduction in business flows from the alleged falsehood. See Restatement (Second)
Torts §633 comments g & h.

Plaintiffs’ inability to adduce evidence supporting their defamation claim also precludes plaintiffs
from being able to satisfy the elements of an injurious falsehood claim. In addition, plaintiffs have failed

to identify any evidence that any of the Twisted Metal games has caused them any pecuniary damage.
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IV. Conclusion
For the reasons stated above, it is hereby
ORDERED that defendant Sony Computer Entertainment America Inc.’s Motion for Summary
Judgment (Doc. #36) is granted.
[s/Scott O. Wright

SCOTT O. WRIGHT
Senior United States District Judge

Dated: 5-19-04
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(Court in Session at 9:58 a.m.)

THE COURT: Good morning. Good morning. Please
have a seat, please. I want you to tell me something. You
tell me how this name Frosty Treat is not generic.

MR. BARNARD: Judge, do you mind if approach the
podium?

THE COURT: Sure. No. That’s fine. And,
furthermore, if it is -- it it’s not, what are your damages?

MR. BARNARD: Do you mind if address the topic of
the generic name first?

THE COURT: No. That’s right. Yeah.

MR. BARNARD: We had talked to your clerk earlier in
the week and had confirmed that those were the topics that
you wanted to talk about. The first, in terms of genericism,
I'd like to just talk about the legal standard just briefly.
And I think it’s probably best set out, there’s a case, a
recent Federal Circuit case called In Re: Dial-A-Mattress,
but it’s consistent with Eighth Circuit precedent. And they
simply ask the question what do buyers understand by a word
-- by the words that the parties are fighting over. And,
here, in terms of Frosty Treats, it’s our contention that
it’s not only not a generic mark and not a descriptive mark,
but it’s actually suggestive because when people hear the
phrase Frosty Treats, it’s possible they could think about

ice cream, but there’s lots of different things that they
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could be thinking of because it’s not a commonly used word or
a generic term for ice cream. One of the most commonly

accepted tests of genericism amongst trademarks experts, and

as a matter of fact, Sony’s own expert has endorsed this
test, is called the Thermos test. And it’s real simple. All
you would do is describe to someone -- you would say, okay,
think of a container that you’d put hot coffee in that’s
going to keep it hot. Now, if you wanted to buy one of
those, what would you ask for? And then when they gave that
test the first time, 75 percent of the people who were
surveyed said Thermos. And so that was a very good indicator
that Thermos is a generic kind of a word and it can’t
function as a trademark. Here, I've eaten a lot of ice cream
in my life. 1I’'ve ordered a lot of ice cream and I’'ve never
ever once in my life heard somebody go up and say, I’'d like
some frosty treats. People talk about ice cream or they talk
about popsicles, but frosty treats, at most, an ambiguous
term that could mean ice cream. But it also can mean things
like ski vacations. It can mean movies about winter
subjects. Sony has actually done a search of the literature
that goes back over media articles over 18 years, and it
covered over 1,700 different sources. And if you look at the
way people have used frosty treats in those articles, the
biggest single set of them refers to our client, the

plaintiffs, Frosty Treats. But if you look at all the other
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things that are in there, some talk about ice cream. Some
talk about frozen drinks. Some talk about a frosty beer.
Some talk about ice rinks. Some talk about swimming in the
wintertime. Some even talk about the great Moscow ice show.
The phrase Frosty Treats simply does not have a generic
meaning that people understand to be the genus of services
and goods that we’re trying to sell and that’s our
fundamental point in this case. Now, moving beyond that
simple legal standard, one of the other key and controlling
issues here from a legal standpoint is simply the fact that
genericism is a question of fact. There’s a spectrum for all
trademarks going from genericism to descriptive trademarks
which these are words that may describe the good that are at
issue, but they don’t -- they’re not commonly used to mean
exactly these things. Beyond that, you move to suggestive,
which are words or phrases that when you hear them, it might
suggest the kind of products that are there. But you have to
make a little bit of a mental leap. And we contend that when
somebody hears Frosty Treats, maybe they’ll think ice creamnm,
but there are a lot of other things that they could be
thinking and these media -- this media evidence that Sony has
come up with proves that, that there’s no commonly understood
meaning of the phrase Frosty Treats that people associate
with the good and services in this case. Now, in terms of

this being a fact issue, because some of these lines are
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pretty fuzzy between what’s generic and what’s descriptive

and what’s suggestive, we’ve tried to put forward as much

evidence as we can to demonstrate that this really a guestion
for a jury to solve. Your own decision in Best Buy I think
is very instructive in terms of the kind of analysis that a
court should go through and the kind of evidence that
plaintiff should have if they want to prove that their mark
is not generic. Now, in Best Buy, the plaintiff there that
wanted to use the term Best Buy, they had tried to register
their name Best Buy and they’d failed. There was eyidence
that the phrase Best Buy was used by over 200 different
businesses, 12 of which -- or I think actually something more
like 20 of which were even in Missouri. And some of them
were the business’ own competitors. Here, we’ve applied for
a trademark registration. We have not gotten through the
entire process, but at least in the first instance when --

THE COURT: You didn’t apply until after this
lawsuit.

MR. BARNARD: We did not. We had never had any
instance of infringement before the lawsuit. Honestly --

THE COURT: Well, do you wait for an infringement
before you ask for a trademark?

MR. BARNARD: I wouid say not knowingly. But as a
practical matter, that’s what happened simply because --

honestly, the issue of trademarks had never come for our
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envision that Frosty Treat is not generic. And I have real

problem with that.

MR. BARNARD: Could I talk about some of the other

evidence that we believe --
THE COURT: Yeah.
MR. BARNARD: -- helps get us where we need to go?

One of the things that courts typically look to is a
dictionary meaning of whatever the word or trademark is at
issue. So, if you go to a dictionary and you look up a word
such -- good examples of generic terms are thermos, aspirin,
realtor was once found generic. These are terms that the
minute that you hear it, you think about it =-- you can lock
up those terms in the dictionary and it will set out the
definition for those products. Frosty Treats does not appear
in any dictionary that we’re aware of. Ice cream does. Ice

ilk does. Popsicles does. But Frosty Treats doesn’t. 1It’s
not a generic terms for the kinds of goods and services. I
talked a little bit about the, again, the media search that
showed the few times that this has been used and it wasn’'t
specifically referring to plaintiffs in news articles, it
identified a great variety of things that many of which have
nothing to do with the goods and services in our lawsuit,
which is, again, more evidence that it’s generic. Other
factors that we contend again, the PTO review, the fact that

a PTO examiner looked at our mark, Frosty Treats, and did not




-~

PENGAD ¢ 1-800-631-6985

FORM AZ-13

10

1"

12

13

14

15

16

17

18

19

20

21

22

23

24

25

13

say it’s generic, we believe has weight in this case.

THE COURT: Who did that?

MR. BARNARD: This is the Patent and Trademark
Office. We submit -- when we tried to register our mark
which is an ongoing process --

THE COURT: Yeah.

MR. BARNARD: -- right now, the first stage of that

is that a person who’s hired there, a trademark examiner,
looks at the mark and makes an initial decision is this
generic and are there other marks out there that this would
conflict this. And the examiner approved our mark in that

initial review. Now, Sony will still have a chance to take a

shot at it through a trademark opposition and we don’t have a
registration yet. But it’s at least significant that the
professional trademark examiner looked at our mark and said
this is not generic for the kinds of good and services at
issue. Other issues are Sony’s own use. Sony’s own game
helps prove that Frosty Treats is not generic for ice cream.
In the game manual for Twisted Metal Small Bréwl, on the side
of the truck itself it says Frosty Treats just like our
truck. But if you go to the manual, the way it’s described
is the Frosty Treats ice cream truck. Now, if Frosty Treats
already meant ice cream, they would just be saying this is
the ice cream ice cream truck. It would be completely

redundant, but their own use of the term recognizes that
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Frosty Treats and ice cream don’t mean the same thing. You
have to give the public something more than ice cream for
them to understand what you’re talking about when you say
Frosty Treats. Our website is the same way. There’s a spot
on our website which talks about selling frosty ice cream

treats. Again, if we understood Frosty Treats just to ice

Frosty treats and ice cream are simply not generic -- or ice
cream is a generic term, Frosty Treats is not.

THE COURT: 11’11 tell you what. I bet you if you
looked in the dictionary, you could find a definition for
frosty, right?

MR. BARNARD: You could.

THE COURT: And then you could look in the
dictionary and you could find what treat means.

MR. BARNARD: You can.
THE COURT: And so what does frosty in the
dictionary say?

MR. BARNARD: Frosty --

THE COURT: Something cold?

MR. BARNARD: Actually, I’'ve got a dictionary,
Judge. Would you like me to grab that?

THE COURT: Ccld. What you’ve got is a cold treat.

MR. BARNARD: Cold is one of the items that'’s

14

cream, we wouldn’t have to say ice cream in the middle of it.

mentioned or something covered with frost. Also, someone who
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is not very nice can be described as frosty. A treat
sometimes is used in -- and we’ve got this in our briefing
too. We’re nct contending that treat isn’t sometimes used to
mean food. But treat can mean lots of things. It can mean a
special event or something special just in general. It’s not
always used with food. So, that when you say Frosty Treats
and you put those together --

THE COURT: But you put them together and you’ve got
cold treat.

MR. BARNARD: I think if you put those together and
you decide that that describes a ccld treat, that -- they’ve
argued this to some degree -- that the trademark might be
descriptive, which is the middle ground between generic and
suggestive. There’s certainly an argument to be made here
that the words are descriptive. But again, the media uses
show that it’s even beyond descriptive. But even if our
trademark was descriptive, we would still be entitled to put
our case in front of a jury because we have good evidence as
defined by the Eighth Circuit of secondary meaning that, when
people see Frosty Treats on our vehicles, there are good
reasons and evidence that are out there for them to
understand that that’s our trademark. And I can go through
that analysis, too. At worst, though, I think that we have a
descriptive trademark.

THE COURT: You know, if we put this in front of a
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remember that one. I had Grand Ole Opry -- and generic.

MR. WEBB: 1I’'1ll address those right now, Your Honor.
The test for determining genericness is what the majority of
the public think the word means. If the majority of the
people think Frosty Treats means ice cream, it’s generic.
The seminal case was the King-Seeley Thermos case in 1963.
That rule still holds. If a majority of the consuming public
uses the term in a generic manner, it is generic and
unprotectable. Here, the undisputed facts of the records
show that 69 percent of the people view Frosty Treats as a
name for ice cream, not describing ice cream, but a name for
ice cream. Therefore, under the majority rule, it is
generic. We believe Best Buy supports our position
profoundly. Here’s why. In your case, Best Buy, you found
on summary judgment that Best Buy was generic, which was
affirmed by the Eighth Circuit. 1In Best Buy you recognized
that while composite marks, marks having more than one term,
may not appear in a dictionary, if the individual terms are
generic, the combination of the terms does not alter the
generic nature here. We have Frosty Treats. And as you
rightly pointed out, frosty and treats are both in the
dictionary. The combination is not, but that does not alter
their generic nature. In the dictionary it says, “Something
cool,” and a treat, “something pleasant to eat.” That’s

exactly what ice cream is. Also in Best Buy, the second
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point I’'d like to make --

THE COURT: Yeah. But it could be something else,
couldn’t it?

MR. WEBB: Yes, it could. Here’s the thing, Your
Honor. It possibly could mean something else.

THE COURT: Could be like a root beer ice cream.

MR. WEBB: It could mean -- as a couple of the
entries from our search indicated, it could mean like an ice
rink. It could mean a ski trip. And those uses, however, it
would not be generic. Let me give you an example. If I have
the mark sneakers and I want to use that mark with shoes,
that mark is generic because sneakers means shoes.

THE COURT: Yeah.

MR. WEBB: If I wanted to use the word sneakers for
wristwatches, the word sneakers would not be generic for
wristwatches. As the Seventh Circuit noted, “A word that is
generic when used in its ordinary sense can be classified on
the other end of the spectrum, arbitrary or fanciful, if used
in an arbitrary or fanciful sense.” That’s the Miller
Brewing Company case, 561 F.2° 75. 1In Vornado Air
Circulations vs. Duracraft, the District of Kansas held,
“Generic marks are those that simply refer to a class of
goods of which the particular product is a member." So,
again, in this instance, 1f they were to use this mark,

Frosty Treats, for selling automobiles, then it would not be
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generic. You have to look at the manner of use to determine
genericism. Here, there’s no question they use Frosty Treat

to sell ice cream. Frosty Treats in that usage is for ice

cream.

THE COURT: 1Ice cream.

MR. WEBB: For example, another example, Apple. If
you’ re using the trademark Apple --
THE COURT: So, your argument is that the fact that
they’ve got it on an ice cream truck, that it’s generic?
MR. WEBB: It’s close. Our argument is because the
majority of the consuming public think frosty treats means

ice cream, and since they use Frosty Treats to sell ice

Your Honor, and you pointed that out a minute ago. Frosty
Treats is located right here around all these menu items.
This is not being used in a trademark sense. Someone seeing

that would say this is a description of the menu items.

items. If this were a trademark, you would use it in a much
larger, prominent manner and at least the TM or S there
beside it. Well, they do that now, Your Honor. But they
didn’t do that until they saw our ad in Madd Magazine. At
the same time they were going to the Trademark Office in
Washington to register these marks that they had used for

almost twenty years, they also ordered a bunch of little

19

S

cream, they use it in a generic sense. Her’s something else,

e’ re selling frosty treats here. 1It’s right beside the menu
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decals, SM for service mark decals. And all their trucks now
have a little SM right there and a little SM right beside the
safety clown. Back to your Best Buy case. Second, in the
Best Buy case, you found that there was no evidence before
the court indicating that Best Buy was associated with
plaintiff’s business. In other words, there’s no evidence
that the consuming public in their mind when they thought
Best Buy, they thought this company. The same thing here.
There’s absolutely no evidence in this undisputed record that
indicates that the public associates Frosty Treats with this
company. However, there’s evidence on the other side. Our
expert, Gabe Gelb, a survey expert from Houston, did a
survey. He did a survey of 400 folks in Kansas City and St.
Louis who have purchased ice cream within the last year.
Those are Frosty Treat’s two biggest markets. Out of 404
respondents, not a single one could identify Frosty Treats as
the name of the company. Not one. There is no evidence of
any consumer association in their minds between the name
Frosty Treats and these folks. Third point from your Best
Buy case --

THE COURT: Do you know whether that truck goes
around Loose Park is the same as this?

MR. BARNARD: I don’t know. I see this truck in my
neighborhood.

THE COURT: I looked -- maybe I didn’t look good
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haven’t told us how many, what the names are, where they
operate, or any indication that they’re not just small mom
and pop outfits. And this is more of that --

THE COURT: Oh, that’s okay. Go ahead.

MR. WEBB: Okay. Let’s go back to Best Buy while
we’re on that. The third point in Best Buy, you said that
there were numerous advertisements and newspaper articles
showing that the consuming public used the term Best Buy as a
generic term. It’s exactly what we have here. Sixty-nine
percent of the respondents to the hits that we had on our
search used Frosty Treats to mean ice cream. That'’s exactly
on point. Now, again, it is true that you can use Frosty
Treats to describe an ice skating rink, something like that,
but that would not be a generic use. That would be a
fanciful, arbitrary use. But that’s not what we’re talking
about here. We’re talking about using Frosty Treats to sell
ice cream. Now, also in the Best Buy case there were
competing experts. The experts said it’s generic. And the
other guy says it’s not generic. There’s no evidence that
there was a survey on genericness in that case. Yet, you
found that testimony to be instructive, not determinative in
your decision that Best Buy was generic. Here we have only
one expert, our expert, who opines on genericness. He has
found it is generic and that’s unrebutted. The only

difference between your Best Buy case and this is that, as
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Mr. Barnard pointed out, that Frosty Treats has gone through
the initial stage of the trademark examination process. It
is not issued. There is no registration. It’s being opposed
not only by my client, by a third party for trying to use
Frosty Treats in a generic sense. Unless and until it issues
as a registration, this is a non-factor. This case is
squarely on point with Best Buy and we would ask for the same
ruling. I’m going to move off of genericness now. If you
have anymore questions, I'd be happy to answer them.
THE COURT: Well, let me ask you something. Tell me
about -- well, why did your company use this thing in their
video game?
MR. WEBB: That’s a good question, Your Honor.
During the development of Twisted Metal Small Brawl, and
again Twisted Metal Small Brawl is the only game that uses
Frosty Treats. The others don’t even use this name.
THE COURT: Yeah. I know.
MR. WEBB: So, really Twisted Metal, One, Two, Three
Four Black do not use it. During the develop of Twisted
Metal Small Brawl, this is game development plan. This is in
the record as well. They’re trying to decide what should
this vehicle look like. What should it do, what kind of
weapons should it have. And they said there should be an ice
cream truck. We’d like to come up with some icon or symbol

for the side of the vehicle, something that represents an
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