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U.S, Patent & TMOC/TM Mail Rept D1 #78

In the matter of the opposition of China Healthways Institute, Inc (dba Chi Institute,
hereinafter “Opposer”) to the registration of the trademark CHI WELLNESS (stylized letters) by
“Miles” Chong Chen, Ph.D. (hereinafter “Applicant) of Chi Wellness Corp. (dba Chi Wellness
Longwood Clinic), Boston, Massachusetts, Application Serial No. 76/388,253, published in the
Office Gazette of July 1, 2003, Applicant believes that the registration the mark shown in Serial
No. 76/388,253 will not affect either the Opposer’s business or identity in marketplace, and

hereby the opposition is groundless.

The grounds for counterclaim are as follows:

1. Chi is a descriptive word commonly used in the U.S. According to the Webster's
New Universal Unabridged Dictionary (1996 Barnes and Noble Books), “Chi, n. The
vital life force in the body supposedly regulated by acupuncture.” According to
Chinese medicine, the blockade of Chi results in diseases. Thus, Applicant believes
that Opposer should not have exclusive right to include CHI in trademark.

2. Many books are written about Chi. For example, Chi Fitness — A Workout for Body,
Mind and Spirit, written by Sue Benton and Drew Benbaum, which was published by
HarperCollins in 2001 (ISBN: 0-06-019727-7). Any of this type of fitness or
therapeutic products can be regarded as Chi products by the U.S. population at large.
Thus, Chi should not restricted to represent only Opposer’s therapeutic massagers.
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The mark of CHI WELLNESS was registered for services of wellness therapies
including acupuncture and massage. Applicant does not engage in the business of
development and marketing of consumer products. Thus, the use of CHI
WELLNESS mark should not be confused with the brand of Opposer’s massager
products.

By searching the Trademark Electronic Search System (TESS) with the word, CHL,
Applicant found 552 records. Many CHI-worded trademarks are in connection with
therapeutic products or services or both. For examples,

1) The mark, CHI WORKS (Serial No. 78309549), was filed in October 6, 2003, for
“Exercise devices and techniques for developing Chi and for toning and / or
strengthening muscles in the human body”.

2) The mark, CHI-VITALIZER (Serial No. 78020128), was filed in July 24, 2001,
for “ELECTRONIC MASSAGE APPARATUS”.

3) The mark, CHI-DO (Serial No. 78042977), was filed in May 28, 2002, for
“MARTIAL ARTS INSTRUCTION FEATURING A SYSTEM OF EXERCISES
WHICH INCLUDES SEVERAL TYPES OF RELAXATION TECHNIQUES
CONSISTING OF SLOW TAI CHI LIKE MOVEMENTS THAT INCORPORATE THE
USE OF IMAGERY, SOME MEDITATION, BREATHING EXERCISES, AND SELF-
ACUPRESSURE DESIGNED TO RELEASE NECK, SHOULDER, AND LEG
MUSCLE TENSION.”

WHEREFORE, Applicant believes the registration of the mark CHI WELLNESS
(styled letter), Application Serial No. 76/388,253, will not affect the Opposer’s existing
business and asks that Opposer’s opposition be dismissed. Application Seral No.
76/388,253,
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