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F£ Case CHIIN-034M

r
reef

' IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN RE SERIAL NO. 76/388,253 ———
O
China Healthways Institute, Inc. dba ) Opposition No. 09-05-2003

Chi Institute, ) U.S. Patent & TMOfc/TM Mail Rept Dt. #66
)
Opposer, )
)
vs. )
)
“Miles” Chong Chen, Ph.D., )
)
Applicant. )

NOTICE OF OPPOSITION

Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514
Dear Sir:

In the matter of the application of “Miles” Chong Chen, Ph.D. of Boston Massachusetts

(hereinafter “Applicant™) for registration of the trademark CHI WELLNESS (stylized letters),

Application Serial No. 76/388,253, published in the Official Gazette of July 1, 2003, China
Healthways Institute, Inc. dba Chi Institute, a California corporation, with offices at 100 Avenida
Pico, San Clemente, California 92672 (hereinafter “Opposer”), believes that it will be damaged by
registration of the mark shown in Serial No. 76/388,253, and hereby opposes the same.

The grounds for opposition are as follows:
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| advertising and marketing of therapeutic massagers. In connection therewith, Opposer has used, in
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1. Opposer is and has been for many years engaged in the extensive development,

by

interstate commerce, the marks CHI and CHI (AND DESIGN), among others, for the
aforementioned goods since long prior to Applicant’s filing date and date of first use alleged in
application Serial No. 76/388,253 for the mark CHI WELLNESS (stylized letters).

2. Since adoption of its CHI and CHI (AND DESIGN) trademarks, Opposer has
continuously used such marks in connection with the manufacture and sale of therapeutic massagers
and related products throughout the United States in interstate commerce.

3. Opposer has expended considerable sums in exerting every effort to maintain the
highest standard of quality for its products, and has created valuable goodwill among the purchasing
public under its CHI and CHI (AND DESIGN) trademarks.

4. As aresult of the continuous and extensive use of the CHI and CHI (AND DESIGN)
trademarks by Opposer, such marks have become and continue to function as a valuable business
and marketing asset of Opposer, and serve to indicate to the trade and consuming public the products
originating from Opposer and its authorized representative.

5. Notwithstanding Opposer's rights in and to said CHI and CHI (AND DESIGN)
trademarks, Applicant, on information and belief, filed an application for registration of the mark
CHI WELLNESS (stylized letters) in International Class 044 on March 27, 2002. Said application
was published for opposition in the Official Gazette of July 1, 2003.

6. Applicant's CHI WELLNESS (stylized letters) mark is confusingly similar to
Opposer's CHI and CHI (AND DESIGN) trademarks and its registration and use by Applicant on

the goods claimed in the subject application is likely to cause confusion, deception and mistake.




‘ 7. Applicant's use of the mark CHI WELLNESS (stylized letters) interferes with
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! Opposer's use of its CHI and CHI (AND DESIGN) trademarks and use of, or registration of, the
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mark CHI WELLNESS (stylized letters) by Applicant will seriously damage Opposer.

8. Applicant’s use and registration of the mark CHI WELLNESS (stylized letters) will
lessen or diminish the capacity of Opposer’s famous CHI and CHI (AND DESIGN) trademarks to
identify and distinguish the goods sold by Opposer, regardless of whether there exists any direct
competition between Opposer and Applicant, and regardless of whether there exists any likelihood
of confusion, mistake or deception between Applicant’s-products at issue and Opposer’s goods.

9. As shown in Exhibit A, Opposer obtained an extension of time for filing the present
Notice of Opposition, which is being timely filed.

WHEREFORE, Opposer believes that it will be damaged by said registration and prays that
registration of the mark CHI WELLNESS (stylized letters) to Applicant be denied.

The filing fee for this Opposition in the amount of $300.00 (one international class) is

enclosed and this Opposition is enclosed herewith in triplicate.

Date: X/%%DS

Darren S. Rimer

RIMER & MATHEWSON LLP
28202 Cabot Road, Suite 300
Laguna Niguel, CA 92677
(949) 367-1541

Counsel for Opposer
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive
Arlington, Virginia 22202-3513

Darren S. Rimer

Rimer & Mathewson, LLP
28202 Cabot Road, Suite 300
Laguna Niguel, CA 92677

Mailed: August 20, 2003

Serial No.: 76388253

Millicent Canady, Legal Assistant

The request to extend time to oppose is granted until 8/30/03 on behalf of potential
opposer China Healthways Institute, Inc..

Please do not hesitate to contact the Trademark Trial and Appeal Board for any questions
relating to this extension.




RIMER & MATHEWSON LLP

INTELLECTUAL PROPERTY,BUSINESS AND RELATED CAUSES

28202 CABOT ROAD, SUITE 300
LAGUNA NIGUEL, CALIFORNIA 92677
TELEPHONE (949) 367-1541
FACSIMILE (949) 625-7640
INFO@RIMERMATH.COM

Writer’s Direct E-mail:
darren@rimermath.com

August 30, 2003

- —_—

09-05-2003
Commissioner for Trademarks U.S. Patent & TMOfc/TM Mail Rept Dt. #66

2900 Crystal Drive
Arlington, Virginia 22202-3514

Re:  Serial No.: 76/388,253
Mark: CHI WELLNESS
Our Reference: CHIIN-034M
Dear Sir/Madam:
Enclosed for filing are the following:
1. Notice of Opposition, in triplicate;
2. Check in the amount of $300 for Filing Fee;
3. Certificate of Mailing; and
4. A postcard to acknowledge receipt.

This letter is enclosed herewith in triplicate.

Respectfully submitted,

Date: August 30, 2003 By:

Darren S. Rimer
Counsel for Opposer



