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OPPOSERS’ RESPONSE TO APPLICANT’S MOTION
TO COMPEL DISCOVERY AND DEPOSITIONS AND
REQUEST FOR SANCTIONS FOR DISCOVERY ABUSE

Opposers Varsity Brands Inc., Varsity Spirit Corporation and Varsity Spirit Fashions
& Supplies, Inc. (“Opposers”), by their attorneys, hereby respond to Applicant VTV: Varsity
Television, Inc.'s (“Applicant”) Motion to Compel Discovery and Depositions and Request
for Sanctions for Discovery Abuse, as follows:

At the outset, Opposers would like the Board to be aware that after a number of
attempts to reach Applicant's counsel, and two telephone conversations about extending
the discovery cut-off, on May 27, 2004, Opposers’ counsel forwarded a letter to Applicant’s
counsel providing a timetable for the parties to exchange objections to discovery
responses, as well as a timetable for the drafting and commenting of a protective order. A
copy of that letter is annexed hereto as Exhibit A. The letter also included a suggestion
that discovery be extended two weeks to facilitate these exchanges. Finally, the letter
indicated that Opposers would be able to provide Applicant with the names and availability

of individuals who can provide the information Applicant sought. In fact, Opposers
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provided a name to Applicant — Jeff Webb, who is either President or Chief Operating
Officer of each entity. Applicant decided it didn't “like” that name.

Rather than respond favorably, which would have obviated the need for the instant
motion, as well as Opposers’ Motion to Extend Discovery Cut-Off and All Relevant Trial
Dates, Applicant chose instead to file the instant motion. As Opposers set forth herein,
Applicant’s Motion should be denied in its entirety.

1. Grounds For Relief

Right off the bat, Applicant declares that the parties are at an impasse. To the
extent that such an impasse exists (which Opposers vigorously deny), the cause of the
impasse is mutual at best, and due to Applicant’s doing at worst. Opposers made timely
responses to Applicant's discovery requests.’ Most of the responses took the form of
objections to the Applicant’s requests. Applicant did likewise. Opposers then thought that
the parties would exchange written correspondence discussing why the other parties’
objections were ill-founded. It then expected the written correspondence to be followed-up
by a telephone conference in an effort to resolve the discovery disputes. Neither party
has yet to forward such correspondence nor seek a telephone conference. To lay the
blame for any delays solely at the feet of the Opposers is disingenuous. In fact, it is only in
the instant motion that Applicant parses through and discusses its objections to Opposers'
discovery responses. No prior writing or discussion as had concerning the specific
responses was ever sent by Applicant, nor did Applicant ever seek to discuss the

responses. Without such analysis, Opposers cannot know ether Applicant’s objections are

: Opposers will address Applicant’s contention that Opposers’ discovery response requests are late

later in this response.




or are not valid. Again, had Applicant done so even one week ago — it is highly likely the
instant motion would have been unnecessary.

With respect to the discovery “subpoenas,” Opposers informed Applicant on several
occasions that the individual possessing the most knowledge about all facets of Opposers’
VARSITY family of trademarks was its president — Jeff Webb. However, like most senior
officers of large corporations, Mr. Webb is rather busy, and between his schedule and that
of Arlana Cohen, Opposers’ lead counsel, the dates of depositions unilaterally selected by
Applicant were simply not good ones.

It is clearly not the Board's place to intervene on the scheduling of discovery
depositions. The better practice is for the party seeking discovery to contact the adverse
party well in advance of the desired deposition to work out a schedule that is mutually
acceptable. Applicant did not do that. It simply forwarded Notice of Depositions to
Opposer and expected 100% availability. Opposers' counsel then informed Applicant’s
counsel of the non-availability of the noticed witness.

Applicant followed that up with a second set of deposition notices. This time, it is
Opposers’ counsel who was not available during the noticed dates. Moreover, since the
parties were coming to the end of the discovery cut-off, Opposers suggested that
discovery be extended so that deposition dates could be discussed and agreed upon.
Applicant refused to extend the discovery cut-off, forcing both parties to submit these
motions.

i Status and Timeline of VTV’s Discovery Requests

Applicant attempts to “make hay” out of Opposers’ failure to produce even a single

document in response to its discovery requests. In fact, Applicant did not produce any




documents either (except for one brochure describing the company). In addition, the
parties’ counsel held no discussions, either written or verbal, concerning method of
production or the entry of a protective order.

There are various ways for parties to exchange document requests, including
personal inspection and copying and forwarding. In either case, however, arrangement
must be made for document availability in the case of personal inspection, and copying
costs for copying and forwarding. Applicant’'s counsel never made any proposal favoring
one method or another. Nor did it provide any information concerning the logistics of either
method. Rather, it simply complained that documents were not being timely produced.
Again, Applicant has chosen to obtain Board intervention about an issue which, if it had
only been discussed, could have been quickly resolved.

1. Applicant’s Requested Relief

Opposers agree that under the Trademark Rules, a party is entitled to move to
compel responses. However, in this case, responses were timely served. Applicant’s
motion speaks more to the content of the responses, which consisted primarily of
legitimate objections. However, rather than discuss the objections in an effort to resolve
any disputes, Applicant instead chose to focus its attention primarily on depositions.
Further, when it did discuss responses, it did so in an accusatory fashion, and continuously
made demands about responses, rather than working cooperatively to resolve disputes.
Opposers believe that, contrary to the Certificate of Conference signed by Applicant's
counsel, precious little communication and conference has been had in a real effort to
resolve the conflicts. For this reason alone, Applicant’s motion should be denied as

unripe.



IV. Opposers’ Objections Should Not
Be Deemed Waived Or Overruled

A. Opposers’ Responses Were Timely Served

Applicant asserts that Opposers’ responses were served late and, therefore, all
objections raised therein should be waived. Opposers assert that such responses were
timely, and that the objections should stand.

Applicant’s counsel has produced correspondence in which it agreed to a twenty-
one day extension of Opposers’ time to respond to outstanding discovery. See Exhibit F
annexed to Applicant's Motion. However, Opposers’ counsel never sought a twenty —one
(21) day extension. Annexed hereto as Exhibit B is a copy of Opposers’ counsel's letter to
Applicant's counsel confirming that a thirty (30) day extension of time was granted to
Opposers, making the responses due March 25, 2004.

Opposers’ counsel countered with a letter, which it did not annex to Applicant’s
moving papers, but is annexed hereto as Exhibit C, claiming that, inter alia, there must
have been some type of misunderstanding and that the responses were in fact due on
March 12, 2004. Applicant's counsel followed that up with a letter on March 17, 2004, also
part of Applicant's Exhibit F, in which it stated that “if you submit the settlement proposal to
us in a "timely fashion,” we will reconsider our position with regard to waiver of the (sic)
your clients’ objections.”

Approximately three weeks later (which Opposers’ believe to be a timely fashion),
Opposers forwarded a reasonable settiement proposal to Applicant. A didacted copy of
that letter is annexed hereto as Exhibit D.?> Thus, it was Opposers’ belief that since it had

complied with Applicant’s request, the issue of the waiving objections was rendered moot.

Opposers have removed any substantive discussion of the settlement proposal itself.




Moreover, in the interim, Opposers’ counsel had forwarded correspondence to Applicant's
counsel again asserting that Opposers had until March 25 to serve responses — a deadline
it met.

Finally, on March 24, 2004, Applicant’'s counsel forwarded a letter to Opposers’
counsel acknowledging receipt of the discovery responses. A copy of that letter is part of
Exhibit F to Applicant’s motion and is also annexed hereto as Exhibit E. The letter
discusses available dates for depositions and an extension of the discovery cut-off.
Neither it (nor subsequent correspondence) makes any reference to the rejection of the
objections submitted. Clearly, this “rejection” should be considered to be solely a
retaliatory tactic and should not be countenanced by the Board.

B. Applicant’s Request to Have Opposers’
Discovery Responses “Overruled” Is Premature

In its Motion, Applicant -- for the first time -- reviews Opposers’ responses to its
Interrogatory and Document and asserts why Opposers’ objections should be overruled by
the Board. Ironically, this is precisely the activity Opposers’ counsel had suggested the
parties perform in its May 27, 2004 |etter to Applicant’s counsel. Had Applicant’s counsel
forwarded these statements concerning Opposers’ objections, many of the conflicts could
have been resolved, thereby obviating the need for Board intervention, except perhaps in a
few cases. Or, had Applicant complied in full with the rule to confer, this motion would
have been obviated.

Thus, it is premature for the Board to simply compel responses. Rather, Opposers’
respectfully suggest that the Board order Applicant to proffer these same objections

directly to Opposers, and provide Opposers the opportunity to respond and attempt to



resolve these issues directly. However, should this Board entertain Applicant’s objections
at this time — Opposers respond below as to each specific objection®:
15.  This paragraph refers to Interrogatory No. 1, which reads:

INTERROGATORY NO. 1: Identify the states in the United States and all
other countries in which You are qualified or licensed to do business.

ANSWER: (n addition to the General Objections, Opposers object to this
interrogatory on the ground it is not calculated to lead to the discovery of admissible
evidence.

Contrary to Applicant’s position, it is Opposers belief that where geographically
Opposers are licensed to do business has no bearing whatsoever on channels of trade.
Channels of trade typically refers to the places products are available (retail stores,
wholesale stores, internet, etc.).

16.  This paragraph refers to so many discovery requests, it is impossible for
Opposers to know which objection by Applicant pertains to which Interrogatory or
Document Request response. Therefore, we will address our response to each discovery

request mentioned in this paragraph:

INTERROGATORY NO. 3: identify the manner in which each entity
identified in Your response to the previous Interrogatory has used Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Interrogatory on the grounds it cannot respond to the previous Interrogatory, as stated
therein. The entities which use Opposers’ Marks are identified in the Notice of Opposition.
Additionally, Opposers object to this interrogatory on the grounds that it is overly broad.
Notwithstanding these objections, and without waiving the same, Opposers use their
marks on or in connection with their goods and services and in the advertising therefor.

Opposers were directing Applicant to the Notice of Opposition, in which the entities
using Opposers’ Marks (as defined in the Applicant’s Instructions) were listed. Moreover,

Opposers believed this request to be overly broad as it relied on a previous Interrogatory

Opposers will address each interrogatory mentioned by Applicant by referencing the paragraph




which, as Opposers noted, could not be answered. Finally, and most importantly, it should
be noted that a substantive response to the Request was given.

REQUEST NO. 18: All documents identifying the types and classes of
consumers to whom Opposers market or sell goods and/or services identified by
Opposers’ Marks.

ANSWER: Opposers will produce responsive, non-privileged documents to
the extent they exist.

REQUEST NO. 19: All documents regarding the markets and channels of
trade in the United States through which Opposers market or sell goods and/or services in
connection with the Opposers’ Marks.

ANSWER: Opposers will produce responsive, non-privileged documents to
the extent they exist.

In both these requests, since Opposers did not object to this Request, Applicant’s
discussion in the paragraph in question is misplaced. Moreover, as Opposers explained,
both to this Board and to Applicant’s counsel, that it would produce ALL responsive
documents upon the entry of a suitable Protective Order. However, no Protective Order
was ever discussed, much less drafted. In addition, as Opposers have also explained, no
discussion was ever held regarding procedure and process of document exchange.

REQUEST NO. 23: All documents relating to any plan Opposers have to
expand the type of goods or services it offers for sale under Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds the documents sought are proprietary and confidential. Such
documents, to the extent they exist, will be produced upon entry of a suitable Protective
Order.

Opposers' future marketing plans are clearly confidential, and would have been
produced only after the entry of a suitable Protective Order.

REQUEST NO. 24: All documents and things referring or relating to the
creation and selection of Opposers’ Marks including, without limitation, correspondence

number in Applicant's Motion.



with, and memoranda between, Opposers and any name consultant, design firm,
advertising agency, advertising media, suppliers and printers.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the ground that it seeks documents not calculated to lead to the discovery of
admissible evidence. Opposers’ selection and adoption of its mark is not at issue in this
opposition.

Opposers stand by their assertion that information and documentation related to
their selection and adoption of their VARSITY family of marks has no bearing on the
question of likelihood of confusion with Applicant’s mark.

REQUEST NO. 25: All documents and things referring or relating to the
adoption and use (including Opposers' first use in intrastate and interstate commerce) of
Opposers’ Mark including, without limitation, correspondence with, and memoranda

between, Opposers and any name consultant, design firm, advertising agency, advertising
media, suppliers and printers.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds that it seeks documents not calculated to lead to the discovery of
admissible evidence. Opposers’ selection and adoption of its mark is not at issue in this
opposition.

Opposers stand by their assertion that information and documentation related to
their selection and adoption of their VARSITY family of marks has no bearing on the
question of likelihood of confusion with Applicant’'s mark.

REQUEST NO. 26: All federal and state service mark applications filed by,

or on behalf of, Opposers for Opposers’ Marks and any variants thereof, and all
documents referring or relating to any such applications.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the ground it is overly burdensome, calls in part for documents protected by
attorney-client privilege and is not likely to lead to the discovery of admissible evidence.
Most of the documents sought by Applicant are as easily obtained at the United States
Patent and Trademark Office by Applicant as they are from Opposers

Since Applicant does not in any way limit the scope of this request, some of the

documents which may be responsive thereto would be covered by the attorney-client




privilege and/or attorney work-product doctrine. In addition, again, it is not the validity or
priority of Opposers’ marks that are at issue in this dispute.

REQUEST NO. 27: All documents and things referring or relating to, or
comprising, any permission given by Opposers to any third party to use a trademark or
trademark name which Opposers considered or considers to be similar or identical to
Opposers’ Marks including, without limitation, all franchise agreements, licenses, and other
documents permitting such use, and all documents relating thereto.

ANSWER: In addition to the General Objections, Opposers’ object to this
Request on the grounds it seeks documents that are proprietary and confidential.
Notwithstanding the foregoing, Opposers will produce responsive documents, to the extent
they exist, upon the entry of a suitable Protective Order.

REQUEST NO. 28: All documents and things referring or relating to, or
comprising, any permission received by Opposers from any third party to use a trademark
or trade name which Opposers considered or considers to be similar or identical to
Opposers’ Marks including, without limitation, all franchise agreements, licenses and other
documents permitting such use, and all documents relating thereto.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds it seeks documents that are proprietary and confidential.
Notwithstanding the foregoing, Opposers will produce responsive documents, to the extent
they exist, upon the entry of a suitable Protective Order.
It appears to Opposers that Applicant is seeking documents relating to license
agreements or similar types of agreements which, in Opposers’ opinion, are confidential.
Moreover, Opposers state they will produce any responsive documents, upon the entry of

a suitable protective order.

REQUEST NO. 29: All documents and things referring or relating to, or
comprising any assignment of any trademark rights for Opposers’ Marks.

ANSWER: Opposer objects to this request on the ground that it is
burdensome, harassing, not limited in time, and not likely to lead to the discovery of
admissible evidence. Additionally, Opposers object to this request to the extent it calls for
privileged information.

10



The claim of ownership of Opposers’ marks has no bearing on whether there is a
likelihood of confusion between them and Applicant’'s mark. Therefore, no document
production is necessary here.

REQUEST NO. 47: All documents relating to any authorizations or licenses
granted by You or any person acting on Your behalf to use Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds that it is overly broad and to the extent it seeks documents that
are proprietary and confidential. Notwithstanding the foregoing, Opposers will produce
certain responsive documents, to the extent they exist, upon the entry of a suitable
Protective Order.

Again, any document pertaining to Opposers’ licensing and use of their marks is
confidential. Again, since no Protective Order is yet in place, Opposers have not produces
these documents, to the extent they exist.

17.  This paragraph refers to Interrogatory No. 6, which reads:

INTERROGATORY NO. 6: Identify by setting forth the mark, jurisdiction

(state or Federal), serial number and date of filing of all federal and state trademark and
service mark applications filed by You or on Your behalf for Opposers’ Marks.

ANSWER: In addition to the General Objections, Applicant objects to this
Interrogatory on the grounds it is overly broad and burdensome. The information sought
by Applicant regarding Opposers’ federal trade and service marks is easily accessible from
the Patent and Trademark Office database and are identified in full in Opposers’ Notice of
Opposition.

In this paragraph, Applicant does not indicate WHY it is entitled to the information
from Opposers. Rather, it merely asserts that it is entitled to it. Opposers do not assert
that Applicant is not entitled to the information. Rather, Opposers state that the
information sought by Applicant is just as easily obtained by Applicant from the Patent and
Trademark Office as it is from Opposers. Therefore, according to FRCP Rule 26(b)(2)(i),

there is no need for Opposers to bear the cost of copying information Applicant can just as

easily obtain from another source.
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18.  This paragraph refers to numerous Interrogatories as well as one Document
Request. Again, Opposers will discuss each such discovery request in turn:

INTERROGATORY NO. 8: Identify and describe the persons or entities to
which You have sold or provided, or offered to sell or provide goods and/or services in
connection with Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Interrogatory on the ground it is overly broad and overly burdensome and not likely to lead
to the discovery of admissible evidence. Additionally, Applicant does not specify a time
frame within which it seeks the information requested. Further, Opposers have sold their
products and services to innumerable persons since they began using Opposers' Marks at
least as early as 1978 (VARSITY SPIRIT FASHONS) and 1989 (JUNIOR VARSITY
SPIRIT FASHIONS). Additionally, to the extent Applicant is seeking the names of
Opposers’ customers, this information is proprietary and protected by privilege and not
likely to lead to the discovery of admissible evidence.

Here, Applicants make an overly broad and blanket request and simply expect
Opposers to comply with it. In fact, even if Opposers believed the information sought was
relevant to this dispute, it could not provide a substantive response without more
information.

Specifically, and as noted in the objection, Applicant doesn’t specify a time frame
for which it wishes this information. As Opposers note, they have been using two of their
trademarks for more than 25 and for 15 years, respectively. Applicant cannot possibly be
seeking a list of every single person who has purchased a product bearing these marks
since they were first offered in commerce. Moreover, Opposers believe, since the parties
are competitors, that any customer list in Opposers’ possession is confidential, and will not

be produced until a suitable protective order is in place.

INTERROGATORY NO. 9: Describe in detail all services offered by You

since 1978.

ANSWER: Opposers object to this interrogatory on the grounds it is not
likely to lead to the discovery of admissible evidence and is overly broad and burdensome.
Additionally, it is unknown why a date of “1978" was selected as a time frame by Applicant,

12




but Opposers object to such time frame since no relevant cause could be served.
Applicant claims a date of first use of July 2002. There is no question of priority in this
opposition.

Here, Opposers sought an explanation as to why 1978 was selected as a date from
which to provide a response. Once Applicant provides the requested clarification, Oposers
will provide a substantiveresponse.

INTERROGATORY NO. 10: Were Opposers’ Marks used by you in

connection with any of the services referenced in the preceding interrogatory, if yes,
please identify and describe each use.

ANSWER: Opposers incorporate their objections to the prior interrogatory
herein. Additionally, Opposers object to this interrogatory in that it is vague and
unintelligible in that surely Applicant cannot be seeking a response setting forth each time
Opposers put their company name and trademarks on each item and correspondence they
have ever sent or sold.

Opposers' objection to this Interrogatory was clearly laid out in the Response itself.

Opposers could not figure out exactly what Applicant was seeking in this
Interrogatory. Since there was no subsequent discussion between the parties to clarify
Applicant’s request, Opposers' confusion continues.

INTERROGATORY NO. 11: Describe in detail all goods sold by you since

1978.

ANSWER: Opposers object to this interrogatory on the grounds it is not
likely to lead to the discovery of admissible evidence and is overly broad and burdensome.
Additionally, it is unknown why a date of “1978” was selected as a time frame by Applicant,
but Opposers object to such time frame since no relevant cause could be served.
Applicant claims a date of first use of July 2002. There is no question of priority in this
opposition.

Opposers believe this request is overly broad and burdensome because it cannot
possibly describe each and every item sold since 1978 under their VARSITY family of
trademarks. In fact, since Applicant only began using its mark in 2002, the question of

likelihood of confusion can only arise from that date forward. If Applicant would have
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clarified what it meant in this Interrogatory, Opposers could have provided a substantive

response.

INTERROGATORY NO. 12: Were Opposers’ Marks used by you in
connection with the goods referenced in the preceding interrogatory, if yes, please identify
and describe each use.

ANSWER: Opposers incorporate their objections to the prior interrogatory
herein. Additionally, Opposers object to this interrogatory in that it is vague and
unintelligible in that surely Applicant cannot be seeking a response setting forth each time
Opposers put their company name and trademarks on each item and correspondence they
have ever sent or sold.

Since Opposers could not provide a substantive response to the previous
Interrogatory referenced by this Interrogatory, it could not provide a substantive response
here either.

REQUEST NO. 45: Any and all documents sent to, sent by, received from or
concerning You that evidence or relate to Your use of Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds it is vague, overly broad, and not restricted as to time or subject
matter. All of Opposers’ documents used in its entire business “relate” to its use of its
Marks. Notwithstanding the foregoing, if Applicant restricts its Request as indicated by
Opposers, Opposers will provide a substantive response to this Request.

Opposers stand by their objection here. Plainly, there are no limitations whatsoever
on the nature and types of documents Applicant is seeking. Accordingly, Opposers cannot
provide a response. However, since no conference or discussion was held about
Opposers’ response, no clarification could be obtained by Opposers.

19. This paragraph refers to interrogatory Nos. 31 and 32. They will be discussed
separately:

INTERROGATORY NO. 31: Identify all web sites by URL which Opposers
are currently utilizing or plan to utilize which display Opposers’ Marks and identify: (a) the

purpose of the web site(s) and (b) the specific goods and/or services advertised and/or
sold on such web site(s).
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ANSWER: Opposers object to this interrogatory on the grounds that (a) is
vague and unintelligible in that Opposers cannot decipher what is meant by a “purpose” of
a website. Without waiving the foregoing, the majority of Opposers’ goods are displayed at
“varsity.com.” Opposers’ services include providing content and information over such site
as well as internet services pertaining to the sale of goods.

Opposers do not understand the basis for Applicant's objection to this Response.
While they reserved their right to seek to prevent information regarding this response from
being submitted by Applicant if they so chose, they did provide a substantive response.

Accordingly, a motion to compel a further response is improper.

INTERROGATORY NO. 32: Identify each and every use of Opposers’ Marks
with regard to internet services.

ANSWER: Opposers object to this interrogatory on the grounds that it is
overly broad and burdensome and unintelligible. Opposers cannot “identify” each time its
mark appears on its website, and to the extent it could, such usage is constant and
occurring 24/7, 365 days per year.

Here, Opposers responded as best they could to the request, given the vague term
utilized by Applicant. However, any confusion surrounding Opposers’ response could
have been discussed and resolved had Applicant properly attempted to confer and discuss
the response.

20. This paragraph refers to Interrogatory No. 36, which reads:

INTERROGATORY NO. 36: Specifically identify and describe Opposers’
trade name, common-law trademarks, trademark applications and trademark registrations
which Opposers contend compose its “VARSITY Family of Marks” referred to in Paragraph
No. 6 of Opposers’ Notice of Opposition.

ANSWER: In addition to the General Objections, Opposers object to this
Interrogatory on the ground it is burdensome and harassing. The information sought by
Applicant is set forth in Opposers’ Notice of Opposition.
While Opposers stand by their original response, the issues raised by Applicant in

its motion as they pertain to this Interrogatory could have been discussed and easily

resolved by the parties without the need for Board intervention. However, since Applicant
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did not provide Opposers with any such correspondence setting forth its objections to the
response, Opposers could not clarify its response.

21 This paragraph refers to Document Requests 1 and 39. They will be
discussed separately.

REQUEST NO. 1: All documents evidencing your corporate or
organizational structure.

ANSWER: |n addition to the General Objections, Opposers object to this
Request on the grounds it is not likely to lead to the discovery of admissible evidence.
Notwithstanding the foregoing, Opposers will produce responsive, non-privileged
documents to the extent they exist.

REQUEST NO. 39: All documents referring or relating to, or comprising or
commenting on, Opposers’ incorporation, corporate name reservations, qualifications to do
business, trade name registrations and assumed name recordations for Opposers and any
of its divisions, subsidiaries, or related businesses, referring or relating to the use of the
term “Varsity” or the letter “V."

ANSWER: In addition to the General Objections, Opposers object to this
Interrogatory on the grounds it is vague, overly broad, overly burdensome and not likely to
lead to the discovery of admissible evidence. Without waiving the foregoing, Opposer
Varsity Brands, Inc. is the parent company of Opposers Varsity Spirit Corporation and
Varsity Spirit Fashions & Supplies, Inc.

tn both requests, Opposers maintain that their corporate or organizational structure
bear no relevance on the issue of likelihood of confusion between Opposers’ VARSITY
marks and Applicant's mark. Applicant has not explained at all why the corporate structure
of Opposers has any bearing whatsoever on the sale of goods and offering of services
under their VARSITY marks. Rather it has merely asserted that it is relevant. This is not a
sufficient explanation for the Board to compel a substantive response here.

In addition, Opposers informed Applicant that they would produce responsive

documents. However, as has been explained innumerable times already, no procedure or
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process for the exchange of documents was ever discussed and agreed upon by the

] 1"

parties. Finally, Applicant’s “explanation” of relevance in its motion is inadequate.

22. This paragraph refers to Opposers’ lack of production in response to
Interrogatory Nos. 14, 15, 16 and 33. As Opposers have consistently explained both here
and to Applicant’s counsel, they had planned to produce ALL responsive documents when
a protective order was in place. In addition, no discussion about the process and
procedure of document exchange was agreed upon.

23. This paragraph refers to Interrogatory No. 16, which reads:

INTERROGATORY NO. 16: Please identify each person with knowledge of
relevant facts concerning this opposition proceeding.

ANSWER: Opposers are investigating the person or persons best able to
provide information about the information requested in this interrogatory. Once such
person or persons are identified, Opposers will supplement this response.

While they did not do so formally in a supplemental Response to this Interrogatory,
in subsequent conversations and correspondence with Applicant’s counsel, Opposers
identified Jeff Webb as the person possessing knowledge about this Opposition. Further,
if Applicant would list types of information, it would greatly assist Opposers. That is,

marketing person, advertising person, etc.

24.  This paragraph refers to Interrogatory No. 19, which reads:

INTERROGATORY NO. 19: Identify the media through which You have
advertised or promoted Your goods or services under Opposers’ Marks.

ANSWER: In addition to the General Objections, Opposers object to this
Interrogatory on the ground it is overbroad and burdensome and not limited in time.
Opposers also object to this interrogatory to the extent “media” is vague. Without waiving
the foregoing, Opposers have advertised and promoted their goods in print media,
television media, radio media and internet media.
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Opposers do not understand Applicant’s objection to this Response. They assert
that “Opposers' response is vague and unresponsive in that it provides no information
which bears on the question of likelihood of confusion.” This makes no sense at all.
Applicant inquired as to the types of media through which Opposers promote their goods
and services, and Opposers provided a responsive list. If Applicant was seeking different
information than what it received, it should have asked a different question or sought to
clarify this in a conference with Opposers. Opposers stand by their response here.

25.  This paragraph refers to numerous Document Requests.

Here, Applicant has not taken the time to explain why each of Opposers’
Responses to 12 Document Requests is objectionable. Rather, it has simply lumped all of
them together in a miasma of objections and refusals to respond.

First, unless they have objected because a request is seeking proprietary or
confidential information, Opposers consistently state that responsive documents WILL be
produced. However, there was no discussion at all concerning the process and
procedures under which document production would take place.

Second, Opposers were under no obligation to produce documents that were
proprietary and confidential until a suitable protective order was in place. Again, no such
draft order was proffered by Applicant; nor was one ever discussed in any detail by the
parties’ counsels.

Finally, as Applicant has done consistently in this motion, it offers no reason why its
requests “bear on the question of likelihood of confusion.” Opposers have not, for the

most part, objected on that ground (and where they have, they believe there is no
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relevance). Nevertheless, for purposes of a motion to compel, Applicant must provide a
reasoned basis for its assertion that the request bears relevance to the issue at hand.

26. This paragraph references six Interrogatories and 16 Document Requests.
Again, Applicant has merely given a blanket “reason” why Opposers responses were not
sufficient. 1t provides neither the Board nor Opposers the opportunity to see exactly which
objections go with which response. Again, it merely asserts that “Opposers object on a
variety of baseless objections to all these requests. These requests seek information that
directly bears on the question of likelihood of confusion . . . . "

How can the Board be expected to order Opposers to provide a substantive
response when neither it nor Opposers know the nature of the specific objection to each
particular Interrogatory and Document Request?

Here again, had Applicant reduced its objections to writing PRIOR to filing this
motion, and discussed those objections directly with Opposers, many of the “objections”
raised by Applicant could easily have been resolved. Opposers respectfully suggest that
any Applicant objection to any of Opposers’ responses to these Interrogatories and
Document Requests be dismissed due to vagueness.*

27. This paragraph refers to Document Request Nos. 35 and 36.

REQUEST NO. 35: All documents referring or relating to, or comprising,
Opposers’ first notice of Applicant’s application for registration of Applicant's Mark.

ANSWER: Opposers will produce non-privileged responsive documents to
the extent they exist.

* Opposers have been and continue to be prepared to discuss their responses to all Interrogatories

and Document Reqguests either in writing or in a telephone conference with Applicant. However, Opposers
cannot provide suitable defenses for 22 discovery request responses in the format of a response to a motion.
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Opposers indicated that documents would be produced. However, since no
procedure or process for that production was ever discussed, no documents were provided
to Applicant. Applicant's objection to this response is baseless and shouid be dismissed.

REQUEST NO. 36: All documents and things referring or relating to any

modification by Opposers of Opposers’ Marks since the first use thereof including, without
limitation, all documents relating to the reason such modification was made.

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds it is not calculated to lead to the discovery of admissible evidence.

Applicant indicates that IT believes documents responsive to this request are
relevant. However, it does not indicate why. It simply states they bear on the question of
likelihood of confusion. Opposers disagree. The possible modification of any of Opposers’
marks has no bearing on whether there is confusion in the marketplace between
Opposers' current family of VARSITY marks and Applicant's mark.

28.  Here, Applicant refers to Interrogatory Nos. 25 and 26 and Document
Request Nos. 52 and 53. Again, rather than addressing each response separately,
Applicant has lumped them all together, has made a blanket generalized conclusion that
they are not overly broad and are relevant to the issue of likelihood of confusion. Each
discovery request will be discussed in tum:

INTERROGATORY NO. 25: ldentify each person of whom You are aware
who has used or registered any designation of “Varsity” or any variation thereof, and

identify the designation and the goods or services for which the designation has been oris
now used or registered.

ANSWER: In addition to the General Objections, Opposers’ object to this
Interrogatory on the ground it is overly broad. Specifically, it does not specify the goods
and/or services of interest to Applicant in relation to this Interrogatory. If Applicant will
revise this Interrogatory as requested by Opposers, Opposers will provide a substantive
response, to the extent one exists.
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There are many registrations and applications for marks incorporating VARSITY for
totally unrelated goods and services. They have no bearing on this dispute. However,
Applicant did not restrict its request to only those registrations that would have such a
bearing. Consequently, Opposers were seeking a clarification by Applicant as to which
goods and services were of interest to Applicant so that a more useful response could be
provided.

INTERROGATORY NO. 26: Identify each person of whom You are aware
who has used or registered any designation of the letter “V” or any variation thereof, and

identify the designation and the goods or services for which the designation has been or is
now used or registered.

ANSWER: [n addition to the General Objections, Opposers' object to this
Interrogatory on the ground it is overly broad. Specifically, it does not specify the goods
and/or services of interest to Applicant in relation to this Interrogatory. If Applicant will
revise this Interrogatory as requested by Opposers, Opposers will provide a substantive
response, to the extent one exists.

Similarly, there are probably thousands of trademark registrations and applications
for marks utilizing the letter “V." Opposers could not possibly provide a relevant response
to such an overly broad request. Again, Opposers asked Applicant to clarify its request so
that a substantive response could be provided.

It is important to note that in both these cases, Applicant never provided the
requested clarification. Instead, it simply filed the instant motion.

REQUEST NO. 52: All documents relating to any communications between
You and any person that has used or registered any of the designation “Varsity” or any
variation thereof,

ANSWER: In addition to the General Objections, Opposers object to this
Request on the grounds it is overly broad, and not calculated to lead to the discovery of

admissible evidence and request information protected by the attorney-client privilege.

REQUEST NO. 53: All documents relating to any communications between

You and any person that has used or registered any of the designation “V" or any variation
thereof.
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ANSWER: [n addition to the General Objections, Opposers object to this
Request on the grounds it is overly broad, and not calculated to lead to the discovery of
admissible evidence and request information protected by the attorney-client privilege.

In both these cases. it is quite possible that Opposers corresponded with owners of
VARSITY and/or “V" trademarks having no relation to the current dispute. In addition, it is
possible that some of the correspondence sought would be covered by privilege. Finally,
Opposers correspondence with third parties would have no bearing on the issue of

whether Applicant’s mark is confusingly similar to those of Opposers.

V. Request for Sanctions

Applicant has requested sanctions be imposed against Opposers in the form of a
dismissal of the opposition proceeding pending between the parties. In support, it cites
three cases where the Board granted such motions. However, in all three cases, the
conduct of the party upon whom sanctions were levied far exceeds Opposers’ conduct in
the instant case.’

In all three of the cases, the sanctioned party had willfully refused to comply with
multiple TTAB Orders compelling the production of documents, interrogatory responses
and the submission of individuals for oral depositions. Opposers’ conduct does not nearly
rise to this level.

For starters, Opposers have responded to all outstanding discovery requests. That
they contain objections to which Applicant does not agree cannot form the basis for the
levying of sanctions. Moreover, Opposers have continually offered to discuss their
objections with Applicant in an effort to resolve any disputes. Applicant has never in good

faith engaged in such discussions, choosing instead to simply file the instant motion.

Opposers do not beiieve their conduct has been improper. Any implication drawn from statements
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Second, as Opposers’ counsel has explained to both Applicant as well as this
Board, its historical policy regarding document production. Again, rather than working with
Opposers to craft a suitable protective order or even discuss methodology for exchange of
documents; Applicant chooses to simply reiterate its demands for documents (again
ignoring “details” like confidentiality and logistics). When such demands are not met,
Applicant’s response was to seek Board assistance.

Finally, even if the Board does not agree with Opposers’ rationale for not simply
photocoping and forwarding to Applicant’s counsel documents, without proper procedures
or safeguards in place, the simple fact is that Opposers’ conduct has not risen to even
close a level as that of the sanctioned parties in the cases cited by Applicant. For
example, in Unicut Corporation v. Unicut, Inc., 222 USPQ 341 (TTAB 1984), the
sanctioned party had failed to comply with two granted motions to compel, and two
motions for sanctions. Moreover, “respondent had been warned in the clearest of
language of the result of its non-compliance with the order.” /d. at 344.

In Wahi v. Fusco, 39 U.S.P.Q.2d 1223 (TTAB 1996), over one and one-half years
had elapsed without responses. Moreover, respondent there wad been ordered in two
separate rulings to respond to the requests. Finally, in Baron Phillippe de Rothschild S.A.
v. Styl-Rite Optical Mfg. Co., 55 U.S.P.Q.2d 1848 (TTAB 2000), no responses to discovery
requests were filed. Further, respondent’s counsel withheld knowledge that the individual
who had been noticed for deposition until just prior to the discovery cut-off in an effort to
obtain an extension of that cut-off. It also failed to comply with a Board order to prepare a
protective order. Here, Applicant's counsel never even mentioned entering a protective

order.

made in this response should be seen in that regard.
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Clearly, in all three cases cited by Applicant, the conduct of the sanctioned party
was quite egregious. This is contrasted with Opposers’ conduct, which has been proper
given the lack of cooperation received from Applicant with respect to these corollary
issues.

VI. Suspension of Proceedings

The Trademark Rules are clear. When motions of the type filed by both Applicant
here and concurrently by Opposers, the case in question should be suspended. See
Trademark Rules § 2.120(h}2). Accordingly, Opposers have no opposition to Applicant’s
request here.

VIl. Request for Extension of Case Deadlines

In the opinion of the Opposers', this is the most ironic of all Applicant’s requests
here. If Applicant had either granted Opposers’ oral request made on May 27, 2004, or
had responded favorably to Opposers’ counsel’s letter of the same date — the case
deadiines would have been extended on consent. No Board intervention would have been
necessary here. Nor would it have been necessary for Opposers to prepare and file their
own motion to extend the relevant trial dates. Opposers were forced to so when
Applicant’s counsel did not respond at all to the offer contained in the May 27 letter. (See
Exhibit A herein.}

CONCLUSION

The issues raised by Applicant in this motion are more the product of Applicant’s
refusal to engage in good faith discussions about the substance of discovery responses,
process for production of documents, deposition dates and trial date deadline extensions.

As Opposers have amply demonstrated here ALL of the “issues” for which Applicant is
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seeking Board intervention could have been resolved easily by the parties, without the
need for such intervention. However, rather than co-operating with Opposers’, it is
Applicant who took a defiant posture ~ using bluster and threats when simple discussion
would have sufficed. The request by Applicant for an extension of the trial dates is a
perfect example. Opposers proposed an extension request last week. Applicant would
not entertain it, and is now seeking such relief from the Board.

For the foregoing reasons, Applicant’s motion should be dismissed in its entirety,
save for the request for an extension of the trial dates, which Opposers sought first with
Applicant and later on, from this Board.

Dated: June 17, 2004 Respectfully submitted,
VARSITY BRANDS, INC.

VARSITY SPIRIT CORPORATION
VARSITY SPIRIT FASHIONS & SUPPLIES, INC.

o i )Y

Arlan¥’S. Cohen, Esq.

Mark J. Speciner, Esq.

St. Onge Steward Johnston & Reens LLC
Attorneys for Applicant

986 Bedford St.

Stamford, CT 06905

Telephone: (203) 324-6155

Certificate of Mailing: 1 hereby certify that this correspondence is today being deposited with the U.S.
Postal Service as First Class Mail in an envelope addressed to: Assistant Commissioner for
Trademarks, Box TTAB NO FEE, 2900 Crysta! Drive, Arlington, VA 22202-3513,

. 0. YNz

Barbara North

June 17, 2004
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EXHIBIT A




St. Onge Steward Johnston & Reens LLC

986 Bedford Street

Stamford Connecticut 06905.5619
(203) 324 6155 %

(203)327 1096 O

ssjr.com

May 27, 2004

VIA FACSIMILE 214-953-5822 [G!a FAXED
0

Cami Dawson Boyd, Esq.
Jackson Walker, L..L.P.

901 Main Street, Suite 6000
Dallas, Texas 75202

Re: SSJR File: 03229-N011-NO115A
Oppositions: Varsity v. Varsity Television & Design

Dear Cami:

After we spoke on the telephone, | discussed the substance of our conversation with Lana.
| telephone you shortly thereafter, but you have not yet returned my call.

We maintain our belief that extending the discovery cut-off in this action benefits both
parties. It allows both sides to continue to take and respond to discovery, including
depositions, and it allows the parties to further explore whether an amicable settlement is
possible. Accordingly, we propose the following:

Your client will agree to a two-week extension of time of discovery cut-off. In the
meantime, the following events will occur:

By Friday June 4: both sides will exchange letters outlining why the objections made by
the other party to their respective discovery responses are invalid, and why substantive
responses should be provided thereto. |n addition, by the 4™ we will forward to you a draft
Protective Order. Finally, by that date, we will provide you with the names and general
availability of individuals who can provide the information you seek.

By Friday, June 11, counsel for both parties will have a telephone conference in an effort
to resolve discovery disputes. After that time, both sides are free to move to compel
responses. In addition, by that date, you will provide us with your comments about the
draft Protective Order.

If this is acceptable to you, please let us know by the close of business tomorrow, May 28,
2004, and we will prepare and file a joint motion for a two-week extension of the trial cut-
off. When that deadline approaches, if the parties are mutually satisfied that progress is

New York {212) 730 4554 %,
New Haven (203) 562 0400 %,




Cami Dawson Boyd, Esq.
May 27, 2004
Page 2

being made, either on settlement or in discovery, we can discuss a further, longer
extension of these dates.

If we do not hear from you, we will presume your client is not amenable to these terms,
and we will take whatever action we deem appropriate. We look forward to hearing from

you.

Sincerely,

Vefes
, Mark 4. Specider

mis@ssjr.com
Admitted in NY.
Not admitted in CT.

MJS:bn
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St. Onge Steward Johnston & Reens LLC

986 Bedford Street

Stamford Connecticut 06905-5619
(203} 324 6155 %,

(203)327 1096 D

ssjr.com

February 18, 2004

VIA FACSIMILE
214-953-5822

Amy A. Wietjes, Esq.
Jackson Walker, L.L.P.
901 Main St., Suite 6000
Dallas, TX 75202

Re: SSJR File 03229-N0115A
Varsity v. Varsity Television, Inc.
Opposition to “Varsity Television and Design”

Dear Amy:

This is to confirm you granted our clients, Varsity Brands, Inc., Varsity Spirit
Corporation and Varsity Spirit Fashions & Supplies, Inc. a thirty (30) day extension of
time to respond to the interrogatories and document requests propounded by your
client, Varsity Television, Inc. Accordingly, our clients’ responses would be due
March 25, 2004.

We also proposed suspending the instant opposition while settiement was explored.
We await your response to such proposal.

Sincerely/]

/i
/
Arlane{ég.ﬁm—/

asc@ssjr.com
ASC:bn

New York (212) 730 4554%,
New Haven (203) 562 0400 %
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2149536465 JACKSON WALKER PAGE

32/13/2084 18:4l .

ATTGRNEYS

*

% COUNERLORS Amy A. Wietjes

901 Main Sureer, Suite 6000 (214) 953-5977
Dallas, Texas 75202 awietjes@w.com

(214)953-6000 « fax (214) 953-5822

WA W COm

\usup
1valbas

Terr Worrh
Floapstem
Weadividvom
San Aozcbe
Nian Anonin

JACURKSON WATLKER 1,11

February 19, 2004

VIA FACSIMILE and U.S. FIRST CLASS MAJL
Ms. Arlana S. Cohen

St. Onge Steward Johnston & Reens LLC

986 Bedford Street

Stamford, Connecticut 06905-5619

Re:  Varsity Brands Inc.; Varsity Spirit Corporation; Varsity Spirit Fashions &
Supplies, Inc. v. VTV: Varsity Television, Inc.; Opposition No. 91157733

Dear Lana;

I 'am in receipt of your letter of February 18, 2004 regarding an extension of time
for your clients, Varsity Brands, Inc.; Varsity Spirit Corporation; and Varsity Spirit
Fashions & Supplies, Inc., to respond to the interrogatories and document requests
propounded by my client, VIV: Varsity Television, Inc. An extension is agrecable,
however there seems to have been a miscommunication regarding the length of such
extension. | agreed to a twenty-one (21) day extension of time to respond, the same length
as the extension given to my clients for their responses. I apologize for any
misunderstanding. Accordingly, your clients' responses will be due March 12, 2004.

Your proposal of suspending the instant opposition proceeding while settlement is
explored is still being contemplated by our clients. We will be in touch regarding such

proposal.

Sincerely,
mwtj es

AAW aaw
cc: Cami Dawson Boyd

NMerndn val g S AL WY

3566935%1 107423/00003
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EXHIBIT D



St. Onge Steward johnston & Reens LLC

986 Bedford Street

Stamford Connecticut 06905-5619
{203) 324 6155%

(203)327 1096 [

ssjr.com

April 12, 2004
FOR SETTLEMENT PURPOSES ONLY
SUBJECT TOF.R.E. 408
VIA FACSIMILE
214-953-5822
AND U.S. MAIL

Amy A. Wietjes, Esq.
Jackson Walker, L.L.P.
901 Main St., Suite 6000
Dallas, TX 75202

Re: SSJR Files: 03229-N0114A; 03229-N0115A
Varsity v. Varsity Television, Inc.
Oppositions to "Varsity Television” and "Varsity Television and Design”

Dear Amy:

We have now been able to discuss the captioned oppositions with our client, Varsity
Brands, Inc. (*Varsity Brands”) and we have been authorized to communicate the
following proposal pursuant to which our client is willing to settle its current oppositions
against Varsity Television, Inc.’s ("VTV") two pending applications.

New York (212)730 4554 %
New Haven (203) 562 0400 %,



Amy A. Wietjes, Esq.
April 12, 2004
Page 2

We would like your comments regarding the above as soon as possible.

Nothing herein shall waive or limit our client’s rights or remedies should settlement not
be consummated.

Arlana S. Cohen

asc@ssjr.com
Admitted in NY.

Not admitted in CT.

ASC:bn
cc: J. Webb
R. Tisdale
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2442 12 X2 3 y ;
0372472004 17:27 FAT_“149533822 JACKSON WALKER ooz

*

A-JQRNEYS & CQUNSELORS p— (‘.a&xi;)s:;w;;;ﬁBoyd
901 Main Streer, Suite 6000 AV {214) 935-
f cboyd@jw.com

Dallas. Texas 75202
(214) 953-6000 » fax {214) 953-5822 .
Wy jw.com JACKSON WALKER L.L.I

March 24, 2004,

VIA FACSIMILE

Ms. Arlana S. Cohen

Mr. Mark J. Speciner

St. Onge Steward Johnston & Reens LLC
986 Bedford Street

Stmford, Connecticut 06905-5619

RE:  Varsity Spirit Corporation; Varvity Spirit Fashions & Supphies, Inc. v. VTV Varsity Television,
Inc.; Opposition No. 91157733; U.S. Patent and Trademark Office, Trademark Tral
and Appeal Board

Dear Ms. Cohen and Mr. Spc—;c:in:::

We are in receipt of your Maxch 22, 2004, letter and enclosed discovery objections. However,
we have not received a response from you to my letter dated March 19, 2004, pursuant to
which 1 requested that you provide your available dates for your clients’ corporate
representative depositions. As 2 result, we have been unable to schedule our previously
noticed Rule 30(b)(6) deposition(s) within the current discovery pedod. In light of the fact
that the current discovery period is set to close on Mazch 30, 2004, we require an extension of
the discovery period and corresponding resumony periods. We have prepated 2 stpulation
providing for a 60-day extension of all current casc deadlines. The proposed stipulation is
attached. Pleasc sign the attached stipulation and return it to my artendon by facsimile. If we
do not receive your signature to the stipulation by Friday, we will have no alternadve but to
obtain relief from the TTAB.

Thank you for your attention to this matter. If you have any questions, please do not hesitate
to CONTAct me.

Very truly yours,

ami Daw, oyd
Attachment

cc: Ms. Amy A. Wietjes
Austin (without attachment)
Lallay
Fuct Wierh
Heuyoun
fachardson
San Angelo
San Anramio
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CERTIFICATE_OF SERVICE

This is to certify that on this 17th day of June, 2004, a true and correct copy of the
foregoing Opposers’ Response To Applicant’s Motion To Compel Discovery And
Depositions And Request For Sanctions For Discovery Abuse
is being served on the attorneys of record for Applicant on this day, by depositing the same
as first class mail, postage prepaid, in an envelope addressed as follows:

Cami Dawson Boyd, Esq.
Jackson Walker LLP

901 Main Street, Suite 6000
Dallas, TX 75202-3748

Ro Q.. W=t

Barbara North




