IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Ser. No.: 78/112,806
For the Mark: DOMINATOR
Holley Performance Products, Inc. Opposition No. 91157597
Opposer,
v. ANSWER A
Norton America, LLC, 10-14-2003
U.6. Patent & TMOfc/TM Mail Rcpt Dt. #78
Applicant.

TO: The Commissioner of Trademarks, Trademark Trial and Appeal Board, 2900 Crystal
Drive, Arlington, VA 22202-3514

Responsive to Notice of Opposition filed herein, Applicant answers as follows:
ANSWER

1. Applicant denies all the allegations in the Notice of Opposition (“Opposition”)
except those, which are hereinafter admitted, qualified or otherwise answered.

2. Applicant admits Norton America, LLC is the current owner of the Application
and that Norton America is a limited liability company. Norton America’s principal place of
business is presently located in Portland, Oregon.

3. Applicant admits the allegations in paragraphs 2-4 of the Opposition.

4. With respect to the allegations in paragraph 5 of the Opposition, Applicant has
insufficient knowledge to affirm or deny the allegations made.

5. With respect to the allegations in paragraphs 6-7 of the Opposition, Applicant
admits Reg. No. 1,133,503 (“DOMINATOR”) is a trademark registration in international class

no. 7 for “carburetors and parts thereof for engines” that is listed at the U.S.P.T.O as being




owned by Opposer. Applicant further admits Reg. No. 2,346,330 (“DOMINATOR”) is a
trademark registration in international class 12 for “carburetors, intake manifolds, and structural
parts therefore, all for use in land vehicle engines” which is listed at the U.S.P.T.O. as being
owned by Opposer. Applicant further admits Reg. No. 1,553,662 (“PRO DOMINATOR”) is a
trademark registration in international class 12 for “intake manifolds for internal combustion
engines for land vehicles” which is listed at the U.S.P.T.O. as being owned by Colt Industries,
Inc. Applicant admits Reg. No. 1,666,680 (STREET DOMINATOR) is a trademark registration
in international class 12 for “intake manifolds for internal combustion engines for land use
vehicles” which is listed at the U.S.P.T.O as being owned by Coltec Industries, Inc. Applicant
admits Reg. No. 2,493,739 (“STRIP DOMINATOR?”) is a trademark registration in international
class 7 for “carburetors, intake manifolds, and structural parts therefor, all for land use vehicle
engines,” which is listed at the U.S.P.T.O. as being owned by Holley Performance Products, Inc.
Applicant has insufficient knowledge to affirm or deny the remaining allegations of paragraphs 6
and 7.

6. As to the allegations in paragraphs 8 and 9 of the Opposition, Applicant has
insufficient knowledge to affirm or deny the allegations made therein. Applicant affirmatively
alleges the only reference to DOMINATOR in Exhibit B to the Opposition is in reference to a
carburetor. Applicant affirmatively alleges Exhibit C appears to reference a race called the
Holley Pro Stock Dominator Duel of which only Holley is ever identified as a registered mark.
Applicant affirmatively alleges that Dominator does not appear by itself in the documents

attached to the opposition as Exhibit C.
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7. Applicant denies the allegations in paragraph 10 of the Opposition.

8. As to the allegations in paragraph 11, Applicant is without sufficient information
to affirm or deny the allegations therein. Affirmatively alleges that DOMINATOR does not
appear anywhere in Exhibit D to the Opposition.

9. As to the allegations in paragraph 12 of the Opposition, Applicant is without
sufficient information to affirm or deny the allegations contained therein. Applicant
affirmatively alleges its present business plan is to sell motorcycles directly to customers and that
many of the motorcycle dealers it has been in contact with do not sell automobiles.

10.  Applicant denies the allegations in paragraphs 13-15 of the Opposition.

AFFIRMATIVE DEFENSES

11.  Opposers have not directly or indirectly manufactured motorcycles bearing the
mark DOMNINATOR that have been sold in the United States. Opposers have not directly or
indirectly sold motorcycle parts or fittings in the United States bearing the mark DOMINATOR.

12.  Applicant’s claims of right to the trademark DOMINATOR with respect to
motorcycles and parts for motorcycles is superior to any claim of right made by Opposer.

13.  The Opposition is barred by estoppel, laches and/or waiver, as multiple
registrations of the DOMINATOR name have been permitted by the U.S.P.T.O., including
alternate DOMINATOR registrations in international class 12 that specifically relate to use with
or on motorcycle parts.

WHEREFORE, Applicant respectfully moves the Board to deny the Notice of
Opposition filed herein and to grant any other such relief as the Trademark Trial and Appeal

Board deems just and necessary.
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Respectfully submitted,

PATTERSON, THUENTE,
SKAAR & CHRISTENSEN, P.A.

Dated: October 9, 2003 By: % /‘\l/C

Donald W. Niles (#160684)
Michael A. Bondi (#237,309)
Norman M. Abramson (#241,982)
4800 IDS Center

80 South Eighth Street
Minneapolis, MN 55402-2100
Telephone: (612) 349-5740
Facsimile: (612) 349-9266

ATTORNEYS FOR APPLICANT
NORTON AMERICA, LLC

CERTIFICATE OF MAILING

I hereby certify that this ANSWER to Notice of Opposition is being deposited with the
U.S. Postal Service in a sealed envelope as first class mail with postage thereon fully prepaid
addressed to: BOX TTAB NO FEE, Commissioner for Trademarks, Trademark Trial and
Appeal Board, 2900 Crystal Drive, Arlington, VA 22202-3513, on October 9, 2003.

Date: (©-4-03 GAMd—t/£~/ij\/

Annette E. Zuech

CERTIFICATE OF SERVICE

I hereby certify that this ANSWER is being deposited with the U.S. Postal Service in a
sealed envelope as first class mail with postage thereon fully prepaid addressed to:

Stephen P. Demm, Esq.
HUNTON & WILLIAMS
Riverfront Plaza, East Tower
951 East Byrd Street
Richmond, VA 23219-4074

Date: (8-~ 03 W&;W

Annette E. Zuech
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PATTERSON, THUENTE, SKAAR & CHRISTENSEN, PA.

Patent, Trademark, Copyright, Internet & Related Causes

(612) 349-3014
abramson(@ptslaw.com

October 8, 2003

Trademark Trial and Appeal Board
2900 Crystal Drive
Arlington, VA 22202-3514 T

RE: Holly Performance Products, Inc. v. Norton America, LL.C
Opposition No. 91157597 10-14-2003
Our File No. 2738.08-OPP-02 U.S. Patent & TMOfc/TM Mail Rept Dt. #78

Dear Sir or Madam:

Enclosed for filing please find the Answer in the above-captioned opposition and Certificate of
Mailing and Service. If you have any questions, please feel free to contact me.

Very truly yours,

PATTERSON, THUENTE,
SKAAR & CHRISTENSEN, P.A.

At

orman M. Abramson

NMA/aez

Enclosure

cc: Donald W. Niles, Esq.
Stephen P. Demm, Esq.

4800 IDS CENTER ¢ 80 SOUTH 8TH STREET ® MINNEAPOLIS, MINNESOTA 55402-2100
800-331-4537 612-349-5740 FAX: 612-349-9266 www.ptslaw.com
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