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08-19-2003 Attorney Ref.: 800799

U.S. Patent & TMOfc/TM Mail Rept Dt. #22

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No. 78/167,934
Mark: MC STUDIO
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M
' ) Opposition No.
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Marisa Christina Apparel, Inc., ) £
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Applicant. )
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NOTICE OF OPPOSITION

McDONALD’S Corporation, a Delaware corporation with a business address of One .
I N
McDONALD’S Plaza, Oak Brook, Illinois 60523, believes that it will be damaged by the registration of

the mark MC STUDIO which is the subject of Application Serial No. 78/167,934 and hereby opposes
registration of said mark.

The subject application was published for opposition on May 20, 2003. Extensions of time to
oppose the application were timely submitted on behalf of Opposer such that the extended time within
which to file the Notice of Opposition is September 17, 2003. Therefore, this opposition is timely filed.

As grounds in support of the opposition, Opposer alleges as follows:

1. Opposer, since at least 1955, has continuously used the mark and name McDONALD’S
as a trademark and service mark in connection with the development, operation, franchising and servicing
of a system of restaurants that prepare and sell a menu of quickly prepared and modestly priced foods.

2. In addition to the long and continuous use of the mark and name McDONALD’S,
Opposer has for many years extensively used the formative “Mc”, alone as well as together with another
word or words, as trademarks and service marks in connection with food products, restaurant services,
and also with a wide variety of other goods and services including but not limited to wearing apparel,
mail order services featuring novelty items, gift shop services, cosmetics, entertainment services,
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pads, and various other products and services all of which are advertised and promoted in connection with
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retail stores on a nationwide basis. Opposer has used or is likely to expand the use of its “Mc” formative

< marks to other goods and services, including those goods of the type covered in the application which is

covered by the mark sought to be registered and opposed herein.

3. Opposer is the owner of the following United States Principal Register registrations

which are valid, subsisting and in full force and effect:

Mark Registration | Registration Good/Services
Number Date

MCBABY 2,173,328 7/14/1998 Toddler and infant wear, namely, t-shirts,
hats, sweatshirts, socks, sweaters, gloves,
mittens, pants, jeans, sleepers, pajamas,
jackets, coats, rainwear, underwear, shoes,
belts, earmuffs, layettes, bathing suits,
blouses, skirts ...

MCBABY 2,093,519 9/2/1997 Hair accessories, namely, hair ribbons, hair
bows, hair bands and barrettes

MC 1,947,099 1/9/1996 Restaurant services

MC 1,702,487 7/21/1992 Jewelry

MCDONALD’S 743,572 1/8/1963 Drive-in restaurant services

MCDONALD’S 804,365 2/22/1966 Ready-to-eat hamburger, cheeseburger, and
fish sandwiches, french fried potatoes, hot
coffee, fresh milk, and milkshakes

MCDONALD’S 1,113,227 2/13/1979 Toys

MCDONALD’S 1,293,424 9/4/1984 Retail gift shop services

MCDONALD’S 1,440,655 5/26/1987 For men's clothing, women's clothing and
children's clothing, namely, t-shirts, night
shirts, hats, sweaters, shorts, athletic shirts,
vests, sweat shirts and jerseys

MCDONALD’S 2,399,953 10/31/2000 Men’s, women’s and children’s clothing,
namely ...

MCDONALD’S 2,368,632 7/18/2000 Men’s, women’s and children’s clothing,

AUTHENTIC namely, hats, shirts and sweaters

Design

MCDONALD’S 2,371,033 7/25/2000 Backpacks, briefcases, school bags, book

AUTHENTIC bags, clutch bags, purses, luggage, fanny and
wrist packs

Design

MCDONALD’S 1,114,924 3/13/1979 Men's, women's and children's garments-

Design namely, sports jackets, shirts, ties, sweaters,
knit shirts, blouses, jump suits, outer jackets,
tunics, uniforms and aprons
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Mark Registration | Registration Good/Services
Number Date

‘MCDONALD’S 1,810,851 12/14/1993 Clothing; namely, T-shirts, hats, uniforms,

RACING TEAM & sweatshirts and jackets

Design

MCGIFT 2,435,272 3/13/2001 Paper goods and printed matter, namely,
wrapping paper, paper gift bags, paper
ribbons for gift wrapping, paper gift wrap
bows and gift tags

MCHAT 1,592,143 4/17/1990 Hats

MCJEANS 1,016,982 7/29/1975 Jean pants for men and boys

MCKIDS 1,701,330 7/21/1992 Children's personal care items; namely,
cosmetics, shampoos, conditioners and soap

MCKIDS & Design 2,186,004 9/1/1998 Hats

MCKIDS 1,489,334 5/28/1988 Backpacks and purses; and
Children’s and infant’s clothing, namely, bib
pants, blanket sleepers, jeans, pajamas,
jackets, jumpers, knit jumpers, knit pants,
knit shirts, knit tops, ...

MCKIDS & Design 1,489,333 5/28/1988 Backpacks and purses; and
Children’s and infant’s clothing, namely, bib
pants, blanket sleepers, jeans, pajamas,
jackets, jumpers, knit jumpers, knit pants,
knit shirts, knit tops, ...

MCMERCHANDISE | 1,878,115 2/7/1995 Mail order services featuring novelty items

MCPRODUCT 1,635,845 2/19/1991 Mail order services in the field of
promotional novelty items

MCSCHOLAR 2,678,444 1/21/2003 Educational services namely providing
educational scholarships

MCSHADES 1,612,825 9/11/1990 Sunglasses

MCSHIRT 1,592,145 4/17/1990 Men’s clothing, women's clothing and
children's clothing - namely, t-shirts and
sweatshirts

MCSHUTTLE 1,649,557 7/26/1990 Jackets

MCSTORE 2,360,636 6/20/2000 Retail store services featuring general
merchandise

MCSTORE & Design | 2,360,698 6/20/2000 Retail store services featuring general
merchandise

MCSTUFF STORE 1,530,317 3/14/1989 Retail gift shop services

MCSYMPHONY 1,795,357 9/28/1993 Entertainment services in the nature of live
musical concerts by musical groups

MCTOY & Design 1,925,548 10/10/1995 Clothing, namely shirts
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Mark Registration | Registration Good/Services
Number Date
MCWATCH 1,771,347 5/18/1993 Watches
MCWORLD 1,736,435 12/01/1992 Jewelry, namely, lapel pins
4. As a result of Opposer’s long and continuous use of the mark and name McDONALD’S

as well as the “Mc” formative marks, the public has come to exclusively associate with Opposer the wide
variety of goods and services sold under the McDONALD’S and “Mc” formative marks and Opposer has
developed valuable goodwill with respect to its McDONALD’s and its “Mc” family of trademarks and
service marks.

5. Notwithstanding Opposer’s prior use, registration and extensive advertising of
McDONALD’S and its “Mc” family of marks for restaurant services, food products and a wide variety of
other goods and services, including wearing apparel, Applicant filed an application on September 25,
2002 to register the term MC STUDIO for clothing, namely, sweaters, blouses, skirts and suits, in Class
25. This application has been assigned Serial No. 78/167,934.

6. Customers familiar with Opposer’'s McCDONALD’S mark and name and with Opposer’s
“Mc” family of marks for a wide variety of goods and services, including wearing apparel, would, upon
encountering the MC STUDIO mark used in connection with Applicant’s goods, mistakenly believe that
Applicant’s goods originate with, are sponsored by or associated with or otherwise approved by Opposer
when such is not the case. For that reason, registration by Applicant of the MC STUDIO mark for the
goods set forth in Application Serial No. 78/167,934 is likely to cause confusion, mistake or deception for
purposes of Section 2(d) of the Trademark Act.

7. As a separate and distinct ground for opposition, it is asserted that Opposer’s
McDONALD’S and “Mc” family of marks have become famous for purposes of Section 43(c) of the
Trademark Act and that Opposer’s marks became famous prior to the date of any first use of Applicant’s
MC STUDIO mark.

8. By virtue of the fame of the Opposer’s McDONALD’S and “Mc” formative family of
marks, the registration of the MC STUDIO mark would dilute the distinctive quality of Opposer’s marks

for purposes of Section 43(c) of the Trademark Act.
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Wherefore, Opposer requests that this opposition be sustained and that the MC STUDIO mark be

refused registration.
CORRESPONDENCE ADDRESS

Please recognize the firm of SUGHRUE MION, PLLC, at 2100 Pennsylvania Avenue, N.W.,
Washington, D.C. 20037-3213, Telephone No. (202) 293-7060, and Kevin G. Smith, Jody H. Drake, and
Gary D. Krugman of that firm, as attorneys for Opposer in all matters related to the above proceeding.
All correspondence should be directed to the attention of the undersigned at the above address.

PAYMENT OF FILING FEE

Attached is a check in the amount of $300.00 in payment of the requisite filing fee for this Notice
of Opposition. If the check becomes disassociated from this filing, or if the amount is insufficient, any

deficiencies in the fee should be charged to Deposit Account No. 19-48380.
Respectfully submitted,

McDONALD’S CORPORATION

By: #ﬁ“évﬂwﬁ |

Kevin G. Smith

Jody H. Drake

Gary D. Krugman

Attorneys for Opposer
SUGHRUE MION, PLLC

2100 Pennsylvania Avenue, N.W.
Washington, DC 20037-3213

T 202.293.7060
f'/ F 202.293.7860

Date: August , 6 , 2003




