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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 ----------------------------------------------------------------  x  

TOP TOBACCO, L.P., 

Opposer/Petitioner, 

v. 

 
NORTH ATLANTIC OPERATING CO., INC., 

Applicant/Respondent. 

: 

: 

: 

: 

:  

Opposition No. 91157248 
Opposition No. 91157250 
Opposition No. 91180231 
 
Cancellation No. 92043186 
 
Consolidated as Proceeding  
No. 91157248 

 ----------------------------------------------------------------  x  

 
APPLICANT/RESPONDENT NORTH ATLANTIC  

OPERATING CO., INC.’S MEMORANDUM IN OPPOSITION TO 
OPPOSER/PETITIONER’S MOTION TO STRIKE CERTAIN PORTI ONS OF 

APPLICANT/RESPONDENT’S NOTICE OF RELIANCE  
 

Applicant/Respondent North Atlantic Operating Co., Inc. (“NAOC”) respectfully submits 

this memorandum of law and the accompanying declaration of Arlana S. Cohen, Esq., dated May 

13, 2010 (“Cohen Decl.”), in opposition to the motion of Opposer/Petitioner Top Tobacco, L.P. 

(“Top”) to strike certain portions of NAOC’s Notice of Reliance dated April 6, 2010, namely, (1) 

Top’s responses to NAOC’s Requests for Production of Documents and (2) the cross-

examination of Thomas Helms, III from the 30(b)(6) discovery deposition of NAOC and the 

deposition exhibits referred to therein.   

PRELIMINARY STATEMENT  

Top has filed the instant motion to strike in an attempt to prevent the Board from 

considering the real evidence in this matter.  As discussed below, in response to NAOC’s 

document requests, Top affirmatively stated that there was no evidence of any actual confusion 
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between the parties or marks in this action.  In an effort to keep this admission out, Top has filed 

the instant motion claiming that responses to document requests are not admissible through a 

Notice of Reliance.  However, the TTAB has made clear that when such responses are 

introduced for the purpose of showing the absence of responsive documents, they are admissible 

pursuant to a Notice of Reliance.   

Similarly, the cross-examination testimony of Mr. Helms submitted by NAOC is 

admissible via Notice of Reliance because without it, the direct testimony of Mr. Helms 

submitted by Top is misleading.  As discussed below, without Mr. Helms’ clarification regarding 

the basis for his knowledge, the facts relating to the production, marketing, manufacture and 

packaging of the products and marks at issue, the reason for choosing the marks at issue and 

third party use, the testimony submitted by Top is incomplete and misleading.  Thus, in fairness, 

the Board should considered the portion of Mr. Helms’ testimony submitted by NAOC and deny 

Top’s motion in its entirety. 

ARGUMENT  

I. Top’s Motion to Strike The Portions of the Notice of Reliance Containing 
  Top’s Responses to NAOC’s Requests for Production Should Be Denied 

Exhibits H – K of NAOC’s Notice of Reliance consists of Top’s responses to NAOC’s 

requests for the production of documents in the three pre-consolidated oppositions and in the 

consolidated proceeding.  These responses have been offered to show that Top affirmatively 

admitted that it has “no documents in its possession, custody or control” evidencing actual 

confusion or mistake among members of the public as to Opposer/Petitioner and 

Applicant/Respondent.   
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Top claims that responses to document requests are not admissible through a Notice of 

Reliance, citing 37 C.F.R. § 2.120(j).  However, the discovery responses at issue consist of 

affirmative statements regarding the lack of documents evidencing actual confusion.  Thus, they 

are substantive discovery responses akin to admissions, interrogatory responses or written 

disclosures, all of which are admissible pursuant to Section 2.120(j).  Indeed, nothing in that 

section or the TTAB Rules of Practice preclude the inclusion of responses to document requests 

through a Notice of Reliance. 

Although documents produced in response to production requests cannot be made of 

record by a Notice of Reliance, see Trademark Rule 2.120(j)(3)(ii), here, NAOC is relying on the 

written response to its document requests for the purpose of showing an absence of responsive 

documents.  It is not relying on any documents produced in response to the requests (Indeed, 

there were no such documents).  In such cases, the Board has held that responses to document 

requests that provide that no responsive documents exist can be made of record in this manner.  

See Gilmar S.p.A. v. BBC Ice Cream, LLC, 2010 TTAB LEXIS 49, *3 at fn. 3 (TTAB 2009); 

L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1886 n.5 (TTAB 2008); Stock Mkt., Inc. v. 

Antartica, 69 U.S.P.Q.2d 1718, 1722 n. 6 (TTAB 2003).   

The case cited by Top, Life Zone Inc. v. Middleman Group Inc., 87 USPQ2d 1953, 1957 

(TTAB 2008), is not inconsistent with this principle.  In Life Zone, the opposer sought to 

introduce the applicant's responses to opposer's document requests as well as the documents 

produced in response thereto by way of Notice of Reliance.  As Top recites, the Board noted that 

such documents “may not normally be submitted by Notice of Reliance.”  However, there is no 

indication in that case that the opposer was seeking to introduce the responses to document 

requests to show that there were no responsive documents.  (Indeed, the opposer was seeking to 
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introduce the documents themselves).  Similarly, in Syngenta Crop Protection Inc. v. Bio-Chek 

LLC, 90 USPQ2d 1112, 1117 (TTAB 2009), also cited by Top, the opposer sought to introduce 

documents consisting of sales and marketing materials through a Notice of Reliance.  

Accordingly, the Board did not address the admissibility of responses to document requests for 

the purpose of showing that absence of responsive documents.  

Thus, notwithstanding the lack of a rule governing the introduction of responses to 

document requests through a Notice of Reliance, the foregoing authorities show that when 

introduced for the purpose of showing an absence of responsive documents, responses to 

document requests are admissible through a Notice of Reliance.  As such, Top’s responses 

regarding the lack of documents evidencing actual confusion fall within the framework of 37 

C.F.R. § 2.120(j) and are admissible for this purpose.  See also, Safer Inc. v. OMS Investments 

Inc., 94 USPQ2d 1031 (TTAB 2010) (holding that although internet printouts are not expressly 

permitted under Rule 2.122(e), they fall within the general purpose of that provision and are thus 

admissible via Notice of Reliance). 

In this regard, NAOC notes that its Notice of Reliance includes Top’s entire response to 

each set of NAOC’s document requests.  If necessary, NAOC agrees to limit the scope of the 

proffered responses to those requests seeking documents evidencing actual confusion.1  For this 

purpose, the relevant portions of Top’s responses evidencing the absence of responsive 

documents which correspond to Exhibits H – K are as follows:  Exhibit H (Document Request 

No. 13); Exhibit I (Document Request No. 13); Exhibit J (Document Request No. 5); Exhibit K 

(Document Request No. 2).  These portions have been set forth as Exhibits A – D to the Cohen 

Decl.    

                                                 
1  Indeed , the full responses were show for completeness sake only. 
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II. Top’s  Motion to Strike The Portion of the Notice of Reliance  
  Containing the Cross-Examination of NAOC and the  
  Exhibits Referred to Therein Should Be Denied     

Top claims that the portion of the Notice of Reliance (Exhibit L) seeking to introduce the 

cross-examination of Thomas Helms, III, who testified on behalf of NAOC, from the February 4, 

2009 30(b)(6) discovery deposition of NAOC, along with exhibits 3 – 8 identified therein, should 

be stricken.2  However, C.F.R. § 2.120(j)(4) provides that “[i]f only part of a discovery 

deposition is submitted and made part of the record by a party, an adverse party may introduce 

under a notice of reliance any other part of the deposition which should in fairness be considered 

so as to make not misleading what was offered by the submitting party.”   

In its Notice of Reliance dated February 8, 2010, Top offered the entire direct 

examination of Thomas Helms, III from the 30(b)(6) deposition of NAOC.  The testimony 

submitted by Top, however, is misleading if not considered in light of Mr. Helms’ testimony 

pursuant to cross-examination.  Thus, the portion of Mr. Helms’ testimony designated by 

NAOC’s in its Notice of Reliance fulfills the requirements of C.F.R. § 2.120(j)(4). 

In particular, during Mr. Helms’ direct examination, Top’s counsel asked him questions 

regarding his knowledge of written contracts between NAOC and third parties pertaining to use 

of the term “Classic American Blend.”  Although Mr. Helms testified that he was not aware of 

any such agreements, counsel for Top sought to establish that Mr. Helms did not have sufficient 

knowledge regarding the existence of such agreements by repeatedly asking him whether he had 

                                                 
2  Exhibits NAOC 1 and NAOC 2 were introduced during the direct testimony of Mr. Helms.  
Although the portion of Mr. Helms’ testimony relating to those exhibits has been introduced by 
Top, Top failed to include those exhibits in its Notice of Reliance.  See Cohen Decl., Ex. E, p. 7.   
Rule 2.120(j)(3)(i) states that a discovery deposition may be made of record by filing the 
deposition or any part thereof along “with any exhibit to the part that is filed.”  Since Top 
omitted those exhibits, they should be made of record through NAOC’s Notice of Reliance.   
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talked to others at the company or reviewed any files concerning such agreements.  Cohen Decl., 

Ex. E, pp. 222-224.  As set forth in NAOC’s Notice of Reliance, the portion of Mr. Helms’ 

testimony designated by NAOC clarifies the basis of Mr. Helms’ knowledge regarding such 

matters and sets forth the breadth of his knowledge regarding the product and mark at issue.  See 

Cohen Decl., Ex. F, p. 225-227.  Without this portion of Mr. Helms’ testimony and the canister 

itself (Ex. NAOC 3), his testimony regarding the existence of third-party agreements is 

incomplete and misleading.   

Similarly, on direct, Mr. Helms responded to questions concerning changes that had been 

made to the canister bearing NAOC’s Classic American Blend trademark.  Cohen Decl., Ex. E, 

pp. 80- 88; 177- 179.  On cross, the canister (Exhibit NAOC 3) was introduced, and Mr. Helms 

provided details as to what changes were made and compared the original packaging with the 

new packaging for the product.  Cohen Decl., Ex. F, pp. 227- 234, including Exhibit NAOC 3.  

Without this portion of Mr. Helms’ cross-examination, his testimony on direct regarding the 

changes that were made to the product’s packaging is incomplete and misleading, and the portion 

of testimony designated by NAOC should in fairness be considered by the Board.   

In addition, on direct, Top questioned Mr. Helms about the corporate entities related to 

NAOC and asked whether he had looked at organization charts depicting the various NAOC 

entities prior to his deposition.  Cohen Decl., Ex E, pp. 47 – 52.  On cross, Mr. Helms clarifies 

his testimony regarding such organizational charts.  Cohen Decl., Ex. F, pp. 236-237.   

On direct, Mr. Helms was also asked whether he was aware of any third parties that use 

the term “CLASSIC” in connection with a type or blend of tobacco, and in response, Mr. Helms 

mentioned various brands, including Sampoerna, but stated that he did not recall if Sampoerna 

was a style of tobacco.  Cohen Decl., Ex. E, pp. 185-188.  On Cross, Mr. Helms clarified his 
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testimony regarding the use of the term “CLASSIC” on the Stoker’s product, sold by NAOC’s 

affiliate, and refreshed his recollection regarding Sampoerna’s use of the term “CLASSIC” in 

connection with clove cigarettes.  Cohen Decl., Ex. F, pp. 234; 237- 246, including exhibits 

NAOC 4 – 8.  Mr. Helms also explained his testimony regarding his knowledge of Canadian, 

European and American tobacco blends, an issue that he was questioned on during his direct 

testimony.  Cohen Decl., Ex. E, pp. 64-67; Ex. F, pp. 238-240.  Without this testimony, Mr. 

Helms’ testimony on direct is incomplete and misleading. 

On direct, Top questioned Mr. Helms as to why NAOC chose the name ZIG-ZAG 

CLASSIC AMERICAN BLEND for its product.  Cohen Decl., Ex. E, pp. 61-72.  On cross, Mr. 

Helms explained the reason for choosing that name, including consumers’ knowledge regarding 

tobacco products and the recognition of the ZIG-ZAG mark.  Cohen Decl., Ex. F, pp. 247 – 248.  

Thus, the portion of testimony selected by Top is misleading without this clarification.  

On direct, Mr. Helms testified regarding NAOC’s sales and marketing programs and 

point of sale materials in connection with its make-your-own cigarette products, as well as 

pricing structures for such materials.  Cohen Decl., Ex. E, pp. 129-135.  In particular, Mr. Helms 

was asked about Top Exhibit 17, consisting of a list of point of sale promotions.  On cross, Mr. 

Helms completed his testimony regarding Top Exhibit 17, including the cigarette making kits 

and machines referred to therein and testified as to whether the promotional items bore any 

marks and their pricing.  Cohen Decl., Ex. F, pp. 250-253.  Clearly, his testimony in this regard 

is necessary so that direct testimony is not misleading regarding the role of promotion items 

among consumers.  

As discussed above, the portion of Mr. Helms’ testimony designated by NAOC, 

consisting of his cross-examination, clarifies Mr. Helms’ direct testimony in several key respects 
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and without such clarification, Mr. Helms’ testimony as submitted by Top is misleading.  Indeed, 

cross-examination is regarded as an essential safeguard of the accuracy and completeness of 

testimony, and is a right -- not a privilege -- both during depositions and at trial.  1 McCormick 

On Evid. § 19 (6th ed. 2006).  As such, the portion of Mr. Helms’ testimony submitted by NAOC 

should, in fairness, be considered by the Board.   

CONCLUSION 

 For the foregoing reasons, Top’s motion to strike should be denied in its entirety. 

 

Dated: New York, New York 
May 17, 2010 

 
 
 
 

Respectfully submitted, 

COWAN, LIEBOWITZ & LATMAN, P.C. 

By:  /Arlana S. Cohen/     
Arlana S. Cohen 
Midge M. Hyman 
Meichelle R. MacGregor 
 
Cowan, Liebowitz & Latman, P.C. 
1133 Avenue of the Americas 
New York, New York 10036-6799 
Telephone:  (212) 790-9200 
Fax:  (212) 575-0671 
 
Attorneys for Applicant/Respondent 
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CERTIFICATE OF SERVICE  
 

 I, Meichelle R. MacGregor, state that on May 17, 2010, I served a copy of the foregoing 

APPLICANT/RESPONDENT NORTH ATLANTIC OPERATING CO., INC.’S 

MEMORANDUM IN OPPOSITION TO OPPOSER/PETITIONER’S MOTION TO STRIKE 

CERTAIN PORTIONS OF APPLICANT/RESPONDENT’S NOTICE OF RELIANCE on 

counsel for Opposer/Petitioner Top Tobacco, L.P., by mailing a copy by First Class Mail, 

postage prepaid to the address set forth below and by emailing a copy to ljames@ngelaw.com:  

Lee James, Esq.  
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 1700 
Chicago, IL 60602-3801. 

 

/Meichelle R. MacGregor/ 
Meichelle R. MacGregor 
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