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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

TOP TOBACCO, L.P., ) OppositionNos. 91157248
) 91157250
Opposer-Petitioner, )
)
V. ) CancellationNo. 92043186
)
NORTH ATLANTIC OPERATING CO., INC. ) Consolidated as Proceeding
) N0.91157248
Applicant-Respondent. )

PLAINTIFE TOP TOBACCO, L.P.’S FI RST NOTICE OF RELIANCE — NON-
CONFIDENTIAL VERSIO N FOR PUBLIC FILING

To: Arlana S. Cohen, Esq.

Cowan, Liebowitz & Latman, P.C.

1133 Avenue of the Americas

New York, New York 10036

Pursuant to 37 C.F.R. 88 2.120 and 2.122, Opposer, Top Tobacco, L.P. (“Top”), by its
attorneys, hereby submits this First Notice of Reliance — Non-confidential Version for Public
Filing. Opposer intends to relypon and hereby makes of reddhe documents and things
identified in Schedule A, hereto and attacheerewith. Since ceain materials contain
information designated as confidential pursuant to the stipulated Prot®ctige entered into by

the parties, Top concurrentlpubmits a “Confidential” and “dbh-Confidential” copy of this

Notice of Reliance.

Respectfullpubmitted,

Dated: February 8, 2010 /Lawrence E. James, Jr./
(ne of Opposer’s Attorneys

Antony J. McShane

Lee J. Eulgen

Lawrence E. James, Jr.

NEAL, GERBER & EISENBERG LLP
Two North LaSalle Street, Suite 1700



Chicago, IL 60602-3801
Telephone (312)269-8000
Facsimile (312)269-1747



SCHEDULE A TO PLAINTI FF TOP TOBACCO L.P.’S
FIRST NOTICE OF RELIANCE

A. Top’s Registration No. 1,922,338

Pursuant to 37 C.F.R. 82.122(d)(2), attacheteto as Exhibit A are current status and
title documents for Top’s U.S. TraderkaRegistration Numberl,922,338 for the mark
CLASSIC CANADIAN.
B. Stipulated Printed Publication - “Review” Article, Roll Your Own Magazine

Volume IV, No. 1 (Winter/Spring 2003)

Pursuant to a stipulation of the parties (§BMP §702), attached hereto as Exhibit B1 is
a copy of the article titled Review from Roll Your Own Magazine Volume IV, No. 1
(Winter/Spring 2003). This arte shows images of and mmments on both North Atlantic
Operating Company’s CLASSIC AMERICANLEND-branded tobacco and Top’s CLASSIC
CANADIAN-branded tobacco. NdrtAtlantic Operating CompanyNAOC”) has stipulated to
the authenticity of the article and waived aolyjections to the admissibility thereof. See
October 30, 2009 Letter from Ms. Hyman to Mulgen, attached hereto as Exhibit B2.
C. Admissions - North Atlantic Operating Co., Inc.’s Responses to Top Tobacco’s

Third Set of Requests for Admissions

Pursuant to 37 C.F.R. 2.120(j)(3)(i), attacheeteto as Exhibit C is a copy of North
Atlantic Operating Co., Inc.’s Responses Tmp Tobacco’s Third Set of Requests for
Admissions.

D. Interrogatory Answers - Applicant’s Response to @poser’s First Set of
Interrogatories

Pursuant to 37 C.F.R. 2.120(j)([3)@ttached hereto as Exitib is a copy of Applicant’s

Response to Opposer’s Rifet of Interogatories.



E & F. Discovery Depaition Transcripts

Pursuant to 37 C.F.R. 2.120(j)(Jattached hereto as ExHhilkt is a copy of the Direct
Examination from the February 3, 2009, DiscgvBeposition of James Dobbins, an officer of
NAOC and the exhibits discussed therein.

Pursuant to 37 C.F.R. 2.120(j)(1), attachedeteeas Exhibit F is a copy of the Direct
Examination from the February 4, 2009, 30(b)(6) Discovery Deposition of North Atlantic

Operating Co., Inc. and the exhibits discussed therein.



CERTIFICATE OF SERVICE

I, Lawrence E. James, Jr., an attorney, stetel served a copy of the foregoing Plaintiff
Top Tobacco, L.P.’s First Notice of Rel@— Non-Confidential for Public Filing:

ArlanaS. Cohen Esqg.

Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
NewYork, New York 10036
ASC@cll.com

via email and First Class U.S. Mail, postauyepaid, on this 8tday of February, 2010.

NGEDOCS: 1685573.1

Lawrence E. James, Jr.
Lawrence E. James, Jr.
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TQ ALY, TQO) WHOMTHESE: PRESENTS;, SHALL, COME:3
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

August 27, 2009

THE ATTACHED U.S. TRADEMARK REGISTRATION 1,922,338 1S
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE,

REGISTERED FOR A TERM OF 10 YEARS FROM September 26, 1995
Ist RENEWAL FOR A TERM OF 10 YEARS FROM September 26, 2005
SECTION 8 & 15
SAID RECORDS SHOW TITLE TO BE IN:

TOP TOBACCO L.P.

A DELAWARE LIMITED PARTNERSHIP

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office

M. TARVER —
Certifying Officer




Int. Cl.: 34
" Prior US. Cl: 17

Reg. No. 1 922, 338 ,

Umted States Patent and Trademark Office Registered Sep. 26, 1995 -

- TRADEMARK
PRINCIPAL REGISTER

CLASSIC CANADIAN

REPUBLIC TOBACCO L.P. (DELAWARE LIM-
~ ITED PARTNERSHIP)

5100 NORTH RAVENSWOOD

CHICAGO, IL 60640

FOR: TOBACCO, IN CLASS 34 (US. CL. 17).
FIRST USE '9-30-1992; IN COMMERCE
9-30-1992.

NO CLAIM IS MADE TO THE EXCLUSIVE '
RIGHT -TO USE “CANADIAN”, APART FROM
THE MARK AS SHOWN.

SER. NO. 74-336,342, FILED 12-3-1992.

KAREN K. BUSH, EXAMINING ATTORNEY
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"Tobacco - The Adventure Grows"”

Writing this magazine gives me a great deal of pleasure. There is a lot of interesting things to look at in each of the
category sections. Sure it sometimes takes more time than | would like to gather all the pieces together and to have
sufficient time to really put each of the items through their paces. However, of all the subjects broached here at RYO
Magazine, none generates more feedback and opinion than does tobacco. Not even the Editorial section or the often
extrapolative Cover articles generate as much incentive for our readers to write us as does tobacco. Obviously
tobacco is a very subjective substance. Each blend has flavors that are apparent to each smoker in different ways.
They all have unique burning characteristics and most good tobacco leaves the user with a distinct set of
impressions. To be clear, they actually notice the flavor. When they read my impressions they are moved to
communicate. One of the wonderful things about rolling tobacco is that its users actually can make specific and
qualitative assessments of its flavor. The package cigarette industry is far more interested (less so than in the past,
but still for the most part) in the "image” of its products. And consumers have been buying in to those images for
many years. Even with the fact that cigarettes today have little of the flavor they once did, brand loyalty is still very
high. A Marlboro or Camel smoker rarely changes unless economic hardship dictates the change. Image driven
tobacco choices often revolve around catchy buzz words or other romantic, descriptive terms. For instance the mere
word Turkish on a cigarette pack has proven to be a most successful marketing tool.
Camel has exploited that word to the max while the Camel cigarette has not had a true
Turkish taste for over 30 years. Marlboro capitalized on the cool little flip top box that
contained regular length little filtered treasures that were once my favorite, again 30+
years ago.

The most common question we receive from new
adventurers into the MYO world is what tobacco | would recommend that tastes
like a Marlboro. Itis a tough question in so far that today's Marlboro has little of
the distinctive taste it once had. Nonetheless there are rolling tobaccos that both
simulate the original Marlboro flavor as well as some less expensive ones that
come close to the current "flavor” experienced by smokers of Marlboro products.
Zig-Zag, Gambler and H&R's full flavor all give one that Marlboro-like taste though
even better. The other non-oriental, Winston was pure Virginia way-back-when,
and had a drier more abrupt flavor much like many of the lighter Virginia's available today. Much more harsh than the
McClintock Virginia, Winston then was actually more like the McClintock, Zig-Zag, Gambler, Top, and the new H&R
Lights are today though, agaln these are less far harsh as well. To repeat, that was 30 years ago when there was a
LI preponderance of flavor. It is hard today to duplicate the lack of flavor that characterizes

| many of today's most popular pre-mades. In general, if you want the Winton taste, go with
| the light version of most of these discussed, and if you want the Marlboro, go with the full
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flavor. Camel cigarettes on the other hand are even easier to duplicate, or
at least the Camels of old. You simply need some good Turkish leaf added
at about 20% with a fairly strong combination of Virginia and Kentucky
Burley (very little Burley as a matter of fact). Both D&R's Ramback and
Lane's Oriental # 1 (sold under various names by tobacco shops) are
outstanding mixers to get that old time Turkish flavor into your smoke.
Bugler is another offering with a Turkish component but little of Turkish
flavor comes through. This is a strong tobacco originally destined for the
smoker who hand rolled their own, often in thinner sticks. Bugler goes a
long way for those hand rollers and is still one of the two most popuiar
rolling tobaccos in the US (TOP being the other one), and is available
practically everywhere cigarettes are sold. With the increased acceptance ; ;
of Make Your Own, smokers are heading toward milder tobaccos that have very good, more complex flavor. The
authentic Turkish element mentioned above is an important part of many of their choices and is dramatically
increasing in popularity as a blend component.

As | sit here writing this, | am enjoying such a blend. I'll tell you more about the
'? blend in a minute but first, knowing my aversion to smoking indoors, | should

| share with you a new toy that | found at the recent NATO Expo in Vegas (National
Association of Tobacco Outlets). It comes from CSONKA and is an ozone (O3)
2| generator, the Ozone Air Purifier or "Smoker Cloaker.” And it really does work. |
{ use it in conjunction with an exhaust fan (basmally a small box fan stuck in the
window to suck out the air in the room - suck - suck). | will go into much more
detail about this marvelous little device in the "Review" Section of this issue that
i addresses quite a humber of interesting items seen at the show. In general

; * though, it produces/puts ozone into the air and the ozone reacts with smoke
particles (all kinds of smoke) and neutralizes the odor by attaching (actually giving up) the extra oxygen atom (O3
compared to the normal O2 we breathe) to the particles thus causing them to fall out of the atmosphere and to the
floor. | will expand on the science of this in the Review section but suffice it to say here that it works far better than
any filter driven air cleaner with no maintenance..

However, the fact that | am enjoying what basically reminds me of a good old Camel of the 60's, though better still,
is what is most interesting to myself and to many of our readers who ask about such things. So first it is only fair to
remind you where you can get the Turkish element. D&R’s Ramback is available at their website
(www.cigarettetobacco.com) and at quite a few other retailers who have
decided to begin selling this ostensibly "private” blend. The Lane Oriental
is available at RYO Tobacco (www.ryotobacco.com) and other places
including Cascade Cigar (www.cascadecigar.com). Now Jan at Cascade
had some trouble with the Lane sometime back as it was showing up dry.
I am not sure what she has done about this but Ric, of RYO Tobacco has
taken an aggressively proactive approach (much like | would do) and has
started a very successful moistening process which he attends to in a
very scientific way, measuring moisture content with relatively high tech
tools. Ric knows a lot about tobacco and is not afraid to put some effort
into maximizing all of his products. He now has the tobacco at its optimal
moisture content and when the Lane is treated thusly, it is very, very
good. The Ramback has been a winner since it was introduced a couple
of years ago by Mark Ryan of D&R. Mark is an expert on tobaccos and is
situated right in the middle of the best tobacco growing area of the US.
He has hands-on experience with his blends to the point that he is initially dealing directly with uncut leaf. Ramback
is really good and comes in various containers from nearly a pound down to 3.5 ounce plastic tubs (at right). So you
have two choices right off the bat to begin your experiments with that delicious Turkish ambience. Both Mark and Ric
are highlighted in the Review section this time as well as they combine many years of
experience in the business of MYO/RYO development and its subsequent retail
distribution. And there is more . . .

Another buzz word that has impact though not used much by the American cigarette
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industry is and has been for quite along time is the use of the word "Canadian” to
describe both a specific tobacco and a style of blend.-We have talked about Canadian tobacco in recent issues and
Americans who have developed a taste for Canadian style cigarettes or have enjoyed such pleasures as Export "A"
or Player products can now find several great Canadian Blends for their MYO arsenal. In addition to the ones we
talked about in previous issues, Republic Tobacco's "Canadian Classic" is perhaps the best now available in the
US. Unfortunately it is not in wide distribution yet but it has been around for a while, mostly in the Northern states that
border Canada. However, at NATO we spoke with Republic's Don Levin, and Warren Schoening about this and they
assure us this great blend is going to be given a chance at wider distribution. They in fact were getting orders for it
while we were standing there at the booth. The Canadian Classic (about 40% pure Canadian tobacco mixed with a
bright Virginia) is exceptionally smooth and comes in at a bargain price. The package is shown at left and if your
store does not carry it yet, urge them to do so. It is a must for those who truly enjoy variety and for those that want
that tasty sparkling Canadian flavor at a good price. As it becomes more available we will point you to increasing
sources, but | am confident that after the discussions we had-at NATO it will begin showing up at all of the best online
retailers, followed soon, driven by customer request, into most good tobacco stores.

Both Mark of D&R and Ric at RYO Tebacco are also in hot pursuit of a good Canadian blend to make available in
bulk. We stopped by the Standard Commercial Tobacco (a major supplier of tobacco for many well known blends)
booth at NATO and tried one Canadian blend in particular that we recommended to both Ric and Mark. They, of
course, will customize it to fit their particular customer needs, but starting with what | tasted, it should be easy to
come up with blends that satisfy even the most discriminating Canadian enthusiast. This is the blend with the Turkish
that | am smoking right now. Standard's Canadian is delicious and mild, a perfect compliment to the Turkish. (Turkish
to be effective for most folks needs to be blended with something light but that burns a littie hotter than the Turkish
thereby releasing that distinctive flavor a little more quickly while still giving some punch to the extremely mild
character that good oriental - Turkish - leaf is known for). We will keep our readers up to date as to when new
Canadian blends are available but for now you can't go wrong with Republic's Canadian Classic if you can find it. Itis
truly outstanding.

% Gizeh Of North America

One of the reasons we have delayed the release of this issue of the magazine was the knowledge that a jot of new
blends were being developed. It seems more and more folks are getting into this business and the well established
ones are increasing their lineups significantly as well. One of the newer companies that has already experienced
significant success is H&R Tobacco of Lewiston, Idaho. No they don't grow tobacco in Idaho, but the principals of
this company have joined the MSA (Escrow Compliant) and are not only selling their own label products but are
providing private labeling services for others. They shop for blend components at !

Standard and other sources as well, and have come up with some very good
offerings at very reasonable prices.

Last time we introduced a very economical yet high quality set of H&R blends.
This initial offering was a full flavor, followed by a menthol. Recently we were
introduced to their new Light blend and find it very tasty as well. This is a truly

L light, very mild tobacco, and the leaf quality
appears very nice. It is available at the same
low price as the other H&R blends and we
found it to be very well received at the NATO i
show. H&R, being relatively one of the new guys on the block. seemed to attract
quite a bit of attention and both Bill and Brian were great representatives of their
company. They were having as much fun as any of the guests and their
enthusiasm was contagious. H&R is an Escrow Compliant company as defined by
the MSA agreement and therefore is able to create private blends for others who
are looking for products they can put their label on while H&R fulfills the
requirements of the MSA for them. This is a win win situation for the MYO industry
in that it will allow more private label blends to emerge, each with tastes unlue to
l the preferences of the creator. They have full . :
packaging facilities and quite a number of people |
spoke with at the show in addition to a lot of our
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readers were looking forward to just such an option. Other MSA compliant companies

like D&R Tobacco (actual signatories, which are in full compliance, as opposed to escrow companies which are
considered compliant non-participating manufacturers) are capable of providing this service as well and though the
paperwork is a bit of a task, it really does open up the possibilities for a much larger variety of blends without the
delays that many larger rolling tobacco companies experience because of their sheer size.

As new leaf varieties come in from the leaf cutter sources like Standard Commercial, buyers and tobacco
producers like D&R and H&R are going to be able to construct some really interesting blends. The new H&R Light,
like their full-flavor and menthol is now available in small .65 oz pouches as well as 6 oz and new one pound bags.
Some major distributors have already picked up on these blends and many retailers who have tobacco licenses (the
license allows the retailer to buy untaxed tobacco and pay the tax themselves thus buying wholesale in their
respective states) are selling it as well.

Major, more robust and established rolling tobacco companies are also
§ enjoying increasing success with new products. Peter Stokkebye
International, whose McClintock, Bali, and Private label "Peter Stokkebye"
lines, have been popular for quite some time, recently introduced their new
Bali Turkish. We talked about this tobacco some last time but after having
a few months to live with it are finding it to be a truly outstanding blend that
we have yet to tire of. Most of you know that Bali Red is my favorite
¥ everyday blend. This new Turkish is very similar, but with an increased
Oriental component that is very satisfying. It is a bit stronger to my palette
> " than the Red, but for most folks it is absolutely divine. Stokkebye continues
to hit the mark with every new mtroductlon and even though Peter himself is semi-retired and concentrates now more
on the pipe tobacco market, his influence and knowledge has certainly been passed on to his son Enc and the other
wonderful folks who work at Stokkebye. L

Yet another new offering worthy of note comes from Mac Baren through Arango Cigar,
predominantly a cigar importer/ distributor. The brand name is Jason and this is some kick-
ass strong, but really tasty tobacco. It has an almost cigar like richness and aroma but is a
bona-fide cigarette blend. The flavor characteristic are very complex and though pretty
strong stuff, it is unique in its flavor qualities. | really like this blend and with an aggressive
enough filter, even those who like lighter tobaccos, will find the flavor very much worth the
power. In much the same way as certain hot sauces are pure heat with little or no flavor
enhancement, while the best ones have both heat and flavor (in other words the heat is
worth it because of the added flavor) this tobacco’s flavor is worth the strength. And for
those with heartier constitutions who are looking for a good strong tobacco, we have found
none even close to satisfying both the flavor and power equation like Jason. Pure
i dynamite, this is a fine, long cut tobacco and is as dark as most

- halfzwares. The can even looks like a halfzware can, but make no mlstake There is no Euro
- halfzware flavor here. This is pure American flavor desplte all appearances to the contrary
- and it is one that most will not mistake for any other blend. For distribution info, Arango can
be contacted by clicking here. lt is already showing up at many shops in the retail chain
- including www.ryocigarette.com.

As a matter of fact there are similarities between Jason the one of the tobaccos we have
reviewed before as far as the flavor goes. The tobacco is Brookfield which is a Davidoff
import and now is in the hands of Ric at RYO Tobacco ( www.ryotobacco.com ). The
Brookfield has some of that cigar-like refined flavor as well and at one time was in danger of
disappearing from the US market. Ric has arranged to keep it coming and has plenty.

- Brookfield, though not as strong as Jason is a unique experience in tobacco that should be
experienced by the connoisseur at least once. Though Jason is a Danish product and Brookfield is from Germany,
neither are European in flavor character though the cut of Jason is, as noted above, a more traditional Ion , fine
Euro cut. Brookfield is an American cut but there is something quite exotic here v
and we recommend it highly.

There is also another Mac Baren offering from Arango that we found most
interesting. It is their Arango Sportsmen. This is also a high grade Danish
blend but with a delightful vanilla flavor in a bit larger, more traditional cut than
the Jason. Unlike most flavored cigarette tobaccos you can tell that this one
was developed as an aromatic blend from the start. Rather than simply adding
flavoring as an afterthought, this blend seems to have been cured and flavored
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throughout the aging process to be a much milder and tasty blend with none of

the after-taste that is often associated with flavored tobaccos. However Mac Baren accomplished this, it smells as
nice as fine vanilla pipe tobacco but has none of the characteristic harshness of pipe tobacco when inhaled. This one
is a very smooth pleasant experience for those who like flavored tobaccos and especially for those who normally find
cigarette smoke offensive. It works equally well in a pipe and burns very smoothly and evenly in either medium.
Sportsmen comes in both a 5.29 ounce can and a 10 ounce bag. If you like vanilla you will love this blend. Yumm!

—— % Gizeh Of North America

One of the few things that we missed at the NATO show was any new Halfzware offerings. However, with the
existing array of fine Euro flavored halfzware blends like Bali Blue, Samson Blue, Drum, Gauloises, Stokkebye's
Amsterdam and Norwegian, Jester, Zig-Zag's Golden Halfzware Chills' Americana, and a few others lesser
knowns like Bull Snit, and the very tasty Charles Fairmorn !

Dark Fired, the market may not support many new entries into
that category for a while. | still enjoy these tobaccos for a treat
and the dedicated hand rolling market (as opposed to the make
your own devotee) remains a staunch supporter of these :
products. In fact the Stokkebye lineup shown above is growing in }
popularity with our readers at an amazing rate. And most
notable, their relatively new Turkish Export and Stockholm
Blends (neither of these are "zwares" are doing especially well’
with our reader's palettes. Samson Blue also garners a lot of
attention and is evidently getting a much wider distribution than ever before resulting in lots of favorable impressions
passed on to us. b the way we have not tatked much about the other Samson blend, their gold, or brown pouched

. mild. It remains one of our favorites and, again is a worthy addition to the connoisseur's
stock. It is mild and more American in ﬂavor but has a richness that is appreciated, much like
Stokkebye's Stockholm.

A few issues ago we began our examination of rolling paper alternatives like blunts and
tobacco wraps. One of the category that generated a lot of reader comment and pleasure
B was the Sweet Palm Wraps available at Ziggymart. Well now Amico, the manufacturer has
M come up with a set of flavored tobaccos that go extremely well with these pre-formed sticks.
The tobacco comes in plastic tubs (show at left) Quwieet Palm vaps - 120 mm

and come in three flavors so far. These include a
Mild Natural, a Mint Pattie, and a Pure Honey.
Even the natural has a bit of a vanilla-like

M ambience. This is actually some pretty tasty i

tobacco especnal!y for those that like a flavored blend. | am not a fan of flavored cigarette tobaccos but many of our
readers are constantly searching for more flavor variety. Well here is their chance to get some really dessert quality
tastes. This is cigarette tobacco not pipe tobacco so it can be use accordingly.

Although it is well known that we are not fans of packaged cigarettes, we have to acknowledge that they constitute
a far greater market share than packaged brands garner. Old habits die hard and the American public's predilection
for fast food and quick, convenient smokes is not likely to change dramatically overnight. The MYO industry is
growing fast but still accounts for probably no more than 5 or 6% of the smoking public. The cigarette industry, after
FINEST Dbkl of major legal, political, an_d public relations screw-ups is trying to repair their image. We
TORACCOS f have not yet seen that translate into markedly superior products but at least their marketing
. strategies have somewhat matured. There is one, and only one,
. F gff‘ﬁ major brand cigarette company that is heavily involved in
ICCESS0ALE g‘ RYO/MYO as well. That brand is, of course, American Spirit,
the trend-setting product of Santa Fe Tobacco. Recently Santa
| Fe was purchased by R.J Reynolds for around the $300 million
mark. Many devotees of the American Spirit brand immediately
expressed concern that this company that built its entire
reputation on pure unadulierated tobaccos would get in bed with
a major cigarette producer and thus be forced to vary their unique philosophy. | had
concerns as well. The temptation for R.J. to bring Santa Fe down to their standards
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of quality or the strategy that they were acquiring Santa Fe simply to control or

mitigate the noteworthy success of a fast rising competitor certainly seemed a possibility. We were assured by many
within the Santa Fe organization that their products would not be affected, and that Santa Fe would retain its
autonomy.

‘Looking for All Your Favorite Tobaccos
|

In One Place?

After a year or so of closely watching the situation, we are happy to report that it appears Santa Fe has not only
retained their autonomous pristine philosophy as to the contents of their products, but are producing even better
quality items. While | remain a non fan of premade cigarettes, | have to admit that the Spirit brand pre-made was one

Perig I could always smoke in a pinch. They tended to be a bit harsh and | often
Organie Full §  Orgeanic Light questioned the quality of the tobaccos used (100% natural or not, | still like
b z good flavor - | prefer seasoned, cooked meat rather than raw). The blue
packaged mediums were the ones that | most successfully tolerated and the
yellow boxed Lights shown above were probably their most popular.
Dramatically, in the last few months | have noticed what appears to be an
improvement in flavor of the entire line. Furthermore, some of their other
offerings such as their Organic, which now includes a Light version, and
Perique blends are becoming tastier to downright good as well. Now | would
never switch back to pre-mades. | am much too satisfied with the freshness
experienced with a newly |nJected cigarette from tobacco that | choose and
that I can vary at will. However | must admit that the Spirit brand is the closest thing | have yet seen to a make your
own. American Spirit, as mentioned above makes a lot of rolling tobacco as well. Their standard blend (in the yellow
can and pouch), and their Organic blend (in pouches notably with a relatively high price tag) were never among m
favorite rolling blends. However their US Grown, (in the blue can at right and not in a pouch - |
still haven't figured out the depth of their packaging strategy) was and is among the nicest of
rolling tobaccos out there. It has depth and consistency in its burning and has little of the
harshness often associated with other Spirit products. We have extolied its virtues before and
still fi nd it to be a very worthy selection. But the news is, just as in the case of their packaged
. brands, we have found, across the board, the Spirit line
of rolling tobacco to have improved as well We talked
with representatives of American Spirit at the NATO
show and told them of our impressions. They really had
. no tangible reason that would serve as a definitive
company statement accounting for the improvement but
I think it certamly possible that while Spirit remains autonomous from the RJ parenthood, the larger scope of the
parent operation may have afforded Santa Fe with certain advantages like faster delivery, less time on the shelf, and
fresher product being moved more quickly.

We additionally must be honest in saying that their Perique Blend (Perique is a very localized and notable smelly
strain of tobacco grown in, | believe, St. John's Parish, Louisiana that when mixed in small amounts with other good
tobaccos can really enhance flavor and smoothness), shown above in black wrapper along with the two organic
blend cigarettes, has evolved to be a really tasty smoking experience, especially for a manufactured stick.

e AMERICAN THRUST T0B

One of the interesting things | found about American Spirit cigarettes in general and upon closer inspection is that
they use a perforated filter. Even in their full flavor some perforation is present (see comparison at right). This may
lead to a drier smoke but the new batches | have tried have lost most of the characteristic Light Eull
harshness. We congratulate Santa Fe on their latest endeavors and especially on the fact that
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the improvement in their packaged brands has transiated into better rolling blends as well. We

even to talked with them about a Turkish cigarette (of course) as they are one of the few if not only companies
capable of making a natural yet authentic Turkish cigarette. Turkish tobacco is natural by nature and is low in
nicotine as well. Blending their regular yellow packaged Spirit rolling tobacco with Ramback has long been a favorite
of mine with more Turkish than Spirit as the components. With the increased mildness of the Spirit blends, less
Turkish is needed and the result is an even more outstanding flavor. | think it will soon come to pass that Santa Fe
will indeed put out a Turkish product to accompany their most interesting Perique blend cigarette. Hopefully such a
rolling tobacco will likewise follow. We will continue to update you on this possibility. Santa Fe is the ideal hybrid for
the on the go smoker who prefers making their own but is caught in between opportunities to do so.

So what are you going to do if you don't have time to make your own and can't find a decent packaged alternative

like Spirit, or even more likely today, can't find a place to smoke (most public places and transportation system like in
. airports, bus station or on the plane or bus itself)? For centuries, tobacco enthusiasts have

been using smokeless tobacco. | am not talking about the relatively disgusting chew and spit
kind or the "pinch between cheek and gum” - which also requires evacuating the contents of
you mouth unless you really are going to swallow that stuff. No, | am talking about nasal
§ snuff. After many years as a touring musician, | swore | would never put anything up my nose
f again. But even in college | occasionally had the opportunity to dip snuff, as the practice is
called. You simply put a little of the fine powdered, flavorful tobacco on your thumbnail and.
sniff it into your nasal passages. It is relatively inconspicuous and there is nothing to
expectorate afterwards although until you become a seasoned snuff user, sneezes are not
uncommon. There has recently been a resurgence in i RS TA e
this type of tobacco use. While abuse of these products possibly couid lead to £
mucous membrane irritation, it really doesn't take that much or increasing
frequency to enjoy a nice nicotine hit. Some of the best snuffs come from
Britain and hence are know as Traditional English Nasal Snuff. Wilson of
Sharrow has some of the most tasty. Check out the snuffshop banner below,
click on it and go to the site for some tantalizing descriptions of this
interesting retro product. | can't say that | am a big user and | really don't like
the mentholated stuff but many do. | prefer the one above left (Irish Coffee). It
really does have a coffee-like ambience and the sneeze factor is less than in
many others I've tried. The Snuff Shop (www.snuffshop.com) has sample gift packs that allow you to try several in
smaller containers and 1 think a number of you will find it a pleasant diversion from burning sticks and certainly, at
times at least. a lot more convenient. This is the best source for snuff on the web and they have many more brands
and flavors to choose from. At one time snuff was big in the US and remains so in Europe and the UK. It's a kick!

Well that pretty much does it for this time, but | would like to re-emphasize that in the very near future a whole new
array of custom blends are going to be showing up from the likes of D&R, RYO Tobacco, H&R and others including
entries from some major manufacturers. This can only be viewed as great news as these custom blends will rival the
quality and diversity of many of the world's most well known tobacco's and will likely cost significantly less.

— 5 b Gizeh OF North America

Remember that no matter what you read in these pages about tobacco, you owe it to yourself to try each blend
yourself. Everyone has different tastes and no one opinion is right or wrong. As long as you enjoy the flavor and can
afford to buy it, for you, the tobacco you choose is the best in the world - whether you smoke one brand or fifteen
different brands for variety. Never smoke anything you hate because it is cheap. There is GOOD cheap tobacco.
After all, that is the logic and specialness of RYO. You can put any kind of tobacco you damn well please in your
cigarette - whichever mood may strike. Until next time, remember to practice moderation and good taste to a fault.
These can be great contributions to civilization. - RYO
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EDITOR'S NOTE: These reviews are solely for the convenience of people of legal age who already smoke, are trying to cut down on
smoking, wish to spend less money on their smoking, want to roll their own cigarettes from high quality tobacco, and, in general, wish to have a
far more satisfying, and economical smoking experience when compared with smoking pre-manufactured cigarettes. We, in no way, encourage
people to smoke. Further, we prescribe to a sane, more logical approach to smoking that involves common sense as to quantity coupled with a
strong desire to manage the habit until it becomes an occasional, freely chosen, diversion, that can be fully enjoyed with minimal health risks.
Finally, we strongly encourage those who do smoke to take it outdoors, or to appropriate environments where tobacco can be enjoyed away
from those who do not smoke, most especially children. We do not sell tobacco or related products from this site; We distribute information
about our perceptions of the quality of what is available and where it can be obtained. If you are under 18, it is illegal to buy tobacco and you
should immediately exit this site. If you do not smoke, it would seem illogical to start.

© 1999 RYO Magazine
A Publication of
The Andromedan Design Company

RYO Magazine T™ js a trademark of The Andromedan Design Company,
and its contents are protected under all applicable copyright laws.
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Cowan, Liebowitz & Latman, P.C.

Law Offices

1133 Avenue of the Americas * New York, NY 10036-6799

(212) 7909200 * www.cll.com e Fax (212)575-0671

Midge M. Hyman
Direct (212) 790-9267
mmh@cll.com

October 30, 2009

CONFIRMATION

By e-Mail/LEulgen@ngelaw.com '
and Mail

Lee J. Eulgen, Esq.

Neal, Gerber & Eisenberg LLP
2 North LaSalle Street
Chicago IL 60602

Re:  Top Tobacco, L.P. v. North American Operating Co., Inc.
Proceeding No. 91157248

Dear Lee:
We are in receipt of your letter of October 20, 2009.

With respect to the documents Bates labeled 00624-03624 NAOC will stipulate to the
authenticity of the documents and agree to waive objections to the admissibility of those
~documents (other than those on the ground of privilege or confidentiality).

With respect to documents labeled 03627-03629, you are correct that those Bates
numbers were already used by NAOC in a prior production. Accordingly, those documents
consisting of copies of third party registrations (attached) have been renumbered with Bates
numbers 04015 to 04017. '

We do, however, disagree with your objection to NAOC’s production of these documents
after the close of discovery. As you recall the TTAB addressed a similar issue in its decision
dated June 9, 2009 in the instant proceeding and found that documents produced after the close
of discovery were not “untimely,” but were produced “[p]ursuant to the duty to supplement
discovery responses under Fed. R. Civ. P. 26” and in compliance with discovery obligations.

Regardless, since here the documents at issue are public, third-party registrations and
were not in the possession or control of NAOC per se, NAOC was under no obligation to
produce these documents to Top Tobacco at all. Indeed, it is clear that “a party need not
investigate third-party registrations in response to discovery requests.” See Schlage Lock
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Cowan, Liebowitz & Latman, P.C.
Lee J. Eulgen, Esq.

October 30, 2009

Page 2

Company v. Mark J. Staiano, 2005 TTAB LEXIS 543 (Opposer’s motion to strike printouts of
third party registrations from the Trademark Electronic Search System (TESS), which opposer
claims should have been produced during discovery and not during Applicant’s testimony
period, denied). See, also, Sports Authority Michigan Inc. v. PC Authority, Inc., 63 USPQ 2d
1782, 1788 (TTAB 2001) ' ‘

We believe that this letter adequatély addresses those issues raised in your letter of
October 20, 2009. :

Sincerely,

cc: Arlana S. Cohen, Esq.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P,, )
o Opposer-Petitioner, g Opposition Nos. 91157248
;- 91157250
v. | ; 91180231
NORTH ATLANTIC OPERATING CO., INC., g Cancellation No. 92043186
v Applicant-Respondent. ' ' ‘
' ) Consolidated as Proceeding No.
; 91157248

NORTH ATLANTIC OPERATING CO., INC.’S RESPONSES TO
TOP TOBACCO’S THIRD SET OF REQUESTS FOR ADMISSIONS

Applicant-Respondent North' Atlantic Operating Company, Inc. (“App]icant-Respondént”
or “NAOC?”) by their attorneys and pﬁrsuant to Rule 2.120 of the Trademark Rules and Practice
~ and Rules 26 and 33 of the Federal Rules of Civil Procedure, hereby provides its responses to

Top Tobacco’s Third Set of Requests for Admissions as follows:

GENERAL OBJECTIONS

The objections set forth by Applicant-Respondent in Applicant-Respondent’s Responses

to Top Tobacco’s First Set of Interrogatories are hereby incorporated by reference.

RESPONSES

Request to Admit No. 1

Admit that NAOC’s use of the term CLASSIC AMERICAN BLEND in connection with
loose tobacco is likely to cause consumer confusion with Top Tobacco’s CLASSIC CANADIAN
Mark. .

-“li;sponsé to Request to Admit No. 1

'NAOC repeats and reasserts herein the General Objections. Denied.
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Request to Admit No. 2 -

Admit that NAOC’s use of the. term CLASSIC AMERICAN BLEND in connection with
any type of tobacco is hkely to cause consumer confusmn w1th Top Tobacco’s CLASSIC
CANADIAN Mark

Response to Req_uest to Admit No. 2

NAOC repeats and reasserts herein the General Objections. Denied.

Requesf to Admit No. '3

Admlt that NAOC’s use of the term CLASSIC AMERICAN BLEND in connection with
“smoking-related products or artlcles is likely to cause consumer confusion with Top Tobacco’s
CLASSIC CANADIAN Mark. -

Response to Request to Admit No. 3

NAOC repeat§ and reasserts herein the General Objections; Denied.

Request to Admlt No 4

Admit that NAOC s use of the term CLASSIC AMERICAN BLEND in connection with
loose tobacco is likely to confuse or deceive purchasers in that purchasers will believe that
NAOC’s goods are Top Tobacco’s Goods, or are in some way legitimately connected with,
sponsored by or approved by Top Tobacco in v1olat10n of 15U.S.C. 1052(d)

Response to Request to Admit No. 4

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Adm‘it No. 5

Admit that NAOC’s use of the term CLASSIC AMERICAN BLEND in connection with
any type of tobacco is likely to confuse or deceive purchasers in that purchasers will believe that
NAOC’s goods are Top Tobacco’s Goods, or are in some way legitimately connected with,
sponsored by or approved by Top Tobacco in violation of 15 U.S.C. 1052(d).

Response to Request to Admit No. 5

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Admit No. 6

Admit that NAOC’s use of the térm CLASSIC AMERICAN BLEND in connection with
smoking-related products or articles is likely to confuse or deceive purchasers in that purchasers
will believe that NAOC’s goods are Top Tobacco’s Goods, or are in some way legitimately
- connected w1th sponsored by or approved by Top Tobacco in v101at10n of 15 U.S.C. 1052(d)
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Response to Request to Admit No. 6

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Admit No. 7

Admit that NAOC’s registration of the term CLASSIC AMERICAN BLEND i in
connection with loose tobacco will damage Top Tobacco

Response to Request to Admit No. 7

NAOC repeats and reasserts herein the General Obj ections. Denied.

Request to Admit No. 8

Admit that Top Tobacco owns Federal Trademark Registration No. .1,922,338.

Response to Request to Admit No. 8

NAOC repeats and reasserts herein the General Objections. Admiﬁed.

Request to Admit No. 9

' Admit that Federal Trademark Reglstratlon No. 1,922, 338 for the CLASSIC
CANADIAN Mark is valid.

Response to Request to Admit No. 9

| NAOC repeats and reasserts herein the General Objections. NAOC does not have
knowledge as to whether Federal Trademark Registration No. 1,922,338 for the CLASSIC
CANADIAN Mark is valid. ‘

Request to Admit No. 10

Admit that Federal Trademark Registration No. 1,922,338 for the CLASSIC
CANADIAN Mark is incontestable pursuant to 15 U.S.C. § 1065.

Response to Request to Admit No. 10

NAOC repeéts and reasserts herein the General Objections. NAOC admits that Toi:)
__Tobacco had filed an 8&15 Declaration in support of Federal Trademark Registration No.
1,922,338. NAOC does not have knowledge as to whether the 8&15 Declaration filed in support

of Federal Trademark Registration No. 1,922,338 is valid.
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Réquest to Admit No. 11

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on
or in connection with loose tobacco prior to September 30, 1993.

Response to Request to Admit No. 11

NAOC repeats and reasserts herein the General Objections. Admitted.

" Request to Admit No. 12

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on
or in connection with any type of tobacco prior to September 30, 1993.

Response to Request to Admit No. 12

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 13

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on
or in connection with any smoking related product or article prior to September 30, 1993.

Response to Request to Admit No. 13
- NAOC repeats and reasserts herein the General Objections. "Admitted.

Request to Admit No. 14

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on
or in connection with loose tobacco prior to April 1, 1999.

Response to Request to Admit No. 14

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 15

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on -
or in connection with any type of tobacco prior to April 1, 1999.

| Response to Request to Admit No, 15

NAOC repeats and reasserts herein the General Objections. Admitted.
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Request to Admit No. 16

Admit that NAOC did not use the term CLASSIC AMERICAN BLEND in commerce on
or in connection with any smoking-related product or article prior to April 1, 1999.

Response fo Request to Admit No. 16

NAOC repeats and reasserts herein the General Obj ectioﬁs. Admitted.

Request to Admit No. 17

, Admit that Top Tobacco’»s use of its CLASSIC CANADIAN Mark predates any use of
the term CLASSIC AMERICAN BLEND by NAOC. ' . '

" Response to Request to Admit No. 17

NAOC repeats and reasserts herein the General Objections. NAOC also bbjccté to tﬁis '
Request in the ground that it is not knbwn Awhich is meant by the term “use of its CLASSIC
Canadian Mark,” that is, whether it seeks an admission as to continual use, one time use, proper
use, etc. Without waiving the foregoing, and to the extent NAOC understands the request,
NAOC'is not aware of any actual use by Top prior to such daté.

.Request tol Admit No. 18

Admit that Top Tobacco’s use of its CLASSIC CANADIAN Mark predates any use in
commerce of the term CLASSIC AMERICAN BLEND by NAOC. '

Response to Request to Admit No. 18

NAOC repeats and reasserts herein the General Objections. | NAOC also objects to tixis
Request in the ground that it is not known which is meant by the term “use of its CLASSIC
Canadian Mark,” that is, whether it secks an admission as to continual use, one time use, proper
use, etc. Without waiving the fdregoing, and to the extent NAOC undersfands the request,
NAOQC is not aware of any actual use by Top prior to such date.

" "Request to Admit No. 19

Admit that Top Tobacco’s use of its CLASSIC CANADIAN Mark predates any
trademark rights established by NAOC in the term CLASSIC AMERICAN BLEND.
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Response to Reduest'to Admit No. 19

NAOC repeats and reasserts herein the General Objections. NAOC also objects to this
Request 1n the ground that it is net known which is meant by the term “use of its CLASSIC
Capadian Mark,” that is, whether it seeks an admission as tp continual use, one time use, proper
use, etc.  Without waiving the foregoing, and to the extent NAOC understands the request,
NAOC is not aware of -any actual use by Top prior to such date.

Request to Admit No. 20

Admit that Top Tobacco’s Federal Trademark Registration No. 1,922,338 for the
CLASSIC CANADIAN Mark has priority over NAOC’s Apphcatlon Serial No. 78/781,115.

Response to Request to Admit No. 20

NAOC repeats and reasserts herein the General Objections. In addition, NAOC objects
to this Request on the basis that it calls for a legal conclusion.

Request to Admlt No. 21

Adm1t that Top Tobacco has the exclusive right to use the term CLASSIC CANADIAN
in connection with tobacco throughout the United States.

Response to Request to Admit No. 21

NAOC repeats and reasserts herein the General Objections. NAOC does not have
knowledge as to whether Top Tobacco has exclusive right to use the term CLASSIC
. CANADIAN in connection with tobacco throughout the United States.

Request to Admit No. 22

Admit that the term “AMERICAN BLEND?” is descriptive of the loose tobacco that
NAOC sells in connection with the term CLASSIC AMERICAN BLEND.

Response to Request to Admit No. 22

NAOC repeats and reasserts herein the General Objections. Admitted.
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| Request to Admit No. 23 |

Admit that the term AMERICAN BLEND describes a type of tobacco.

Response to Request to Admit No. 23

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 24

Admlt that the term AMERICAN BLEND describes a blend of tobacco

Response to Request to Admlt No. 24

NAOC repeats and reasserts herein the General Objections. Admitted.

Req'uest to Admlt No. 25

Admit that loose tobacco sold by NAOC in connection with the term CLASSIC
AMERICAN BLEND is a combination of Burley and Virginia Tobaccos enhanced by the
addition of small leaf aromatic tobaccos.

Response. to Request to Admit No. 25

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Admit No. 26

_ Admit that the term CLASSIC AMERICAN BLEND is confusingly similar to the
CLASSIC CANADIAN Mark in appearance.

Response to Request to Admit No. 26

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Admit No. 27

Admit that the term CLASSIC AMERICAN BLEND is confusingly similar to the
CLASSIC CANADIAN Mark in sound.

Response to Request to Admit No. 27

NAOC repeats and reasserts herein the General Objections. Denied.

" "Request to Admit No. 28

Admit that the term CLASSIC AMERICAN BLEND is confusingly similar to the
'CLASSIC CANADIAN Mark in commercial i impression.
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Response to Request to Admit No. 28

NAOC repeats and reasserts herein the General Objectlons Denied.

Request to Admit Ne. 29

Admit that both the term CLASSIC AMERICAN BLEND and the CLASSIC
CANADIAN Mark each contain the distinctive term “classic” followed by a descriptive term
that identifies a type or style of tobacco.

ResponSe to Request to Admit No. 29

NAOC repeats and reasserts herem the General Objectlons NAOC admits that both
CLASSIC AMERICAN BLEND and CLASSIC CANADIAN contain the term “classic”
followed by a descnptlveAterm that identifies a type of style of tobacco, but denies that the term
“classic’; is distinctive.

Re_quest.to Admit No. 30

Admit that the term CLASSIC AMERICAN BLEND and the CLAS SIC CANADIAN
Mark each start with the term “CLASSIC ”

Response to Request to Admit No. 30

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 31

Admit that the word “CLASSIC” is the most distinctive portion of both the term
CLASSIC AMERICAN BLEND and the CLASSIC CANADIAN Mark.

Response to Request to Admit No. 31

NAOC repeats and reasserts herein the General Objections. Denied.

Request to Admit No. 32

Admit that loose tobacco is a type of tobacco.

Response to Request to Admit No. 32

NAOC repeats and reasserts herein the General Objections. Admitted.
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Request to Admit No. 33

Admit that the good identified in trademark appllcatlon Serial No. 78/781,115, namely
loose tobacco, is a subset of the good identified in Top Tobacco’s Federal Trademark
‘Registration No. 1,922,338 for the CLASSIC CANADIAN Mark, namely tobacco.

Response to Request to Admit No. 33

- NAOC repeats and reasserts herein the General Objections. NAOC also objects to this
request on the ground that it is vague with regard to the use of the term “subset.” Without
waiving the foregoing, N_AOC admits that “loose tobacco” is a form of tobacco. Admitted.

Request to Admit No. 34

Admit that NAOC distributes its loose tobacco in connection with the term CLASSIC
AMERICAN BLEND via stores specializing in the sale of tobacco and smoking-related goods.

Response to Request to Admit No. 34

NAOC repeats and reasserts herein the General Objections. NAOC also objects to .thi.s
recjuest on the ground that it is overly broad and vague with regard to the use of the term’s
“specializing” and “smoking-related goods.?’ Without waiving the foregoing, NAOC .admits that =
it distributes its loose tobacco designated by the term CLASSIC’AMERICAN'in stores which
sell tobacco. | |

Request to Admit No. 35

Admit that NAOC distributes its loose tobacco in connection with the term CLASSIC
AMERICAN BLEND via novelty stores.

Response to Request to Admit No. 35

NAOC repeats and reasserts herein the General Objections. NAOC also objects to this
request on the ground that it is vague with regard to the use of the term “novelty stores.”
Without waiving the foregoing, NAOC admits that it distributes its loose tobacco designated by

the term CLASSIC AMERICAN BLEND in stores which sell tobacco.
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Request to Admit No. 36

Admit that NAOC distributes its loose tobacco in connection with the term CLASSIC
AMERICAN BLEND via convenience stores.

Response to Request to Admit No. 36

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 37

Admit that NAOC distributes its loose tobacco in connectlon with the term CLASSIC '
AMERICAN BLEND via retail stores.

Response to Request to Admit No. 37

NAOC repeats and reasserts herein the Geﬁeral Objections. NAOC also objects to this
Request on the basis that it is vague and overly broad. Without waiving the forégoing, NAQ’C
admits that it distributes its loose tobacco desi’gnated by the term CLASSIC AMERICAN
BLEND in some retail stores which sell tobacco products.

Request to Admit No. 38

Admit that the estabhshed trade channels for NAOC’s Goods identified in Trademark
Application Serial No. 78/781,115 are identical to the trade channels for Top Tobacco’s goods.

Response to Request to Admit No. 38

NAOC repeats and reasserts herein the General Objections. NAOC does not have
knowledge as to all of the trade channels for Top Tobacco’s Goods.

Request to Admit No. 39

Admit that Top’s Tobacco’s Goods are typically purchased as 1mpulse purchases, rather
than as the result of careful or sophisticated decision making.

Response to Request to Admit No. 39

NAOC repeats and reasserts herein the General Objections. NAOC also objects to this

requésf on the ground that it is vague and overly broad. Without waiving the foregoing; NAOC

10
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does not have knowledge as to the typical manner of purchase of Top Tobacco’s Goods by the
general public.

Request to Admit No 40

Admlt that NAOC’s Goods are typically purchased as impulse purchases, rather than as
the result of careful or sophisticated decision making,

' Response to Request to Admit No. 40

NAOC repeats and reasserts herein the General Objections. NAOC also objects to this -

request on the ground that it is vague and overly broad. Without waiving the foregoing, NAOC
does not have knowledge as to typical manner of purchase of NAOC Goods by the general
public.

Request to Admit No. 41

Admit that Top Tobacco’s CLASSIC CANADIAN Mark is well-known and recognized
by the segment of consumers who are likely to purchase either Top Tobacco s Goods or
NAOC’s Goods.

RespbnSe to Request to Admit No. 41

NAOC repeats and reasserts herein the General Objections. Denied.

" Request to Admit No. 42

Admit the Principal Register contains no registrations for the term CLASSIC
CANADIAN other than Trademark Registration No. 1,922,338.

Response to Request to Admit No. 42

NAOC repeats and reasserts herein the General Objections. NAOC admits that to the
best of its knowledge the Principal Register contains no registrations for the term CLASSIC

CANADIAN other‘ than Trademark Registration No. 1,922,338.

Request to Admit No. 43

Admit that NAOC is not aware of any registration for the term CLASSIC CANADIAN
on the Principal Register other than Registration No. 1,922,338.

11
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Response to Request to Admit No. 43

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 44

Admlt the Principal Register contams no registrations for any mark compnsmg the term
CLASSIC followed by a descriptive term for a type or style of tobacco other than Trademark
Registration No. 1,922,338 and Trademark Registration No. 2,780,643,

»Response to Request to Admit No. '44

'NAOC repeats and reasserts herein the General Objections. NAOC also objects to this
request as vague, overly burdensome and impossible to answer.

Request t6 Admit No. 45

Admit that NAOC is not aware of any other registration on the Prm01pal Register for any
mark comprising the term CLASSIC followed by a descriptive term for a type or style of tobacco
other than Registration No. 1,922,338 and Trademark Reglstratlon No. 2,780,643.

Response to Request to Admit No. 45

NAOC repeats and reasserts herein the General ObJCCUOI’IS NAQC also objects to this
request as vague, overly burdensome and impossible to answer.

- Request to Admit No. 46

Admit that Top Tobacco is the only party that uses the term CLASSIC CANADIAN on
or in connection with tobacco.

Response to Request to Admit No. 46

NAOC repeats and reasserts herein the General Objections. NAOC does not have
knowledge as to whether Top Tobacco is the only party that uses the term CLASSIC
CANADIAN on or in connection with tobacco.

Request to Admit No. 47

- Admit that NAOC is not aware of any. party other than Top Tobacco that uses the term
CLASSIC CANADIAN on or in connection with tobacco. :

12
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Response to Request to Admit No. 47

NAOC repeats and reasserts herein the General Objections. Admitted.

- Reduest to Admit No. 48

Admit that Top Tobacco has never consented to. NAOC’s use of the term CLASSIC
- AMERICAN BLEND.

Response to Request to Admit No. 48

NAOC repeats and reasserts herein the General Objections. Admitted.

Request to Admit No. 49

~ Admit that Top Tobacco’s nght to exclude others from use of its CLASSIC CANADIAN
Mark in connection with tobacco or related goods is not limited in any manner.

Response to Request to Admit No. 49

NAOC repeats and reasserts herein the General Objections. NAOC does not have
knowledge as to Top To'bacc_o’s right to exclude others from use of its CLASSIC CANADIAN

‘Mark in connection with tobacco or related goods.

Request to Admit No. 50

- Admit that the extent of potential consumer confusion between the CLASSIC
CANADIAN term and the CLASSIC AMERICAN BLEND Mark is substantial.

Response to Request to Admit No. 50

NAOC repeats and reasserts herein the General Objectiohs. Denied.

Request to Admit No. 51

Admit that both Top Tobacco’s Goods and NAOC’s Goods are primarily used by
customers rolling or otherwise making their own cigarettes.

.Response to Request to Admit No. 51

NAOC repeats-and reasserts herein the General Objections. Admitted.

'Request to Admit No. 52

Admit that NAOC is a competitor of Top Tobacco.

13
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Response to Request to Admit No. 52

NAOC repeats and reasserts herein the General ObJectlons Adm1tted

Request to Admit No. 53

Admit that NAOC was aware of Top Tobacco’s CLASSIC CANADIAN Mark prior to its
adoption of the term CLASSIC AMERICAN BLEND for use in connection with its tobaeco
products

Response to Request to Admit No 53

NAOC repeats and reasserts herein the General Objections. In addition, NAOC objects
to this request on the basis that it is vague. NAOC denies that it was aware of Top Tobacco’s
use of CLASSIC CANADIAN prior to .its adoption ch CLASSIC AMERICAN BLEND for use
in connectiqn with its tobacco products. . | |

Request to Admit No. 54

Admit that NAOC was aware of Top Tobacco’s CLASSIC CANADIAN Mark prior
deciding to file its trademark Apphcatlon Serial No. 78/781,115 for the term CLASSIC
AMERICAN BLEND.

Response to Request to Admlt No. 54

NAOC repeats and reasserts herein the General Objectlons In addition, NAOC objects
to this request on the basis that it is vague. NAOC denies that it was aware of Top Tobacco’s
use of CLASSIC CANADIAN prior to NAOC’s decision to file its trademark Application Serial
No. 78/781,115 for the mark CLASSIC AMERICANBLEND.

.Request to Admit No. 55

Admit that NAOC was aware of Top Tobacco’s CLASSIC CANADIAN Mark prior to
filing its trademark Application Serlal No. 78/781,115 for the term CLASSIC AMERICAN
BLEND.

Response to Request to Admit No. 55

NAOC repeats and reasserts herein the General Objections. In addition NAOC objects to

this request on the basis that it is vague. NAOC denies that it was aware of Top Tobacco’s use

14
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of CLASSIC CANADIAN pﬁor to filing its trademark Application Serial No. 78/781,1 15 for the
mark CLASSIC AMERICAN BLEND.

Request to Admit No. 56

Admit that NAOC selected the term CLASSIC AMERICAN BLEND' for use with
tobacco with the intent to cause consumer confusion with Top Tobacco’s CLASSIC
~ CANADIAN Mark.

Response to Request to Admit No. 56

NAOC repeats and reasserts herein the General Objections. Denied.

OWI’%& mP.C.

" |Arlana Cohen '
Midge M. Hyman

Attorneys for Applicant-Respondent

1133 Avenue of the Americas

New York, New - York 10036

(212)790-9200

‘ Déted: ‘New York, New York
August 12, 2009

15
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CERTIFICATE OF SERVICE

The undér_sign'ed hereby certifies that on the 13“‘_day of Auguét, 2009, she served the
foregoing NORTH ATLANTIC OPERATING CO. INC.’S RESPONSES TO TOP
TOBACCO"S THIRD SET OF REQUESTS FOR ADMISSIONS by mailing a true and
correct copy thereof to Top Tobacco"s- attorneys located at:

" Anthony J. McShane
Lee J. Eulgen
Lawrence E. James, Jr.
NEAL, GERBER & EISENBER
Two North LaSalle Street, Suite
Chicago, Illinois 60602

O TN
Q R Middleton

16
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

"TOP TOBACCO, L.P.,

)

Opposer-Petitioner, g Opposition Nos. 91157248

. ' ) 91157250

V. ‘ ) - 91180231
 NORTH ATLANTIC OPERATING CO,INC, 3§ ancellation No. 92043186

' Applicant-Respondent. |
- ) Consolidated as Proceeding No.
g 91157248 .

A NORTH ATLANTIC OPERATING CO., INC.’S
AMENDED RESPONSES TO REQUESTS NOS. 44, 45 and 49 OF
TOP TOBACCO’S THIRD SET OF REQUESTS FOR ADMISSIONS

* Applicant-Respondent North Atlantic Operating Company, Inc. (“Applicant-Respondent™
or “NAOC”) by their attorneys and pursuant to Rule 2.120 of the Trademark Rules and Practice
and Rules 26 and 33 of the Federal Rules of Civil Procedure, hereby provides the following

‘ amended responses to Top Tobacco’s Third Set of Requests for Admissions as follows:

GENERAL OBJECTIONS
Thev objections set forth by Applicaht-Respondent in Applicant-Respondent’s Responses
-~ to Top Tobacco’s First Set of Interrogatories are hereby incorporated by reference;
RESPONSES

Request to Admit No. 44

Admit the Principal Register contains no registrations for any mark comprising the term
CLASSIC followed by a descriptive term for a type or style of tobacco other than Trademark
Registration No. 1,922,338 and Trademark Registration No. 2,780,643.

25898/000/1131983.1



Amehded’Resp’onse Request to Admit No. 44
NAOC repeats and reasserts herein the General Objections. Without waiving the

foregoing, denied.

Requést to Admit No. 45
Admit that NAOC is not aware of any other regisfration on the Principal Register for any
mark comprising the term CLASSIC followed by a descriptive term for a type or style of tobacco
other than Registration No. 1,922,338 and Trademark Registration No. 2,780,643.

Amended Response Request to Admit No. 45

NAOC repeats and reasserts herein the General Objections. Without waiving the -
foregoing, denied.

Request to Admit No. 49

Admit that Top Tobacco’s right to exclude others from use of its CLASSIC CANADIAN |
Mark in connection with tobacco or related goods is not limited in any manner.

Amended Response Request.to Admit No. 49

NAOC repeats and reasserts herein the General Objections. Without waiving the

At

lana Cohen/
Midge M. Hyman

Att8meys for Applicant-Respondent
1133 Avenue of the Americas

New York, New York 10036
(212)790-9200

foregoing, denied.

Dated: New Yo_rk, New York
September 21, 2009

25898/000/1131983.1



CERTIFICATE OF SERVICE

_ The undersigned hereby certifies that on the 21 day of September, 2009, she served the -
foregoing NORTH ATLANTIC OPERATING CO., INC.’S AMENDED RESPONSES TO
REQUESTS NOS. 44, 45 and 49 OF TOP TOBACCO’S THIRD SET OF REQUESTS
'FOR ADMISSIONS by mailing a true and correct copy thereof to Top Tobacco’s attorneys
located at: ' S :

Anthony J. McShane
Lee J. Eulgen
Lawrence E. James, Jr.
NEAL, GERBER & EISENBERG, LLP-
Two North LaSalle Street, Suite 2200
Chicago, Illinois 60602

() Jean A. fenQ ,
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P.,

)
Opposer, ) Opposition No. 91157248 -
V. )
)
NORTH ATLANTIC OPERATING )
CO., INC., )
)
Applicant. )
APPLICANT’S RESPONSE TO

OPPOSER’S FIRST SET OF INTERROGATORIES

Applicant, North Atlantic Operating Co., Inc. (“Applicant”) by its attorneys and
pursuant to Rule 2.120 of the Trademark Rules and Practice and Rules 26 and 33 of the
Federal Rulesvof Civil Procedure, hereby responds to Opposer’s First Set of

Interrogatories as follows:

GENERAL OBJECTIONS

1. Applicant objects to these Interrogatories to the extent that they seek
documents protected by attorney-client privilege, attorney work product doctrine or any
other privilege or immunity. |

27 Applicant objects to these Interrogatories to the extent that they seek
documents created, dated or generated after the date that the Opposition was filed as}
overly broad and as not relevant to any issue in this Obposition_ nor reasonablyv
calculated to lead to the discovery of admissible evidence.

3. Applicant objects to these Interrogatories to the extent that they seek
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documents that are not within the possession, custody, or control of Applicant.A

4, App‘Iicant objects to these Interrogatories to the extent that they seek the
disclosure of confidential information o'f-AppIicant, in the absence of a Protective Order. |

5. Applicant objects to these Interrogatories to the extent that they-‘are overly
broad, unduly vague, and ambiguous to that extent that they are not limited in fi_me to
the.events relevant to the complai’nt.

Without waiving any of these Generél Objections, Applicant responds to
Opposer’s First Set of Interrogatories as follows, incorperating each and eVery one of

the General Obijections into each respective answer below.

Responses

Interrogatory No. 1

State the full name of Applicant as well as the full name of all of its respective
affiliated and/or controlled businesses, companies, and other entities, and for each,
identify its principal(s) and, if applicable, its state of organization. ‘

Response to Interrogatory No. 1

Applicant objects to this Interrogatory on the ground it is vague. Applicant does not
know what Opposer means by the term “principals”.

Without waiving the fofegoing, the following is a I‘ist of pfﬁcers of Applicant, as well
as its respective affiliated and/or controlled businesses, companies, and other entities:

Applicant North Atlantic Operating Company, Inc. is a Delaware Corporatioh. Iits |
officers are: |

Thomas F. Helms, Jr. — President |

David |. Brunson — Chief Financial Officer
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James W. Dobbins, Esq. — Senior Vice-President and General Counsel

North Atlantic Trading Company -- A Delaware corporation

Thomas F. Helms, Jr. — Chairman, Chief Executive Officer
David I. Brunson — President, Chief Financial Officer

James W. Dobbins, Esg. -- Senior Vice-President and General Counsel

National Tobacco Company, L.P., a Delaware limited partnership

Thomas F. Helms, Jr. — Chief Executive Officer -

Robert A. Milliken, Jr. — President, Chief _Opérating Officer |

‘David I. Brunson — Executive Vice-President

James W. Dobbins, Esq. -- Senior Vice-President and General Counsel

James M. Murray — Senior Vice President, Sales and Marketing

Donald Davis —Vice President, Sales

Kenneth Hagler — Vice President, Markéting and National Accounts

John Todd ~ Vice President, Human Resources

Kevin Garris — Vice President, Information Systems

Edward Hickerson — Vice President and Controller

Christopher Kounnas — Senibr Vice President, Research & Development, Quality
Assurance and Regulatory Compliance

Stoker, Inc. — Delaware corporation

Thomas F. Helms, Jr. — President
David |. Brunson — Chief Financial Officer
James W. Dobbins, Esq. — Senior Vice-President and General Counsel

In addition, two other corporations are affiliated with Applicant, National Tobacco
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Finance Corporation and International Flavors Technology, Inc. However, neithér
‘corporation engages activities that are related to the trademark at issue in this proceeding.

Therefore, Applicant need not provide information about them.

Interrogatory No. 2

State the full name of each business, company, person, or other entity that has
at any time used the designation CLASSIC AMERICAN BLEND, and for each, identify
~ its principal(s) and its state of organization.

Response to Interrogatory No. 2

In addition to the Genera.l Obijections, Applicant objects to this lnterrogatory on
the grounds it is vague and _oVerbroad.

Without waiving the fbregoing, applicant has used CLASSIC AMERICAN BLEND |
as a trademark and incorporates its answer to interrogatory No.1 above to the extent it

pertains to Applicant.

Interrogatory No. 3

Iden’ufy each and every mark comprised of the terms “CLASSIC” “AMERICAN”
and/or “BLEND” used or owned at any time by Applicant or any of the entities identified
in response to Interrogatory Nos. 1 or 2 above, and, with respect to each such mark,
identify the mark, the goods and/or services used therewith, and the inclusive dates of
use thereof.

Response to Interrogatory No. 3

Applicant has and currently owns the following trademarks incorporating the
terms CLASSIC, AMERICAN and/or BLEND: |
1. CLASSIC AMERICAN BLEND: used in respect of “smoking tobacco.”

Date of first use: April 14, 1999.
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2. ZIG ZAG CLASSIC AMERICAN BLEND: used in respect of “smoking

tobacco.” _Dafe of first use: March, 1999.
| In addition, applicant owns the following US trademark applications based on
intent to use:

1. CLASSIC AMERICAN BLEND: to be used ih respect of “cigarettes,
pocket machines for rolling cigarettes, cigarette tubes, pocket machines for filling ‘
cigarette tu'b_es and filter tips fbr cigarettes.”

2. CLASSIC AMERICAN BLEND & Deéign:» to bé used in respect of
- ‘_‘Cigare'ttes,vpocket machines for rolling cigarettes, cigarette tubes, pockét machines fdr

filling cigarette tubes and filter tips for cigarettes.”

- Interrogatory No. 4

Identify each transaction by which it is claimed that any rights or license in the

- designation “CLASSIC AMERICAN BLEND” have passed to Applicant, including setting

“forth the date of each such transaction and identifying the parties to the transaction and
all documents related thereto.

Response to Interrogatory No. 4

None.

Interrogatory No. 5

Identify by common commercial name and model number or code each and |
every product marketed, distributed, sold, or offered for sale under or in connection with
the designation CLASSIC AMERICAN BLEND, and with respect to each such product:

(a) set forth the geographic scope of such use;

(b)  setforth the annual volume of sales of the product in both dollars
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and units;
(c) ~ set forth the unit sizes in which the product is sold;
(d) identify each class.of- purchasers of the product;

(e) describe the channels of trade by which the product reaches the
ultimate user of such goods;

)] state all types of stores or forums in which the products are offered
~ orsold; and

(g) identify the persons most knowledgeable of such use and as well
as all documents relating thereto.

Response to Interrogatory No. 5

in addition to the General Objections, Applicant objecfs to subpart (b) as seekingl
proprietaryand confidential information. Applicant will supply the requested information
upon the entry of a suitable Protective Order. Applicant also objects to subpart (c) to
the extent it calls for information about package sizes sold to wholesalers. Such |
infdrmation is not calculated to lead to the discovery of admissible evidence.

Applicant ale objects to th.e phrase “and as well as all documents relating
thereto” in subpart (g) to this Interrogatory on the grounds it is vague and not calculated
to lead to the discovery of admissible evidence. Specifically, Applicant does not believe
documents supporting its identification of individual(s) most knowledgeable about
- products offered under the CLASSIC AMERICAN BLEND mark have any relevance to
such identification. |

Notwithstanding the foregoing, Applicant responds to the balance of this
Interrogatory as follows:

The common commercial names of the products marketed, distributed, sold or

offered for sale under or in connection with the designation CLASSIC AMERICAN
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BLEND are: tobacco.
(a) | Entire United States;
(c) 6 oz canister, .75 ounce pouch
(d) - users of fobacco and tobacco products;

(e) the products are sold to wholesalers or to direct buylng retail customers
' Wholesalers sell to retailers who sell to the consumer. : .

‘ (f) internet, tobacco stores, convenience stores, grocery stores, drug stores,
tobacco specialty stores;

(9) James M. Murray.

Interrogatory No. 6

With respect to each product identified in response to Interrogatory No. 5,
identify all means by which the product is advertised or promoted.

Response to Interrogatory No. 6

Trade shows, trade advertising, consumer point-of-sale advertising, internet

advertising, point-of-sale merchandising, price-off promotions, product demonstrations.

Interrogatory No. 7

Identify every promotional effort, advertisement, commercial, catalogUe and/or
promotional piece by which each product identified in response to Interrogatory No. 5
has been advertised or promoted.

Response to Interrogatory No. 7

In addition to the General Objections, Applicant objects to this Interrogatory on
the grounds it is overly burdensome and .not calculated to lead to the discovery of
admissible evidence. Applicant has been using its CLASSIC AMERICAN BLEND

trademark since at least as early as March 1999. It cannot identify each and every
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aspect of its promotion of that brand since its first use.
Notwithsta_ndin_g the foregoing, Applicant will produce representative samples of

~ such advertising and promotion.

Interrogatory No. 8

, Set forth the annual advertising and promotional expenditures for each product
identified in response to Interrogatory No. 5. ,

-~ Response to Interrogatory No. 8

In addition to the General Objections, Appli_cant o_bjecté to this Interrogatory on.
the grbund it seeks proprietary and confidential information. Applicant will provide a

substantive response upon the entry of a suitable Protective Order.

Interrogatory No. 9

Identify every trade show at which each product identified in résponse to
Interrogatory No. 5 has been or will be advertised and/or promoted.

Response to Interrogatory No. 9

in addition to the General Objectiéns, Applicant objects to this Interrogatory on
the ground it is overly broad. Opposer has not specified how far into the future it wishes
Applicant to pfovide information concerning future attendance at trade shows.

Notwithstanding the foregoing, Applicant is still in the process' of compiling
‘information responsive to this Interrogatory. Applicant will supplement this response

once it compilés the requested information.
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Interrogatory No. 10

Identify each package or label deS|gner advertising agency, market research
expert or consultant who has performed services in connection with products promoted
or sold in association with the designation CLASSIC AMERICAN BLEND, and, for each
such entity, describe in detail the services performed and the inclusive dates of such
services.

Response to Interrogatory No. 10

Applicant is still in the process of searching for possibie responsive information.
If such information is discovered, it will be produced provided such information is not

privileged.

Interrogatory No. 11

Identify all persons involved on behalf of the Applicant in the advertising, _
marketing, promotion, distributing and selling of products under or in connection with the
designation CLASSIC AMERICAN BLEND.

Response to Interrogatory No. 11

James M. Murray and Kenneth Hagler for all facets. In addition, Donald Davis

for sales.

Interrogatory No. 12

State whether Applicant has ever issued or published, or caused to be issued or
published, any press or publicity release concerning any product promoted in ‘
association with the designation CLASSIC AMERICAN BLEND, and, if so, identify each
such release and all publications or other media in or through which mformatlon
contained therein was disseminated.

Response to Interrogatory No. 12

Applicant is still in the process of searching for possible responsive information.

If such inform'ation is discovered, it will be produced provided such information is not
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privileged.

" Interrogatory No. 13

State whether Applicant has ever received any objection to its use or registration
of the designation CLASSIC AMERICAN BLEND, and with respect to each such
objection, identify the nature and basis of the objection, when the objection was made,
the disposition of the objection, the persons most knowledgeable of the objection, and
all documents relating to the objection.

Response to Interrogatory No. 13

Outside of the instant dispute, none.

In addition to the General Objections, Applicant objects to this Interrogatory.as ft
seeks information already in Opposer’s possession. Since the sole objection toits
registration of CLASSIC AME?ICAN BLEND has come from Opposer, Opposer already
possesses virtually all the réquested inforrnation. | |

Notwithstanding the foregoing, the individual most knowledgeable,about the

current dispute is James W. Dobbins, Esq. |

Interrogatory No. 14

State whether Applicant has ever objected to the use or registration of any other
- mark comprised of the terms “CLASSIC” “AMERICAN” and/or “BLEND” on the ground
of confusing similarity, and if so, with respect to each such objection, identify the mark
or term to which the objection was made, the user thereof, the nature of the objection,
the disposition of the objection, the persons most knowledgeable of the objectlon and all
documents relating to the objection.

Response to Interrogatory No. 14

No.

Interrogatory No. 15
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Identify by title, index number and tribunal each civil action or inter parties
proceeding in which Applicant or any business, company or other entity identified in.
response to Interrogatory No. 1 has been or is involved, other than the present
opposition proceeding, which refers or relates in any way to the designation CLASSIC
AMERICAN BLEND, setting forth the disposition of each such proceedlng or,ifnot -
disposed of, its current status. -

Response to Interroqatory No. 1‘5 ‘

Opposer has filed Opposition No. 91V1 57250 agéinst the registration of

Application Serial No. 76/357,543. That opposition is currently in the discovery phase.

Interrogatory No. 16

Identify all agreements to which Applicant or any business, company, or other
entity identified in response to Interrogatory No. 1 has been or is a party which refer or
relate in any way to the designation CLASSIC AMERICAN BLEND, including all
amendments and modifications thereto, and identify the persons most knowledgeable
thereof and all documents relating thereto.

Response to Interrogatory No. 16

In addition to the General Objections, Applicant objects to this Interrogatory on
the grounds it is vague and overbroad.
Without waiving the foregoing, there are no agreements that relate to the

trademark per se.

Interrogatory No. 17

Describe all licensing agreements, authorizations, or any other rights granted to
Applicant in connection with products identified in response to Interrogatory No. 5, and
with respect to each such agreement, authorization or other right, state:

(a) the names and addresses of all participating parties;

(b) all terms, including dates of commencement and termination;
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(c) the nature of fhe rights involved;

(d) the specific concept or character to which Applicant gained the
license, authorization or any other right,

(e) the products affected influenced or changed and the specific
nature of the effect, influence or change;

(f)  the channels of trade through which such products are marketed;
and

(g) the person(s) most knowledgeable about each such agreement
authorization, license or grant.

Response to Interrogatory No. 17
“In addition to' the General Objections, Applicant objects to this Interrogatory on
the grounds it is vague and overbroad

Wlthout waiving the foregoing, no such agreements exist for the mark at issue.

Interrogatory No. 18

Explain the reason(s) for Applicant’s adoption of the designation CLASSIC
AMERICAN BLEND for each product identified in response to Interrogatory No. 5 as
well as the procedure followed by Applicant in its decision to adopt the designation
CLASSIC AMERICAN BLEND for each such product, and identify all persons who
participated in each such decision as well as all documents relating thereto, including
but not limited to any trademark search reports.

Response to Interrogatory No. 18

‘Applicant adopted the mark CLASSIC AMERICAN BLEND because it liked the
mark. Clifford Ray participated in the decision to adopt CLASSIC AMERICAN BLEND.

Applicant, threugh its counsel, olbtained a trademark search report on January 25, 2002. -

Interrogatory No. 19

ldentify each term, symbol, and/or designation other than the designation

03414-NO035A - , . 12



CLASSIC AMERICAN BLEND considered for use on or in connection with each product
identified in response to Interrogatory No. 5, and state whether such term, symbol
and/or designation was ever used in association with any of the products, explain why
or why not, and identify the persons most knowledgeable thereof and all documents
relating thereto.

Response to Interrogatory No. 19

In addition to the General Objections, Applicant objects to this Inte‘rrog’afory on
the ground it seeks information not calculated to lead to the discovery of admissible

evidence.

Interrogatory No. 20

Identify the wholesale and retail price at which all products bearing the
designation CLASSIC AMERICAN BLEND are sold, explain the process by which this
price was determined and identify those persons who participated in all decisions
regarding the setting of these prices.

Response to Interrogatory No. 20

~ Applicant objects to this Interrogatory on the ground it is not calculated to lead to
this discovery of admissible evidence.
Without waiving the foregoing, the retail price of products sold under Applicant's

Mark varies depending upon the outlet from which such goods are sold.

- Interrogatory No. 21

Describe in detail each poll, survey, consumer study or market research effort -
initiated by or on behalf of Applicant relating in any way to the designation CLASSIC
AMERICAN BLEND, or to the packaging, labeling or advertising of the products
identified in response to Interrogatory No. 5, and identify all persons involved in or
knowledgeable of such poll, survey, consumer study or market research, as well as all
documents relating thereto.

Response to Interrogatory No. 21
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None.

Interrogatory No. 22

State whether Applicant has ever received any mail, inquiries, complaints,
requests for refunds, orders, checks, or other communications which in any manner
were intended for Opposer or which in any way indicated an association or connection
between Opposer and Applicant, and if so, with respect to each:

(@) identify:
() each such caller, sender, éddresser, or communicator;
(i) the date and place of occurrence; '
(iii)  the substance of each such communication;
(iv)  the person receiving the communication;

(b)  state whether or not any response to, or record of, the
communication was made; and

(c) identify all persons knowlevdgeable thereof.

Response to Interrogatory No. 22

None.

Interrogatory No. 23

Identify all third-parties of which Applicant is aware that have used or currently
~use any mark comprised of the terms “CLASSIC” “AMERICAN”" and/or “BLEND” and
with respect to each: ' _ '
(a) state their name;
(b)  state their present or last known address;
(c) identify the parﬁcular mark(s) used; and

(d)  identify all documents relating thereto.

Response to Interrogatory No. 23

In addition to the General Objections, Applicant objects to this Interrogatory on
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the ground it is overly broad.
Without waiving the foregoing, applicant will produce responsive documents from

which this information may be ascertained.

 Interrogatory No. 24

ldentify, on an interrogatory-by-interrogatory basis, each person furnishing
information upon which any part of any answer to these interrogatories is based,
indicating the parts based on information so furnished by each such person, and
whether such information is within the personal knowledge of such person, and if not
within such person’s knowledge, identify the source of the information so furnished.

Response to Interrogatory No. 24

James Dobbins, Esq. — all.
Applicant reserves the right, without prejudice, to supplement each response as new
information becomes available. | |
Dated: November 28, 2003 Respectfully s.ubmitted,.

NORTH ATLANTIC OPERATING CO., INC.

By: /M/ﬁa@e,
Edgen anagan Il
Arlapa S. Cohen, Esq. )Q/

Mark J. Speciner, Esq.
St. Onge Steward Johnston & Reens LLC
Attorneys for Applicant
986 Bedford St.
Stamford, CT 06905
Telephone: (203) 324-6155

N
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IN THE UNI" ™) STATES‘PATENT AND TRADEM/? < O#FICE
BEFORE 1. .€ TRADEMARK TRIAL AND APPEAL BOARD

Top Tobacco, L.P..v. North Atiantic Operating Co., Inc.
Opposition No. 91157248

I, the undersigned, declare as follows:

| am the Senior Vice President of North Atlantic Operating Co., Inc., 2 Delaware
corporation, and a party to this action, | have read the foregoing:

APPLICANT’S RESPONSE TO
OPPOSER’S FIRST SET OF INTERROGATORIES

and know its contents. 1 am mformed and believe that the matters stated n |t are
true, and on that ground allege that the matters stated in it are true. '

I declare under penalty of perjury under the laws of the United States of -
America that the foregoing is true and correct.

Executed on November%b% at New York, New York.

- NORTH ATLANTIC OPERATING
- CO,INC.-

5 uM

James W, Dobbins




CERTIFICATE OF SERVICE

| hereby certify that a true copy of the foregoing Applicant’s Response To
Opposer’s First Set Of Interrogatories was duly served upon opposing counsel by first-
class mail, postage pre-paid, this 2 <P day of November, 2003.

~ Lee J. Eulgen, Esq.

" Anthony J. McShane, Esq.
Neal Gerber & Eisenberg
Two North LaSalle Street
Suite 2300
Chicago, IL 60602-3801
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IN- THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant ' ' NORTH ATLANTIC OPERATING COMPANY, INC.
Serial No. 78/084 504 Filing Date: .September 19, 2001 |
Trademark ‘ ZIG-ZAG CLASSIC AMERICAN BLEND

Law Office: 110 . Trademark Attorney: Amy Thomas Hella

'BOX RESPONSES - NO FEE-
Assistant Commissioner for Trademarks

2900 Crystal Drive - . |
Arlington, VA 22202-3513 o |
o= =

Ty Y= —

RESPONSE TO OFFICIAL ACTION ;;{ A

L

4 o

- Dear Sir: o
| Responswe to the Office Action mailed on December 7, 2001 please @hter the

following Amendments and Remarks.

Certificate of Mailing: | hereby certify that this correspondence is today being deposited with
the U.S. Postal Service as first class mail in an envelope addressed to: Assistant
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513. '

R Qo m

June 6, 2002
N Barbara North

mmnrrs DEPOSITID
 EXHIBIT




- Page 2
Serial No. 78/084,504
RESPQNSE TO OFFICIAL ACTION

Amendment
Please insert the following into the applicaﬁdn where appropriate:

o . . \ )
-- Applicant is the owner of U.S. Trademark Registration No. 2,512,921. --; and ' Q,“

~-Applicant hereby disclaims “American Blend” apart from the mark as a whole. =

~ REMARKS
The Examiner has inquired as to whether Applicant is the owner of a prior

registration for ZIG-ZAG. Applicant has in_sérted the'appropriate.claim; '

The Examiner has requested- a disclaimer of the phrase “Classic American
Blend." Applicant has entered a disclaimer of “American Blend” herein. Applicant
respectfully submits that it need not disclaim the term “CLASSIC” and 'sets forth its legal

argument, infra, in the Argument section heréeof. .

ARGUMENT

Refusal Based On Likelihood Of Confusion

The Examining Attorney refuses registration under Trademark Act §2(d), 15
U.S.C. §1052(d), on the grounds that Applicant's mark, when Lxsed on the identified

goods, is likely to be confused with the following registered marks:

Reg. No. 0,610,530 fora stylized Zig-Zag for cigarette pépers owned by Bollore;
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-~ Reg. No. 1,127,946 for Zig-Zag for cigarette papers owned by Bolloré; and
Reg. No. 2,309,438 for Zig-Zag for filter ﬁpé for cigarettes owned by Bolloré.

Applicant wishes to respond to that refusal.

As the Examining Attorney has noted, Applicant is already the owner of many
o ZIG-ZAG marks in the United States. This is due to the fact that Applicant’s
predecessor_ ahd the cited Registrant ére parties to a Tradefna(rk Consent Agree‘mént
dated' March 26, 1997 (copy attached), 'the‘t‘erms of which state, intéf a}ia, that the
parties do not believe there is a likelihood Bf confusion due to the differences of the
goods. That is, Registraﬁt has consented to Applicant's use of ZIG~ZAG on tobacco
products and Applicant has co,nsentedi to Registra'nt’s use on cigarette papers. With
specific reference to the three registrations cited, they are covered by the terms of the ,
Consent in that the preamble of the Consent stated Applicant is entitled to the “Marks”
shown in Exhlbxts A1 and A2 (as well as those particular registrations and application
numbers) so long as they are for the goods as agreed to. See Amalgamated Bank of
Net York v. Amalgamated Trust & Savings Bank, 6-USPQ2d 1‘305 1307-1308 (Fed. Cir.
1988) Bongram Intematlonal (Amencan) Corporation v. Delice de France Inc., 1

USPQ2d 1775 (Fed cir. (1 987)

Accordingly, in view of the foregoing and the attached Consent, it is respectfully

submitted that the réjection under §2(d) of the Trademark Act should be withdrawn.

A
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The Disclaimer |

Aleo, as stated previously, while Applicant has entered the disclaimer of
“American BIenel”, it respectfully asserts a discla-imer of “Classic” is not called for. _The
Examining - Attorney- does ‘not annex 'evic‘l'ence that “Claes'ic”‘ uee(i' With‘ reference to
tobacco deseribes a characteristic of tobacco. Annexed hereﬁd is & copy of.Webster"s
New World College Dictionary ‘(4“‘ ed. 1999), sho_winQ “Clessic" deﬁned as: “Of the

highest class; being a model of its kind; excellent; standard;.euthofiteltive; established.”

Ininre CIassrc Beverage Inc 6 USPOZd 1383 (TTAB 1988) the Board stated
that “Classic” as apphed to cola is at most suggestive, because “there is no recognized
definable standard or tradition for cola or making c_ola. The same may be said for
‘tobacco. As there is ho‘discemable s'tendard for tobaece (nor does the Examinihg

Attorney allege one), “classic” cannot be descriptive.

in Wynn Oil Co. v. _Thomas, 5 USPQ2d 1944 (6. Cir. 1988), it was found there
was no discernable description of car weshes as “Classic”. “Classic”, there, was meant
fo evoke clessic cars, not a classic car wash. The same is tfue ﬁere. “Classic” is meant
~ to evoke the Old West, or. Arﬁericana' (and hehce, Arherica'n Blend), clearly not old

tobacco.
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Since all formal matters have now been taken care of this mark should be

deemed to be in condition for publicaﬁon' and an early notice to that effect is eamestly'

solicited.

Dated: June 6, 2002

Enclosure: Consent

Respectfully submitted,

JZ’ Jé f/d—sz&u

Eugede‘t” Flanagan, Esq.
Arlana 8. Cohen, Esq.
Kathryn Grant Belleau, Esq.

Attorneys for Applicant

ST.ONGE STEWARD JOHNSTON & REI—NS LLC
986 Bedford Street

- Stamford, CT 06905-5619
203 324-6155
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TRADEMARK CONSENT AGREEMENT

This agreement, made this Z£ /4 day of __ A /L/ , 1997, by '
and tetween North Atlantic Trading Company, Inc. (heremafter zeferred to as
"NATC“), a Delaware Corporation, whose addressis 33~ & 50 ilea, LGt s Rl USA
and Bollors Tedmologxes, S.A., 2 French Corporation whose address ds Oc(z,C 223%o0e
e vnrins o & 2s Ll foys (hereinafier re:e:red to as "Bolloré“’), _

. f‘aACaL_

W'H‘EREAS NATC is the owrier of, m!er aliz, the marks shown on
Schedules Al and A2, and where applicable the registrations and applications relating
thereto (WATC \«farks") attached hereto; and

S WHEREAS, Bolloré is the owner of, inter alia, the marks shown on
Schedules B1 and B2, and where applicable the registrations and applications relating
‘thereto ("Bollor- Ma.rks') attached hereto;

WHEREAS, NATC desires to use and reg:.ster the NATC Marks set mm;
- im ‘Schedule A2, for the goods specified therein; and

WHEREAS, Bolloré desires to use and register the Bollord Marks set
forth in Scheduwle B2, ro the c'cods recited therein; and

WHEREAS, NATC and Bolloré mutually recognize the ‘va-liditj'r of each
thev’s marks as set forth in the attached Schedules, ,

NOW, THEREFORE, for good and valuable cmnszdaratton the paitties
hereby agree and state as follows: : , o

1. . N: A;TC beheves there is no hkeh.hood of confusion or confhct
between its NATC Marks shown on’ Schedt..es Al and A2, and the Bolloré Marks,
~ shown on Schedules Bl and Bz, '

' 2. Bolloré beLeves there is no likelihcod of confumon or confhct
be*ween its Bolloré Marks shown on Schedules B1 and B2, and the NA’ I‘C Marks
shown on Schedules Al and A2

- 3. NATC will take no action to interfere with the use and/or
regzstratxon of the Bollcré \Aa.'-cs shown on Schedules Bl and Bz ‘

4, Bolloré wﬂl take no acHon ta mterere thh the use and/cr
reglstratlon of the NATC Marks shown on Schedules A1 and A2,

5. Bolloré is a spedialist in the manufacture of cigaretts papers. .
Boﬂoré manufactures dgaretts paper bobbins and those bobbins are converted into
: booklets in accerdance with specific instructions of Bolloré. Hence, Boﬂoré strictly




controls the quality of its cigarette paper bobbins and the converting thereof into
tecklets, and therefore the quahty of the cigarette papers which are sold to the cubhc
under the Bolloré Marks.

é. \IALC is'a spedajjst in the field of tobacco products. NATC
- stzictly contzels the processinig and packaging of it tobacco products and therefore the
qv..a_hty of the tcbacco prcducts which are scld to the public und the NATC Marks.

7. Pursuant to'an agxeement between the parties, NATC is the
exclusive United States distrfbutor of cigaretie ‘paper sold under the Bolloré Marks,
‘Each booklet bears a statement 1c1enbfy'm g NATC simply as distributor.

8. 'NATC and Bolloré acknowledge that the purchasing public is not
and wﬂl not be harmed by the relationship between the parties. The parties
ac-cnowledge that their respective marks have been used in the United States cn their
respective products, for more than 20 years, mthon.t ‘any known confusion of the
pu:chasmg public. .

2 Except as otherwise agreed between the parties, in order to avoid
any potential confusxon, NATC agrees not to use the NATC Marks within the United
Siates on dgaretie papers, and Bolloré agrees not o use the Bolloré Marks on any
tobacco products within the United States. ‘

10. In the unlikely event that a.ny consumers are confused as to the

source of ‘origin of either party’s goods, the parties agree to take such further steps as
* are reasonable and necessary under the circumstances to correct such confusior.

11 NATC consent.s to the use and registration by Bolloré of the
Bolloré Marks which are shown on' Schedule B?_, for the gecds recited therein

12, Bolloré consents to the use and registration by NATC of the .
NATC Marks which are shown on Schedule A2, for the goods recited therein.

13.  Each pa.rty shall reasonably cooperate with the other in obta.mmg
and preservmv registrations for the Marks shown on the Schedules by providing the
other with Letters of Consent or any other such documents which may be reasonably
required in order to overcome any official actions or objections which may be made
by the trademark office in any country or territory.- Any expenses associated with the
preparation and filing of any such letters or documents will be borne by the

requesting party.

14. © Each party shall have the nght but not the obligation, to
te"mmate all of the nghts granted hereunder if the other party is in material breach of
any of its obLgauons hereunder.
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15.  This Agreement and the provisions herein will be binding at all
tmes upon and inure to the benefit of the parties hereto,. their successors and assigns.
This Agreement constitutes the entire agreement between the parties and may not be
changed, modified, amended or supplemented, except in a writing signed by the
parties. ' | |

IN WITNESS WHEREOF, the parties have executed this Agreement on
the day and year first above writteri. - ' ' '
. NORTH ATLANTIC TRADING COMPANY, INC.
TACK Greick .

Dated: 26 % /Janed 1897 By:@c&’ ﬁ“.z

an

] e:/ 7/ — .
. ' ﬁﬂe:&%gg‘bﬂ Mﬁ&j/%’a:}:/e o 2

BOLLORE TECHNOLOGIES, S.A.

Dated: 46 A /Janch (99%  Byi_ :
: Name: C&duwe. Rot torR E

’,Tlﬂe: -A(\MKQ.""I.’\J . ‘E)l;' .g’.c o~
. T___;M""‘VL‘ 0|)‘\~—:—’=

' fi y/ é/ |




Mark/Goods

ZIG~-2AG
for cigars

ZIG-ZAG and Design
for cigarette tobacco

ZIG-ZAG ,
‘for cigarette tobacco

%IG-%AG CANADIAN BLEND
- for smoking tobacco

SCHEDULE Al -

Reg; No.

1,133,291
1,512,985
1,472,580

1,756,211

%IG-%AG CANADIAN ROYAL BLEND

for smoking tobacco

ZIG-ZAG And Design
for smoking tobacco

Mark/Goods

ZIG-ZAG .(Stylized)
DESIGN (of a head)
2IG-ZAG And Design

ZIG-ZAG GOLD STANDARD

NATC. 7\SCHECLLE

1,753,378

1,775,416

SCHEDULE A2

Appln. No.

74/662,128
74/662,143
' 74/691,843

. 74/673,369

N )

Date Registered .
April 15, 1980
November 15, 1988 .

Janﬁary 12, 1988

' March -2, 1993

February 16; 1993

June 8, 1993

Filing Date

RApril 17, ;995
April 17, 1995
June 20, 1995

May 11, 1985
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Bollare Technologies

Registered Trademarks

MAN’S HEAD DESIGN

Cznachzm Regmtra’non C1ga1'ette papers.

, | 278058 - _‘

MAN’S HEAD DESIGN | U.S. Registration Cigarette papers.

| 1247856 o |

| zIc.ZAG U.S. Registration Cigarette papers.
610530 - :

ZIG-ZAG U.S. Registration Cigarette papers.

' 1127946 :

© 212 IB% 269
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Bollore Technologies : : -
Pending Trademark Applications ;

4#&‘5{:5{ dm.lm\wnl'a.\l\uuxﬁquw“ 2

&m@%@m Jﬁﬂ Wa’%ﬁmW¢,m 2 ““ﬁg%gg
SMOKING MAN U.S- Applicahcm Cigarette papers.
DESIGN 74/662,349 ‘
SMOKING MAN IN ' U.S. Application Cigarette papers.
CIRCLE DESIGN 74/692,250 o
SST 12149 1212 SES 2530
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of whom were born in the same yeas
Biol, a major category in the if) Y
x o above an order and bielow a division_or phylum: it
include one order or, many gimiler orders: the Latinized
names sre capitalized but nob italitized (Ex.: Mammalia,

" Eng. post - - |
;_inM-ﬁns@;erpmﬂnoe:» !

in Suffolk] & magepline nam
Clarence, later WILLIAM j4 ]

| i geats for four inside and 3 i

which nouns are, grouped accor to, Animateness, sex, shape
and other criteria: see GENDER! [Informal] excéllence, esp..o!

\ n; 1 Y< pame of Egg’duke%unéﬁﬁ @

e B flﬁ-ﬁcer:lr appearanca&-vzt. t{) put tin %’a élm_;s; c}assify —~adj. {Slang] ’ 1
& Basd of ard Hy i 160974 at-clags; very goo elegant; classy.— or

n a class by itsél
onaself) unique o
i) olaret, dear (wine) gassz abl;rev,. (claés;ﬁcéﬁnn S .
yin) ctaret, cle 3 tlass action (suit) a legal acti “hrought by one or tiore persons
. red Bordeawx 2 p““”“”h “’d‘ s “on behalf of themsclves and a miich larger gfqup, ail of whom have
. . o ; the same grounds for action - "7 T AN
yet, Jemon juice, brandy, SUgHT, welass book a book published Ly members of 8 achoo} or college
class, containing plctures of studeiits and teachers, an account of
Btudent‘ach'y’ities, ete. . : B
class consciousness an awareness of belonging to a class in the
gocial oider, with definité econbmic i{nterests; mense of class 801~

dim: of

Fr Clariasel & feminise name

darity —class’-con’sclous adj. B ..
tlas-sic (as'ik) ad), IL classicus, relating to. the.ﬂhjgh?;t)ipi:;gigs
(¢} e

'of the Roman peopld, hencey superior < ¢lassig,

1 highest class; being B ‘model of _its kind; excellent; standard;
vids Zt-g{ ?Ja&rlf%ﬁ:a b el .. - Authoritative; established fa classiv example of expr jonism] 2

. R o TeminiiEi : acripted troops, or men Hable to-conseri tion, all .
ethame; see CLARENCE 2:4 fe : % 4as {to coll up the clost of 1947] 8 271 e - e - -
e of woimals, plants, ete:, zgfresentacwe eld‘era;hvm each chutchqn a-districk %such a die-

IS

T8

. xclass / clavicorn

.

can » . . LN . .
class class-ism (klas‘iz'om) diserimination sgainst péople o the basis

‘of social clagg —~lass™ist ., adk

anses (a classless society]

{mls) D Grem. in some languagie;, the. formal Qaasification-by classless (klag'lis) - @d). having no distinet wocial or economic
g ~ o
10

f xclass-mate (mat) n. 8 member of the siine dlaes at a school or

‘college . . .
clas-son (klas’an’s ', Particle Physics'gither of two stable elemien-
tary partides, the ‘phaton and the graviton, having 0o mass or
electric charges & ¢lasson is & boson’ e "
rclass-room’ (xom), a. 3 room-in & school of collége’ in. . which
classes-dré taught, | R
class struggle is Marxism, the conatant ejondmic and political
'sﬁi—ugtg‘te held ta exist between social classes regarded as exploiting
and those regarded as exploited; specif, in capitalist couniri
trugle butiveen capitalists, (bourgent H
. tariat) ’ e o
classy (klas'e) adj. dass'l-er, classTest {Tnformal} first-class,
. style or madder; elagant; fine —clags’-ness 1. oo .
clas-tic, (as'tik) acf. I« Gr Elustos, broken < klan, to break (< 1B
*}lg-, var. of base “kel; o strike. » HOLT, Gr kléma, 1 calanitos,
calamity) +.;1C3 1 Jegignating an ‘anatomical model with remov-

esp. in

YCLASSICAL (sénses 2 & 8) 3 of or having @ style that i d,
formal, objective, restrained, regul i : !

. . vy A
rier:iette,' ;iém of clarine, livtle bell “nterpreted, generally opposed 0

’ . B known, esp. a8 being frai ‘honal or typical [a clossic court cas
. wooden- or £ 2N : . ‘.ilnformal]péontmuxn 15 fashion because of its simple style:

s “an arhicle of apparel —t.- 1 8 writer,-artist, etk or a iterary or
{Archaic] sartistic work, generally recognized a3 exeellent, authoritative, etc.
tist n ar : : i 3% cduced by the outstanding wuthors of ancient
. d Rotne (usually with the) b) Twith sing. v.] the field of
un <.OFr - “gludy dealing with these Y orks and with apcient Greek and Latin
L clarus, “I{\:r yasjor is classics] <3 a fawmous traditionalor typicel event [the
e Kentucky Derby is a racing clussic] % (Informal] & sbit, dress, efe.
_tones 2 ofhiat is classic in style #5 {Informal] an automiobile of the period
jon,Of B 1192642 - PR e e
-arp, an tlas-si-cal (ldss Job) adf. 1 CLASSIC (senses 1 & 8y 2 of the art,
nnouncs K Ylteratire, and culture of the anciept Greeks'and Romaps, o¢ their
. CLARINET ‘writess, artigls, etc. acteriatic of of Herived from the literary
feminine and artistic gtandards, pring and methods of the emcient
. . & _ Grecks and Romans 4 well yerged in or devoted to Greels an
< OFr clayte < Liclaritus < Raman cultyre, literature, etie. [a clasgical scholar] 5 Qe_sxgnat:irég
§ being clear; clearness. ,.%x;dof a gpter i die‘é aven or course of atudy thit's or fias been gtand-
ard an

Y. q _ d experi-
1752-1818; Am. froptieraman

ard a aditionally attheritetive, x,m{, new, recent,
fiental [classical polttical science] ©a)

ccas, G} of, charactenistic
“Clampbelh) 1899-1977; agsocid! . A, or like = style of music marked by an émphasis on formal
g-67) 3 Willlam 1'7'1(.).«1‘538' “fomposition, a8 in instrumental: works in the gonata form, by pre-

.o ilse stapgards of performance
es) 1917 ; Eog. writer, espiud: “ira, apd

i : appropriate to & syiaphony orches-
Jdra, a by 4 sénse of balaice, order, Garity, ete. b) loccas. <l
7 dagignating or of the periad (¢, 1760 1830} characterized by this
gl river flowing from i Jiyle ¢) desipnating or of art music of -the Euro;i‘ean tradition,
in N Hac i i {oeluding such forms as the symphiony the opera, chambeér music,
1he sonata, etc. (distinguished from follc of popular yousic or jazz)

g—Clasi'-sl-t;.él'-lty kal’e't8) 0. or_clas"si-calness —glas”si-cally adv.

as:si-cal-ism (-izdm) n. CLASSICISM ’
- lassical mechanies lwith sing. v.] Physics the stidy of mechan-

Y .  ilgs using Newton’s lawe rather thap quantunt theory and relativity

TovEsR] Vight-colored-and vl \B5-si-cism (Klas's sizom) n; 1 the aesthetic principles or gual-
° dgm_ﬁ igh : e8 res ardgd a8 characteristic of snciept Greece and Rome; objec-
2 < ML sclareal any of 5%3,{3‘ ; vit:g; dom:f(gbmi sxmghcig; resuamtt, etc.i1 geng;g.}’l% cona-
i : i . golared) 3 agted with ) sM 2 adherence to such printiples
wsily, esp: a‘spéclea & Bc W S nowledge of the literaturé and art of ancient t

CGreece and Rome;
cal acholarship 4 a Greek or Latin idiom or expression
js-s1-cist (-sist) n. 1ap advocate of the prineiples of classicism’ 2
3 ‘itudent of or specialistin ancient Greek znd Bomas literature 3
2o who adyocates the. teaching of Greek and Latin in the schools
ps-sh-cize (-siz) vi. wcized', iz ing to, make classig or classical
vl to use or affect a classic style or form’ Je
as-sico (elas’i ke, ks’ adl. Tt wade from grapes grown in a
partain specified area in 1taly with a reputation {or wuperior qual
\y [Chianti classico] .o Lo
As-sivfi-ca-tion (klas’o f ka’hen) n: EFYY 12 cdlassifying or being
elussified] arrangement secordin to some systemahc'dwzamnvmtn
Y & system of such classes or groups b} such &
 TAXONOMY. —~classii-ca-tory. (las’s fil's £0Y7

o fid"). adf. 1 secret or confidential and available

ersons; &2 of-or pertaining to classified adver-
“section of & newspaper] —~71. 1 ghort for CLAS-
. a section .of classified advertise-

tassis, class or i
< 86 OLAMOR] ' 1 8 nut
l cauge of certad

qivior pavee ot

£y
Vg group of nepme PR

able sections to show interpal structure 2 Geol. consisfing of frag-
‘ments of older, rockn . Lo
cdath-rate (dathray) adl. L clathraties, pp. of cldthrare, to fur-
nish with a lattive < L clathri, lattice < Gr (Doric) &laithra, 2 bar,
fence} 1 Bot. resembling: latticework; reticalated 2 Chem. of or
pertaining to a mixiuré i witich the inolecules of one sub! tancd
are completely eptrapped in the crystal lattice or cell-like structure
of the'sther” A ‘
clat-ter (klat’atg. vi. TME clateren < OF “clatrian, (akin to MDu
. Blaterén) < IE hase’ fgal-,, to CALL, cry outl]’ 1 to make, or mave
with, & rapid. succession o Toud, sharp noises; Fattle 2 to chiatter
pojsily —vi. tv cause to clatter —n. §ME clafer £ thev.} 1arapid
gutcession 0 ynoises, 2 & tumult; hubbub 3 noisy chat~

. of loud, sharp T ?

ter —clat’téter . ~dat teringly adv.

Claude (lad) n. IFr « L Cloudius, name of & Roman gens, prab..<
‘claudus, lamel a maaculine name: fem. Claudia

CIagx'.dgi 5 del?), Paw (Louls Charles) 1868-1955; Fr: poet, play- -
wright, &. :

ight, & diplomat,, .. . S . .
Claygee Lor:rain (k16d.18 ran”y (born Claiede, Geleey 1600-82; Fr.
painber. . . o . ol N . N
Clau-dia (95'ds ») n. Wl 2 feminine name: see CLAUDE-
clau-di-ca-tion Guodi ka'shen) n. IL claudicatio <cleudicatus, pp.

of claudicare,to limp < claudus,. lamel Med.: lameness, esp: when
cansed by ax impaired flow of blood to the leg muscles 4
Clau-di-us (kla"dé ag) 1 Claudius] (Tiberius Claudius Drusus Nero
Germanicus) 10-B.C-AD, 54; Rom. emperor.(41-54) 2 Claudius 1t
(Msaatic% Aurelins Claudius Gathicus) AD. 214-27G; Rom., emparor

o
™

clausal (klaz’s!l) adj. of or constituting a clause. .

clause. (kloz) n. JOFT < ML elavsa, for. L clousule, & cloging (in

. Jegaluse, section or clauge) < clausus, pp. of clauders, to CLOSER] 1
Gram, -a group of words containing a subject and a fnite verb,
wsually forming part of a compound or comflex' sentence: clauges
may be jnx;aed by paratais (The house is secluded; you will like it),
by modifies parataxig (1he house B se_cluded, and you will like it),
snd.by hypotaxis (Because the house is secluded, you will like it):

seé.' DEPENDENT CLAUSE, INDEPENDENT CLAUSE 2a parh’cu!ar arli-
clé, stipulation, or provision in s farmal or legal document
Clau-se-witz (klonze vits"), Karl.von {(k#rl T8} 1780-183%; Prus.
army officer & writer an flitary strategy - L.
daus-tral (idés’trel) ad). IME < LL claustralis < L claustrum: see
:GLO!STF%%], “4, of or related to a cloister 2 secluded, isolated, or
retired; from the world
claustro-pho-bia (slattes f°8 9) I fi L claustrum (dee CLOIS-
'TER) + -PHOBIAJ :an abnormal fear of being in an encloged or con-
fined pldce —claus'tro-pho’-bic adj. . R
clasvate (Kla'vat) adf; Moedl clavatus < L clave, 2 club + -atus,
.ATE'] oblong and. thicker at one end; club-shaped —davately
ady. —dag-valtionn. © ) L :
clave! (i) vt., vi. archaic pt. of CLEAVE? or CLEAVE?
dave?(idifva) g, 1 eitherof a paix of cylindsical hardwaod sticks
that male a hollow sound when struck fogethier, vsed as a percus:
gion instiument i Latin sl usuolly used in pl. 2a syncopated
shytbin pattern of alternating phrases of three ‘and two beats, used
in Latin dance mausic . . - e
ver (k ) vi. 18cat, prob. <'or gkin to Gael clabaire, babbler]
[Scot} ta:indulge in idle tall; gogsip —1. [Soot.] gossip; chatter
clavi-chord (idav kbrd) n. {ME clavicord.s MT 1= o
clayis.-antraw (mam 0=
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO.  APPLICANT PAPER NO.
787024504 NMorth Atlanbtic Operabing Coue. Inc.

MARK
ZI IAG CLASSIC AMERICAN BLERND

ADDRESS | X A .
gg\éﬁﬁéggﬁﬁui L MCDONALD PL I}FJION NO: ADD%?n?Sissioner for Trademarks
NATIONAL CITY mi:n::RL - lgton, A 22023
1 o Arlington, VA 22202-3513
il 5 .EBETH 87T, - hg.l%:ll/_ltl;\lg/%IiTE www.uspto.gov
LOWISVILLE 'BEY d!.lil*.*:l?:-':ﬁ.lﬂ* . e ‘f , ed;hadd dhould include th
N no fees are enclos the ress sho meiu

i ' REF. NO. wards “gwkwmmes-NoFee,' e e

" “FORM PTo-1525 (5-80)

e : - i 27 ; .
__U.S:DEPT. OF COMM. PAT. & TM pfftesﬂil 2275, 04741

Please provide in all correspondcnce‘

1.

(RS

~
-~

Filing Date serial number, mark and
Applicant's niame.

4. Mailing date of this Office action.
. Examining Attorriey's name and

Law Office number.

. Your telephone number and ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.

" For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it to the upper right corner of your response. If the label is not enclosed, print or type
the Trademark Law Office No., Serial No., and Mark in the upper right corner of your response.

RE: Serial Number: 78/084504 ZIG ZAG CLASSIC AMERICAN BLEND
OFFICE ACTION

The ass1gned examining - attorney has rev1ewed the referenced apphcatmn and determined the
following.

L1kehhood of ConﬁJsxon

. The examining attorney refuses registration under Trademark Act Sectlon 2( [d),. 15 U.S.C. Section
1052(d), because the apphcant's mark, when used on or in connection with the identified goods, so
resembles the marks in U.S. Registration Nos. 0610530, 1127946, and 2309438 as to be likely to
cause confusion, to cause mlstake or to deceive. TMEP section 1207. - See the enclosed
regxstratlons : ' '

The examining attorney must ana.lyze each’case in two steps to determine whether there is a
likelihood of confusion. First, the examining attorney must look at the marks themselves for
similarities in appearance, sound, connotation and commercial impression. In re E. I. DuPont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Second, the examining attorney
must compare the goods or services to determine if they are related or if the activities surrounding
their marketing are such that confusion as to origin is likely. In re August Storck KG, 218 USPQ
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823 (TTAB 1983); In re Inz‘ernatzonal T elephone and Telegraph Corp ; 197 USPQ 910 (TTAB
1978), Guardian Products Co.; v. Scott Paper Co., 200 USPQ 738 (TTAB 1978).

~ Applicant seeks to register the proposed mark ZIG-ZAG CLASSIC AMERICAN BLEND for
smoking tobacco '

Registrant’s marks and their respective goods are as follows:

L. Registration No. 610530 — stylized “ZIG-ZAG’f for “CIGARETTE PAPER.”
2. Registration No. 1127946 - “ZIG ZAG” for “CIGARETTE PAPER.” =~ =
3. Registration No. 2309438 — “ZIG-ZAG” for “FILTER TIPS FOR CIGARETTES.”

The applicant and registrant’s marks are highly similar because they share the dominant term ZIG
ZAG. The examining attorney must look at the marks in their entireties under Section 2(d).
Nevertheless, one feature of a mark may be recognized as more significant in creating a -
commercial impression. Greater weight is given to that dominant feature in determining whether
there is a likelihood of confusion. In re Natiorial Data Corp., 224 USPQ 749 (Fed. Cir. 1985) :
Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ .693 (CCFA 1976). .IJn re JM.

Originals Inc., 6 USPQ2d 1393 (TTAB 1988). This is especially true if the other portion of the
mark is descrlptlve

The test of likélihood of confusion is not whether the marks can be distingnished when subjected to
a side-by-side comparison. The issue is whether the marks create the same overall impression.”
Visual Information Institute, Inc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980). The focus
~ is on the recollection of the average purchaser who normally retains a general rather than specific
- impression of trademarks. Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 *

(TTAB 1979); Sealed Air Corp. v. Scotf Paper Co., 190 USPQ 106 (TTAB 1975) TMEP section
1207. Ol(b) ' '

If the marks of the respective parties are identical or highly similar, the exammmg attorney must
consider the commercial relattonshlp between  the goods or services of the respective parties
carefully to determine whether. there is a likelihood of confusion. In re Concordia International -
Forwarding Corp., 222 USPQ 355 (TTAB 1983) ‘

In-this case, these goods are-closely related in that they feature tobacco related products.

The examining attorney must resolve any doubt as to the issue of likelihood of confusion in favor
of the registrant and against.the applicant who has a legal duty to select a mark which is totally
dissimilar to trademarks already being used. 'Burroughs Wellcome Co. v. Warner-Lambert Co.,

203 USPQ 191 (TTAB 1979). Since the marks and the goods are. confusingly similar, there is a

likelihood that purchasers would confuse the sources of the goods For the foregoing reasons, the
marks must be considered confusmgly similar.

Although the exanumng attorney has reﬁlsed regtstratlon, the apphcant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

If the applicant chooses to respond to the refusal to reglster the apphcant must also respond to the
. following mformahty
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Claim of Ownership

“If the applicant is the owner.of Reglstratlon No. 2512921 the applicant must submit a claim of
ownership of this reglstratxon as well as the ones already clmmed 37 C.F.R. Section 2.36; TMEP
section 812 .

Disclaimer

The apphcant must insert a disclaimer of CLASSIC AMERICAN BLEND in the application as that
term is descriptive of a feature of the applicant’s goods. Trademark Act Section 6, 15 U.S.C.
Section 1056; TMEP sections 1213 and 1213. O9(a)(1) :

A properly worded dlsc1a1mer should read as folloWS‘

No claim is made to the excluswe right o use CLASSIC AMERICAN BLEND apart from
the mark as shown :

Response to This Letter

. No set form is required for response to this Office action. The applicant must respond to each
point raised. The applicant should simply set forth the required changes or statements and request
that the Office-enter them. The applicant must sign the response. In addition to the identifying
information required at the begmnmg of this letter, .the apphcant should provide a telephone
number to speed up further processmg :

In all correspondence to the Patent and Trademark Office, the applicant should list the name and
law office of the examining attorney, the serial number of this apphcatlon the malhng date of thxs
Office action, and the apphcant‘s telephone number.

If the applicant has any questlons or needs assistance in respondmg to this Ofﬁce action, please

telephone the assigned examining attorney. .

orngy Advisor
Law Office 110
703-308-9110 x. 227
ecoml110@uspto.gov




%% User: ahella * Aok S rlal Number 71645385 *% 12/3/01 1:17:59 PM *%*

ZIG *ZAG

721G ZAG

Mark

Goods and Services - _ f
IC 034. Us 008. G & S: CIGARETTE - -PAPER. FIRST USE: 19010814. FIRST.
USE IN COMMERCE 019010814 - :

Mark Draw1ng Code '
(3) DESIGN PLUS WORDS LETTERS, AND/OR.NUMBERS

Design.Code.
241725

Serial Number
71645385

Filing Date
April 18, 1953

Change  in Reglstratlon :
CHANGE IN REGISTRATION HAS OCCURRED

Registration Number f ' ' : .
0610530

" Registration Date
‘ AUgust 16, 1955
Owner Name and Address ' ' - . , -
(REGISTRANT) BRAUNSTEIN FRERES, INCORPORATED CORPORATION DELAWARE 21
W.18TH ST. NEW YORK NEW YORK : :

(LAST. LISTED OWNER) BOLLORE TECHNOLOGIES - CORPORATION BY MERGER AND
‘CHANGE OF NAME FROM FRANCE ODET 29500 ERGUE GABERIC LOMMUNE D'ERGUE
GABERIC FRANCE

Assignment Recorded
ASSIGNMENT RECORDED

Prior Reglstratlon(s)
0076736 :

‘Type of Mark
TRADEMARK

Register - .
 PRINCIPAL

Affidavit Text
' SECT 15.

**% Search: 4 *** Document Number; 16 **%* ‘ ' {cont)




*%% User: ahella . *** Sez&l Nufber : 71645385 *%*

Renewal ‘ : :
2ND RENEWAL =~ 19950907 .

Live Dead Indicator
CLIVE'

***’Searbh: 4 *** Document Number: 16 %**




#%%  User: ahella *ok ok iiiial Number: 73068676 *%* 12/3/01 1:17:48 PM **x*

- [Typed Drawing]
Mark
ZI1IG ZAG

Goods and Services - : _ . _ '
IC 034. US.008. G & S: CIGARETTE PAPERS. FIRST USE: 19030300. FIRST
USE IN COMMERCE: 19030300 : '

Mark Drawing Code
(1) TYPED DRAWING

Serial Number
73068676

" Filing Date
November 11, 1975

Registration Number
1127946

Registration Date
December-18, 1978

Owner Name and Address

(REGISTRANT) PAPETERIES BRAUNSTEIN CORPORATION FRANCE 83, BOULEVARD
EXELMANS PARIS FRANCE

(LAST LISTED OWNER) BOLLORE SOCIETE ANONYME BY MERGER, BY CHANGE OF
NAME, BY CHANGE OF NAME FRANCE -ODET 29500 ERGUE GABERIC COMMUNE D'ERGUE
GABERIC FRANCE

_Assignment Recorded
ASSIGNMENT RECORDED

Prior Registration(s)
0610530

Type'of'Mark'
TRADEMARK

Register
PRINCIPAL

Affidavit Text |
SECT 15. SECT 8 (6-YR).

Renewal 4
1sT RENEWAL 20010629

Live Dead Indicator
LIVE

*%% Search: 4 *** Document Number: 12 ***




+%% " User: ahella *okk Siial Number: 75664247 *** . 12/3/01 1:17:38 PM ***

Z1G-ZAG

Mark ‘
ZIG-ZAG

Goods and Services ~ - '
IC 034. Us 002 008 009 017. G & S: Filter tips for cigarettes. FIRST
USE: 19930101. FIRST USE IN COMMERCE: 19930101

Mark Drawing Code
(1) TYPED DRAWING

. Serial Number
75664247

Filing Date )
March 19, 1999

Publication for Opposition Date
- October 26, 1999

Registration Number
.+2309438

Registration Date
January 18, 2000

. Owner Name and Address
" (REGISTRANT) .Bollore SOCIETE ANONYME FRANCE Odet 29500 ERGUE GABERIC
" COMMUNE D'ERGUE- GABERIC FRANCE

Prior Registration(s)
. 0610530;1127946

Type of Mark
' TRADEMARK

Register
PRINCIPAL

Live Dead Indicator
LIVE

“Attorney of Record
' Deirdre P. Silver

_*%% Search: 4 *** Document Number: 6 ***
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REDACTED
CONFIDENTIAL
INFORMATION

EXHIBIT F





















