Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA273846

Filing date: 03/23/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91157248

Party Plaintiff
TOP TOBACCO LP

Correspondence LEE J. EULGEN

Address NEAL, GERBER & EISENBERG

TWO NORTH LASALLE STREET, SUITE 2300
CHICAGO, IL 60602-3801

UNITED STATES

Submission Reply in Support of Motion

Filer's Name Lawrence E. James, Jr.

Filer's e-mall llames@ngelaw.com, amcshane@ngelaw.com, leulgen@ngelaw.com,
Imiller2@ngelaw.com

Signature /Lawrence E. James, Jr./

Date 03/23/2009

Attachments Reply_in_Support_of Motion_for_Sanctions_- CLASSIC_AMERICAN_BLEND.

pdf ( 70 pages )(3224618 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P., ) OppositionNos. 91157248
) 91157250
Opposer-Petitioner, )
)
V. ) CancellationNo. 92043186
)
NORTH ATLANTIC OPERATING CO., INC. ) Consolidated as Proceeding
) N0.91157248
Applicant-Respondent. )

REPLY BRIEF IN SUPPORT OF OPPOSER’S MOTION FOR ENTRY OF THE
SANCTION OF DEFAULT AND DEFAULT JUDGMENT

NAOC'’s Response in Opposition to Top Tobacco’s Motion for Sanctions (“Response”)
lacks any credible argument as to why d#fahould not be entered. Instead, the Response
tellingly relies almost exclusaly upon factual disttions and irrelevant complaints about Top
Tobacco’s conduct. Indeed, throughout thieceeding NAOC has engaged in a pattern of
vexatious conduct designed to frustrate Topabab’s prosecution of its case. Its conduct has
resulted in two Orders compelling productiordam Order sanctioning NAOC. For the reasons
set forth more fully below, NAOC’s most receattics to thwart discovery on top of its pattern
of discovery abuses warrants the sanction of default judgment.

l. NAOC'S FAILURE TO PRODUCE A KNOWLEDGEABLE 30(b)(6) WITNESS IS

INDICATIVE OF NAOC'S UNREQU ITED PATTERN OF CONDUCT AND
WARRANTS FURTHER SANCTIONS

NAOC'’s 30(b)(6) witness, Mr. Thomas Hes, Ill, was woefully unknowledgeable of
and unable to answer basic quass about at least 1df the 15 categorielssted in the Notice.
NAOC failed to undertake the basic preparatimtessary for Mr. Helms to testify on the
designated topics. In fact, Mr. Helms admitteat this only preparation consisted of reviewing

the Notice of Deposition, a convat®n with counsekthat lasted less #&m two hours, and



“Googl[ing] a picture of [Top Tobacco’s] Classic izalian [product] to see what it looked like.
That's it.” (See Select Pages of the Helmgpd&stion Transcript (“Helms Dep.”) at p. 15, Ins.
24-25, Exhibit A.) He did not xeew any documents other thane Notice of Deposition or
speak to anyone else at NAOC or its affiliatesuayone else outside of NAOC. (Helms Dep. p.
17, Ins. 4-5; p. 19, Ins. 14-25, Exhibit A.)

A. Mr. Helms’ Employment History Is Irrelevant

Despite his lack of preparation and uttelui@ to testify on the designated topics, NAOC
argues that Mr. Helms “was a proper 30(b)(63ideee” because he was a “top level corporate
executive” and because he has worked at NAOC for 10 years in various functions. (Response at
p. 7) First, to call Mr. Helms a “top level exeaéti strains credulity. Mr. Helms is a “director
of trade marketing” who reports to a Vice Prestdeherming him a junior executive would be a
stretch and to call him a “topJel executive” is incredible. But, more problematic than Mr.
Helms’s relatively junior status within Applicastorganization is the fact that he was simply
unprepared to answer questions on the designaigics. A party tergting a Rule 30(b)(6)
witness “has an affirmative duty to produce a espntative who can answer questions that are
both within the scope of the matters desdatilbe the notice and are ‘known or reasonably
available’ to the corporation.’King v. Pratt & Whitney, 161 F.R.D. 475, 476 (S.D.Fla. 1995)
Moreover, the corporation must adequately prepéatnesses to address the matters identified in
the notice. Sarlight International, Inc. v. Herlihy, 186 F.R.D. 626, 639 (D. Kansas 1999)(“If
the designated persons “do rmissess the personal knowledgetld matters set out in the
deposition notice, the entity is obligated poepare the designees so that they may give
knowledgeable and binding answers for the orgaioizgt NAOC willfully failed to meet this

obligation by designating an unknkasigeable witness and then by failing to prepare him.



B. Mr. Dobbins’ Testimony Did Not Cure These Deficiencies

Apparently conceding that Mr. Helms wasknowledgeable of the categories for which
he was designated, NAOC attempts to excusefdiiures by claiming that the testimony of a
prior deponent, Mr. James Dobhimsade up for the Mr. Helms’ shortcomings. This is simply
untrue. First, Mr. Dobbins didot provide answers to the saim&sic questions that Mr. Helms
was unable to answer. In fact, Mr. Dobbins repdgteldimed to lack knowledge on many of
the same questions that Mr. Helms was unabénswer. For example, Mr. Dobbins was unable
to testify as to the selectiomé@ clearance of the subject marks because that occurred before his
employment with NAOC. (Ex. B, select pagesm the deposition of James Dobbins “Dobbins
Dep.” p. 150, lines 7-19, p. 108, lines 4-13). &ny, he was generally unknowledgeable about
the development of NAOC'’s products bearing shbject marks, including when such products
were first sold, whether a particular competitive product was targeted by NAOC during the
development of its products, and whetiAOC was aware of Top Tobacco’'s CLASSIC
CANADIAN Mark prior to its seletion of the subject marks. (Ex. B, Dobbins Dep. p. 262, Ins.
15-21; p. 264, Ins. 7-2@&nd, p. 287, Ins. 6-9).Second, Mr. Dobbins was testifying based on his
own knowledge, and, therefore, could not ansyustions based on thelleative knowledge of
NAOC, and Top Tobacco’s counsdid not ask him questions thakere clearly outside of his
area of knowledge. Third, because Mr. Dobbins deposed prior to Mr. Helms, Top Tobacco
could not go back in time to ask Mr. Dobbialsout the numerous ta@ on which Mr. Helms
faltered.

C. Top Tobacco’s Notice of the 30(b)(6) Deposition Was Timely Served And
Proper In Scope

Outrageously, NAOC also attacks Top @&obo’s 30(b)(6) Notice ating that it was

received “just two days prior to the depositiohMr. Helms,” that it was overly broad, and,



“since counsel for NAOC only received Mr. HedhjNotice of] deposition on the Saturday prior
to the deposition, counsel for NAOC objectedHhe notice on the record during the deposition.”
(Response at p. 8) This is simply untrue andl#vsl of distortion shodl not be countenanced

by the Board. Top Tobacco first sedvits 30(b)(6) Notice on July 20, 208%ver three years

prior to the deposition of Mr. Helms. (E&, July 20, 2005 Notice of Deposition) Then, on
December 17, 2008—more than a month prioth® deposition of Mr. HelIms—Top Tobacco
served an amended 30(b)(6) Notice which wastidainto the Notice served in 2005, except for
the addition of one category. (Ex. D, Decembgr2008 Notice of Deposition) On January 31,

2009, Top Tobacco served another Amended Notice that was ideatibal December 17, 2008

Notice, with the exception that the date of teposition had been changed to reflect the date
that had been agreed to by the partig&Ex. E, January 31, 2008 Notice of Deposition) Thus,

NAOC did not receive the Notice “two days” befdhe deposition of Mr. Helms as it asserted in

its Response. In fact, it had over three yearewew 14 of the 15 categories in the Amended

Notice and over a month to revighe one additionabpic. NAOC cannot sayusly believe that

its characterization of events isydhing but a blatant misrepresentation.

Despite the falsity of NAOC's statementgjaeding its receipt athe Notice, NAOC does
concede that it failed to object to 30(b)(6) Deposition Notice prior to the deposition. It is well
established that an objectiondaaotice of a discovery depositiorathis not promptly served in
writing on the party giving the notice is wadie TBMP 840.08(a); Fed. R. Civ. P. 32(d)(1).
Thus, NAOC has waived any objections that it tathe breadth of the 30(b)(6) categories by
failing to make timely objections and serve them in writing.

However, even if NAOC had timely dated, its objectionsvould have been

unwarranted because the topics and questiondthdtielms was unable to answer were central



to the material issues of this proceeding and wehin the scope of diswerable subject matter.
For example, Mr. Helms was unable to answeidoquestions as to NAOC's corporate structure
(Helms Dep., p. 52 Ins. 5-20, Exhibit A), theisggnce of any licenses for the subject marks
(Helms Dep., p. 52 Ins. 5-20, Exhibit A), an appmate sales volume for products bearing the
subject marks (Helms Dep., p. 147, In 19 448, In. 9, Exhibit A), whether Top Tobacco’s
CLASSIC CANADIAN Mark had been discussgulior to NAOC'’s selection of the subject
marks (Helms Dep., p. 193, Ins. 18-21, Exhiit and when NAOC first became aware of Top
Tobacco’'s CLASSIC CANADIAN Mark (Ex. AHelms Dep., p. 207, In. 20 — p. 209, In. 11).
These questions are merely exemplary of Mr. Helack of knowledge oibasic topics that are
at the heart of this matter.

D. The Egregious Nature of Mr. Helns’ Inability to Provide Testimony
Warrants Sanctions

In all, Mr. Helms was wholly unknowledgeable about at least 10 of the 15 categories
noticed, categories Nos. 1, 3, 4, 5, 7-10, andl42and his failure to provide meaningful
answers amounts to a failure to appedh respect to those categorieStarlight International,

186 F.R.D. at 639; quotindJnited Sates v. Taylor, 166 F.R.D. 356, 363 (M.D.N.C.
1996)(“Producing an unprepared véss is tantamount to a failure appear at a deposition.”)
As a result of NAOC's failure to provide knowledgeable witness on these categories Top
Tobacco has been prejudiced because it waslaitakelicit any meaningful witness testimony
regarding these categories.

NAOC attempts to excuse Mr. Helmsnpreparedness and lack of knowledge by
characterizing the questions that Mr. Helms waslento answer as seeking “specific detailed
data that he could not reasonably be expetigorovide from memory.” (Response at p. 10)

That characterization is absurd. Top Tobacapiestions pertaining to the existence of any



licenses for the subject markdelms Dep., p. 52 Ins. 592 Exhibit A), an_approximateales
volume for products bearing the subject markslfis Dep., p. 147, In. 19 — p. 148, In. 9, Exhibit
A), whether Top Tobacco’'s CLASSIC AMERICABLEND Mark had been discussed prior to
NAOC's selection of the subjeatarks (Helms Dep., p. 193, Ink3-21, Exhibit A), and when
NAOC first became aware of Top Tobacc@€t&ASSIC AMERICAN BLEND Mark, do not
require specific detailed dabat instead only require general kedge. These questions are of
an entirely different character than the typemhutia at issue in the cases cited by Applicant,
which involved questions requiring a pment to recall 63 loan numbers Fago v. M&T
Mortgage Corp., 235 F.R.D. 11 (D.D.C. 2006), and quessiaequiring a deponent to perform
calculations on detailed data withaefferring to a database in igh the data was contained in
Google, Inc. v. Am. Blind & Wallpaper Factory, Inc., 2006 U.S.Dist. LEXIS 58970 (N.D.Cal.
Aug. 10, 2006).

NAOC tellingly does not prade a single example of a ggtion asked by Top Tobacco
that requires “specific detailed data.” The only question that NAOC identifies as being
purportedly drawn to “specific tkiled data” is a question posed to Mr. Helms regarding the
corporate structure of NAOC and its related camps. But even this example—hand-picked by
NAOC—does not require “specifitetailed data.” Instead,0p Tobacco’s counsel was merely
asking Mr. Helms to explain theelationship of highlyelated companies, each of which is
involved in some aspect (such as research, etiagk distribution, etc.) of the lifecycle of the
products bearing the subjeatarks. Certainly, the naturaedhrelationship of the entities that
manufacture, advertise and distite the products bearing thabgect marks is a matter on which

Mr. Helms should have been able to testify, esgilgcconsidering that it was explicitly listed in



the Notice of Deposition. Moreover, one wbuéxpect a so-called “top level corporate
executive” to be able to describetbompany’s general operating structure.

NAOC's failure to provide a knowledgeable wisisdas egregious due thoto the scope of
his lack of knowledge (at leagD of 15 deposition topics) and tfect that he was unable to
provide testimony on basic mattetfsat are highly rekant to this proeeding. NAOC cites
Zappia Middle East Construction Co. v. Abu Dhabi, 195 U.S. Dist. LEXIS 17187 (S.D.N.Y.
Nov. 17, 1995) for the propositiothat “in order for the Coutirto impose sanctions, the
inadequacies in a deponent&stimony must be egregious andt merely lacking in desired
specificity in discrete areas.” Theappia Court denied sanctions because the designated
deponents “render[ed] testimony concerning slabject areas of their designatiorisl”’at *27.
In Zappia, the Court contrasted the situationthat case with the facts ifurner v. Hudson
Trangit Lines, Inc., 142 F.R.D. 68, 78 (S.D.N.Y. 1991), in which the court granted sanctions
because the deponent lacked knowledge aboutotwaf four designated areas and provided
misleading testimony about a third. The factseel@e much more comparable to thos&umer
in that Mr. Helms failed to prage basic testimony concerning aas¢ 10 of 15 material topics.
Accordingly, sanctions are warranted.

Il. NAOC'S WITHHOLDING OF RESPONSI VE DOCUMENTS ALSO WARRANTS
SANCTIONS

NAOC'’s withholding and ultimi production of documents jugtior to the depositions
of Mr. Dobbins and NAOC also merits séinas. NAOC offered to produce the withheld
documents for delivery to Top Tobacco’s counsel’s hotel the day before depositions were to
commence. The documents consisted of (i) @& pages of print-outs from the TARR website
of third-party trademark registrations and apgiiens for products that fall outside of the roll-

your-own tobacco market; (ii) samples of thpdrty products and packaging, and print-outs of



third-party websites for products outside of thi-your-own tobacco market; (iii) point-of-sale
displays for NAOC'’s products; and (iv) a dmeent purporting to identify NAOC’s document
retention policy. NAOC has admitted that soofethese documents had been sitting in its
counsel’s offices for some time. In itsugust 13, 2007 Order granting jpart Top Tobacco’s
Motion to Compel, the Board adchéd that “if proper discoverableatter is withheld from the
requesting party, then the responding party ballprecluded from relying on such information
and from adducing testimony with redahereto during its testimony peridsee Shoe Factory
Supplies Co. v. Thermal Engineering Company, 207 U.S.P.Q. 517 (T.T.A.B. 1980).” Thus,
NAOC withheld these documents despite a parplicit warning from the Board that such
conduct would be sanctioned.

A. NAOC’s Document Production Occurred After Discovery Closed

Discovery was scheduled to close on Jandéxy2009, and the partiagreed to seek an
extension solelyo complete the Depositions that hagkb noticed by Top Tobacco prior to the
close of discovery. Indeed, Top Tobacca@eunsel sent a letter to NAOC’s counsel
memorializing the agreement, st@ “the agreed upon extensiontiwerefore for the parties to
conclude the noticed depositis (and any follow up items dadiscovery that may result
therefrom),” which was confirmed by NAOC's coehs (Ex. F, December 30, 2008 letter to H.
Jensen and Ex. G, December 30, 2008 e-mail td&Shane). Thus, discovery was closed with
respect to any matters other than the dgjms, including NAOC's attempted document
production.

In its Response, NAOC disingenuously stated Top Tobacco “has misrepresented the
date that discovery was set to close” because “there was no agreement limiting the exchange of
documents to the deadline of January 10, 208081 “[h]ad Top trulysought to preclude the

exchange of documents after January 10, 2008piild have discussed that matter with counsel



for NAOC and expressly set fortsuch a restriction in its letter confirming the agreement
extending discovery.” (Response at pp. 2-3ny “misrepresentation” is NAOC’s, not Top
Tobacco’s. Top Tobacco’s counsel didhke it clear that the extsion of discovey would be
limited to concluding itslepositions of NAOC’s witnesses by l&dter stating that “the agreed
upon extension is therefore for the parties toctude the noticed depositions (and any follow up
items of discovery that may result therefrom)3ee Exhibits F and G) In fact, Top Tobacco
only agreed to extend discovery in order eea@nmodate the schedules of NAOC’s employees
and counsel, who purportedly were unavailable for the depositions prior to the scheduled close of
discovery. Both the letter memorializing the pm'tagreement and the facts giving rise to the
agreement prove that discovery was extendelkly to permit Top Tobacco to take the
depositions, and NAOC'’s attempts to rechaaze that agreement are wholly-unsupported.

B. NAOC Offered To Produce The Documents to Top Tobacco’'s Counsel For
Delivery Only One Day Before The Depositions

NAOC's characterization of the timing amdntent of its document production in its
Response is also disingenuous. NAOC'’s coutiigst informed Top Tobacco that it had
documents to produce on Friday, January 3009. NAOC’s counsel offered to send the
documents for “Monday delivery” to the offiad Top Tobacco’s counsel in Chicago—which
would not have even arrived prior to Top B&cobo’s counsel’s Monday flight to New York for
the depositions—or to give the documents tip TTobacco’s counsel when he arrived at the
depositions. (Ex. H, January 30, 2009 e-mailLtoEulgen) Thus, NAOC did not offer its
“document production to Top as early as Fridapuday 30, 2009” as assedt in its Response.
The earliest that Top Tobacco’s counsel couldehaceived the documents was the evening of
Monday, February 3, 2009, whiatas the evening before thepasition of Mr. Dobbins, and

which left no time to fairly review #hdocuments prior to the deposition.



NAOC'’s counsel also asserts that she offaxe “delay the depatson several hours or
even a day to allow counsel for Top adequateetio review” the documents. This is simply
untrue. While NAOC attempted to tender the docusenTop Tobacco’s counsel at the start of
the depositions, no such offer to delay theadgtions a day or more was made, and the
deposition transcript cited by NAOC in suppat this proposition reflects no such offer.
Furthermore, even had NAOC'’s counsel offerediétay the deposition several hours or a day,
such a delay would not have cured the lateduction because Top Tobacco’s counsel still
would have been robbed of the opportunitytaée depositions of any of the third parties
identified in the production or to invigate any of those third parties.

Top Tobacco’s intentional withholding of documents and offer to produce them the day
before depositions cannot be considered timelysutfh behavior is tolerated, it will become
normal procedure to dump documents on opposownsgel just prior talepositions or after
discovery has closeds NAOC did here.

C. NAOC Lacks Any Excuse For Withholding The Documents

Regarding the TARR print-outs produced BAOC, NAOC attempts to excuse its
untimely production with a variety of scattershajuanents that range froomtrue to irrelevant
including: (i) a false claim that the Top Tobaagas already aware of tiparties identified in
the document, (ii) a claim that the documentsemgork product, and (iii) an argument that Top
Tobacco’s timely document production sdroe excuses NAOC's untimely production of
documents. We address each of these in turn.

NAOC's claim that Top Tobacco was alreadyaagvof the third parties identified in the
TARR print-outs is not true. While sonwd those parties that may have been identified in a
trademark search report condutia 1992 that Top Tobacco praghd, many if not most of the

third party registrations identdd in NAOC’'s TARR printouts are for marks that were applied

-10-



for after 1992, and therefore they are not idezdifin Top Tobacco’search report. NAOC'’s
claim that the documents were “merely repriofsthe previously produced registrations and
applications” is also untrue. Top Tobacco is awtaire of any previously produced registrations
and applications that it hasceived from NAOC and, notablAOC’s Response brief fails to
identify any such previously pduced documents by Bates number.

NAOC's claim that the TTAR print-outs wete/ork product,” and that NAOC therefore
had no obligation to produce theim,also wholly unfounded. First,is well estabshed that “a
party’s awareness of third-partyeuand/or registration of the samesimilar marks for the same
or closely related goods or services as an ineblvark, is discoverable to the extent that the
responding party has actual knowledge thereof aaidthie information appears to be reasonably
calculated to lead tthe discovery of admissible evideric&. BMP 8414(9). Here, Top Tobacco
had explicitly requested such documents in Refjid®. 25 of its FirsGet of Requests for the
Production of Documents and Things, which reques#diocuments that relate to use by any
third-party of any mark comprised of tberms ‘CLASSIC’ ‘AMERICAN’ or ‘BLEND’ and,
therefore, such documents could not have bedéimheld as privileged.Second, even if those
documents were privileged, NAOC could not havithheld the documents from production as
privileged because, in response to the Bsafdfder compelling NAOC to produce a privilege

log, NAOC stated unequivocally to Top Tobacand the Board that it had no privileged

documents (EX. I, Reply in Opposition to Renewgtbtion for Entry of the Sanction of Default
and Default Judgment, p. 3).

NAOC’s complaints about Top Tobacco’s dawent production are irrelevant to the
issues presented by the preskidtion. The fact that NAOC luded such complaints only

highlights the absence of a legitimate excuse for its own discovery failures. Nevertheless, to the
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extent that NAOC’s complaints meany response, it is worttoting and undispable that Top
Tobacco completed its document production duringlteeovery period, that it did not withhold

any documents and that throughout thiscpemling it has complied with its discovery
obligations. Unlike NAOC, Top Tobacco has not been ordered by the Board to produce
documents or sanctioned by the Bb&or prior discovery abuses.

Regarding the samples of packaging gmint-of-sale displays withheld by NAOC,
NAOC argues that “Top Tobacco was ostensibly previously aware” of them because they are
“publicly available.” This statement is ralilous and in no way exses NAOC'’s withholding
of these materials. Making its withholding tifese documents even more egregious, NAOC
admits that “the packaging, point of sale miale and other documents” were in its counsel's
offices for some time and fails to provide amgpkanation as to why these documents were not
produced earlier.

D. NAOC'’s Withholding Of The Documents Is Highly Prejudicial

The content of the documents makes NAO@&ithholding of themhighly prejudicial to
Top Tobacco. Despite the Response’s misreprasentof the content ofhe documents that
NAOC produced, the production consisted in ppatiof (i) over 250 pages of print-outs from
the TARR website of third-party trademark registrations and applicatornsoducts that fall
outside of the roll-your-own tobacco market; Ggmples of third-party products and packaging
and print-outs of third-party websites for products outside of the roll-your-own tobacco market;
(i) point-of-sale displays for NAOC’s pducts; and (iv) a document purportedly showing
NAOC’s document retention policy. Many ofee documents, such as the TARR print-outs,
samples of third-party products and packggiand print-outs of thd party websites are
presumably documents that NAOC intends te @s attack the strength of Top Tobacco’'s

registered mark, and NAOC'’s production of #efocuments after diseery has closed has
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completely and indisputably prejudiced Tdmbacco’s ability to take discovery on these
materials.

The egregious nature of NAOC’s conduct@npounded by the fathat the Board has
already sanctioned NAOC once in this proceedangliscovery abuses. See November 24, 2008
Order. Moreover, it is apparent from KR&’s counsel’'s January 30, 2009 email, which
describes a portion of the production as “sqramt of purchase | found in a box which | don’t
know if [a former attorney at NAOC'’s counsefirm] produced to you,” that NAOC's counsel
had in its possession many of the documents poigg to its production thereof. Top Tobacco
respectfully submits that such conduaetbsld neither be encouraged nor tolerated.

II. DEFAULT IS NECESSARY TO CURB NAOC'S VEXATIOUS CONDUCT

In view of the ongoing, repeated discovery &suand violations of the Board’s Order, it
is clear that no sanction short of the entryuafgment will be effective to curb NAOC’s abuse.
NAOC citesMWH Ltd. V. Smex, Aussenhandelsgesellschaft Savelsberg KG, 59 U.S.P.Q.2d
1477 (T.T.A.B. 2000) for the proposition that séowms are appropriate where a party has
engaged in a vexatious pattern of disregardingrerokethe Board. We agree with this principle
and find MWH to be instructive here. IMWH, the Board issued default judgment against a
party who failed to serve discovery responsespiie two orders from the Board compelling the
party to do so and who had sought multiple esiens, thereby delaying the proceeding. The
party then belatedly served disery responses and supplementapomses that were lacking in
content and internally inconsistent. The Boaasoned that the party’s “willful disregard of the
Board’s orders,” and evasive responses “demonstthégdhe party’s intent to continue to delay
[the] proceeding by setting up obstacles to [tteer party’s] receiptof clearly relevant

information” and granted judgment against the offending padyat 1478-79.
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Similarly here, NAOC has failed to comphjth two orders compelling production of its
discovery responses, and NAOC has been saretti once already for withholding documents.
Most recently, NAOC withheld documents until jystor to final depositions and intentionally
produced a 30(b)(6) withess whwas wholly unknowledgeable d@e the majority of the
categories. Thus, it is appatethat NAOC will continue itsvexatious conduct designed to
frustrate Top Tobacco’s prosecution of its ca¥éhile Top Tobacco does not relish protracted
discovery-related motion practicé, is exasperated and simplyas left with no choice. If
conduct such as NAOC's is tolerated without consequence, such blatagadisfor the rules of
discovery will become the norm in TTAB proceedings.

WHEREFORE, Top Tobacco respectfully regts that the Board enter an Order
pursuant to TBMP § 527, Fed. R. Civ. P.187and (d) and 37 CFR § 2.120(g) (i) entering
default and default judgment against Applicafy; sustaining theseonsolidated Opposition
proceedings with prejudice; (iii) refusing registration of NA®®Bpplications for the marks at
issue in these consodited proceedings with prejudice;dafiv) cancelling NAOC'’s Registration
No. 2,780,643 with prejudice and granting such otekef as the Board deems appropriate.

Respectfully submitted,
Date: March 23, 2009 /[Lawrence E. James, Jr./
One of the Attorneys for Top Tobacco,
Antony J. McShane
Lee J. Eulgen
Lawrence E. James, Jr.
Neal, Gerber & Eisenberg LLP
2 N. LaSalle Street, Suite 2300

Chicago, lllinois 60602-3801
312.269.8000
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I, Lawrence E. James, Jr., an attorney.esthat | served a copy of the foregoing Reply

Brief in Support of Opposer’s Motion for Entof the Sanction of Default and Default Judgment
upon the following:

Arlana S. Cohen, Esq.

Cowan, Leibowitz & Latman, PC

133 Avenue of the Americas
New York, New York 10036

via Federal Express, onist23rd day of March, 2009.

/Lawrence E. James, Jr./
Lawrence E. James, Jr.
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Thomas Helms, III
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1 Thomas Helms, III 14 1 Thomas Helms, IIT 16 :
2 say then on the record in that regard. 2 Canadian to see what it looked like. That's it. f
3 One, obviously, Ms. Cohen, you have a duty 3 Q When you say you reviewed the subject

4 to prepare the witness to testify as to matters 4 . document, you mean Top Deposition Exhibit 16, the

5 known or reasonably available to the company 5 Amended Notice of Deposutlon, correct7

6 concerning the categories listed in Top 6 . A Yes. ]
7 Deposition Exhibit 16. 7 Q And when you say you spoke to counsel, you §
8 Likewise, let the record reflect, we have 8 mean Ms. Cohen, who is sitting to your nght? "
9 never received any objection to the categories 9 A Yesand --

10 identified in Top Deposition Exhibit 16 prior 10 MS. COHEN: Excuse me, were you going to

11 to now. 11 say "and"?

12 And likewise, I'd also state for the 12 A And Ms. Moore and Mr. Dobbins.

13 record that there was a prior notice of 13 Q And are we talking-about one conversatlon

14 deposition that was served some time ago in the |14 or a number of conversations?

15 categories identified in that earlier notice of 15 A We're talking about in terms of timeframe?
116 deposition that have not changed relative to 16 Q Sure, yes.

17 the Amended Notice of Deposition, dated January | 17 A Whenever you all wrapped up your

18 31, 2009 and marked as Top Deposition- 18 deposition yesterday. - . ..

19 Exhibit 16. 19 Q So the only conversatlon that you had with
120 ~ MS. COHEN: Well, in response to that, I 20 counsel-was a conversation that you had. yesterday
121 would simply state that I did not compare the 21 evening amongst yourself, Ms. Cohen and the two

22 old notice to the new notice and see that each 22 in-house attorneys here on behalf of NAOC?

123 - word matched and do a compare or red-line on |23 A With the exception of the original phone

24 it. _ . 24 call last week to be here for the deposition itself. .

25 All T know is I received the Amended 25 Q So'your answer is yes, with that one -

1 Thomas Helms, III 15 1 -Thomas Helms; I 17

‘2 - Notice on January 31st, which is a Saturday, by | 2 exception?

1’3  email. And thisis the earliest I could have 3 A Yes, '

14 discussed with you the Amended Notice which = | 4 Q About how Iong was the conversat;on S
{15 pertains to the witness that is sitting here, 5 yesterday evening, approximately?

|16 . and that is when I would discuss it. I think: 6 A Two hours.,

17 it's the earliest as I could. - 17 Q When did it start? ‘

|18 MR. EULGEN: I think the colloquy on this 8 MS. COHEN: Including ordering dinner?

19 subject is really unproductive. 9 A . Yeah, so 8:00 or 7:30 to 9:30. .

{10 . MS. COHEN: Fine.’ 10 Q 7:30to09: 30 p.m. yesterday evemng?

111 MR. EULGEN: Those categories have not 11 A Yes. : '
112 changed. ' 12 Q Was the purpose of that conversatlon to -

13 MS. COHEN: Fine. _ 13 provide legal advice that might be of benefit to you £
114 MR, EULGEN: The onus certainly wouldn't 14 in understanding how-you should proceed with respect i
115 " be on me to identify for you the manner in 15 to today's deposition, or was the purpose of that :
116 which the categories had changed. But let's 16 conversation to impart factsto you relative to the
{17 . just proceed because I believe we all have an 17 categories identified in Top Depasition Exhibit 16?

118 interest in getting through the subject matter, |18 MS. COHEN: I'm going to object to the

19 which is lengthy, in as expedltlous a fashion 19 question. And to the extent that Mr. Helms is
120 as possible. 20 not an attorney and I don't think it's fair to

21 Q Inthatregard, Mr. Helms, can you let me 21 ask him to make a distinction between providing
122 know or explain for the benefit of the record what |22 legal advice and imparting facts, to the extent

23 you did to prepare for this deposition. 23 that anything was discussed, it's privileged.

24 A 1 reviewed the subject document, I spoke 24 And I frankly am offended by any thought

25 to counsel, and I Googl'ed a picture of Classic 25 that we would provrde facts because that's not

"5 (Pages 14 to 17)
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2 what is in our job. - 2 A No. ;
3 MR. EULGEN: Are you mstructmg the- 3 Q Have you let anyone know you were going to |
4 witness not to answer? 4 be here today?
5 MS. COHEN: He can answer if he 5 A 1 was going to say, other than letting my
6 understands the difference. Does he have 6 boss know I was attending a deposition, no.
7 another choice? Did we discuss a third thing? 7 Q And who is your boss?
8 I just wasn't sure if the question is saying- 8 A Graham Purdy. _
9 one thing or the other. 9- Q And what is Mr. Purdy's title?
10 MR. EULGEN: Your objection has been 10 A Vice President, Sales. -
i1 noted, Ms. Cohen. 11 Q Do you know, is Mr. Purdy the Vice ;
12 MS. COHEN: Thank you. 12 President of Sales for just National Tobacco Company i
13 Q You can answer. 13 or for other of its affiliates? .
14 A Can you clarify the question? 14 ~MS. COHEN: Do you know? -
15 Q Your counsel has a duty to prepare you 15 A He represents the entire product line.
16 with facts known or reasonably available to you, 16 Q I guess what I'm trying to find out is
17 since you are appearing as the corporate designee of | 17 does Mr. Purdy work for just National Tobacco
18 NAOC. 18 Company --
19 So what I'm trying to understand is 19 A As I understand. -
20 whether the purpose of the conversation last night, |20 Q -- or other of the-companies in the
|21 to your knowledge, was to provide you with facts 21 National Tobacco. famtly
22 that you then could recite on behalf of NAOC during |22 A We all work for Natienal Tobacco That is
23 the deposition today. 23 who.our paycheck comes.from.. In terms of
24 A No, no. 24 representing the other lines,-NAOC, that we cover as 1
125 MS. COHEN:. I wasn't sure what the preface 25 well : :
1 Thomas Helms, III 19 1 . Thomas Helms; ITI- . 21
2 of your question was. _ Clearly it's not my duty 2 Q Okay. And just to get this out of the
3 to provide him with facts to repeat back. Is 3 - way, Mr. Helms, and we will get to the entities and -
4 that what you said? I disagree with that being 4 the family tree, if you will, in a couple minutes,
5 ‘my duties. But in any event, he's the guy to 5 but when I reference National Tobacco, you
| 6 provide the facts. He's the deponent. 6 understand that I'm referencing National Tobacco
-7 Q And so in addition to the conversation 7 Company, correct?
" 8 with counsel and the review of Top Deposition 8 A Yes. ' :
9 Exhibit 16, the only other aspect of your 9 . Q And when I reference NAOC, you understand ;
10 preparation was to review a photo of my client's’ 10 that I'm referencing North Atlantlc Operatung ’
11 Classic Canadian products W|th the assrstance of 11 Company, Inc., correct? ‘
12  Google? : 12 A Yes. ‘ ;
13 A Yes, ’ 13 Q And when'I reference. NATC you understand |3
114 '‘Q Did you review any documents other than 14 that I'm speaking of North Atlantlc Tradmg Company, i
15 Top Deposition Exhibit 16 in ant|c1pat|on of this 15 Inc., correct? -
16 deposition? : 16 A Yes.
117 A No. . ’ 117 Q. I'm not sure whether any other entities.
118 Q Did you speak to anyone else at the 18 merit --
19 company -- and when I say the company, I mean 19 MS. COHEN: Dnscussnon now? . .-
20 National Tobacco or any of its affiliates -- 20 Q -- discussion now or identifying with
21 concerning this deposition? 21 acronyms, but I just want to make sure we're
22 A No. ' 22 speaking the same language with respect to those,
23 Q Have you spoken with anyone outside of the | 23 okay? .
124 - company, meaning National Tobacco or its affiliates, |24 ©~ A Yes.
25 concerning this deposition? 25 Q What did ‘your conversatlon with Mr Purdy
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2 our Zig-Zag cigarette products. And quite frankiy, 2 A It could be under Stoker's, Inc. I would
3 I don't know that they still even use that. I 3 have to look at our products to clarify.
4 believe we do. I'm not sure. : 4 Q So Stoker's, Inc. is another entity within
5 ‘Q So to your understanding, is that the 5 the family?
6 entity that distributes the Zig-Zag- branded 6 A Idon'trecall.
- 7 - cigarettes? 7 Q You said you don't recall?
8 A That would be the entity that the 18 . A No, Idon't. I'd have to look at the )
9 packaging would state, "Distributed by NACC" or 9 packaging, if it's RB] or Stoker's or Fred Stoker's.
10 "Manufactured by," well, not manufactured, but 10 -~ Q Didyou look at any sort of organizational
11 "Distributed by NACC." 11 chart in anticipation of having your deposition
12 Q That's what I'm getting at. So you're 12 taken today?
13 understanding would be that NACC would be identified | 13 MS. COHEN: Objection. I don't know if
14 on the packaging as distributor of Ztg-Zag -branded 14 there is one.
15 ' cigarettes? 15 A No.
16 A Yes, if that's still what's on the 16 Q Did you talk to anyone at the company ;
17 - packaging today. 17 about what the relationship is between NATC, NACC, j
18 Q And what about NAOC what is your 18 NAOC and any of those other entities in ant|C|pat|on B
19 understanding of the reason that NAOC exists? 19 of the deposition today?
20 A Well, NAOC is typically designated on all 20 A No. -
21 of our Zig-Zag packaglng, with the exception of the 21 Q  Soyou mentroned that NAOC is the
22. cigarettes. . 22 distributor of Zig-Zag-branded tobacco. ‘
23  Q :Sowhereas NACC is the distributor, at 123 What I'd like to understand, to the extent .
24 least as far as you last knew it, of Zig-Zag-branded - 24 you are able to walk me through it, is what entities
125  cigarettes, NAOC would be identified on the ~ |25 areinvolved in the process of obtaining tobacco all
{11 Thomas Helms, III 51 1 " Thomas Helims, IIl - 53 -
2 packaging as the distributor of all other 2 the way to getting the product to the consumer, and
.3 Zig-Zag-branded products7 3 again, speaking specifically of Zig-Zag-branded
4 A Yes. : 4 tobacco products. Strike that.
5 Q Is NAOC the owner of all of the brands 5 Are you able to explain a little bit about
-6 related to the Zig-Zag line? 6 that process?
7 - MS. COHEN: Objection. You can answer |f 7 MS. COHEN: Which product, because you
8 you know. - 8 said, "Strike that." You meant just tobacco
9 A - No. Bollore owns the Zig-Zag mark, as I 9 products or all tobacco products? .
10 understand it, relative to the Zig-Zag papers and 10 MR, EULGEN: Why don't we start again.
11 accessories, whereas NAOC or NATC, whichever entity 11 - MS. COHEN: All right. .
112 itis, owns the Zig-Zag mark relatlve to Zlg-Zag 12 Q What I'm interested in understanding, to -
|13 tobacco products. 13 the extent you can explain it to me, is which -
14 Q And furthering the line of questioning 14 entities are involved in taking the product from raw
15. regarding NATC and NAOC, we already talked a little |15 tobacco all the way to getting Zig-Zag- branded
16 bit about RBJ, but is RB] identified on packaging as 16 tobacco products to the consumer.
17 being the distributor of Stoker-branded products 17 Do you have an understanding of that?
18 such as the chewmg tobacco and snuff you spoke of |18 MS. COHEN: Objection. And he can answer.
19 before? 19 A National Tobacco serves as the sales and
20 A Yes, RB] falls in that packagmg 20 marketing arm, for that matter, I believe maybe the
21 . Q And they're the distributor? 21  manufacturing arm, for NAOC. So the people at :
22 A Idon't know if it says "Distributed by" 22 National Tobacco work to help procure the components §
23 on that one. ' 23. of the product, the tobacco, packaging and whatnot, g
24 Q - Would there be another entity other than 24 and manufacture it there, or at least coordinate
25 RBJ that might be the distributor? 25 them in production, and warehouse it and, through
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1 2 And I'm just going to state an objection to 2 of being here today that might identify for you
3 that product, that number, to the extent that 3 whether any such agreements exist?
4 you had an entire day to discuss any legal 4 A 1did not go through the company's entire
-5 agreements with the general counsel of the 5 file system. '
"6 - company, and you did so yesterday, I think, for | 6 Q But in particular, you didn't go through
7 some time. - 7 any files relevant to this question, correct?-
8 So I maybe should have said that I might 8 A Well, I mean,ifIlooked at number 1, I
9 as well have designated James for agreements. | 9 basically have to go through every file that's ever
10 If he knows about agreements, he can speak 10 been produced by our company.
11 about them, and to the extent that agreements |11 Q I'm not asking about number 1, I'm asking
12 is not overbroad, since every sale is an 12 about number 9. o ) '
13 " agreement. 13 A You are. You are asking about number 9.
14 Q Is NAOC or any of its affi liates party to - 14 But when I look at number 1, you'd have to go
15 any written contracts that pertain to use of the 15 through every company file in there, so that's
16 term “"Classic American Blend"? 16 inclusive of 2 through 15.
17 A Tdon't think I understand the question. 17 Q But again, I just want to -~ i
118 MS. COHEN: Objection as to form. You're |18 A No, I did not go through any. documents
19 limiting it to an agreement about the term? 19 I've never heard of Zig-Zag or Classic American ;
20 Q Has NAOC or any of its affiliates entered 20 Blend ever being agreed upon to be used elsewhere in i
21 into any written agreement whereby a third-party 21 any of our meetings.
22 would be permitted to use "Classic Amencan Blend" | 22 MR. EULGEN: I have no further questlons.
23 on their products? 23 MS. COHEN: Let me just ask a couple
124 A~ Again, as Counsel said, I think that wouid 24 questions.
125 be something Legal would answer, but I've never | 25 THE WITNESS: Let me use the restroom, if
1 Thomas Helms, III 223 1 A Thomas Helms, III . 225
2 heard of that. 2 you don't mind.
3 Q But you didn't prepare, in anticipation of - 3 (A brief recess was taken.)
4 being here today, to respond to any questions of "4 EXAMINATION BY MS. COHEN: .
5 that nature? 5 Q You were just talking now about the fact
6 A That would be a legal looks like a legal 6 that -- I'm going to paraphrase -- but there were :
7 issue. 7 some topics that you would just know about and that |3
-8 Q SoI'm saying, you didn't prepare, in 8 to find an agreement, let's say, as to whatever -?
9 anticipation of being here today, to respond toany |- 9 topic we were talking about, whether there is an
10 questions of that hature? 10 agreement regarding Classic. American Blend would
11 A Other than the response I gave you. 11 entail looking through every file in the company to
12. Q Other than responding that it's your , 12 know-if it was in there‘or not; is that correct’? Am
13  belief that that would be better suited to Legal? 13 I paraphrasing you correctly? :
14 A That I have never heard of any third-party 14 MR. EULGEN: Obiject on.the basis of
15 use of Classic American Blend for their products. 15 foundation and that I don't thmk that that was
16 ~ Q And just to put a fine point on it, you're 16 very clear.
17 not aware of any agreement whereby NAOC or any of | 17 MS. COHEN: Okay.
18 its affiliates would have allowed any third-party to 18 Q Am IKkind of paraphrasing you correctly?
19 use "Classic American Blend" on their products? 19 A No. The way I was trying to.communicate
20 A Iam not aware of such. 20 here is when you read number 1 --
21 Q Did you speak to anyone at the company in |21 Q That one we know about.
22 anticipation of being here today concerning whether |22 A Basically it's any and all mformatlon i
23 any such agreements exist? 23 Q Correct. ;
24 A No. : 24 A Soonce you do that, everything elseis |
25 Q Dld you review any fi files in ant|c1pat|on 25 inclusive. And then that becomes very difficult to %

Toby Feldman, Inc.
NATIONWIDE SERVICES FOR LEGAL PROFESSIONALS

57 (Pages 222 to 225)

tel (212) 244.3990 .
tel (800) 246.4950



Thomas Helms, III _

2/4/2009

1 Thomas Helms, III 146 1 Thomas Helms, III T 148 !
2. individual basis to wholesalers? ' 2 MS. COHEN: Can you approximate, or not at |
3 MS. COHEN: Objection as to form. 3 all? _ f
4 Q You can answer. 4 4 A Cans, pouches, no, I wouldn't.
5 A 1 believe our list is somewhere around $6, 5 Q Did you-review any documents in
6 butI don't remember the exact number. Actually, 6 anticipation of the deposition today that would
7 . maybe even closer to $7, I don't know. 7 identify for you the sales volume of products
8 Q Do you have an understanding then of what | 8 bearing the wording "Classic American Blend"?
9 the retail price of those products would typically 9 A No.
10 bein terms of the range? 10 Q I'd now like to turn to category number 5
11 A Of the Zig-Zag cans? 11 identified on Top Deposition Exhibit 16.
12 Q Right. 12 Could you take a look at that, Mr. Helms,
13 A Somewhere from probably $11. 99 o $19 99. 113 and confirm for me that you are prepared to testify
14 1 guess it really-is relative to what state you're 14 regarding all information known or reasonably
15 in or what tax bracket or what the state excise tax 15 available to NAOC regarding the subject matter
116 is. ' ' : 16 identified in category 5.
117 Q And in terms of those list prices to 17 A Okay. . _
118 wholesalers, do you typically discount those based 18 MS. COHEN: - And let me just state for the
19 on who the wholesaler is or based on the volume you | 19 record, I also believe that number 5 is overly
20 do with them? 20 broad. And I also want to state that the
21 A No. 21. purpose of the 30(b)(6) is to have the best -
22 Q Sodo most wholesalers pay that Ilst 22 person with knowledge, and that would be
23 price? 23 Mr. Helms or Jim Murray, but equal knowledge.
24 A Yeah, ) 24 MR. EULGEN: I actually think, Ms. Cohen,
25 Q Do you know, Mr. Helms, what the wholesale | 25 that is a gross mischaracterization of the
1 Thomas Helms, ITI 147 1 Thomas Helms, III 149
2 list price is for Zig-Zag cigarette tubes at the. 2 rules, of Rule 30(b)(6), and your obligation
3 present? ' 3 under Rule 30(b)(6). :
4 A I believe they're around $2.50 or $3 a 4 ‘MS. COHEN: Best knowledge. It's not the
5 carton. 15 person with the best knowledge?
6 Q And are there 200 in a carton? 6 MR. EULGEN: Again, we can handie this
7 A Yes. -7 outside of the context of the deposition, but I
8 Q And what is the typical retail price for a 8 think the obligations to prepare a witness ;
9 carton then on those products? : 9 under Rule 30(b)(6) are different than what you |
10. A Ihave seen them anywhere from $3 to $6 or|10 suggest. ‘
111 $7. 11 ‘MS. COHEN: 1 dldn't mean to state
12 Q Andare those subject to tax? 12 anything about the obligations of preparation.
13 A Yes. 13 I am just stating in terms of finding a person
14 Q So the same logic, if you will, applles 14 = who has the best knowledge of the topic. I
15 that depending on the state in which the products | 15 didn't get into preparation.
16 are being sold, the retail price can vary wrdely 16 MR. EULGEN: I don't really thrnk your
17  depending on the tax rate? 17 testimony --
18 A Yes. , 18 MS. COHEN: I don't think I need to
19 Q Do you know what the sales volume was in |19 discuss my preparation with you.
20 2008 for products bearing the wording "Classic 20 MR. EULGEN: Right. And I don't think
21 American Blend"? We can take them one by one. 21 that your testimony on the record is relevant
22 Pouches? 22 at all. ' :
23 A Not off the top of my head 23 MS. COHEN: Okay.
24 Q Cans? 24 MR. EULGEN: ButI'm gomg to continue
25 A Uh-uh. 25 with the W|tness '

~38 (Pages 146 to 149)

tel (212) 244.3990 -
tel (800) 246.4950

Toby Feldman, Inc.
- NATIONWIDE SERVICES FOR LEGAL PROFESSIONALS

One Penn Plaza, NYC
email@tobyfeldman.com



"Thomas Helms, III

2/4/2009

One Penn Plaza, NYC
email@tobyfeldman.com

' Toby Feldman, Inc. .
NATIONWIDE SERVICES FOR LEGAL PROFESSIONALS

1 Thomas Helms, 1] 190 1 Thomas Helms, I 192
2 MS. COHEN: Okay. 2 A Anybody on the board that's been on there
13 Q Was NAOC aware of my client's Classic 3 since 1999?
| 4 Canadian product at the time that it began to use 4 MS. COHEN: No, whether they had some
-5 "Classic American Blend" on its products? 5 other job in '99. ,
6 A Icansay that I wasn't aware of Canadian . 6 Q - Whom either would have been on the board ;
7 Classic. 7 in 1999 or whom would have been an officer or even [
8 Q Did you talk to anyone at NAOC regarding 8 an employee back in 1999.
9 whether anyone else had any knowledge of my client's | 9 MS. COHEN: Right.
10" Classic Canadian products at the time that "Classic 10 A Not that I know of.
11 American Blend" began to be used? 11 Q You don't know either way?
12 A One, I wouldn't have asked about it if I 12 A No, not that I know of. .
13 didn't know about it. But two, I mean, I've never 13 Q Do you know if anyone at the company
114 seen the product in the market. 14 raised a concern or question regarding a possible
15 Q But you didn't ask anyone at the company 15 conflict between use-of "Classic Canadian® on
16 about that in anticipation of the deposition today, 16 products by my client and the use of "Classic
17 did you? . 17 American Blend" by NAOC?
18 A Ask anybody about what? 18 MS. COHEN: Objection as to form.
119 Q Whether they were aware of my client's 119 . A Basedonit's, I mean, I've never seen the
20 Classic.Canadian products at the time that NAOC 20 product in the seven or eight states that I, excuse
21 began to use "Classic-American Blend". 21 me, five or six states that I.called-on. And I have e
22 A Atthat time it would have been Clifford 22 never seen it anywhere eIse in the U.S. where I have B
23 Ray and myself. 123 covered. : "
24 Q What I'm asking, I'm sorry to interrupt 24 Q For this question, I'm really not askmg :
25 vyou, I just want to make sure you're getting my 25 about your knowledge. While your knowledge, if you
11 Thomas Helms; II1 191 1 Thomas Helms, III 193 1
2 question. ' 2 . have knowledge or if you have knowledge of a concern §
3 A  Okay. 3 that was raised, I'd like to know of it.
4 Q TI'masking whether, in antICIpatlon of 4 - But what I am asking is if anyone at the
5 being here today and rendering testimony in this 5 company, back at the time that "Classic American
6 proceeding, you talked to anyone at the company 6 Blend" first began to be used, raised a concern or
- 7 about whether they were aware of my client's Classic [ 7 question regarding a potential conflict with my
8 = Canadian products back when the company first 8 = dient's Classic Canadian brand.
9- started using Classic American Blend. 9 MS. COHEN: Product or brand?
10 A I don't think there's anybody to even talk 10 MR. EULGEN: Brand. .
11 to who's still here. But no, no, the answer is no. 11 MS. COHEN: And now he changed it to
12 Q Was your dad with the company at the time? {12 = . brand. Do you understand the question? He
113 A ‘Yes. He was the only one or one of the 13 changed the question.
114 few. 14 A Mr. Eulgen, I don't believe, other than
15 Q - Are there other current officers of NAOC 15 outside of let's say this issue here or whatever it
16 or its affiliates that were with NAOC, NATC, 16 - -is that Classic Canadian has ever been talked about
17 National Tobacco or any of their affiliates back in 17 within our company. I truly can say that.
18 1999? 18 '‘Q Did you do any inquiry to determine
19 A No, I don't believe so. 19 whether it had ever been discussed in anticipation
20 Q No one other than Thomas Helms, Jr.? 20 of being here today?
21 A Yeah, yes. 21 A Aswe talked about, no, but it would have.
22 Q Is there anyone on the board of directors 22 been Mr. Ray or Mr. Myself -- or myself, and Cliff
23 of NAOC or National Tobacco now who was either an | 23  no longer works with us.
24 employee, officer or director of National Tobacco 24 MS. COHEN: I'm sorry, off the record
25 NAOC or its affiliates back in 19997 25 (Discussion off the record. )
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2 Classic Canadian. 2 MS. COHEN: Objection as to form. I think

3 . Q Butagain, that wasn't a response to the 3 he was trying to answer that. ’

4 question I asked. And if it would be helpful, I 4 A Yeah. It's hard, it's somewhat hard to

5 could have the question read back. 5 talk of the collective knowledge of NAOC when many
6 But I believe what I asked is, in 6 people who were at NAOC are longer here. So what |}
7 anticipation of being here today, did you talk with 7 their knowledge was, I don't know. -

8 - anyone else at the company regarding whether the | 8 Q But wouldn't you agree with me it's also

9 company had received any inquiries or other 9 hard to testify on behalf of NAOC when you didn't

10 - communications of the nature identified in category |10 talk to anyone else at the company in anticipation

11 12, ' 11 of being or reviewing the files in anticipation of

12 A No. 12 being here, correct? '

13 MS. COHEN: But just to be sure, I thmk 13 MS. COHEN: Objection. You don't need to

14 he was answering. And you said did you ever 14 look at files.

15 conduct an inquiry. And I think he was 15 A AsIunderstand it, we submitted, I'm

16 - answering, I plugged it into the computer last 16 sure, all the files that you had requested. So

17 year. He wasn't limiting. it to prior to coming 17 anything that you want to review, you can certainly

18 here. 18 putinfrontof me.

19 MR. EULGEN Flne I was asking priorto . |19 Q Right. But I'm Just saying -- .

20 coming here, so I think we achieved an 20 A I would not try to remember 10 years'

21 understanding in that regard. 21 worth of files. I wouldn't even attempt to do that.

22 Q And now I'd like to turn to category 13 in 22 No way.

23 Top Deposntlon Exhibit 16. 23 Q I understand.

24 Mr. Helms, are you prepared to testify 124 A There's no way.

25 regarding any and all information known or- 25 = @ Iunderstand. I'm just --

1. Thomas Helms, III 207 1 Thomas Helms, IIT 209

2 - reasonably available to NAOC and its affiliates 2 A And interview all the people that would

3 regarding the subJect matter identified in category . | 3 require to be interviewed to answer and be the ;
4 13? A _ 4 spokesperson on any and every ounce of mformatson ?
5 A Yes. 5 that the company -- . N
6 Q When did NAOC and its affi ||ates become 6 Q Right. I'm just saymg, you dldn't review

7 aware of my client's Classic Canadian product? 7 any of the filings that were produced in

8 MS. COHEN: Objection as to form. If you 8 anticipation of being here today?

9 can answer. 9 A 1did not review any of the files produced

10 A. Probably with regard to thls issue right 10. in anticipation of being here today, but I'd be glad

11 here. 11  to go over any file that you'd like to.

12 Q You don't know specifically when NAOCor |12 Q Do you know one way or another whether -

13 its affiliates became aware of my dlent's CIassnc 13 anyone else at NAQOC is aware of my client's Classic

14 Canadian products? 14 Canadian products? Again, I'm just asking whether

15 A Like I said, I've never seen it out in the 15 you know one way or the other.

16 field. It was never talked about. I've never seen 16 A Well, two things I could probably, if I

17 a product sample -~ 17 thought about it more, we have always had

18  Q Right, but -~ : 18 competitive product shelves or closet, whatnot, and

19 = A --inour Field Sales Department. 19 I'never recall seeing that product either in the

20  Q Right, but you're here though not to 20 past and certainly not present.

21 represent just the knowledge of Thomas Helms, III |21 And the only time that I recall seeing or ;
122 but the knowledge of NAOC. 22 discussing this would have been with Mr. Berry when §
123 So what I'm asking is, do you know when 23 we were talking about cigarette tobaccos. And that |

24 NAQOC first became aware of my client's Classic 24 wasn't too long ago, some of the obscure ones that

25 Canadian products? 25 we've never seen, which included Classic Canadian,
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1 Thomas Helms, III 146 1 Thomas Helms, III 148 |
2 individual basis to wholesalers? 2 MS. COHEN: Can you approximate, or not at ] -
3 MS. COHEN: Objection as to form. 3 al? ' i
4 Q You can answer. _ 4 A Cans, pouches, no, I wouldn't.
5 A I believe our list is somewhere around $6, 5 Q Did you review any documents in
6 butI don't remember the exact number. Actually, 6 anticipation of the deposition today that would
7 maybe even closer to $7, I don't know. 7 identify for you the sales volume of products
8 Q Do you have an understanding then of what | 8 “bearing the wording "Classic American Blend"?
9 the retail price of those products would typically 9 A No.
10 be in terms of the range? 10 Q I'd now like to turn to category number 5
11 A Of the Zig-Zag cans? 11 identified on Top Deposition Exhibit 16.
12 - Q Right. 12 Could you take a look at that, Mr. Helms, ,
‘13 A Somewhere from probably $11.99 to $19.99. |13 and confirm for me that you are prepared to testify |
14 T guess it really is relative to what state you're 14, regarding all information known or reasonably '
15 in or what tax bracket or what the state excise tax 15 available to NAOC regarding the subject matter
16 is. : 16 identified in category 5.
17 Q And in terms of those list prices to 17 A Okay.
18 wholesalers, do you typically discount those based 18 MS. COHEN: And let me just state for the
19 on who the wholesaler is or based on the volume you | 19 record, I also believe that number 5 is overly
20 do with them? 20 broad. And I also want to state that the
21 A No. : 21 purpose of the 30(b)(6) is to have the best
22 Q So do most wholesalers pay that list 22 person with knowledge, and that would be
23 price? , 23 Mr. Helms or Jim Murray, but equal knowledge.
24 A Yeah. 24 . MR. EULGEN: I actually think, Ms. Cohen,
25 Q Do you know, Mr. Helms, what the wholesale | 25 that is'a gross mischaracterization of the
1 Thomas Helms, I1I 147 1 Thomas Helms, 111 149
2 list price is for Zig-Zag cigarette tubes at the 2. rules, of Rule 30(b)(6), and your obligation
3 present? 3 under Rule 30(b)(6).
4 A I believe they're around $2.50 0r $3 a 4 MS. COHEN: Best knowledge. It's not the
5 carton 5 person with the best knowledge?
6 Q Andare there 200 in-a carton? 6 - MR. EULGEN: .Again, we can handle this .
7 A Yes. 7 outside of the context of the deposition, but I
8 Q And what is the typical reta|I price for a 8 think the obligations to prepare-a witness 0
9 carton then on those products? 9 under Rule 30(b)(6) are different than what you |
10 A T have seen them anywhere from $3to$6o0rf10 suggest.
11 $7. 11 MS. COHEN I didn't mean to state
12 Q And are those subject to tax? - 12 anything about the obligations of preparation.
13 A Yes. , 13 I am just stating in terms of finding a person
14 Q So the same logic, if you will, applies 14 who has the best knowledge of the topic. 1
15 that depending on the state in which the products 15 didn't get into preparation.
16 are being sold, the retail price can vary widely 16 MR. EULGEN:. I don't really think your
17 depending on the tax rate? - 17 . testimony --
18 A Yes. ‘ 18 MS. COHEN: Idon't thlnk I need to
19 Q Do you know what the sales volume wasin |19 discuss my preparation with you.
20 2008 for products bearing the wording "Classic 20 MR. EULGEN: Right. And I don't think
21 American Blend"? We can take them one by one. 21 - that your testimony on the record is relevant
22 Pouches? - - 22 at all.
23 A Not off the top of my head 23 MS. COHEN: Okay.
29 Q Cans? 24. MR. EULGEN: But I'm going to continue
125 A Uh-uh. 25 with the witness. 3
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1 Thomas Helms, III - 206 1 . Thomas Helms, III 208
2 Classic Canadian. 2 MS. COHEN: Objection as to form. I think
3 Q But again, that wasn't a response to the 3 he was trying to answer that.
4 question I asked. And if it would be helpful, I - 4 A Yeah. It's hard, it's somewhat hard to ;
5 could have the question read back. 5 talk of the collective knowledge of NAOC when many |}
6 But I'believe what I asked is, in 6 people who were at NAOC are longer here. So what |
7 anticipation of being here today, did you talk with 7 their knowledge was, I don't know. i
8 anyone else at-the company regarding whether the | 8 Q But wouldn't you agree with me it's also
9 -company had received any inquiries or other 9 hard to testify on behalf of NAOC when you didn't
10 communications of the nature identified in category |10 talk to anyone else at the company in anticipation
11 12, ' 11 of being or reviewing the files in ant|c1pat|on of
12 A No. 12 being here, correct?
13 MS. COHEN: But Just to be sure, I think 13 MS. COHEN: Objection. You don't need to
14 he was answering. And you said did you ever | 14 look at files.
15 conduct an inquiry. And I think he was 15 A Asl understand it, we submitted, I'm
16 . answering, I plugged it into the computer last 16 sure, all the files that you had requested. So I
17 year. He wasn't limiting.it to prior to commg 17 anything that you want to review, you can certainly
18 here. ) 18 put in front of me.
19 MR. EULGEN: ‘Fine. I was asking prior to 19 - Q Right. ButI'm just saylng .-
120 coming here, so I think we achieved an 20 A T would not try to remember 10 years'
21 understanding in that regard. 21 worth of files. I wouldn't even attempt to do that.
22 -Q And now I'd like to turn to category 13 in 22 No way. _
23 Top Deposition Exhibit 16. 23 Q I understand.
124 Mr. Helms, are you prepared to testify 24 A There's no way.
25 regarding any and all information known or 25 Q Iunderstand. I'm just --
-1 Thomas Helms, III - 207 1 Thomas Helms, I1I. 209
{ 2. reasonably available to NAOC and its affiliates 2 A And interview all the people that would
| 3 regarding the subject matter identified in category 3 require to be interviewed to answer and be the
4 13?7 4 spokesperson on any and every ounce of information
5 A Yes. 5 that the company -- "
6 Q ‘When did NAOC and its affiliates become 6 Q Right. I'm just saying, you didn't review
7 aware of my client's Classic Canadian product? .7 any of the filings that were produced in
8 MS. COHEN: Objection as to form. If you 8 anticipation of being here today?
9 can answer. 9 A Idid not review any of the files produced
10 A Probably with regard to this issue right 10 in‘anticipation of being here today, but I'd be glad
11  here. , N . |11 to go over any file that you'd like to.
12 Q You don't know specifically when NAOC or | 12 Q Do you know one way or another whether
13 its affiliates became aware of my client's Classic 13 anyone else at NAOC is aware of my client's Classic
14 Canadian products? 14 Canadian products? Again, I'm just asking whether
15 A Like I said, I've never seen it out in the 15 you know one way or the other.
16 field. It was never talked about. I've never seen 16 A" Well, two things I could probably, |fI
17 a product sample -- 17 thought about it more, we have always had
18 Q Right, but -- _ 18 competitive product shelves or closet, whatnot, and
119 A --in our Field Sales Department. 19 I never recall seeing that product either in the
20 Q Right, but you're here though not to 20 past and certainly not present. .
21 represent just the knowledge of Thomas Helms, I {21 And the only time that I recall seeing or ‘
22 but the knowledge of NAQC. 22 discussing this would have been with Mr. Berry when
23 So what I'm asking is, do you know when 23 we were talking about cigarette tobaccos. And that |3
24 NAQC first became aware of my client's Classic - 24 wasn't too long ago, some of the obscure ones that . |
25 Canadian products? 25 we've never seen, which includéd Classic.Canadian,
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OPPOSITION NO. 91157248
(as Consolidated)

NORTH ATLANTIC OPERATING CO., INC.,
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4 |
IT IS HEREBY STIPULATED AND AGREED by and |
between counsel for the respective parties hereto,
that the filing, sealing and certification of the
within deposition shall be and the same are hereby
waived;

February 3, 2009
9:55 a.m.

IT IS FURTHER STIPULATED AND AGREED that
all objections, except as to the form of the
question, shall be reserved to the times of the
trial; '

CAONOTUTHAWN =

Deposition of JAMES DOBBINS, ESQ., taken
by Petitioner, pursuant to Agreement and Amended 10
Notice, at the offices of Cowan, Liebowitz & Latman, 11
P.C., 1133 Avenue of the Americas, New York, New 12
York 10036-6799, before Holly Hough, a Shorthand |5 IT IS FURTHER STIPULATED AND AGREED that
Reporter and Notary Public within and for the State s o .
of New York. 14 the within deposition may be signed before any

15 Notary Public with the same force and effect as if

16 signed and sworn to before this court.

17
18
19
20
21
22
23
24
25
3 1 Dobbins 5
APPEARANCES 2 JAMES DOBBINS, ESQ,
3 stating his business address as North
NEAL, GERBER 8 EISENBERG LLP 4 Atlantic Tobacco Company, Inc., 3029 W,
Ay o e - atrect 5 Muhammad Ali Boulevard, PO Box 32980,
Chicago, Tllinois 60602-3801 6 Louisville, Kentucky 40232-2980, having been
7 duly sworn by a notary public (Holly Hough),
BY:  LEEJ.EULGEN, ESQ. 8 was examined and testified as follows:
9 EXAMINATION BY MR. EULGEN:
COWAN, LIEBOWITZ & LATMAN, P.C. 10 Q Good morning, Mr. Dobbins. My name is Lee |
Attorneys for Respondent(s) 11  Eulgen from Neal, Gerber & Eisenberg in Chicago. We |
1133 Avenue of the Americas . . R .
New York, New York 10036-6799 12 are counsel to Top Tobacco in this proceeding, which
. 13 I'm sure you understand.
BY:  ARLANA S. COHEN, ESQ. 14 A Yes.
15 Q Could you state your name for the record.
NATIONAL TOBACCO 16 A James W. Dobbins.

Attorneys for Respondent(s) 17 Q And I presume you have been deposed
201 North Street, PO Box 588

Dresden, Tennessee 38225 18 before?

BY:  LeANNE MOORE, ESQ. 19 A No, I have not. :
20 MS. COHEN: Sorry to interrupt. I do
21 think I want to discuss a housekeeping issue or
22 two. And since you're moving along so quickly,
23 1 don't know when would be a good time to
24 interrupt for them. So it's up to you, now or
25 after you're done with your initial --

~ 2(Pages 2 to 5)
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1 Dobbins 106 1 Dobbins 108
2 Q Was the legal clearance process for 2 A No.
3 Zig-Zag Classic American Blend still ongoing when 3 Q How do I have that wrong?
4 you joined the company in 1999? 4 A Ididn't testify as to how they came to
5 A Legal clearance process? 5 Zig-Zag Classic American Blend, who they reviewed
6 MS. COHEN: I don't know. 6 that with or what. So I have no knowledge of that.
7 A I'm afraid I don't even understand what 7 MS. COHEN: I think when you talked about
8 that means. 8 first and second.
9 Q When I speak about a legal clearance 9 A Tinherited Classic American Blend. And
10 process, I'm talking about the process you just 10 then subsequent to that, as I looked at it, and we-
11 described whereby, at least now, as you described |11 said this is how we're going market, we should
12 it, the business folks would come to you with a 12 probably register this, and then there would have
13 proposed brand and you would do an initial round of | 13 been a clearance process on the registration side.
14 thinking, if you will, about it, you would ask 14 Q And what would the clearance process on
15 Ms. Moore to do an initial round of thinking and she |15 the registration side be?
16 may also do a scan of U.S. PTO records, and 16 A It would have been similar to what I
17 ultimately that may culminate with outside counsel. |17 described with the absence of Ms. Moore.
18 Is that the process that took place with 18 Q And so at that time would you have gone
19 respect to Zig-Zag Classic American Blend? 19 through that process both with respect to Zig-Zag |
20 A Well, Ms. Moore wasn't with the company 20 Classic American Blend, which you have testified you |
21  then. 21 inherited, so to speak, and Classic American Blend?
22 MS. COHEN: Right, so I don't know what 22 A Yes.
23 you mean currently. 23 Q And do you recall being involved in that
24 A Iwas on my own back then. 24 process?
25 MS. COHEN: Right. 25 A Yes.
1 Dobbins 107 i Dobbins 109
2 A When I arrived at the company, Zig-Zag 2 Q So again, just so we understand one
3 Classic American Blend had been decided on. I'm not| 3 another, you recall being involved in a process
4 sure that answers the question, but it might clarify ~ | 4 whereby the goal was to ascertain the
5 the facts a little bit. 5 registerability of Zig-Zag Classic American Blend
6 Q And was the decision to adopt Classic 6 and Classic American Blend? .
7 American Blend alone after you joined the company? | 7 MS. COHEN: As opposed to availability for
8 A And when you say adopt, you mean register? | 8 some other reason, is that what you're saying, |
9 Q Use and register. 9 only?
10 A Use and register? 10 MR. EULGEN: I didn't say only or not.
11 Q Correct. 11 Q I'mjust asking, among the goals of the
12 MS. COHEN: It's two different -- 12 clearance process, I'm asking whether you were
13 A 1 think it was used, just by definition 13 involved in the clearance process for the purpose of |
14 Zig-Zag Classic American. 14 ascertaining the registerability of Zig-Zag Classic
15 Q Ijust want to make sure we're not talking 15 American Blend and Classic American Blend?
16 past each other because -- 16 A Yes.
17 A 1 think we need to clarify where we are. 17 Q Do you recall approximately when that
18 Q -- because as I understand your prior 18 occurred?
19 testimony to be was that there was a clearance 19 A Well, it would have been two different
20 process for Zig-Zag Classic American Blend, whichI |20 timeframes.
21 now understand predated your time at the company, |21 Q Describe for me --
22 but that subsequent to the clearance process for 22 A We talking, we're mixing the two as if
23 Zig-Zag Classic American Blend, there was a 23 they occurred simultaneously. They did not.
24 clearance process for Classic American Blend; do 1 24 Q That's what I want to understand. So
25 have that right? 25 please describe --
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1 Dobbins 150 1 Dobbins 152
2 Q I'm asking whether you recall who was 2 to register Classic American Blend and/or Zig-Zag
3 involved in the decision to make trademark filings 3 Classic American Blend.
4 as to either Classic American Blend or Zig-Zag 4 MS. COHEN: Objection.
5 Classic American Biend. 5 A I think we're going to get into paradigm
6 MS. COHEN: The question is only do you 6 problems again, but I'll try the best I can because
7 recall. I'm just trying to -- 7 you think about it differently than I think about
8 A Okay. 8 it
9 MR. EULGEN: You don't have to make a 9 Q I'mjust asking about your involvement in
10 statement, Ms. Cohen, as to every question. I 10 the decision to seek to register Zig-Zag Classic
11 mean, it's almost like I'm getting two answers, 11 American Blend and Classic American Blend.
12 one is that's your opinion and one is the 12 A And what was my role in that?
13 witness's. 13 Q Yes.
14 So if you'd refrain from doing that, I'd 14 A I was the General Counsel. And we would
15 appreciate it. If you have a objection to 15 discuss the business, the importance of doing that,
16 make, make it for the record. You're just here 16 relevant business importance of doing that, of
17 to make a record or to instruct your client not 17 registering versus just having it on the brand, on
18 to answer. , 18 the product.
19 A So the question is do I recall who was 19 And I would have discussed it with outside
20 involved on either or both of these. And the answer | 20 counsel and directed them as to what the business
21 would be, those being Zig-Zag's American Blend and | 21  decision was, which was to go forward with an
22 Classic American Blend, the answer would be, I do |22 application.
23 not have a specific recollection of any of the 23 Q And was Ms. Moore with the company during |
24 conversations. I could try to guess. 24 that timeframe?
25 Q I'm talking about who was there. I was 25 A She was not.
1 Dobbins 151 1 , Dobbins 153
2 asking who was involved. 2 Q So were you the sole in-house counsel
3 A I can say probably who was involved, but I 3 during that timeframe?
4 mean, I don't sitting here today have a firm 4 A I was the sole in-house counsel during
5 recollection. ‘ 5 that timeframe.
6 Q Who probably was involved? 6 MR. EULGEN: I'm going to tender to the
7 A It would have been myself, someone from 7 court reporter what I'd ask to be marked as Top
8 Marketing, and at the time Tom wouldn't have been in 8 Deposition Exhibit 2 and then hand it to the ”
9 the decision, he would have been informed of the 9 witness. I'm giving a copy to Ms. Cohen as
10 decision. Probably myself and marketing. 10 well.
11 Q Wouldn't it have been Clifford Ray at the 11 (Top Exhibit 2, United States Patent and
12 time in Marketing? 12 Trademark Office document, marked for
13 A It could have been CIiff, it could have 13 identification, as of this date.)
14  been Jim Murray, Tommy may have been involved, Tom | 14 Q Do you recognize Top Deposition Exhibit 2?
15 Helms, III, he may have. I don't know. 15 A Notat all. ’ .
16 Q And have all those individuals, Mur ray, 16 Q Do you know what Top Deposition Exhibit 2
17 Ray and Tom, III been Director of Marketing at one 17 is, based on your review of it?
18 time or another for National Tobacco? 18 MS. COHEN: Well, 1 don't know if he's
19 A They have executive-level marketing people 19 reviewed it yet.
20 at our company. I don't kow that Cliff or Jim ever 20 A I'm looking, I mean, at the cover page.
21 was a director. 21 Q It's actually a collective exhibit, so
22 Q Again, without getting into issues of 22 what I'd really like to speak about first is the
23 privilege, and we may have already gotten the answer |23 first document, and we will go back from there.
24 to this question, I just want to understand your 24 A I'm just wondering if there is any sort of
25 recollection as to your role in the decision to seek 25 supporting documentation that I might have signed or
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1 Dobbins 262 1 Dobbins 264
2 no. Okay? 2 Blend or Classic American Blend were design to
3 Q That's exactly what I was getting at. 3 compete with particular brands?
4 A Yes. Ithink that that was coincident 4 MS. COHEN: Objection as to form.
5 more than anything else. 5 A Was it designed to compete with? Explain
6 MS. COHEN: Coincidence or coincident? 6 how you mean compete with.
7 THE WITNESS: Coincidental. I won't agree 7 Q Do you know if there are particular brands
8 with anything anybody says. 8 that National Tobacco and its affiliates were
9 Q So the Master Settlement Agreement 9 targeting when they developed Zig-Zag Classic
10 basically just created a market opportunity for a 10 American Blend and Classic American Blend?
11 product that either was already under development or |11 A Tl preface the answer with what I said
12 was already out? 12 before, which was this was developed before 1
13 MS. COHEN: Objection as to form. 13 arrived at the company. So if there were
14 A Probably. 14 conversations along those lines, I was not privy to
15 Q Do you know when Classic American Blend 15 them.
16 brand of products were first sold? 16 I have heard nothing since then to tell me
17 A Ido not have the first date of sale in my 17 specifically that this line was designed to compete |
18 memory. 18  with that product or, you know, generally speaking, |
19 Q Do you know how long their development 19 the product is designed to compete with all
20 took? 20 products, from cigarettes on down.
21 A Ido not know. 21 Q But specifically with tier-four
22 Q Have Zig-Zag Classic American Blend 22 cigarettes?
23 Classic American Blend products been successful? 23 A No.
24 MS. COHEN: Objection as to form. 24 Q If you could take a look at Top Deposition
25 A Define successful. 25 Exhibit 9 and turn to page 0383.
1 Dobbins 263 1 Dobbins 265
2 Q How would you define that in terms of -- 2 A On what?
3 A Idon't have a definition of successful in 3 Q 0383, it's toward the back. Go ahead and
4 terms of market launches. ' 4 skip to the back. :
5 Q Have Classic American Blend products been | 5 A Gotit. Thisis presuming, I believe a
6 consistently profitable for National Tobacco and its 6 different document, okay. This is the first page,
7 affiliates? 7 and a buy-down survey, okay.
8 A I believe they have been, yes, mostly. 8 Q What is a buy-down survey?
9 Q When you say mostly, what were you 9 A Apparently it's a document. Let me read
10 thinking of that hasn't been profitable? 10 the memo and see if I can anything on it.
11 A Ithink there may have been times that the |11 MS. COHEN: If you want him to. He
12 pricing lagged the MSA obligation, but I don't 12 doesn't know, but he can read.
13 really remember. If there was, it was a short-lived |13 A 1have a cc down here, so apparently I got
14 time. 14 this sometime.
15 Q And what happened when the pricing lagged | 15 MS. COHEN: And again, if any of that
16 the MSA obligation? 16 should have been attorneys' eyes only, let me
17 A We would not make as much money. 17 know, to the extent it matters.
18 Q Because why? 18 A This is pretty stale stuff.
19 A Because the pricing would be less than the |19 MS. COHEN: This is basically, I think I
20 cost plus the MSA obligation. 20 may have --
21 Q And you have to pay an MSA obligation with |21 A Some what we have here is a memo from Jim
22 respect to the Classic American Blend-branded 22 to various people, copying various people, talking ,
23 products? 23 about a Bugler Wholesale Buy-Down Program. What do |
24 A Yes. 24 you want me to look at, spreadsheets?
Q Do you know if Zig-Zag Classic American 25 Q I'm actually just really wondering what
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James Dobbins, Esq. 2/3/2009
1 Dobbins 286 1 Dobbins 288
2 Exhibit 11. 2 Deposition Exhibit 12?
3 Are you aware of any actual confusion, 3 MS. COHEN: Objection as to form.
4 either consumer confusion or confusion in the trade, | 4 A Am I familiar with it? I've seen it, yes.
5 as between NAOC's Classic American Blend mark and | 5 This is what I was looking at yesterday.
6 Top's Classic Canadian mark? 6 Q Can you turn to the second-to-the-last
7 A Am I aware of confusion at what level, any 7 page of Top Deposition Exhibit 12,
8 level? : 8 A What number is that?
9 Q Yes. 9 Q It's not numbered.
10 A I am aware of no confusion by anybody of 10 - A It's not numbered? I have numbers on
11 that on those brands. 11  them.
12 Q When did you first learn of my client's 12 MS. COHEN: Except for the last two pages.
13 Classic Canadian mark? 13 A That one is the one that's not numbered,
14 MR. EULGEN: And rather than you guys, Ms. |14 okay, fine. Yes, I've got it.
15 Cohen and Mr. Dobbins -- ‘ 15 Q Do you see your signature on that page?
16 MS. COHEN: I would not answer them. He |16 A I see my signature, yes.
17 was talking out loud. 17 Q Does your signature indicate that you
18 A Okay. I'm uncertain as to whether that's 18 reviewed Top Deposition Exhibit 12 and were
19 going to get into privileged information. So I'll 19 asserting that you're informed and believe that the
20 guess I'll defer answer. Maybe you guys can talk 20 matters stated in it are true and on that ground
21 about. 21 allege that the matters stated in it are true?
22 MR. EULGEN: Are you instructing your 22 A Do you want me to read it to you?
23 client not to respond? I'm asking simply of 23 Q No.
24 the timing -- 24 A You want me to read it to you, okay. It
25 MS. COHEN: Okay. 25 says, "I, the undersigned, declare as follows: I am
1 Dobbins A 287 1 Dobbins - 289
2 MR. EULGEN: -- at which -- 2 the Senior Vice President of North Atlantic .
3 MS. COHEN: Okay, so the date is just the 3 Operating Company, Inc., a Delaware corporation. I |
4 date, if you know when. When was the question. | 4 have read the foregoing, Applicant's Response to
5 A Okay. 5 Opposer's First Set of Interrogatories. I am
6 Q I'masking when you first learned of my 6 informed and believe that the matters stated in it
7 client's Classic Canadian mark. 7 are true and on that ground allege that the matters
8 MS. COHEN: Right. 8 stated in it are true.,"
9 A Idon't know. I justdon't know. 9 Do you want me to read any more or are we
10 Q Is it your belief that it would have been 10 good there?
11 as a part of participation in this proceeding? 11 Q And you signed it because you were
12 A That is possibly correct. 12  attesting to the truth of what was stated in what
13 Q But you don't know either way? 13  you just read?
14 A Idon't know. 14 A Isigned so that I could declare as
15 MR. EULGEN: I'd like to hand to the court 15 follows, I can read it to you one more time.
16 reporter a document to be marked as Top 16 MS. COHEN: Exactly.
17 Deposition Exhibit 12, which is titled 17 A The court reporter's going to shoot.me,
18 Applicant's Response to Opposer's First Set of 18 butI can try to read it again.
19 Interrogatories. I'll give a copy to Ms. 19 Q No, I don't need you to read it again, Mr. ,
120 Cohen, as well. 20 Dobbins. What I want you to do is simply to confirm |
21 (Top Exhibit 12, Applicant's Response to 21 that the reason you signed is because you are
22 Opposer's First Set of Interrogatories, marked 22 confirming the truth of everything stated on the
23 for identification, as of this date.) 23 page. -
24 MS. COHEN: Thanks. 24 A T guess you do want me to read it again.
Q Mr. Dobbins, are you familiar with Top 25 "I the undersigned --"
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P., ) Opposition Nos. 91157250
, ) 91157248
Opposer/Petitioner, )
' _ ) and
V. . )
) Cancellation No. 92043186
) -
NORTH ATLANTIC OPERATING CO.,,INC,,) .
' ) Consolidated as
Applicant/Registrant. ) Proceeding No. 91157248
NOTICE OF DEPOSITION

To:  Mark J. Speciner, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036

PLEASE TAKE NOTICE THAT Opposer/Petitioner Top Tobacco, L.P., by and through
its attorneys, and pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure, will take the
oral deposition of North Atlantic Operating Co, Inc., regarding the matters set forth in the
attached Appendix A at the offices of Cowan, Liebowitz & Latman, P.C., 1133 Avenue of the
Americas, New York, New York, before a duly-qualified notary public or othér person
authorized by law to record depositions, beginning Thursday, August 25, 2005 at 9:30 a.m., and .
continuing thereafter until completed. :

Respectfully submitted,

Dated: July 19, 2005 | . J.8 .0

One of the Aftorneys fﬁ Opposer/Petitioner, |
Top Tobaccd, L.P.

Antony J. McShane

Lee J. Eulgen

Sarah E. Smith

Neal, Gerber & Eisenberg LLP
Two North LaSalle Street
Suite 2200

Chicago, Tllinois 60602

(312) 269-8000



Appendix A

Pur.suant to Fed. R. Civ. P. 30(b)(6), North At]antic Operating Co, Inc.
(“Applicant/Registrant”) is required to designate one or moré officers, directors or managing
agents or other such persons who consent to testify on its behalf with respect to the matters set
forth below. The person(s) so designated shall testify as to the matters known or reasonably
avaxlable with respect to the followmg

1. Any and all information known or reasohably available to Applicant/Registrant
regarding its affiliated and/or controiled bpsinesses; companies, licensors, licensees and other
entities. | | |

2. Any and all information known or reasonably available to Applicant/Registrant
regarding every designation comprised in whole or in part of the phrase “CLASSIC
AMERICAN BLEND” or any other térm that is viéually or phonetically similar thereto
(collectively, the “CLASSIC AMERICAN _BLENTD.Marks”), used or owned at any time by
Applicant/Registrant as Well‘as the goods and/or services used therewith, and the inclusive dates
of use thereof, |

3. Any and all information known or reasonably available to Applicant/Registrant
regarding each transaction by which it is claiﬁled that any rights or license in or to the CLASSIC
AMERICAN BLEND Marks have passed to or from Applicant/Registrant.

4. Any and all information known or reasonably available to Applicant/Registrant
regarding all products and services marketed, distributed, sold, or offered for sale under or in
connection with the CLASSIC AMERICAN BLEND Marks inciuding: the geographic scope of
such use; the pricé at which each product or service is sold; the annual volume of sales of the

product or service in both dollars and units; the unit sizes in which the product is sold; the class



of purchasers of the product or seﬁice; the channels of trade by which the product reaches the
ultimate user of such godds or services; and all types of stores or forums in which the products or
services are or have been offered or sold.

5. Any and all information known or reasonably available. to Applicant/Registrant
regarding the means by which each of its products and sefvices marketed, distributed, sold, or
offered for sale under or in connection with the CLASSIC AMERICAN BLEND Marks is or has
been advertised or promoted, as well as thé annual expenditures for each.

| 6. Any and all information known orvreasona.t-)lyA available to Applicant/Registrant
re’gérdiﬁg each backage or label .designer, advertising agenéy, market research expert or
. éqnsultant who has performed services in connection with products or services promoted or sold
in associatioﬁ with the CLASSIC AMERICAN BLEND Marks.

7. Any and all i.nformation known or reasonably available to Applicant/Registrant
regarding any press or i)ublici_ty release édncerning any product or sefvice promoted in
association with the CLASSIC AMERICAN BLEND Marks.

8. Any and all information known or reasonably available to Applicant/Registrant '
regarding agreements to which Applicant/Registrant has been or is a party which refer or relate
‘in any way to the CLASSIC AMERICAN BLEND Marks (including all amendments and
‘modifications theréto). | |

9. - Any and all information known or reasonably available to Applicant/Registrént
regarding the reason(s) for its adoption of one or more of the CLASSIC AMERICAN BLEND
Marks for each product and service marketed, distributed, sold, or offered for sale under or in
connection with the CLASSIC AMERICAN BLEND Marks as well as the procedure followed

by Applicant/Registrant in its decision to adopt the CLASSIC AMERICAN BLEND Marks for



each such product and service, including but not limited to any trademark search reports
commissioned by Applicant/Registrant.

iO. Any and all information known or reasonablyvavailable to Applicant/Registrant
regarding each poll, survey, éonsumer study or markét research effort initiated by or on behalf of
Applicant/Registrant relating in any way to the CLASSIC AMERICAN BLEND Mafks, or to the
packaging, labeling or advertising of each product marketed, distributed, sold, or offered fdr sale
under or in connection with the éLASSIC AMERICAN . BLEND Marks.

1. Any and all information known or reasonably available to Applicant/Registrant
regarding any mail, inquiries, complaints, requests for refunds, orders, checks, or other
communications which in any manner were intended for Opposer/Petitioner, which relate to any
.goods or services marketed, distributed or sold by Opposer/Petitioner or any of its affiliatés, or
which in any way tend to indicate an association or connection between Opposer/Petitioner and
Applicant/Registrant. |

12.  Any and all information known or reasbnably available to Applicant/Rggist_rant
regarding goods or services marketed, distributed or sold by Opposer/Petitioner under its
CLASSIC CANADIAN mark.

13.  Any and all information known or reasonably available to Applicant/Registrant
concerning future plans for the marketing, promotion, or distribution of any products that are
currently or may in the future} be distributed, sold, or offered for sale under the CLASSIC
AMERICAN BLEND Marks.

14, Any and all discovery responses and documents produced by

Applicant/Registrant in this matter.



CERTIFICATE OF SERVICE

I, Lee J. Eulgen, an attorney, state that I.served a copy of the foregoing Notice of
Deposition upon:
Mark J. Speciner, Esq.
Cowan Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799

via First Class U.S. Mail, postage prepaid, on this 20® day of July, 2005.

%,/im\

Lee’J Eulgerlt) -




EXHIBIT D



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE .
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P., Opposition Nos. 91157250

)
) 91157248
Opposer/Petitioner, ) ,
' ) and -
v. )
‘ ) Cancellation No. 92043186
NORTH ATLANTIC OPERATING CO., INC,,) : ‘
' ) Consolidated as
Applicant/Reg'ish‘ant.l ) Proceeding No. 91157248
NOTICE OF DEPOSITION

To:  Arlana S. Cohen, Esq.
Cowan, Licbowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036

‘PLEASE TAKE NOTICE THAT Opposer/Petitioner Top Tobacco, L.P., by and through
its attorneys, and pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure, will take the
oral deposition of North Atlantic Operating Co, Inc., regarding the matters set forth in the
attached Appendix A at the offices of Cowan, Llebowﬂz & Latman, P.C., 1133 Avenue of the
Americas, New York, New York, before a duly-qualified notary public or other person
authorized by law to record depositions, beginning Wednesday, J. anuary 7, 2009 at'9:00 a.m., and
continuing thereafter until completed.

Respectfully submitted,

Dated: December @:\2008 . QZ___Q..Q

One of the Momeys fo;/dpposer/Petmoner,
Top Tobacco, L.

Antony J. McShane

Lee J. Eulgen

Sarah E. Smith

Lawrence E. James, Jr.

Neal, Gerber & Eisenberg LLP
Two North LaSalle Street
Suite 2200 o
Chicago, Illinois 60602

(312) 269-8000



Appendix A
Pursumat to Fed. R. ‘Civ. P. 30(b)(6), North Atlantic Operating Co, Inc.

(“Applicant/Registrant”)v is required to designate one or more gfﬁcers, directors or managing
agents or other such persons who consent to testify on its behalf with respect to the matters set
forth below. The person(s) so designated shall testify as to the matters known or reas.onably
available with respect to the following: "

1. Any and all iﬁformation known or reas;onably available to Applicant/Registrant
regarding its -affiliated and/or controlled businesses, companies, licensors, licensees and' other
entities. | |

2. Any and all information known or reasonably available to Applicant/Registrant
.regardjng _every designation comprise& in whole or in -part of the phrase “CLASSIC
AMERICAN" BLEND” or any other term that is visually or phonetically 'similar thereto
(collectively,- the “CLASSIC AMERICAN BLEND Marks”), used or owned at any time by
Applicant/Registrant as well as the goods and/or services used therewith, and the inclusive datqs
of use thereof. ‘

3. Any and all iﬁor@aﬁon known or reasonably available to Applicant/Registrant
regarding each transaction by which it is giaimed that any rights or license in or to the CLASSIC
AMERICAN BLEND Marks ha;re passed to or from Apﬁlicant/Regish‘ént. |

4, Any and all information known or reasonably available to Applicant/Registrant
regarding all products and services marketed, distributed, sold, or offered for sale under or in
connection with the CLASSIC AMERICAN BLEND Marks including: the geographic scope of
such use; the pﬁce at which each product or'servicé is sold; the annual volume of sales of the

product or service in both dollars and units; the unit sizgs in which the product is sold; the class



of purchasers of the product or service; the channels of trade by which the product reachés the
ultimate user of such goods or sérvices; and all.types of stores or forums in which the products or
services are or have been offered or sold. '

5. Any and all information known or reasonably available to App]icant/Régistrant
_ regarding the means by which each of its pfoducts and services marketed, distributed, soid, or -
offered for sale ur.lder or in connection with the CLASSIC AMERICAN BLEND Marks is or hés
been advertised or promoted, as well as the annual expeﬁditures for each.

6.  Any and all information known or reasonably available to Applicant/Registrant
regarding each package or label designer, advertising agency, market research expert or.
consultant who has performed services in connection with products or services promoted or sold
in association w1th the CLASSIC AMERICAN BLEND Marks

7. Any and all information known or reasonably available to Apphcant/Reglstrant
regarding Apphcant/Reglst;'ant s creation, adoptlon or selectlon of the CLASSIC AMERICAN
BLEND Marks. ' |

8. Any and all information known or reasonably available to Applicant/Registrant
regarding any press or publicity release concerning any product or service promoted in
association with the CLASSIC AMERICAN BLEND Marks.

9. _ Any and all information known or regsonably available to Applicant/Rggist;ant
regarding agreements to which Applicant/Registrant has been or is a party which refer or relate
in any way to the CLASSIC AMERICAN BLEND Matks (including all amendments and
modifications thereto). |

.10.  Any and all information known or reasonably available to Applicant/Registrant

regarding the reason(s) for its adoption of one or more of the CLASSIC AMERICAN BLEND



Marks for each product and service marketed, dis}ributed,'éold, or offered fmj sale under or in
connec.:tion with the CLASSIC AMERICAN BLEI\'ID Marks as well as the procedure followed
by Applicant/Registrant in its decision to adopt the CLASSIC AMERICAN BLEND Marks for
each such product and service, including but not limited to any trademark seé.rch reports
coinmissioned by Applicant/Registrant. |

| 11.  Any and all mfonnatlon known or reasonably available to Apphcant/Regtstrant
regardmg each poll survey, consumer study or market research effort initiated by or on behalf of
Apphca.nt/Reglstrant relating in a.ny way to the CLASSIC AMERICAN BLEND Marks, or to the
packaging, labeling or advertlsmg of each product marketed (hsmbuted, sold, or offered for sale
under or in connection with the CLASSIC AMERICAN BLEND Marks. R

12.  Any and all information 'known or reasonably available to A]Splicant)Registrant
regardmg any mail, inquiries, complamts requests for refunds orders, checks, or other
| commumcatlons which in any manner were intended for Opposer/Petmoner which relate to any
goods or services marketed, d1str1buted or sold by Opposer/Petltloner or any of its affiliates, or
which in any way tend to indicate an association or connection between Opposer/Peutloner and
Applicant/Registrant.

13. ~Any and all information known or reasonably available to Applicant/Registrant
regarding goods or services marketed, distributed or sold by Opposer/Petitioner under its
CLASSIC CANADIAN mark.

14. Any and all informaﬁon known or reasonably available to Applicant/Registrant
concerning future plans for the marketing, promotion, or distribut.i(;n of any products that are

currently or may in the future be distributed, sold, or offered for sale under the CLASSIC

AMERICAN BLEND Marks.



15. Any and all discovery responses . and documents produced by
Applicant/Registrant in this matter. .



CERTIFICATE OF SERVICE

I, Lawrence E. James, Jr., an attorney, state that I served a copy of the foregoing Notice
of Deposition upon:

Arlana S. Cohen, Esq.

Cowan Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799

via First Class U.S. Mail, postage prepaid, on this __” iday of December, 2008.

-

‘ Lt



EXHIBIT E



IN THE UNITED STATES PATENT AND TR: ADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P., Opposition Nos. 91157250
. 91157248
Opposer/Pétitioner,

and

NTIC OPERATING CGO., INC, .
" Consoliflated as:

)

)

)

)

)

) - Cancellation No. 92043186
)

)

) i |

) Proceeding No. 91157248

Applicant/Registrant.

AMENDED NOTICE OF DEPOSITION

To: Arlana S, Colien, Esq. |
Cowan, Lmbowuz &, Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036

PLEASE TAKE NOTICE THAT Opposer/Petitioner Top Tobaceo, L.P., by and through
its attorneys, and pursuant to Rule-30(' 6) of the Federal Rules of Civil Procedure, will take the
otal deposition of North A EY Ope Inc. regardmg the niatters set forth in the
attached Appendix A at the-o _,"1ces van, Liehow tman, P.C., 1133 Avenue of the
Americas, New York, New 'k, befme a daly- fied notary pubhc of other person
authorized by law to record dgpdsitions, begmmng.Wednesday, Fébruary 4, 2009 at- 9:00 a.m.,
and continuing thereafter-until completed.

Respectfully submitted,

Dated: Janmary 31, 2009

Oneof the At omeys foydpposer/Petltxonel,
Top Tobacco, L.P.

Antony J. McShane

Lee ]. Bulgen

Sarsh B. Smith

Lawrence E. James, Jr.

Neal, Gerber & Eisenberg LLP
Two North LaSalle Street

Suite 2200

Chicago, Hllinois. 60602
(3"12_):,26-‘9.—-800@.



Pwsoant to Fed. R. Giv. P. 30(b)(6), North Atlantic Operating Co, Inc.
(“Applicant/Registrant™) is required to designate oneor more .e;ffﬁcers, directors or managing
agents or other such persons-who consent to testify.on its behalf with respect to the matters set
forth below. The person(s) so designated shall testify as to the matters known or reasonably
av;-tl able with respect to-the following:

1. Any and all' information known or reasonably ava;i]able ‘to Applicant/Registrant
regarding its affiliated and/or controlléd busin.essés,_ companies, licensors, licensees and other
en‘titie;‘:v.

2. Any and all informatioi miawn.or'reaséﬁabiy available to Applicant/Registeant
regarding every designation comptised in whole of in part of the phrase “CLASSIC
AMERICAN BLEND” or any other term that’ 1s wsually or ‘phonetically similar thereto
(collectively, the “CLASSIC AMERICAN BLEND Marks”), used or owned at any time by
Applicant/Registrant as well as the goods and/er services used therewith, and the inclusive dates
of use thereof.

3. Any and all information known or reasonably available to Appii‘eanté&egistrant
regarding each transaction by which it is claimed that any rights or license in ‘or to the CLASSIC
AMERICAN BLEND Markshave passed to-or from Applicant/Registrant.

4. Any and all information known or reasonably avaﬂial'sﬂc to. Applicant/Registrant
regarding all products and services marketed, distiibuted, sold, or offered for :sale under or in
’connection with the CLASSIC AMERICAN BLEND Matks including: the geographic scope of
such use; the price at which each product or.service is sold, the annual ~vofh_=1_mc of sales of the

product or service in both dollars and units; the unit sizes in which the produet is sold; the class



of purchasers of the product or service; the channels of trade by which the product reaches the
ultimate user of such: _g‘oaﬁéi‘s ot services; and zﬂlfﬂtypes=' of stores-or forums in which the products.or
services are or have been offered or sold.

5. ‘Any and all infoimation known or reasonably available to Applicant/Registrant
regarding the means by which .each of its. products and services marketed, distributed, sold, or

offéred for sale under or in connedtion. with e CLASSIC AMERICAN BLEND Marks is or has

been adverti'sed.orjpromatied:,;;as well as the annual experiditures for each.

6. Any and all information known or reasonably available to- Applicant/Registrant
r‘e_ggirdiﬁg ‘e-a*ch package -or label designer, advertising agency, mark,ef tesearch expert or
consultant who has performed services.in conneetion with products érz-sgarVi‘pes-.prorﬂOtia_d or $old
in association Wﬁi‘thfh.e“@LAS'S]%C AMERICAN BLEND-Marks.

7. Any and all information known or reasonably available to Applicant/Registrant

‘ re.gardi;ug; Applicant/Registrant’s creation, adoption or selection of the CLASSIC AMERICAN
 BLEND Marks.

8. Any-and.all information known ‘ot reasonably available-to Applicant/Registrant
tegarding any press or publicity release conicerning any product or service promoted in
association with-the CLASSIC AMERICAN ‘BLEND Marks:

9. Any and all information known orreasonably available to Applicant/Registrant
regarding agreements to which Applicant/Registrant has been or is a party which refer or relate

ERICAN BLEND Marks (including all amendments and

in any way to the CLASSIC AN
modifications thereto).
10.  Any and all information knowii of réasonably available to Applicant/Registrant

regarding thie reason(s) for its adoption of one or:more of the CLASSIC AMERICAN BLEND



Marks for each product and sc;l-“vi’(_:e marketéd, distributed, sold, or offered for éale under or in

connection. with the CLASSIC AMERICAN BLEND Marks as well as the procedure followed

by Applicant/Registrant inits decision to-adopt the CLASSIC AMERICAN BLEND Marks for -
eéach such product and service, including but not limited to any trademark search reports
commissioned by Applicant/Registrant. |

11.  Any and all information known or 'fe.asﬁﬂeib‘l&:-availaﬁ:le to. Applicant/Registrant
regarding each poll, survey, c_;’Qi}Stun'erzstu-dy or market research-effort initiated by or on behalf of
App‘licant%Regi-strant relating in any way to the CLASSIC AMERICAN BLEND Marks, or to the
packaging, labeling or advertising of each product matketed, distributed, sold, or offered for sale
under-or in connection with-the CLASSIC AMERICAN BLEND Marks.

12.  Any-and all ‘information: known or reasonably available to Applicant/Registrant
communications which in any manrer were intended for Opposer/Petitioner, which relate to any
goods or services marketed, distributed or sold by Opposermgtiﬁoner or any of its affiliates, or
which in any way tend to in’dicﬁte an associgtion or connection between Opposer/Petitioner and
Applicant/Registrant.

13.  Any and all information known or teasonably available to Applicant/Registrant
regarding goods or services marketed, distributed or sold by Opposet/Petitioner undef its
CLASSIC CANADIAN mark.

'14.  Any and all information known or reasonably available to Applicant/Registrant
.oonceming future plans for the marketing, promotion, or distribution of any products that are

currently or may in the future be distributed, sold, or offered for sale under the CLASSIC

AMERICAN BLEND-Marks.



15. Any and all discovery responises and docoments produced by

Applicant/Registrant in this.matter.



CERTIFICATE OF SERVICE

I, Lawrence E. James, Jr., an attorney, state that I served a copy of the foregaing
Amended Notice of Deposition upon:
Arlana 8. Cohen, Esq.
Cowan Liebowitz & Latman, P.C.
1133 Awvenue of the Americas :
New York, New York 10036-6799

via First Class U.S. Mail, postage:prepaid, on this. 31* day.of January, 2009.

" Lawrénce E. J,a’:rﬁs',Jr*




EXHIBIT F



Antony J. McShane

" NEAL = GERBER = EISENBERG Attomey at Law

Tel 312.269.8486
Fax 312.578.2808
ameshane @ngelaw.com

December 30, 2008

VIA FACSIMILE AND EMAIL

Heather L. Jensen, Esq.

Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036

Re:

Dear Heather:

Top Tobacco, L.P. v. North Atlantic Operating Co., Inc. -
Opp. Nos. 91157248 and 91157250, Cancellation No. 92043186

I write to confirm the agreement we reached today regarding an extension of the
discovery period in the above-matter. '

We agreed to stipulate an extension of the discoiféry period for 45 days to and including
February 20, 2009, based upon the following understandings:

@

(ii)

(iii)

Messrs. Dobbins and Murray, and North Atlantic Operating Co., Inc.’s Rule
30(b)(6) designee(s), will be made available for depositions during the week of
February 2, 2009, though we understand that Ms. Cohen is in the process of
confirming the specific dates. If for some reason they are not available during
that week, we have your representation (and Ms. Cohen’s) that they will be made
available as soon thereafter as is possible;

you have confirmed that Clifford Ray is no longer employed by or associated with
NAOC or any of its affiliates, is not represented by your firm, and that we are free
to contact him directly; and ‘ :

NAOC will not be serving any deposition notices in this matter, and the agreed
upon extension is therefore for the parties to conclude the noticed depositions
(and any follow up items of discovery that may result therefrom).

If your understanding of our agreement is inconsistent with the foregoing in any way,
please let me know immediately. Otherwise, we will forward a proposed Stipulation and
Amended Depositions Notices early next week. Once that Stipulation is filed, we can jointly
turn our attention to Ms. Cohen’s suggestion that the parties seek to agree upon stipulations
related to the Polaroid factors that may narrow the area of dispute in the case.

Neal, Gerber & Eisenberg LLP « Two North LaSalle Street » Chicago, lllinois 60602-3801 » 312.269.8000 www.ngelaw.com



NEAL, GERBER & EISENBERG LLP

Heather L. Jensen, Esq.
December 30, 2008
Page 2

I realize that this is not a matter to which you have been previously assigned, so we
appreciate your efforts in connection with the foregoing.

Very truly yours,
=3 /%
Antony”’J. McShane

AJM:lam

cc:  Arlana S. Cohen, Esq.
Lee J. Eulgen, Esq.



Page 1 of 1

Miller, Leeann

From: : Miller Leeann on behalf of McShane, Antony J.
Sent: "~ Tuesday, December 30, 2008 1:09 PM
To: . . hlj@cll.com

Subject: . Top Tobacco v. NAOC, Consolidated Opposmon No. 91 157248
Attachments Letter Heather Jensen pdf

~ Antony J. McShane
NEAL = GERBER * EISENBERG

Neal, Gerber & Eisenberg LLP _

Two North LaSalle Street = Suite 2200
Chicago IL - 60602-3801 '
312.269.8486 direct

312.578.2708 fax

amcshane @ngelaw.com » www.ngelaw.com

Please consider the environment before ,brinting this email.

. Confidentiality Ngtlgg This commumcatlon is confi dentlal and may contain pnv:leged mformatlon If you have received it in error,
please notlfy the sender by reply e-mail and immediately delete it and any attachments wnthout copying or further transmitting the

same.
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EXHIBIT G



From: McShane, Antony J.

Sent: Tuesday, December 30, 2008 3:19 PM

To: Jensen, Heather

Cc: Eulgen, Lee 3. ' '

Subject: RE: Top Tobacco v. NAOC, Consolidated.Opposition No. 91157248

Heather:

Thanks for your email confirming our agreement. We will file the consented request electronically by the
end of next week. :

Tony McShane

Neal Gerber & Eisenberg LLP

Two North LaSalle Street, Suite 2200
Chicago, lllinois 60602-3801
312.269.8486

312.578.2808 (f)
amcshane@ngelaw.com
www.ngelaw.com

' CONFIDENTIALITY NOTE

THIS E-MAIL TRANSMISSION AND ANY ATTACHMENTS HERETO CONTAIN

. INFORMATION FROM THE LAW FIRM OF NEAL, GERBER & EISENBERG
LLP WHICH IS CONFIDENTIAL AND PRIVILEGED. THE INFORMATION IS
INTENDED FOR THE SOLE USE OF THE INDIVIDUAL OR ENTITY TO WHOM
IT IS ADDRESSED. IF YOU ARE NOT THE INTENDED RECIPIENT YOUR
USE, DISSEMINATION, FORWARDING, PRINTING OR COPYING OF THIS
INFORMATION IS PROHIBITED. IF YOU HAVE RECEIVED THIS E-MAIL IN
ERROR, PLEASE NOTIFY US BY TELEPHONE IMMEDIATELY SO THAT WE
CAN ARRANGE FOR THE RETRIEVAL OF THE INFORMATION AT NO COST
TO YOU.

From: Jensen, Heather [mailto:HLI@cll.com]

Sent: Tuesday, December 30, 2008 1:23 PM

To: McShane, Antony J.

Subject: RE: Top Tobacco v. NAOC, Consolidated Opposition No. 91157248

Dear Antony:

Thank you for your letter. The understanding you lay out is correct. However, in order to make sure that
the Board agreed to extend the discovery period before its current end date, please confirm that you will
- be filing the consented request for an additional 45 days of discovery electronically by early next week.

Sincerely,
Heather Jensen

From: Miller, Leeann [mailto:Imiller@ngelaw.com] On Behalf Of McShane, Antony J.
Sent: Tuesday, December 30, 2008 2:09 PM :



To: Jensen, Heather
Subject: Top Tobacco v. NAOC, Consolidated Opposition No. 91157248

Antony J. McShane
NEAL ® GERBER ® EISENBERG

Neal, Gerber & Eisenberg LLP

Two North LaSalle Street = Suite 2200
Chicago IL » 60602-3801

312.269.8486 direct

312.578.2708 fax

ameshane@ngelaw.com » www.ngelaw.com

Please consider the environment before printing this email.

Confidentiality Notice: This communication is confidential and may contain privileged information. If you have
received it in error, please notify the sender by reply e-mail and immediately delete it and any attachments without
copying or further transmitting the same.

DISCLOSURE Under regulations issued by the U.S. Treasury, to the extent that tax advice is
contained in this communication (or any attachment or enclosure hereto), you are advised that
such tax advice is not intended or written to be used, and cannot be used by you, or any other
party to whom this correspondence is shown, for the purpose of: (i) avoiding penalties under the
Internal Revenue Code, or (ii) promoting, marketing or recommending the tax advice addressed
herein to any other party. This message is intended only for the designated recipient(s). It may
contain confidential or proprietary information and may be subject to the attorney-client
privilege or other confidentiality protections. If you are not a designated recipient, you may not
review, copy or distribute this message. If you receive this in error, please notify the sender by
reply e-mail and delete this message. . Thank you.
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EXHIBIT H



From: Cohen, Arlana S. [mailto:ASC@cll.com]
Sent: Friday, January 30, 2009 9:58 AM

To: Eulgen, Lee J.

Subject: top

| have some stuff to produce to you. Mostly printouts from PTO and some point of purchase |
found in a box which | don’t know if Mark produced to you...Do you want us to fedex for Monday
delivery to you, or give to you when you get here?

Arlana 8. Cohen, Esq.

Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, NY 10036

ph: (212) 790-9237

fax: (212) 575-0671

e-mail: asc@cll.com

Secretary; LaToya R. Middleton
e-mail: Irm@cll.com

******************************************************'

IRS CIRCULAR 230 DISCLOSURE _
Under regulations issued by the U.S. Treasury, to the extent that
tax advice is contained in this communication (or any attachment
or enclosure hereto), you are advised that such tax advice is not
intended or written to be used, and cannot be used by you, or any
other party to whom this correspondence is shown, for the
purpose of: (i) avoiding penalties under the Internal Revenue
Code, or (ii) promoting, marketing or recommending the tax
advice addressed herein to any other party.

This message is intended only for the designated recipient(s). It
may contain confidential or proprietary information and may be
subject to the attorney-client privilege or other confidentiality
protections. If you are not a designated recipient, you may not
review, copy or distribute this message. If you receive this in
error, please notify the sender by reply e-mail and delete this
message. Thank you.
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EXHIBIT |



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOP TOBACCO, L.P., Opposition Nos. 91157248
91157250

. Cancellation No. 92043186
Opposer-Petitioner,

Consolidated Proceeding No.
v 91157248

NORTH ATLANTIC OPERATING CO., INC., - REPLY IN OPPOSITION TO

RENEWED MOTION FOR
ENTRY OF THE SANCTION
OF DEFAULT AND

Avpplicant-R dent.
pplicant-Responden DEFAULT JUDGMENT

Applicant-Respondent North Atlantic Operating Co., Inc. (“NAOC”) hereby respectfully
submits its reply to Opposer-Petitioner Top Tobacco L.P.’s (“Top”) Renewed Motion for the
Entry of the Sanction of Default and Default Judgment:

Top has renewed its motion for sanctions on the basis of language in the Board’s July 25,

2008 order (the “July Order”) that “if it has not already fully complied with the Board’s prior
order [of August 13, 2007], defendant is ordered to provide full and complete responses to the
_outstanding discovery requests noted above ten (10) days from the mailing date of this order,
failing which plaintiff may file a renewed motion for sanctions.” Top has misleadingly failed to
point out the first clause of this statement in its present motion, however, since NAOC has
already fully complied with the Board’s order of August 13, 2007 (the “August Order”), it was
not required to provide any further information within 10 days of the Board’s July 25, 2008 order

and Top’s renewed motion for sanctions is inappropriate.
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Applicant Has Complied with the Board’s August Order

In its August 13, 2007 order, the Board required NAOC to provide the following

information to Top:

With respect to Interrogatory No. 9, whether the document NAOC previously
provided in response was confidential or privileged and whether Appliéant had
any further information or documents responsive to the interrogatory

With respect to Interrogatory No. 21, further detail regarding the person most
knowledgeable with respect to polls, surveys, consumer study or market research.
With respect to Document Request No. 9, all documents that identify the persons
most knowledgeable concerning the date of first use of CLASSIC AMERICAN
BLEND

A privilege log “where appropriate” if NAOC is invoking a claim of privilege

In its letters to Top’s counsel dated October 19, 2007, October 29, 2007 and December

14, 2007, copies of which were attached to Top’s present motion, NAOC provided the following

information:

25898/052/842936.1

A list of trade shows in which NAOC participated from 2001 through proposed
participation in 2008, designating said list “confidential attorneys’ eyes only,” in
complete response to Interrogatory No. 9. |

The names and contact information for the persons most knowledgeable about
Interrogatory No. 21 and Document Request No. 9.

The statement that a review of all documents produced by NAOC to its counsel
did not reveal any documents being withheld as privileged and thus no privilege

log was necessary.



The information which NAOC has provided since the Board’s August Order has
sufficiently satisfied the requirements of that order. Top now possesses all of the information
which it sought to the extent it was within NAOC’s ability to provide. Top’s.only outstanding
complaints are that (1) Top’s counsel does not believe NAOC’s statement that none of its
produced documents are privileged, (2) NAOC did not sufficiently restrict the information it
provided in response to Interrogatory No. 9 to trade shows featuring the CLASSIC AMERICAN
BLEND mark and (3) NAOC has failed to further verify its responses.

With respect to Top’s first complaint, in response to the Board’s August Order requesting
a privilege log if appropriate, NAOC has clearly answered that none of the documents it has
produced may be classified as privileged and thus the order for a privilege log is moot. Top
attacks this statement by alleging that such a statement is incredible or NAOC has violated its
obligation to provide all documents in its possession, custody or control but Top’s mere
suspicion is insufficient to counter NAOC’s response that it has produced what has been
requested and nothing which has been produced may be labeled as privileged. Thus, Top’s base
assertion does not alter the fact that NAOC has complied with the Board’s August Order.

Furthermore, with respect to Top’s second complaint, NAOC has provided the
information requested by Interrogatory No. 9 to the best of its ability. Although Top insists that
it 5e given a list of just the trade shows that featured the CLASSIC AMERICAN BLEND mark, -
- NAOC’s records merely list the trade shows in which it participated but do not further specify
what marks were featured at which shows, a fact which is clearly seen by the records provided

by NAOC’s counsel with its December 14, 2007 letter. NAOC can not provide information

25898/052/842936.1



which it does not possess and it has given Top the information which it does possess. Thus,
NAOC has again complied with the Board’s August Order with respect to this point.

Finally, with respect to Top’s third complaint, NAOC believes that its original -

verification for its interrogatory responses covered the ministerial names, addresses and lists it

provided in further clarification of its original responses. However, in the interest of resolving
the present discovery dispute, NAOC is attaching formal Supplemental Responses to
Interrogatories and Requests for Production of Documents which contain the verification Top
seeks for the same information NAOC has previously supplied.

NAOC Has Not Willfully Evaded the Board’s Orders

As NAOC has previously argued, by Top’s own statements, a party must show willful
evasion before a sanction of default judgment may be imposed. See Caterpillar Tractor Co. v.
Catfish Anglers Together, Inc., 194 USPQ 99 (TTAB 1977); Baron Philippe de Rothschild S.A.
v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848 (TTAB 2000). However, in the present case,
NAOC has done its best to comply with Top’s discovery demands. In its July Order, the Board
found that since NAOC was unaware of the Board’s August Order, the imposition of sanctions
would be inappropriate, thus recognizing thét NAOC did not willfully violate its August Order.
Indeed, as soon as NAOC was made aware of the August Order, it immediately informed Top it
would provide the requested information and began to compile that information. NAOC then
subsequently did supply Top with the information it sought in a timely manner, namely by
October 2007. When Top requested further clarification with respect to that information, NAOC
did its best to comply and provided the further clarification by December 2007, as seen from the
exhibits to Top’s own motion. In this manner, NAOC fully complied with the requirements of

the Board’s August 2007 order.
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NAOC complied with the Board’s August Order through its letters of October and
December 2007 and thus did not need to take further action with respect to the Board’s July
Order. The Board’s July Order explicitly states that NAOC should comply with the August
Order within 10 days only “if it has not already fully complied,” and so the Board contemplated
its order may have already been moot. NAOC did not willfully violate the Board’s July Order
but rather took care of its responsibility under the August Order faster than the Board could issue
its July Order. Since NAOC provided Top with all of the information it sought, and has now
taken the extra step of providing Top with the verifications it unnecessarily demanded, NAOC
simply can not be found to have willfully violated the Board’s orders and thus a finding of
sanctions is grossly inappropriate.

CONCLUSION

For the foregoing reasons, NAOC respectfully submits that Top’s renewed motion for the
entry of sanction of default and default judgment should be denied in its entirety.
Dated: New York, New York

September 16, 2008

COWAN, LIEBOWITZ & LATMAN, P.C.

By: /Heather L. Jensen/
Arlana S. Cohen
Heather L. Jensen
1133 Avenue of the Americas
New York, New York 10036-6799
(212) 790-9200

25898/052/842936.1



CERTIFICATE OF SERVICE

I hereby'certify that on September 16, 2008, I placed a true and correct copy of the
foregoing Reply in Opposition to Renewed Motion for Entry of the Sanction of Default and
Default Judgment in the United States mail, postage prepaid, addressed to:

Lawrence E. James, Jr., Esq.

Neal, Gerber & Eisenberg, LLP
. Two North LaSalle Street

Suite 2300

Chicago, IL. 60602-3801

/Heather L. Jensen/
Heather L. Jensen
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