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DT-6361
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MELCO, INC., )
) Opposition No. 91157077
Opposer, )
) Mark: BUFFALQ and Design
v. )
) Serial No.: 75/781,194
BUFFALO-EASTCANTRA INC., )
) Filing Date: August 20, 1999
Applicant. )
) Published: October 8, 2002

OPPOSER’S REPLY IN SUPPORT OF ITS MOTION TO REQPEN
AND MOTION FOR ENTRY OF SANCTIONS UNDER 37 CFR § 2.120(g)(2) _

Opposer, Melco, Inc., hereby requests leave to submit this Reply In Support of its Motion

to Reopen and its Motion for Entry of Sanctions Under 37 CFR § 2.120(g)(2).

Applicant’s response to Opposer’s Motion to Reopen and Motion for Entry of Sanctions

only contains conclusory statements and does not refer to any substantive facts.

Opposer points out that it detrimentally relied on Applicant’s misrepresentations that
Applicémt would withdraw its application without prejudice as announced in Applicant counsel’s
letter of March 11, 2005, which is attached as Exhibit D to Opposer’s Motion to Reopen.
Opposer was waiting for the drafts of the consented withdrawal of the application and consented
withdrawal of the opposition that applicant’s counsel was going to draft as set forth in the March

11, 2005 letter,
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Contrary to Applicant’s contention, Opposr’s Motion for Entry of Sanctions under 37
CFR § 2.120(g)(2) is not a Motion to Compel under 37 CFR § 2.120(e) as the difference in CFR

sections makes evident.

Opposer encloses herewith copies of its Motion to Reopen and Motion for Entry of
Sanctions signed by David Toren. Opposer noticed that the second page of its Motion to Reopen
is missing from the TTAB online records and that the paragraph numbering in its Motion for
Entry of Sanctions was inéorrect. Opposer respectfully requests that the attached copies be

substituted for the copies of the Motions as originally filed.

Opposer respectfully repeats its request that its Motion to Reopen and Motion for Entry

of Sanctions Under 37 CFR § 2.120(g)(2) be granted.

Respectfully submitted,
7 jfﬁ

Dated: May 31, 2005 C?ﬁvid Toren
IDLEY AUSTIN BROWN & WOOD LLP

787 Seventh Avenue
New York, NY 10019
(212) 839 7355

CERTIFICATE OF SERVICE

[ hereby certify that a copy of the foregoing OPPOSER’S REPLY IN SUPPORT OF ITS
MOTION TO REOPEN AND MOTION FOR ENTRY OF SANCTIONS UNDER 37 CFR §
2.120(g)(2) has been served on counsel for Applicant by First Class Mail, postage prepaid, this

31st day of May 2005 as follows:
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Jess M. Collen

COLLENIP

The Holyoke ~ Manhattan Building
30 South Highland Avenue

Ossining, New York 10562 ~

David Toren

L)
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DT-6361
IN_THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD"

MELCO, INC,,
Opposition No. 91157077

Oppbser,
Mark: BUFFALO and Design

V. :
Serial No.: 75/781,194

BUFFALO-EASTCANTRA INC,,
‘ Filing Date: August 20, 1999

Applicant.

Published: October 8, 2002

MOTION TO REOQPEN

Pursuant to Rule 6(b)(2) of the Federal Rules of Civil Procedure, Opposer, Melco, Inc.,
hereby respectfully requests that the Board, in its discretion, recpen the discovery period for an

additional seven days and reset Opposer’s testimony period as the result of excusable neglect.

1. After a six-month suspension period, the Board, on July 7, 2004, resumed the
proceeding and reset the dates for Applicant’s answer to August 6, 2004, for the discovery period
to close on January 18, 2005 and the 30-day testimony period for Opposer to close on April 18,

2005,
2. On August 6, 2004, Appliéant filed an answer.

3. On November 23, 2004, Opposer sent its First Set of Interrogatories, its First Set
of Requests for Production of Documents and Things and its First Set of Requests for

Admissions to Applicant. A copy of the discovery requests is attached hereto as Exhibit A

4. On December 27, 2004, one day before the due date for Applicant’s responses to

the discovery requests, Applicant’s counsel sent a facsimile letter to the undersigned and stated
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that in “the interest in bringing to a conclusion this opposition” his client agreed to certain
additions to a consent agreement. Counsel for Applicant was referring to a draft of a consent
agreement that the parties had negotiated prior to the commencement of this opposition

proceeding. A copy of the December 27, 2004 letter is attached hereto as Exhibit B.

5. On the following day, the due date for Applicant’s discovery responses,
December 28, 2004, Applicant’s counsel, instead of filing the discovery responses, sent another
facsimile letter to the undersigned stating that he was “presuming in view of our offer to resolve
this along the lines you have proposed, we can agree to stay any further attention to discovery. I
look forward to hearing from you at your earliest convenience.” A copy of the December 28,
2004 letter is attached hereto as Exhibit C. Opposer relied on Applicant’s representations. To
this date, Applicant has not responded to Opposer’s discovery requests, nor has Applicant
requested any extensions or filed any motions for extending the due date for its discovery

responses or for extending discovery period.

6. The undersigned forwarded the December 27,2004 letter together with the

revised draft of the consent to its client on January 6, 2005,

7. On March 11, 2005, Applicant’s counsel sent a facsimile letter to the undersigned
1n which he made the following statement: “My client is considering simply withdrawing its
application without prejudice. I will draft a consented withdrawal of the application, and a
consented withdrawal of the opposition. I look forward to hearing from you.” A copy of the
March 11, 2005 letter is attached hereto as Exhibit D. To this date, Applicant’s counsel has not
sent a draft lof a consented withdrawal of the application or a consented withdrawal of the _

opposition.
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8. The undersigned forwarded counsel’s proposal to his client and obtained
Opposer’s consent to Applicant’s proposal on April 22, 2005. On the same date, Katrin Zuehlke,
of the undersigned’s office, contacted Applicant’s counsel by telephone and left him a message

conveying Opposer’s agreement to the conduct proposed in Applicant counsel’s letter of March

11, 2005,

9. After not hearing back from Applicant’s counsel, Katrin Zuehlke called him again
on April 28, 2005, leaving another message. Applicant’s counsel returned her phone call the
same date and stated that he would relate Opposer’s agreement to his client after Applicant’s
counsel provided him with a letter. In view of the circumstance that both parties agreed to settle
the matter is was not considered necessary to request an extension of the testimony period,
although upon reflection, such a request should have been filed as a precautionary matter. In ariy
event, 1t is believed that not having filed such an extension request is, at worst, excusable

neglect.

The Trademark Trial and Appeal Board has held that the determination of whether a
party’s neglect is excusable is equitable considering all relevant circumstances surrounding the
party’s omission. See Pumpkin Lid. v. The Seed Corps, 43 U.S.P.Q.2d 1582, 1586 (TTAB
1997). The Board’s determination includes the following four factors: (1) The danger of
prejudice to the nonmovant, (2) the length of the delay and its potential impact on judicial
proceedings, (3) the reason for the delay, including whether it was within the reasonable control

of the movant, and (4) whether the movant acted in good faith. See Pumpkin at 1586, TBMP

509.01(b)(1).

(%]
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With respect to the first factor, the prejudice to the nonmovant, it has been held that such
prejudice relates to the nonmovant’s ability to litigate the case. See Pumpkin at 1587, citing
Pratt v. Philbrook, 109 F.3d 18 (1™ Cir. 1997). Opposer posits that there is no danger of
prejudice to applicant because applicant has not complained about a loss of or unavailability of
evidence or witnesses or the like. Applicant can also not claim that it will be negatively
impacted by delay as it was Applicant who delayed its Answer to the Notice of Opposition for
almést a year and failed to respond to the discovery requests. First, Applicant requested
extensions for filing an Answer for a period totaling three months and after the Board’s Order of
October 7, 2003, suspending the proceeding for six months, Applicant elected to not file an
Answer or respond to the letter of Opposer’s counsel of October 7, 2003, discussing settlement
options.. A copy of the letter is attached hereto as Exhibits E. Instead, after the Board resumed
proceedings on July 7, 2004, Applicant’s counsel sent a letter on August 2, 2004; 4 days before
the reset deadliné for Applicant’s Answer to the Notice of Opposition, suggesting settlement
according to a draft settlement agreement that the parties had discussed before the institution of
this proceeding. The undersigned responded on same date, pointing out that Applicant’s counsel
had never responded to the October 7, 2003 letter which had contained specific settlement
conditions. The undersigned’s letter of August 2, 2004 is attached as Exhibit F. Instead of
responding to the undersigned’s letter of August 2, 2004, Applicant filed its Answer on August
6, 2004, almost a year after the original due date for Applicant’s Answer (August 27, 2003.) The
foregoing shows that the prolongation of this proceeding will not result in any prejudicial delay

to Applicant.

As to the second factor, Opposer believes that the length of the delay caused by

Opposer’s failure to present testimony is minimal because only 14 days have passed since the
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close of Opposer’s testimony period. Opposer acknowledges that there will be a strain on the
Board’s resources and a delay in this proceeding due to this motion but that the Board should
consider that the equities of this case are in Opposer’s favor because Applicant never responded
to Opposer’s discovery requests but instead, Applicant’s counsel repeatedly conveyed his client’s
interest in settling this proceeding. Today, Opposer’s coun.sel had a lengthy telephone discussion
with Applicant’s counsel requesting him to agree to this motion since it was necessitated by
Applicant’s failure to answer Opposer’s discovery requests. Applicant’s counsel, while not
refusing to agree, posed several time-consuming conditions for agreeing to this motion. In
particular, he wanted a letter outlining the settlement comprising of the consented withdrawal of
the application and the consented withdrawal of the opposition conditions, which were supposed

to be put in writing by Applicant’s counsel (see his letter of March 11, 2005, attached as Exhibit

D) and not Opposer’s counsel.

In consideration of the third factor, Opposer would like the Board to consider that
Opposer relied on Applicant counsel’s representations in his letter of March 11, 2005, setting.
forth that Applicant considered to withdraw its application. In addition, it must be noted that

Applicant failed to ever respond to Opposer’s discovery requests.

As to the fourth factor, Opposer posits that its failure to present evidence during its

testimony period was not due to bad faith.
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In sum, Opposer respecttully repeats its request that the Board reopen the discovery
period and Opposer’s testimony period and that these new periods be set to run from the date of

the Board’s decision on the motion.

Respectfully submitted,

1.5

Dated: May 2, 2005 (E;g{d Toren

LEY AUSTIN BROWN & WOOD LLP
87 Seventh Avenue
New York, NY 10019
(212) 839 7355

CERTIFICATE OF SERVICE

[ hereby certify that a copy of the foregoing MOTION TO REOPEN has been served on

counsel for Applicant by First Class Mail, postage prepaid, this 2nd day of May 2005 as follows:

Jess M. Collen

COLLEN TP

The Holyoke — Manhattan Building
80 South Highland Avenue

Ossining, New York 10562 \{!
_ | g

id Toren
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DT-6361
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MELCQO, INC., )
) Opposition No. 91157077
Opposer, )
: ) Mark: BUFFALO and Design
\ ' : )
) Serial No.: 75/781,194
BUFFALO-EASTCANTRA INC., )
) Filing Date: August 20, 1999
Applicant. )
) Published: October 8, 2002

OPPOSER’S FIRST SET OF INTERROGATORIES

‘Pursuant to Rule 33 of the Federal Rules of Civil Procedure, Opposer, Melco, Inc.,
hereby serves Opposer’.s First Set of Interrogatories to be answered by Applicant, Buffalo-
Eastcantra Inc., under oath, said answers to be served upon Opposer within the time provided by

the Federal Rules of Civil Procedure and the Trademark Rﬁles of Practice.

DEFINITIONS AND INSTRUCTIONS

For purposes of these Interrogatories, the following definitions and instructions shall
apply:
(1) “Applicant” means the Applicant, Buffalo-Eastcantra Inc., its predecessors in

interest, its successors in interest, and its directors, employees, agents, representatives,

franchisees, licensees and all other persons acting or purporting to act on its behalf, as the

context hereof may require.

(2)  “Opposer” means the Opposer, Melco, Inc., its predecessors in interest, its

successors 1n interest, and its directors, employees, agents, representatives, franchisees,
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licensees, and all other persons acting or purporting to act on its behalf] as the context hereof
may require.

(3)  “Person” means any individual, sole proprietorship, partaership, firm,

corporation, joint venture, association, or other entity.

(4) “Document” means any medium in the possesswn custody, or control of
Applicant upon which mtelhgence or information is recorded or from which mtelhoence or.
information can be obtained, u:xcludm0 by way of illustration, but not by way of limitation; the
| following items: Letters, reports, communications, including internal company communications;
preliminary notes and drafts; telegrams; telexes; faxes; memoranda; summaries of records of

telephone conversations; routing (or buck) slips; magnetic media from which audible or visual

information can be obtained, such as tapes, discs, or the like; diaries; graphs; notebooks; charts;
plans; artists” drawings; positive or negative prints of photographic pictures, motion or still,
including excised frames of motion pictures; minﬁtes of records of conferences and meetings,
including meetings of directors, executive committees and financial 'committees; lists of persons
attending.meetings or conferences; expressions or Statements of policy; reports or summaries of
investigations, opinions, or reports of consultants; non-privileged communications with
attorneys; records of summaries of negotiations; contracts and agreements; brochures;
pamphlets; advertisements; circulars; trade letters; press releases: drafts of any documents; and
revisions of drafts of any documents. For purposes of these interrogatories, “document” shall |
also mean any of the foregoing not in Appii_cant’s possession, custody or control, the existence of

which is known to Applicant. For purposes of these Interrocratorles any such document bea.rmo

on any sheet or side thereof any marks of any kind, such as imitials, stamped indicia, comments
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or notations, which was not part of the originally created document, is to be considered and

identified as a separate document.

(5) “Thing” means any physical object other than a document.
(6)  “Trademark” means trademark or service mark.

(7)  “Applicant’s Mark” means the following mark “BUFFALO & Design” as shown

in Serial No. 75/781,194.

(8)  “Applicant’s Goods” means the goods and services listed in the application in Serial No.

75/781,194, namely “metal padlocks, metal combination padlocks; scissors; graduated rulers;

- reflective armbands used for safety purposes or to easily identify people or objects; magnifﬁng
glasses; computer periphe_fals, diskette holders, and CD holders; coloring behcils, lead pencils,
mechanical pencils; staplers, staples; mathematical drafting and drawing sets coﬁta.in'mg

-protractors, drawing and drafting compasses, drawin;g, drafting and ungraduated rulers and
drawing and drafting triangles; protractors, drawing and drafting triangles, drawing and drafting
compasses, dra.wing, drafting and ungraduated rulers; pencil boxes, cases or pouches;r pencil
sharpeners; artist brushes; paper fasteners, paper clips, letter clips, clipboards; coil notebooks,
address books, telephone books, diaries, autograph books, binder books; stencils; p:;zper hole
punchers; thumbtacks, push pins; writing paper and envelopes; erasers, rubber bands; adhesive
paper supports, blank gum labels and blank self adhesive labels; lunch bags; pencil grips; dgsk
top organizers; stationery gift sets, namely, gift sets containing different combination of staplers
and/or writing instruments and/or rulers and/or writing sia.ﬁonery and/or envelopes and/or erasers

and/or pencil sharpeners, each sold as a unit; paper name identification tags; student’s personal
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planners; reflective tape used for safety purposes or to easily identify people 6r objects;
briefcase-type portfolios, document cases, school bags; mirrors.”

| (9)  “Opposer’s Marks” means the marks of U S, trademark registration no. 1,451,914 _
for BUFFALO, application serial no. 76/ 153,638 for [BUFFALO and serial no. 76/265,732 for
BUFFALO, and are collectively referred to herein as the “BUFFALQ Marks” or “Opposer’s
Marks.”
(10)  “Opposer’s Goods” means th'_e goods listed m the registration no. 1,451,914, namely
computer buffers, computer data switches, computer expansion cards and computer programs for
the same” and the goods listed in application nos, 76/ 153,638 and 76/265, 732 for “iniegrated
circuits, printed circuit boards, computer, computer programs, and computer peripherals; namely,
memory modules,.LCD monitors, controllers boards, _graéhics accelerators, motherboards,
keyboards, mice, hard and -ﬂoppy disk drives, CD-Rom drives, printer sharer devices, sound 7
boards, PC cards, network interface cc;ntroﬂers; hubs, routers, switchés, modems, cables and
connectors, wireless local area network equipment, namely, radio carriers, receivers,
transmitters, antennas and adapters” and “computers, computer software for networking
application, computer peripheral devices and p;"i.z‘ts and fittings therefore, namely, memory add
on, membry boards and chips, memory cards, hard and floppy disk drives, CD-ROM and CD-
RW drives, MO drives, DVD-RAM and DVD-ROM drives, electric or magnetic
cards,keyboards, mouses, network interface cards, modems, modem cards, wireleSS'.mod'ems,
terminal adapters, hubs, local arez network switches, widerarea network switches, routers,
SEIVers, concentrators, electrical connectors, computer cables, wireless local area network

equipment, namely, radio carriers, Teceivers, transmitters, antennas and adapters, monitors,
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speakers, video capture boards, CPU accelerations, all for use with computers; and instruction

manuals all sold together as a unit” respectively.

(11)  “Specify” means to provide full and detailed information,

(12)  Where identification of any document or thing is required by use of the word
“Identify,” such identification should be sufficient to support a request for the production of the
document or thing under Rule 34 of the Federal Rules of Civil Procedure, and should include by

way of illustration but without limitation the following information, even if Applicant intends to

object to the production of said document or thing:

(a)  the type of the document or thing, i.e., whether it is a letter, memorandum, report,

drawing, chart, etc ; | |

(b)  'the general subject matter of the document or thing: (c) the name of fhe creator of

ﬁhe docume‘nt or thing; (d) any numerical.designation appearing on the document
or thing, such as a drawing number, sample number or file refergnces; and

(&) if the document or thing is not in Applicant’s possession, custody, or control, the

identity, as defined hereinbelow, of the Person having possession, custody or
control of said document or thing,

(13)  Where the identification of a document or thing 1s requifed by use of the word
“Identify,” Applicant may, in lieu of identification, at the time Applicant serves its answers to.
these Interrogatories, mail to Oppﬁser the .original of sﬁch document or thing, or a legible copy or
photograph of such document or thing, suitably labeled and marked to show to which

Interrogatory each Document or Thing is being produced in lieu of identification.
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(14)  Where the identification of any individual person is required by use of the word
‘Idennfy " such identification should be sufficient to identify the person in a notice of taking the

deposition of such person, and should include without limitation the following information

concerning such person:

(a) full name;

(&) business address;

(c)  job title;

(d)-  employer or professional affiliations ; and

(e) home address.

(15)  Where the identification of any person, other than an individual, is required by
use of the word “Identify,” such identification should be sufficient to identify the person in a

notice of taking the deposition of such person, and should include without limitation the

following information concerning such person:

(a)  the full name or title;

.(b) principal place of business;

(c) | nature or type of entity;

(d) the state of incorporation or registration; and

(e) the principal business conducted by such person. ,

(16) | Iprplica.nt 1s aware that a document or thing (or a group of documents or things)
once existed but has been destroyed, Applicant is requested to state when the document or thing

(or group of documents or things) wag destroyed, who destroyed it, why it was destroyed, and

the mrcumstances under which it was destroyed.
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(17)  These Interrogatories shall be deemed continuous and Applicant shall be

obligated to change, supplement and amend its answers hereto as prescribed by Rule 26(e) of the

Federal Rules of Civil Procedure.

(18)  The words “and” and “or” shall be construed conjectively or disjuncﬁvely as

necessary to bring within the Interrogatories all information which might otherwise be construed

as outside their scope.

INTERROGATORIES

INTERROGATORY NO._ {:

Specity the name and description of each type of good and service in connection with
which Applicant has ever used Applicant’s Mark, or in connection with whwh Apphcant intends

to use Apphcant s Mark, and for each of the goods and services so identified, Specxfy

(1)  The date of first use in the United States in connection with said goods and

services;

(2) The geographic area, by -st_ate, territory, or possession, in which
Applicant’s Mark has been used, and/or will be used, on or In connection with said goods
and services;

(3)  The channels of trade in which each of the goods and services are offered,

and/or will be offered including, but not limited to a description.of how sales are made to

the ultimate user or consumer of Applicant’s goods and services,

(4) The types of customers who are expected to purchase the goods and

services;
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(5) The approximate gross revenue generated by sales of each of the géods
and services under Applicant’s Mark for each year since such sales began:

(6)  The retail sale price of goods sold under Applicant’s Mark; and

(7) The approximate annual dollar amount expended by Applicant in

advertising and promoting each of the goods and services under Applicant’s Mark.

INTERROGATORY NQ. 2:

Identify the persons associated with Applicant whe are most knowledgeable about:

(1) Applicant’s clearance, selection, and adoption of Applicant’s Marl;
(2)  Applicant’s advertising and promotion of Applicant’s Mark;
(3)  Applicant’s licensing and enforcement efforts with respect to Applicant’s

Mark; and

'(4) Applicant’s sale or proposed sale of products under Applicant’s Mark.
INTERROGATORY NO. 3:

For each of the goods and services on or in connection with which Applicant has used

Applicant’s Mark, specify each period of time wherein such use has not taken place and the

circumstances surrounding such nonuse.

INTERROGATORY NOQ. 4:

Has Applicant ever licensed Applicant’s Mark? If so, for each license specify:

(1) The identity of the licensee; and

(2)  The effons-by Applicant to exercise control over the nature and quality of

the goods and services manufactured and/or sold under the Mark.
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INTERROGATORY NO. 5

Identify all documents in Applicant’s possession or control that refer or relate to Opposer

or Opposer’s Mark.

INTERROGATOQRY NO. 6:

Does Applicant contend that its goods or services offered under Applicant’s Mark are or
will be sold to a different class of customers or purchasers as the goods of Opposer offered under

- Opposer’s Marks? If so, specify the entire factual basis for such contention.

INTERROGATORY NO. 7;

Does Applicant contend that its goods or services offered, and/or to be offered, under
Applicant’s Mark are or will be sold in different channels of trade as the goods of Opposer

offered under Opposer’s Marks? If so, specify the entire factual basis for such contention.

- INTERROGATORY NO_ 8;

Is Applicant aware of any actual confusion as between the parties or their marks? If S0,

- specify all facts and circumstances relating to said actual confusion.

INTERROGATORY NQ, 9:

State whether Applicant is now or ever has been a party to any civil action or
administrative proceeding in the United States involving Applicant’s Mark. If so, identify the

proceeding, the marks involved, and the ultimate disposition of the proceedings.

INTERROGATORY NO. 10:

Identify each Person whom Applicant intends to call as a witness in this proceeding and

specify for each:
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(1) The subject marter upon which he/she is expected to testify;

(Z)  The substance of the facts and opinions to which he; or she is expected to
testify;

(3) - The grounds for each opinion that he/she is expected to give; and

(4)  Identify all documents that relate in any way to such person’s testimony.

INTERROGATORY NO_11:

Identify each search or investigation ever conducted by Applicant or its agents or

attorneys in respect to Applicant’s Mark or any mark that includes the BUFFALO.

INTERROGATORY NO. 12

Identify all polls, studies or surveys conducted by or for Applicant relating to Opposer’s

Marks, Applicant’s Mark or the issues raised in this opposition,

INTERROGATORY NO. [3:

Identify the legal and factual basis for Applicant’s contention that there is no likelihood

of confusion and dilution between Opposer’s Marks and Applicant’s Mark.

INTERROGATORY NO. 14;

Specify when Applicant first learned of Opposer’s Marks, the circumstances giving rise

to such knowledge, and identify all documents relating thereto. -

10
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INTERROGATORY NO. 15:

Specify if the persons whose identity was called for in response to Interrogatory No. 2 or
any officers, directors, managing agents or employees of Applicant will be in the United States at
any tume, and if so, specify their name, the dates, times and locations of their travel, the hotel(s)

at which they will stay and the purpose of their trip.

Respéctﬁllly submitted,

-

-~ Dated: November 23. 2004 avid Toren
SIDLEY AUSTIN BROWN & WOOD LLP

787 Seventh Avenue
New York, NY 10019
(212) 839 7335

11
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CERTIFICATE OF SERVICE

I'hereby certify that a copy of the foregoing OPPOSER’S FIRST SET OF
INTERROGATORIES has been served on counsel for Apphcant by Federal Express postage

prepaid, this 23™ day of November 2004 as follows:

Jess M. Colien

COLLENIP

The Holyoke — Manhattan Building
80 South Highland Avenue

Ossining, New York 10562 %
David Tcz/j/ |

12
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DT-6361
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MELCO, INC,, )
) Opposition No. 91157077
Opposer, ) _
) Mark: BUFFALO and Design
V. ' )
) Serial No.: 75/781,194
BUFFALO-EASTCANTRA INC., )
) Filing Date: August 20, 1999
Applicant. ) '
) Published: October 8, 2002

- OPPOSER'’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS'

Pursuant to Rule 34 of the Federal Rules of Civil Procedure, Opposer requests Applicant
to produce and mail to Opposer’s attorneys within the time specified by the Federal Rules of

Civil Procedure and Trademark Rules of Practice copies of the following documents and things

which are in Applicant’s possession, custody, or control,

DEFINITIONS AND INSTRUCTIONS

For purposes of this First Set of Requests for Productiod of Documents, the definitions
and instructions contained in Opposer’s First Set of Interrogatories, served herewith, shall apply.
In addition to the definitions and instructions contained in Opposer’s First Set of Interrogatories,

. served heréwith, the foH'owing additional definitions and instructions shall also a.pply:

(D These Requests shall be deemed continuous and Applicant shall be obligated to

produce and mail subsequently discovered documents and things as prescribed by Rule 26(e) of

the Federal Ruies of Civil Procedure.
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(2)  Ifany doecuments or any part of a requested document are withheld on the grounds
of the attorney- -client, the attorney work-product, or any other privilege, then identify each such
document withheld by its title, date, author, recipient(s), copy recipient(s), and subject matter,
the document’s present location and custodian of said document, the number of spectfic Requests

said document is responsive to, and state the nature of the privilege asserted for withholding such

document.
DOCUMENTS AND THINGS TO BE PRODUCED
I All documents and things referring or fe[at'mg to the date of first use in commerce

in the United States by Applicant of Applicant’s Mark on or In connection with Applicant’s
goods.

2. Representative samples of documents and things referring or relating to the date
- of the most recent use in commerce in the United States by Applicant of Apphcant 8 Mark n

connection with Applicant’s Uoods

3. All documents and things upon which Applicant intends to rely in establishing
continuous use in commerce in the United States of Applicant’s Mark in connection with

Applicant’s goods from the date since use began until the present,

4. All documents and things referring or relating to instances in which a person has
been confused, deceived, or mistaken about the source, origin, affiliation, connection or

association between the parties or their g00ds and services.

5. All documents and things ever sent or received by Applicant regarding any

allegation by Applicant that others have infringed Applicant’s Mark, or regarding any allegations

NY1 5827§76v|




by another Person that Applicant has infringed said another person’s mark by Applicant’s use of
-Applicant’s Mark. ' -

6. All documents and things referring or relating to inter partes state or federal

trademark office proceedings, or inter partes state or federal court proceedings, in which
Applicant’s Mark was involved.

7. All documents and things referring or relating to polls, studies, surveys or
investigations conducted by or for Applicant relating to Opposer’s Marks and/or Applicant’s
Mark.

- 8. Representative samples of each different label, package, advertisement, catalog,
brochure, or other promotional means or media in which Applicant’s Mark has been used by
Applicant.

S All documents and things from which Opposer can determine the amount of
money which Applicant has expended on advertising or promoting Applicant’s Mark in the
United States.

10. Each and every contract, agreement or other understanding, written and oral,
between Applicant'a.ﬁd any other entitfy concerning use of Applicant’s Mark or variations
thereof.

11, Each and every search conducted by or on behalf of Applicant regarding

Applicant’s Mark or trademarks similar to Applicant’s Mark.

12, All documents and things called for in Opposer’s First Set of Interrogatories.

NY1 3627876v!



13. All documents and things which Applicant believes provide any support for each

refusal to admit (or deny) in the accompanying Opposer’s First Set of Requests for Admissions.

14 All documents and things referring or relating to applications to register

Applicant’s Mark, or any registrations to Applicant’s Mark in the United States.

15, All documents and things that Applicant believes provide ariy support for

Applicant’s contention that there 1s no likelihood of confiision between-Odeser’s_ Marks and

Applicant’s Mark.
16.  All documents and things referring or relating to Opposer or Opposer’s Marks.

17. All documents and things from which Opposer can determine the annual sales in

dollars and units of products or services in connection with Applicant’s Mark since such sales.

began.

18.  All documents and things'referring or relating to the channels of trade through

which products bearing Applicant’s Mark are marketed, distributed and/or sold.

19.  All documents and things identifying all stores or retail locations where

Applicant’s Goods are sold, offered for sale, or are intended to be sold in the future under

Applicant’s Mark,

20.  All documents and things referring or relating to Applicant’s selection, intended

use, adoption and/or use of Applicant’s Mark,
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21 All documents and things referring or reiatmg to any plans Applicant has to

expand use of Applicant’s Mark to other products, services, markets, trade channels or

geographic territories.

22, All documents and things referring or relating to any use, registration or attempt

to register any marks by third parties that include a stag design.

23. A representative sample of each product sold under the BUFFALO & Design
mark by Applicant.

24

All documents and things that Applicant believes provide any support for

Applicant’s contention that Applicant’s Mark is not likely to cause confusion with Opposer s

Ma.rks

25, All documents and things that Applicant believes provide any support for

Applicant’s contention that Applicant’s Mark is not likely to dilute the distinctiveness of

Opposer’s Marks.

26. All documents and things referring or relating to the distinctiveness of Opposer’s
Marks.

27.

All documents and things referring or relating to the distinctiveness of
Applicant’s Mark.
28, All documents and things referring or relating to the market in which Applicant

uses Applicant’s Mark.

n
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29.

Representative documents sufficient to determine the exact goods mtended to be

marketed under the BUFFALO & Design mark by Applicant.

Dated: November 23, 2004

NY1 5627876v1

Respectfully submitted,

I 5

v1d Toren
S]I)LEY AUSTIN BROWN & WOOD LLP
787 Seventh Avenue
New York, NY 10019
(212) 839 7355



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing OPPOSER’S FIRST SET OF REQUESTS
FOR THE PRODUCTION OF DOCUMENTS AND THINGS has been served on counsel for

Applicant by Federal Express, postage prepaid, this 23rd day of November 2004 as follows:

Jess M. Colien

. COLLENTP
The Holyoke ~ Manhattan Building
80 South Highland Avenue
Ossining, New York 10562

g -

vid Toren
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EXHIBIT B




@ COoLLEN 1P

INTELLECTUAL PROPERTY LAW

Telephone [914) 941-5668

Facsimile (914) 9416091
www.collenlaw.com

E-MAIL: JCDLLEN@COLLENLAW.COM_ .

December 27,7 2004

VIA FACSIMILE: 5 PAGES FAX: 212-839-5599
CONFIRMATION BY MAIL

David Toren, Esq.

Sidley Austin Brown & Wood, LLP

787 Seventh Avenue -

New York, New York 10019

Re: U.S. Trademark Opposition No. 91157077
Consent Agreement: Melco, Inc. and Buffalo-Eastcantra, Inc.

Applicant  : Buffalo-Eastcantra Inc
Mark : BUFFALO (& Design)
Serial No. : 75/781,194

Our Ref. 1 86465

Dear David,

I have been consulting with my client. Solely in the interest in bringing to a
conciusion this opposition, they agree to add a provision to the pending agreement:
I refer to our letter of August 2, 2004 regarding the prior draft agreement signed
by my client. The final draft of the settlement agreement is on your system (your
document “NY1 5348735vl”). In that version, we authorize the following
changes:

INSERT A:

_INSERT B:
NEW paragraph 2, which states:

FACSIMILE NOTICE: This transmisaion may be an attorney-client communication which is PAIVILEGED AND CONFIDENTIAL. If you are not the intended recipient,
or an agent rasponsibie for delivering this to the intanded recipient, you have received this document in error and any raviaw, dissemination, distribution or copying

of this message IS PROHIBITED, If you have received this communication in arror, plaasa notify us IMMEDIATELY by tefephone 1 514 541 5668 and raturn the
original message and any copies to us by mail. We will pay the cost of return, .

COUEN P Intellectual Property law, P.C., THE HOLYOKEMANHATIAN BUILDING,
80 Scuth Highland Avenue, Ossining-en-Hudsen, Westchester County, New York 10562 USA



Please also pickup the handwritten changes to your draft (SEE attached).

If you prefer, please email your draft to me and we will make all of the changes
at our end,

Very truly yours,
COLLEN /P

Jess M. Collen
JMC: jmd

Enclosure - Revised draft agreement
BA4G5.1Hr12-27-04) .



EXHIBIT C




Telephone (914] 941-5468
Focsimile (914] 9416001
www.colienlaw.com

E-MAIL: JCOLLEN@COLLENLAW.COM

December 28, 2004

VIA FACSIMILE: 1 PAGE FAX: 212-839-5599
CONFIRMATION BY MAIL

David Toren, Esq.
Sidley Austin Brown & Wood, LLP

787 Seventh Avenue :
New York, New York 10019

- Re: U.S. Trademark Opposition No. 91157077
Consent Agreement: Melco, Inc. and Buffalo-Eastcantra, Inc.
Applicant  : Buffalo-Eastcantra inc

Mark : BUFFALO (& Design)
Serial No. 75/781,194
Our Ref. : 86465

Dear David,

Further to my letter of December 27, | am presuming in view of our offer to
reselve this along the lines you have proposed, we can agree to stay any further

attention to discovery.
I.look forward to hearing from you at your earliest convenience,

Very truly yours,
LEN /P

- Jesd M. Cdllen

JMC:pm

BB485.0rr to D Toran 112-28-04)

OF an agent responsible for delivering this to the intended recipient, you have received this docurment in afror and any review, dissemination, distribution or copying
af this messags IS PROHIBITED. If you have received this communication in error, please notify us IMMEDIATELY by talephone 1 914 941 5868 and return the

original message and any copies to us by mail. We will pay the cost of raturn,

COLUEN IP Intellectual Property law, P.C., THE HOLYCKE-MANHATTAN BUILDING,
80 South Highland Avenue, Ossining-on-Hudson, Wesichester County, New York 10562 USA



EXHIBIT D




Telephone (?14) 941-5668

Facsimile {914) 941-6091
www.callenlaw.com WITHOUT PREJUD[CE

E-MAIL: JCOLLEN@COLLENLAW.COM

March 11, 2008

VIA FACSIMILE: 1 PAGE FAX: 212-839-5599
CONFIRMATION BY MAIL

David Toren, Esq.
Sidley Austin Brown & Wood, LLP

787 Seventh Avenue _
New York, New York 10019

Re: U.S. Trademark Opposition No. 81157077
Consent Agreement: Meico, Inc. and Buffalo-Eastcantra, Inc.

Applicant  : Buffalo-Eastcantra Inc
. Mark : BUFFALO (& Design}

Serial No. :75/781,194

Our Ref. = : 86465

Dear David:

My client is considering simply withdrawing its application without prefudice.
I will draft a consented withdrawal of the application, and a consented withdrawal
of the opposition. : : '

[ look forward to hearing from you.

Very truly yours,
CQOLLEN

Jess M. Colien

JMC:.pm

BB4G5.1r 10 O Toren (12-28-04)

LY
FACSIMILE NOTICE: This transmission may ba an attorney-client communication which is PRIVILEGED AND CONFIDENTIAL. If you are not the intended recipient,

Or an agent responsitble for delivaring this to the intended recipient, you have received this documant in efror and any review, dissemination, distribution or copying
af this message IS PROHIBITED. If You have received this communication in errar, please notify us IMMEDIATELY oy telephone 1 914 941 5668 and return the

ariginal messags and any copies to us by mail. We will pay the cast of return.

COLLEN IP Intellectual Property Law, PC., THE HOLYOKE-MANHATTAN BUILDING,
80 South Highland Avenue, Ossining-on-Hudson, Wesichester County, New York 10582 USA



EXHIBIT E




SIDLEY AUSTIN BROWN & WOOD wp

BEIJING 787 SEVENTH AVENUE LOS ANGELES
BRUSSELS _ NEw York, NEwW YorK 10019 NEW YORK
TELEFHONE 212 839 5300

cHicaco FACSIMILE 212 839 5569 SAN FRANCISCO

DALLAS www.sidley.com SHANGHAI -

GENEVA FOUNDED 1866 SINCAPORE
HONG XONG TOKYQ

LONDON WASHINGTON, D.C,

WRITER'S E-MAIL ADDRESS

WRITER'S DIRECT NUMBER
dtoren®@sidley.com

(212} 839.7355

October 7, 2003

By Facsimile and Mail

COLLEN IP

The Holyoke-Manhattan Building
80 South Highland Avenue
Ossining, NY 10562

Re: Your Ref: T-63485
Our Ref: DT-6361 /43602._1
U.S. Trademark Opposition No. 91157077

Dear Mr. Collen:

We refer to our conversation of September 22, 2003.

It appears that our client is only willing to drop the opposition if your.client
agrees to - ' '

Please let us know whether your client is amenable to :

We look forward to hearing from you.

Very truly yours,




EXHIBIT F




SIDLEY AUSTIN BROWN & WoOU

BEIJING 787 SEVENTH AVENUE
NEW YORK, NEW YOork 10019

BRUSSELS
TELEPHONE 212 839 5300
CHICAGO . FACSIMILE 212 839 5599
DALLAS www.sidley.com
GENEVA T FounNDED 1866
HDNG KONG
LCNDCN

WRITER’S DIRECT NUMBER
(212) 839-7355

August 2, 2004

By Facsimile

COLLEN IP

The Holyoke-Manhattan Building
80 South Highland Avenue
Ossining, NY 10562

Re: Your Ref: T-63485
Our Ref: DT-6361/43602.1
U.S. Trademark Opposition No. 91157077

Dear Mr. Collen:

We refer to your letter of today.

LLP

LOS ANGELES

NEW YORK

SAN FRANCISCOD

SHANGHAI

SINGCAPORE

TOKYQ

WASHINGTON, D.C.

WRITER'S E-MAIL ADDRESS
dtoren@sidley.com

Please note that you never responded to our letter of October 7, 2003 (a copy

thereof is attached.) Unless your client agrees to make the changes requested therein and to also
7 our client will not be

able to withdraw the opposition.

+ We look forward to hearing from yoﬁ.
Very truly yours,

Dé. Ad Toren

SIOLEY AUSTIN BROWN & WOOD LLP S A DELAW ARE LIMITED LIABILITY PAKINERSHIP PRACTICING IN AFFILIATION WITH OTHER SIDLEY AUSTIN BROWN & WOOD PARTMNERSHIPS
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DT-6361
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MELCO, INC,, )
) Opposition No. 91157077
Opposer, )
: ) Mark: BUFFALO and Design
v, )
_ ) . Serial No.: 75/781,194
BUFFALO-EASTCANTRA INC,, )
' ) Filing Date: August 20, 1999
Applicant. )
) Published: October 8, 2002

‘MOTION FOR ENTRY OF SANCTIONS UNDER 37 CFR § 2.120(2)(2)

Pursuant to 37 CFR § 2.120{g)(2), Opposer, Melco, Inc., hereby respectfully
requests that the Trademark Trial and Appeal Board issue a judgment sustaining the opposition
because Applicant completely failed to answer Opposer’s First Set of Interrogatories and First
Set of Requests for Documents and Things and, on the due date of Applicant’s discovery

responses, informed the undersigned by letter that Applicant would not respond to the requests.
1. OnNovember 24, 2004 Opposer filed discovery requests.

2. - On December 28, 2004, the due date for Applicant’s responses, Applicant -
sent Opposer a letter stating that Applicant presumes that, in view of Appli.cant’s “offer to
resolve this along the lines you have proposed, we can agree to stay any further attention to
discovery. I look forward to hearing from you at your earliest convenience.” 'Aﬁplicant never
followed up its letter nor requested an extension for submitting its discovery responses. To this
date, Applicant has not submitted a siflgle response or document. Accordingly, Applicant’s letter
of December 28, 2004 must be regarded as Applicant’s expression of its intent to not respond to

the discovery requests.

NYT 5697781v]



3. Since Applicant has made absolutely no effort to provide Opposer with
any answers to the discovery requests and due to Applicant’s informing Opposer that no
response will be made, Opposer requests that the Board enter a judgment against the Applicant in

accordance with 37 CFR § 2.120(g)(2) and sustain the opposition. See TBMP 527.01¢b).

4, In the alternative, if the Board finds that Applicant did not inform Opposer
of its intent to not respond to the discovery requests, then Opposer requests that the Board enter

sanctions under its inherent authority to sanction. See TBMP 527 03,

Respectfully submitted,
[) 27~
Dated: May 2. 2005 D@/roren
S EY AUSTIN BROWN & WOOD LLP

787 Seventh Avenue
New York, NY 10019
(212) 839 7355

CERTIFICATE OF SERVICE

1 hereby certify that a copy of the foregoing MOTION FOR ENTRY OF SANCYIONS
has been served on counsel for Applicant by First Class Mail, postage prepaid, this 2nd day of
May 2005 as follows:

Jess M. Collen
COLLEN IP
The Holyoke — Manhattan Building

80 South Highland Avenue
Ossining, New York 10562

ﬁ N A
W’d Toren

2
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