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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
MELCO, INC., )
)
Opposer, )
) Opposition No. 91,157,077
v, ) Application No. 75/781,194
) Mark: BUFFALO and design
BUFFALO-EASTCANTRA INC, )
)
Applicant )
)

APPLICANT’S RESPONSE TO OPPOSER’S MOTION TO REOPEN AND
MOTION FOR ENTRY OF SANCTIONS UNDER 37 CFR § 2.120(g)(2)

Applicant, Buffalo-Eastcantra Inc, (hercinafter “Applicant”™), hereby files this
response to Opposer’s, Melco, Inc.’s (hereinafter “Opposer™), Motion to Reopen [D.E.
11] and Opposer’s Motion For Entry of Sanctions Under 37 CFR § 2.120(g)(2) [D.E. 12].

Opposer’s motion to reopen and motion for sanctions is nothing more than a
thinly veiled attempt to redirect the Board's attention from the fact that they have failed
to submit any testimony in support of the Opposition proceeding that they themselves
have filed, and to which Applicant has expended significant resources in defending.
Although the Parties were engaged in active settlement discussions, such discussions
have yet to produce a final resolution of this matter, and both Parties were thercfore not

relieved of their obligation to comply with the trial schedule issued by the Board.



Moreover, Opposer’s reliance on what it perceives as discovery deficiencies is
completely misplaced as Opposer’s deadline to address any such deficiencies as well as
participate in a good faith meet and confer as required by 37 CFR § 2.120(e)(1), has long

passed.

1. Opposer’s Motion to Reopen

Opposer has not demonstrated excusable neglect and thus should not be granted
its request to reopen the discovery period for an additional seven days and reset
Opposer’s testimony period.

In accordance with Pumpkin Lid. v. The Seed Corps., 43 U.S.P.Q.2d 1582, 1586
(TTAB 1997), the TTAB may consider “all relevant circumstances surrounding the
party’s omission” in making an equitable determination as to whether a party’s neglect is
excusable. Relevant considerations include (1) the danger of prejudice to the nonmovant,
(2) the length of the delay and its potential impact on judicial proceedings, (3) the reason
for the delay, including whether it was within the reasonable control of the movant, and
(4) whether the movant acted in good faith.” /d.

With regard to the first factor, Applicant refutes Opposer’s assertion that no
prejudice will accrue to Applicant as a result of Opposer’s failure to prosecute. Applicant
has devoted great efforts and resources to defending and attempting to settle this dispute.
It is unjust that Applicant should now bear the burden of expending further time and
resources to defend against this Opposition simply due to Opposer’s lack of diligence.

Opposer should bear the tull consequences of its failure to prosecute.'

¢ Applicant has filed a motion for Involuntary Dismissal for Failure to Prosecute, mailed on May 17, 2005



In determining whether neglect is excusable, several Circuit Court have stressed
the great importance and weight of the third factor—the reason for the delay—in relation
to the other factors. See United States v. Torres, 372 F.3d 1159, 1163 (10th Cir. 2004);
Graphic Communications Int'l Union v. Quebecor Printing Providence, Inc., 270 F.3d 1,
S (1st Cir. 2001); Lowry v. McDonnell Douglas Corp., 211 F.3d 457, 463 (8th Cir. 2000);
Thompson v. E.LduPont de Nemours & Co., Inc., 76 F.3d 530, 534 (4th Cir. 1996);
Weinstock v. Cleary, Gottlieb, Steen & Hamilton, 16 F.3d 501, 503 (2d Cir. 1994).

Even a cursory review of Opposer’s motion reveals no reasonable excuse for the
delay, and only points to mere carelessness and inexcusable neglect. In fact, nowhere in
Opposer’s entire motion does it point to a single intervening cause that prevented it from
meeting the deadline for submission of testimony.

Opposer contends that it relied upon representations made by Applicant’s counsel
in the March 11, 2005 letter that Applicant was considering a withdrawal of it’s
application. First, this statement was made during negotiations and contingent upon
settlement of the matter. Second, no definitive statements as to the withdrawal of the
application were made in the March 11th letter, nor did Opposer make any effort to
confirm that Applicant was indeed withdrawing its application. As such, Opposer was
not justified in relying upon tentative statements concerning the possibility of Applicant
withdrawing its application made in the March 11, 2005 letter and any delay premised
upon this statement is inexcusable negligence. Opposer was obligated to comply with the
Board’s trial schedule or seek a timely extension in light of the settlement discussions.

Opposer also cites Applicant’s failure to respond to Opposer’s discovery requests

as reason for its failure to prosccute. However, in furtherance of settlement discussions,



discovery was stayed. (See Opposer’s Exhibit C). Furthermore, if Applicant failed to
respond to Opposer’s discovery requests, Opposer’s proper recourse was a motion to
compel discovery filed prior to the commencement of the first testimony period. 37 CFR
§ 2.120(e)(1). Additionally, prior to filing a Motion to Compel, Opposer had a duty to
meet and confer with Applicant in good faith in an attempt to resolve the discovery
dispute. Id. Opposer did not make any effort to meet and confer with Applicant, nor did
Opposer file a Motion to Compel. Hence, Opposer missed the deadline to compel
discovery due to its own lack of diligence and is now making a desperate attempt to
reopen the proceeding. Such conduct is inexcusable negligence.

In light of the weighted importance of the third factor, the evidence supports
denial of Opposer’s motion. Opposer’s failure to present evidence during its assigned
testimony period was solely the result of Opposer’s lack of diligence. Consequently,
Opposer has not demonstrated excusable neglect and its motion to reopen should be
denied.

Furthermore, Opposer’s Motion to Reopen was signed by Katrin Zuehlke for the
attorney of record, David Toren. Such a practice is expressly prohibited by 37 CFR §§
2.119 and 10.18(a). See Boyds Collection, Ltd. v. Herrington & Company, 65
U.S.P.Q.2d 2017 {TTAB) {response to motion to suspend signed by person on behalf of
practitioner is inappropriate). Accordingly, Opposer’s Motion to Reopen should be

stricken for improper signature.

1. Opposer’s Motion For Entrv of Sanctions Under 37 CFR § 2.120{g)(2)




Opposer’s Motion For Sanction under 37 CFR § 2.120(g)(2) should be denied as
untimely, procedurally deficient, and/or alternately, should be stricken for improper

signature.

A. Opposer’s Motion is Untimely

Opposer’s motion for sanctions is nothing more than an untimely filed Motion To
Compel Discovery and, as such, should be denied. A motion to compel is properly filed
prior to the commencement of the first testimony period. 37 CFR § 2.120(e)(1). Opposer
allowed its testimony period to lapse without taking any action and thus missed the
deadline to tile a motion to compel. Consequently, Opposer should now be estopped
from filing a belated motion to compel under the misnomer of a motion for sanctions

based upon equitable principles.

B. Opposer’s Motion Fails To Comply With The Requirements of 37 CFR § 2.120(e)(1)

Not only is Opposer’s motion untimely, it also fails to comply with the
requirements set forth in 37 CFR § 2.120(e}(1). Scction 2.120(e)(1) requires that the
party seeking to compel discovery confer with its opponent in a good faith effort to
resolve the discovery dispute, prior to moving to compel discovery. If the meet and
confer is unsuccessful, a motion to compel may be filed, including a statement that the
parties conferred but were unable to reach an agreement. /d. Opposer did not make a
good faith effort to confer with Applicant to resolve deficiencies in discovery. Since
Opposer has failed to comply with the procedural requirements of 37 CFR § 2.120(e)(1),

its motion should be denied.



C. Opposer’s Motion For Sanctions Was Improperly Signed

Furthermore, Opposer’s motion for sanctions was signed by Katrin Zuehlke for
the attorney of record, David Toren. As discussed above, such a practice is expressly
prohibited by 37 CFR §§ 2.119 and 10.18(a) and accordingly, Opposer’s motion for

sanctions should be stricken for improper signature.

1I1. Conclusion
For the foregoing reasons, Applicant respectfully requests that the Board DENY

Opposer’s Motion to Reopen and Motion For Entry of Sanctions.

Respectfully submitted for
Buffalo-Eastcantra Inc,

/

I efffgy A. Lindenbaum

Jess M. Collen

COLLEN /P

The Holyoke-Manhattan Building
80 South Highland Avenue
Ossining, New York 10562
Telephone: (914) 941-5668
Applicant’s attorney

Dated: May 23, 2005



CERTIFICATE OF SERVICE

I, Jeffrey A. Lindenbaum, hereby certify that the Applicant’s Response To Opposer’s
Motion To Reopen And Entry Of Sanctions Under 37 Cfr § 2.120(G)(2) has been served
upon David Toren, Esq., Sidley Austin Brown & Wood LLP, 787 Seventh Avenue, New
York, NY 10019, by First Class Mail, postage prepaid, on this 23th day of May, 2005.




