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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Bachman's Inc.

Opposer,
Serial No.: 76/425,846
Opposition No. 9116796
Mark: MIGHTY MULCH

V.
William T. Wilkinson,

Applicant.

N’ N’ N’ N N N N S N N’

RE-SUBMITTED MOTION TO COMPEL RESPONSES TO DISCOVERY REQUESTS

On March 9, 2004, Opposer filed a Motion for Entry of Judgment or in the alternative
Motion for Summary Judgment. This Motion crossed in the mail with the TTAB's Notification
that the proceedings had been placed in suspension. The latter notification was dated March 1,
2004.

On March 22, 2004, the Board issued a Decision granting the Opposer's Motion to
Compel and giving the Applicant 30 additional days to respond to the outstanding discovery.
The Applicant has made no response to the discovery requests, despite the fact that the deadline
of April 21, 2004 has passed.

In the March 22, 2004 Decision, the Board refused to consider the Motion for Sanctions
and Alternative Motion for Summary Judgment in view of the fact that the proceedings were in
suspension when this Motion was originally filed. The proceedings have been resumed, and

Opposer is therefore re-submitting its Motion.



This Motion is pursuant to Rule 2.120(e) of the Trademark Rules of Practice and for the
reasons set forth in the accompanying affidavit of Linda M. Byrne, attorney for Opposer,
Bachmans' Inc.

Opposer hereby respectfully moves the Trademark Trial and Appeal Board for an Order
compelling Applicant, Wilkinson, to respond to outstanding interrogatories, document

production requests, and requests for admission for the following reasons:

FACTS
1. Opposer filed a Notice of Opposition against Applicant's mark on or about May 8,
2003.
2. On or about September 3, 2003, Opposer served its First Set of Interrogatories,

Document Production Requests, and Requests for Admissions upon Applicant.

3. Applicant's responses to said discovery requests were due on or about October 8,
2003. A copy of Opposer's discovery requests are attached hereto as Exhibits A, B and C.

4. On September 23, 2003, Opposer's attorney set a letter to Applicant's attorney
reminding him of the discovery response deadline (Exhibit D). On November 2, 2003,
Applicant's attorney sent a letter to Opposer's attorney, stating that he expected to respond to the
discovery requests before November 16, 2003 (Exhibit E). On November 11, 2003, Opposer's
attorney sent a letter to Applicant's attorney stating that the discovery responses were late and

that the statements in the Requests for Admission are deemed admitted (Exhibit F).



5. Opposer's attorney spoke with Applicant's attorney by telephone on January 9,
2004. At that time, Opposer's attorney made a good faith effort, by teleconference, to resolve
with Applicant's attorney the issues presented in this Motion. However, counsel was unable to
reach agreement. Applicant's attorney stated that he had instructions from his client to take no
further action regarding this opposition proceeding so the Applicant does not intend to respond to

the outstanding discovery requests.

OPPOSER'S STATEMENT OF GOOD FAITH

Pursuant to Trademark Rule 2.120(¢), Opposer, through its counsel has made a good faith
effort to resolve the issues presented in this Motion with Applicant's counsel, but has been
unable to do so.

CONCLUSION

Opposer thus respectfully urges the Board to consider an Order compelling Applicant
herein to respond to Opposer's outstanding discovery. |
Respectfully submitted,
BACHMAN'S INC.

By its attorney,

4/,92/04 ’
r Linda M. Byrne, R&g. No. 32,304

MERCHANT & GOULD P.C.

P.O. Box 2910

Minneapolis, Minnesota 55402

(612) 336-4615

Date

Attachments: Exhibits A-F

KACLIENTS\05\05774\50usta\Motion to Compe Responses to Discovery Requests.doc



CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this Transmittal Letter and the paper, as
described herein, are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to:
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513, on April 22, 2004

By S ;Q; .,%ﬁgg;zm e, =
Name: Judy M. gchmi
N~—

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing RE-SUBMITTED
MOTION TO COMPEL RESPONSES TO DISCOVERY REQUESTS was served, via first-
class mail, postage prepaid on Charles S. Knothe P.A., 14 The Commons, 3516 Silverside Road,
Wilmington, DE 19810, this 22nd day of April, 2004.

-

By: Judyzgi g;hmidt
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Bachman's, Inc., )
)
Opposer, )
) Opposition No. 9116796
) Serial No.: 76/425,846
) Mark: MIGHTY MULCH
Wilkinson, )
)
Applicant. )
)

OPPOSER'S FIRST SET OF REQUESTS
FOR ADMISSION

Bachman's, Inc. (hereinafter referred to as "Opposer"), hereby requests, pursuant to Rule
36, Fed. R. Civ. P. and Trademark Rules 2.116(a) and 2.120, that William T. Wilkinson
(hereinafter referred to as "Applicant") respond by admitting the truthfulness of the matters set
forth below, within the time specified by the Federal Rules of Civil Procedure and the Trademark

Rules of Practice.

DEFINITIONS AND INSTRUCTIONS

A. The definitions and instructions contained in Opposer’s First Set of Interrogatories
to Applicant (the "interrogatories") are incorporated herein by reference.
B. Additionally, for any response that is not a complete and full admission, state in

detail the reasons for the full or partial denial.



MATTERS TO BE ADMITTED

1.  Opposer began use of Opposer’s Marks in the U.S. before Applicant began use of
Applicant’s Mark in the U.S.

2. Applicant’s use of the mark MIGHTY MULCH in connection with Applicant’s
products creates a likelihood of confusion with Opposer’s Marks MIGHTY MANURE and
MIGHT EARTH.

3.  The term "MIGHTY" is not diluted in the lawn and garden industry.

4. Applicant has made no use of the mark MIGHTY MULCH in interstate commerce
in the United States.

5. Applicant’s products provided under the name MIGHTY MULCH are or will be
related lawn and garden care products.

6. Applicant’s products are marketed toward the same class of customers as those to
whom Opposer’s products are marketed.

7. Applicant’s products under Applicant’s Mark are marketed in the same channels of
trade as Opposer’s products under Opposer’s Marks.

8.  Applicant’s Mark MIGHTY MULCH is substantially similar to Opposer’s
MIGHTY EARTH and MIGHTY MANURE marks in sound.

9.  Applicant’s Mark MIGHTY MULCH is substantially similar to Opposer’s
MIGHTY EARTH and MIGHTY MANURE marks in appearance.

10. Applicant’s Mark MIGHTY MULCH is substantially similar to Opposer’s

MIGHTY EARTH and MIGHTY MANURE marks in connotation.




11.

Applicant was aware of Opposer before adopting the MIGHTY MULCH mark

for use in connection with its products.

12.

Applicant was aware that Opposer used the marks MIGHTY EARTH and

MIGHTY MANURE before adopting the MIGHTY MULCH mark for use in connection with its

products.
13.
14.
15.

16.

Opposer's MIGHTY EARTH and MIGHTY MANURE marks are well-known.
Opposer's MIGHTY EARTH and MIGHTY MANURE marks are famous.
Applicant will or has sold its MIGHTY MULCH product in retail stores.

Applicant is not aware of any other entity using the term “MIGHTY" in

association with a lawn and garden care product, other than Opposer.

17.

18.

19.

20.

21.

22

23.

commerce.

24.

25.

26.

Opposer has a national reputation as a leading lawn and garden care producer.
Applicant does not operate a website featuring the trademark MIGHTY MULCH.
Applicant has not begun to use the trademark MIGHTY MULCH.

Applicant markets and sells its products in the lawn and garden industry.
Applicant markets and sells its products via distributors.

Applicant markets its products via the Internet.

Applicant has not yet begun to use the MIGHTY MULCH trademark in

Applicant attends trade shows in the United States.
Landscaping mulch can serve as a nourishing substance for earth and plants.

Landscaping mulch can serve as a soil conditioner.




27.  There is likelihood of confusion between Applicant’s MIGHTY MULCH

trademark and Opposer’s MIGHTY EARTH and MIGHTY MANURE trademarks.

Respectfully submitted,
BACHMAN'S, INC.

By its attorneys,

Date “;’l/ 3/{) 3

3200 IDS Center

80 South Eighth Street
Minneapolis, Minnesota 55402
(612) 336-461

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing: INTERROGATORIES,
REQUESTS FOR ADMISSIONS and DOCUMENT REQUESTS.were served by first class
mail, postage prepaid on:

Charles.S. Knothe P.A.
14 The Commons

3516 Silverside Road
Wilmington, DE 19810

7'/77’0,5 d . %’
Date: : B% Jamie Holden
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Bachman's, Inc., )
)
Opposer, )
) Opposition No. 9116796
) Serial No.: 76/425,846
) Mark: MIGHTY MULCH
Wilkinson, )
)
Applicant. )
)
OPPOSER'S FIRST SET OF

INTERROGATORIES TO APPLICANT

Bachman's, Inc. (hereinafter referred to as "Opposer"), hereby requests, pursuant to Rule
33, Fed. R. Civ. P. and Trademark Rules 2.1 16(a) and 2.120, that William T. Wilkinson
(hereinafter referred to as "Applicant") serve upon Opposer sworn answers to the interrogatories
set forth below within thirty (30) days after the service hereof. These interrogatories are
intended to be continuing in nature and any information that may be discovered subsequent to
the service by Applicant of its responses should be brought to Opposer’s attention through
supplemgntal answers within a reasonable time following such discovery.

For the convenience of the Board and the parties, Opposer requests that each

interrogatory be quoted in full immediately preceding the response.




DEFINITIONS AND INSTRUCTIONS

A. The word "person" shall mean and include without limitation, individuals, firms,
associations, partnerships, and corporations.

B. The term "Opposer" shall mean Bachman's, Inc., its predecessors in interest,
related companies, licensees, subsidiaries, and divisions, employees, agents, and representatives.

C. The term "Applicant” shall mean William T. Wilkinson, his predecessors in
interest, related companies, licenses, subsidiaries, and divisions, employees, agents, and
representatives.

D. The term "document” or "documents" is used in its customary broad sense to
include without limitation: e-mails; brochures; pamphlets; advertisements; circulars; trade
letters; press releases; memoranda; notes; letters; agreements; website printouts; reports and/or
summaries of interviews; reports and/or summaries of investigations; opinions or reports of
consultants; opinions of counsel; communications of any nature including internal company
communications; reports or summaries of negotiations; drafts of documents and revisions of
drafts of documents, and any written, printed, typed or other graphic matter of any kind or
nature; drawings; photographs, charts, and all mechanical and electronic sound recordings or

transcripts thereof, in the possession and/or control of Applicant or its employees or agents, or

known by Applicant to exist, and shall include all copies of documents by whatever means made
and whether or not claimed to be privileged or otherwise excludable from discovery.

E. Where identification of a person is requested, such identification should include
the person's name, title, address, and telephone number.

F. Where identification of a document is requested, such identification should be

sufficient for the characterization of such a document in a request for production of documents



under Rule 34 of the Federal Rules of Civil Procedure and should include without limitation the
following information, namely:

(1) the name and address of the author;

2) the date;

3) the general nature of the document, i.e., whether it is a letter,
memorandum, pamphlet, report, advertisement, etc.;

4) for each document that Applicant contends is privileged or otherwise
excludable from discovery, the basis for such claim of privilege or other
grounds for exclusion.

G. Whenever the interrogatories call for the identification of a document, Applicant
may, in lieu of such identification, produce such document, marked with the number of the
interrogatory to which it is responsive.

H. Whenever the interrogatories refer to "Applicant's Mark," they refer to the mark
MIGHTY MULCH in block letters or stylized form and any marks containing the term
*"MIGHTY™".

L Whenever the interrogatories refer to "Opposer’s Marks,” they refer to the marks

MIGHTY EARTH and/or MIGHTY MANURE in block letters or stylized form.



INTERROGATORIES

1. Identify by its common, usual, and ordinary commercial name each separate
product and/or service on or in connection with which Applicant's Mark has been used, whether
such use has been in the United States or elsewhere.

2. For each product and/or service identified in response to Interrogatory No. 1,
identify, where applicable, the period(s) of time during which use of Applicant's Mark on or in
connection therewith has occurred.

3. Identify the channels of trade through which Applicant currently markets and/or
intends to market each product and/or service identified in response to Interrogatory No. 1.

4. Identify the classes or types of purchasers to whom Applicant currently markets
and/or intends to market each product and service identified in response to Interrogatory No. 1.

5. With respect to Applicant's Mark:

(a) Identify all media (including, but not limited to Internet directories,
industry directories, catalogs, trade journals, newsletters, magazines, advertising, direct-mail,
radio programs, television programs, trade shows, or conferences), in which Applicant has
advertised each product and service marketed identified in response to Interrogatory No. 1;

(b)  Identify all documents which relate or pertain in any manner to advertising
by or for Applicant and which include Applicant's mark. Such documents should include, but
are not limited to, a sample of each and every type of advertising media identified in
Interrogatory 5(a);

6. Identify the person or persons most knowledgeable about Applicant's use,

promotion, and advertisement of Applicant's Mark generally and in the lawn and garden care

industry specifically.




7. State when and under what circumstances Applicant adopted the mark MIGHTY
MULCH, including, but not limited to, Applicant's reasons for adopting Applicant's Mark.
8. Identify all individuals involved in Applicant's decision to adopt the mark

MIGHTY MULCH.

9. State when and under what circumstances Applicant first became aware of
Opposer's Marks.

10.  Identify all investigations that Applicant has ever conducted or had conducted
conceming the use of the mark MIGHTY MULCH per se or any marks comprised of or
containing the term " MIGHTY" by persons other than Applicant.

11.  Identify all searches, reports, and studies concerning the likelihood of confusion
between Applicant's Mark and Opposer's Marks that Applicant has ever conducted or prepared,
or had conducted or prepared.

12. Identify all searches, reports and studies conceming Applicant's use and
registration (in the U.S. or elsewhere) of Applicant's mark.

13.  Identify all instances of confusion, mistake, or decéption regarding Opposer and
Applicant, or their respective marks involved in this proceeding, and if such instances of
confusion, mistake, or deception exist, identify each instance of confusion, mistake, or deception.

i4. State wﬁether any person or entity has entered into an agreement with Applicant
regarding use and/or registration of Applicant's Mark, including, but not limited to, license
agreements, settlement agreements, coexistence agreements, and consents and, if so, identify
each such person or entity and the date of such agreement.

15. Identify each witness from whom Applicant intends to introduce testimony during

its testimony period in this proceeding and state the substance of each witness's testimony.



16.  Identify each person who supplied information used in answering the foregoing
interrogatories and identify the answer(s) to which he or she supplied information.

17.  For any response to Opposer's First Set of Requests for Admission that is not an
unqualified admission, state the reasons for Applicant's partial or complete denial.

Respectfully submitted,

BACHMAN'S, INC.

By its attorneys,

Az o
Daté
3200 IDS Center
80 South Eighth Street
Minneapolis, Minnesota 55402
(612) 336-4615
CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing: INTERROGATORIES,
REQUESTS FOR ADMISSIONS and DOCUMENT REQUESTS.were served by first class
mail, postage prepaid on:

Charles.S. Knothe P.A.
14 The Commons

3516 Silverside Road
Wilmington, DE 19810

1-3-0% Gua > Moo
Date: By# Jamie Holden




EXHIBIT

5774.50USTA

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Bachman's, Inc., )
)
Opposer, )
) Opposition No. 9116796
) Serial No.: 76/425,846
) Mark: MIGHTY MULCH
Wilkinson, )
)
Applicant. )
)

OPPOSER'S FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS

Bachman's, Inc. (hereinafter referred to as "Opposer"), hereby requests, pursuant to Rule
34, Fed. R. Civ. P. and Trademark Rules 2.116(a) and 2.120, that William T. Wilkinson
(hereinafter referred to as "Applicant") produce the documents and things listed below for
inspection and copying, and that said production be made accompanying Applicant's service of
its responses to this Request upon Opposer at the offices of Merchant & Gould, P.C., 3200 IDS

Center, 80 South Eighth Street, Minneapolis, Minnesota 55408.

DEFINITIONS AND INSTRUCTIONS
A. The definitions and instructions contained in Opposer's First Set of Interrogatories
to Applicant (the "Interrogatories") are incorporated herein by reference.
B. With respect to any document requested below for which a claim of privilege,

work product, or confidentiality is made, specify the nature of the document, identify by name,




address, title and business affiliation, the writer, the addressee and all recipients thereof, and set
forth the general subject matter to which the document relates, and its date.
C. Applicant shall separately identify the number of the Request pursuant to which

the document or thing is produced.

D. A written response to this Request is required pursuant to Rule 34, Fed. R. Civ. P.

'REQUEST FOR THE PRODUCTION OF DOCUMENTS

1. All documents identified or requested to be identified in Opposer's First Set of
Interrogatories to Applicant.

2. Representative documents identifying each product and/or service with which
Applicant's Mark has been used, is now used, or is intended to be used.

3. Representative documents establishing use (both in the U.S. and elsewhere) of
Applicant's Mark on each product and/or service with which Applicant's Mark has been used, is
now used, or is intended to be used.

4. Representative documents evidencing each channel of distribution through which
Applicant has marketed and offered, markets and offers, and intends to market and offer, goods
and/or services under Applicant's Mark.

5. Representative samples of advertising and promotional materials in each media
used or distributed at any time by or for Applicant, or planned to be distributed by or for

Applicant, that depict, mention, identify, or describe any products and/or services offered by

Applicant under Applicant's Mark.




6. All documents relating to Applicant's decision to adopt Applicant's mark.

7. All documents concerning trademark searches and investigations relating to
Applicant's Mark, conducted by or on behalf of Applicant.

8. All documents concerning trademark searches and investigations concerning
Opposer's Mark, conducted by or on behalf of Applicant.

9. All documents concerning any opinions, research, reports, surveys, investigations
and studies conducted by or on behalf of Applicant relating to the likelihood of confusion with
Opposer's Marks stemming from Applicant's use and/or intent to use Applicant's Mark.

10.  All documents concerning agreements between Applicant and third parties
concerning others' use and/or registration of any mark or name containing Applicant's Mark,
including, but not limited to, license agreements, consent agreements, coexistence agreements,
covenants not to sue, settlement agreements, and assignments.

11.  All documents concerning claims and/or evidence of confusion between on the
one hand, Applicant, Applicant's Mark, and the goods and services associated with Applicant's
Mark, and on the other hand, Opposer and Opposer’s Marks.

12.  All documents concerning Opposer and/or Opposer’s Marks.

13.  All documents concerning the circumstances under which Applicant first learned
of Opposer's Marks.

14.  Documents sufficient to disclose Applicant's annual sales of products and services
marketed or sold under Applicant's Mark from the first use of Applicant's Mark to the present.

15.  Representative documents sufficient to disclose Applicant's annual advertising

and promotional expenditures for products and services marketed or sold under Applicant's Mark

from the first use of Applicant's Mark to the present.




EXHIBIT

Merchant & Gould §

An Intellectual Property Law Firm

FAX 612.332.9081

‘ www.merchant-gould.com

A Prolessional Corporation
612.336.4615

Direct Contact
lbyme@merchant-gould.com

September 23, 2003

Mr. Charles S. Knothe

Attorney

Charles S. Knothe, P.A.

#14 The Commons, 3516 Silverside Road
Wilmington, Delaware 19810-4932

RE: M&G 5774.50-US-TA
Bachman's Inc. v. Wilkinson
MIGHTY MULCH Trademark Opposition

Dear Mr. Knothe:

On September 3, 2003, we served upon your client an initial set of Interrogatories,
Document Requests, and Requests for Admission. Under the rules, Mr. Wilkinson's
response to these discovery requests is due October 8, 2003.

In addition, it is our understanding that you may be sending us a settlement proposal to
resolve this opposition. We look forward to receiving the discovery responses, and to
hearing from you concerning the possible settlement of this matter.

Very truly yours,

Linda M. Byrne
LMB:jrh

Cc: Mr. Lee W. Bachman

Minneapolis/St. Paul
Denver

Seattle

Atlanta
Washington, DC
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CHARLES S. KNOTHE, P. A,
ATTORNEY AT LAW
14 THE COMMONS
3516 SILVERSIDE ROAD
WILMINGTON, DE 19810
(302) 476-8800 - FAX 478-8388

November 2, 2003

Linda M. Byrne, Esquire
Merchant & Gould

3200 IDS Center

80 South Eight Street
Minneapolis, MN 55402

Dear Ms., Byrne:

BACHMAN’S INC. v. WILKINSON

1 expect to have the response to your client’s discovery

request in this matter completed within two weeks. I apologize
for the delay.

Pleagse call me if you have any questions.

Very truly yours,

2ol iy

C. S8. Knothe

Enc. (1)
CSK/c tg
lz:\trade\byren_Bachman_Wilkingon_mighty_mulch_let_031102.doc




EXHIBIT

Merchant & Gould

An Intelleciual Property faw Firm ! TEL612.332.5300
‘ FAX 612.332.9081

www.merchant-gould.com

A Prolessional Corporation

Direct Contat |~ 612.336.4615
|  Ibyrne@merchant-gould.com

November 11, 2003

Mr. Charles S. Knothe

Attorney

Charles S. Knothe, P.A.

#14 The Commons, 3516 Silverside Road
Wilmington, Delaware 19810-4932

RE: M&G 5774.50-US-TA
Bachmans Inc. v. Wilkinson
MIGHTY MULCH Trademark Opposition

Dear Mr. Knothe:

This letter replies to your letter dated November 2, 2003. Your letter stated that you will
be sending responses to Bachmans's discovery requests by November 16, 2003. However,
the responses were due October 8, 2003.

We received no request for a time extension, and it is our understanding that you filed no
motion for a time extension with the Trademark Trial and Appeal Board. Therefore, the
discovery responses are late, and the statements in the Request for Admission are deemed
admitted.

If you have any questions regarding this matter, please feel free to contact me.

Very truly yours,

Linda M. Byrne
LMB:njo

cc: Mr. Lee W. Bachman

Minneapolis/St. Paul ‘
Denver
Seattle
Atlanta

KACLIENTS\05\05774\50usta‘\knothe 111103.doc Washington, DC
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Merchant & Gould

An Intellectual Property Law Firm

612.336.4615

Direct Contact
Ibvrme@merchant-gould.com

Bachman's Inc. )
Opposer )
)
V. ) Serial No.: 76/425,846
William T. Wilkinson, ) Opposition No. 9116796
Applicant )
)
Mark: MIGHTY MULCH
Serial No.: 76/425,846
Docket Number: 5774.50USTA Due Date: January 10, 2004
Official Gazette: February 11, 2003 Filing Date: June 26, 2002

P.O. Box 2910
Minneapolis, Minnesota
55402-0910

TEL 612.332.5300

Fax 612.332.9081

www.merchant-gould.com

A Professional Corporation

CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this Transmitta] Letter and the paper, as
described herein, are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to:
Commissioner for Trademarks, Box TTAB, 2900 Crystal Drive, Arlington, VA 22202-3513, on April 22, 2004.

By: >
Name: Judy M. Sdhmidt )

Commissioner for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3514

Dear Commissioner:

We are transmitting herewith the attached:

X Return postcard.

X Transmittal Sheet in duplicate containing Certificate Under 37 C.F.R. 1.8

X Other: Re-Submitted Motion to Compel Responses to Discovery Requests, including Exhibits A-F.

Please charge any additional fees or credit overpayment to Deposit Account No. 13-2725. A duplicate copy of this sheet is

enclosed.

Name LlndaM B
Reg. No.: 32,404
LMB/jms

(CONTESTED MATTER)




