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Qpinion by Drost, Admnistrative Trademark Judge:

On July 23, 2001, Leon P. Hart (applicant) filed an
intent-to-use application to register the mark BABY BOVBERS
in standard character formon the Principal Register for
“clothing and athletic wear, nanely, shirts, shorts, pants
and hats” in Cass 25.

On June 11, 2003, New York Yankees Partnership and
Staten Island M nor League Hol dings, L.L.C (opposers) filed

a notice of opposition to the registration of applicant’s
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mark on the ground that applicant’s mark is likely to cause
confusion with opposers’ registered and common | aw nar ks.
Opposers rely on Registration No. 2,595,266 for the mark
BRONX BOMBERS i n standard character formfor “costune
jewelry pins; lapel pins” in dass 14, “figurines nade of
porcelain” in Cass 20, “decorative plates” in Cass 21, and
“sporting goods, nanely, baseball bats” in Cass 28. The
registration issued July 16, 2002, and it contains a
di sclainmer of the term“Bronx.” Furthernore, opposers
all ege that “the NEW YORK YANKEES t eam has been conmmonly
known and referred to by the press, nedia, fans, and public
by the nanme BRONX BOVBERS, BOVBERS and BABY BOMBERS, in
addition to its names NEW YORK YANKEES and YANKEES.” Notice
of Opposition at 2. (Opposers also allege that the “STATEN
| SLAND YANKEES club is a Mnor League teamaffiliated with
t he NEW YORK YANKEES club. 1In recognition of the
relationship with the renowned NEW YORK YANKEES, the STATEN
| SLAND YANKEES cl ub has been known as and has adopted the
name BABY BOMVBERS.” |d.

Appl i cant has denied the salient allegations of the

noti ce of opposition.?

! pposers subsequently anended their notice of opposition to add
an additional ground that applicant did not have a bona fide
intent to use the mark in commerce. Because of our disposition
of the likelihood of confusion issue, we do not need to reach
this other ground for opposition. W add that this application
has al so been opposed by a third party in Cpposition No.
91156641. Judgnent by default was recently granted agai nst
applicant in that case.
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The Record

The record consists of the pleadings, the file of the
i nvol ved application; opposers’ testinony deposition of Josh
Cetzler, Chief Operating Oficer of Staten Island M nor
League Baseball, L.L.C., with exhibits; opposers’ testinony
deposition of Howard Smth, the head of |icensing for Mjor
League Baseball Properties, Inc., with exhibits; opposers’
stipulated testinony of Colin Hagen, Vice President of Major
League Baseball Properties, Inc., with exhibits; portions of
applicant’s discovery deposition filed by opposers’ notice
of reliance; applicant’s testinony deposition with exhibits;
and several notices of reliance by opposers and applicant on
articles and trademark applications and registrations.

Priority

An opposer must have “a ‘real interest’ in the outcone

of a proceeding in order to have standing.” Ritchie v.

Si npson, 170 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cr

1999). “To establish a reasonable basis for a belief that
one is damaged by the registration sought to be cancelled, a
petition may assert a |ikelihood of confusion which is not

whol ly without nerit.” Lipton Industries v. Ral ston Purina

Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).°

2 Because of the linguistic and functional simlarities of the
opposition and cancell ati on provisions of the Lanham Act, “we
construe the requirenents of those two sections of the Lanham Act
consistently.” Ritchie, 50 USPQ2d at 1025 n. 2.
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Opposers have submtted status and titles copies of
Regi stration No. 2,595,266 for the mark BRONX BOVBERS. This
regi stration establishes opposers’ standing and their

priority. See Cunninghamv. Laser Golf Corp., 222 F.3d 943,

55 USPQ2d 1842, 1844 (Fed. Gir. 2000): King Candy Co. V.

Euni ce King's Kitchen, 496 F.2d 1400, 182 USPQ 108, 110

( CCPA 1974).

Opposers have al so submtted evidence that they have
used the mark BABY BOMBERS in association with the Staten
| sl and Yankees m nor | eague team and that the New York
Yankees have been referred to as the “Baby Bonbers.” To
determ ne if opposers have priority for their comon | aw

rights in the term “Baby Bonbers,” we | ook at opposers’ and
applicant’s priority dates. Applicant has not submtted any
evi dence on the subject of its priority so it can rely on
the filing date of its intent-to-use application (July 23,

2001) as its priority date. Zirco Corp. v. Anerican

Tel ephone and Tel egraph Co., 21 USPQ2d 1542, 1544 (TTAB

1991). (Opposers have submtted evidence that they have used
the term “Baby Bonbers” to refer to their mnor | eague team
and that the term has been used by the press to refer to
both the m nor | eague team and the New York Yankees. See
Opposer’s Third Notice of Reliance, e.g., New York Post,
July 19, 1990 (“‘ They’ re going out and playing hard, and I

think that is contagious,” Merrill said of the baby
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Bonbers”); Bergen Record, August 12, 1990 (“Baby Bonbers in
Lost Season”); Newsday, August 20, 1990 (“The so-called
kids, who aren’t all that young, were simlarly pleased.
And it was appropriate on a day when the Yankees passed out
posters of the ‘Baby Bonbers’”) and Getzler Ex. 12, 0001-
0002 (“The Baby Bonber Bulletin — The O ficial Newsletter of
the Staten Island Yankees” 1999); Ex. 13, 0008 (“The Baby
Bonber Bul letin” 2000 — “This newsl etter all ows Baby Bonber
fans to keep up with the SI Yanks”).

The evidence of record, of which the few exanpl es above
are just a small sanple, shows that opposers have used the
t erm BABY BOVBERS and the term has been associated with
opposers, prior to applicant’s priority date. National

Cabl e Tel evi sion Association v. Anerican C nema Editors

Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1428 (Fed. Cr. 1991)

(“Moreover, even wthout use directly by the clainmant of the
rights, the courts and the Board generally have recognized
t hat abbrevi ati ons and ni cknanes of trademarks or nanmes used
only by the public give rise to protectable rights in the
owners of the trade nane or mark which the public
modi fied”).
However, we also note that to establish priority, a
party must denonstrate that its mark is distinctive
Under the rule of Oto Roth, a party opposing
registration of a trademark due to a |ikelihood of

confusion wth his own unregistered term cannot prevail
unl ess he shows that his termis distinctive of his
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goods, whether inherently or through the acquisition of
secondary neani ng or through “whatever other type of
use may have developed a trade identity.” Qto Roth &
Co. v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ
40, 43 (CCPA 1981).

Towers v. Advent Software Inc., 913 F.2d 942, 16 USPQd

1039, 1041 (Fed. Cir. 1990) (full citation added).
We wi Il discuss the question of whether the term BABY
BOVBERS is distinctive in the final section of the opinion.

Li kel i hood of Conf usion

We now address whet her the mark BABY BOVBERS f or
clothing and athletic wear, nanely, shirts, shorts, pants
and hats is confusingly simlar to opposers’ identical mark
when used in association with opposers’ entertai nment
servi ces invol ving baseball ganes.?3

In I'ikelihood of confusion cases (Section 2(d)), we
anal yze the facts as they relate to the relevant factors set

out inlInre Majestic Distilling Co., 315 F.3d 1311, 65

usP@d 1201, 1203 (Fed. Cr. 2003). See alsolnre E 1. du

Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

USPQ2d 1894, 1896 (Fed. Cir. 2000).
The first factor we consider is the simlarity or
dissimlarity of the marks. Applicant seeks registration

for the mark BABY BOVBERS and opposers use the identical

® W will concentrate on the identical marks BABY BOVBERS and
di scuss opposers’ BRONX BOVBERS mark in the context of the BABY
BOVBERS mar k.
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mark in association with the mnor |eague team known as the
Staten Island Yankees. Cearly, the marks are identical in
sound and appear ance.

Regardi ng the neani ng and comerci al inpression of the
mar ks, we start by noting that the evidence shows that the
term BABY BOVBERS is associated with the mark BRONX BOVBERS.
Besides the registration for that term (No. 2,595, 266),
opposers have submtted evidence that the term BRONX BOVBERS
has acquired significant recognition and renown as a term
that refers to the New York Yankees. Qpposers’ w tness from
Maj or League Baseball Properties, Inc. (Colin Hagin)
testified (p. 2) as foll ows:

The NEW YORK YANKEES cl ub is one of the nost successful
sports franchises in the history of the United States,
havi ng made thirty-ni ne appearances in WORLD SERI ES
chanpi onshi p ganes and won twenty-si x WORLD SERI ES
titles. Many of the greatest and nost fanpbus MAJOR
LEAGUE BASEBALL pl ayers are known for their
acconplishnents while nenbers of the NEW YORK YANKEES
cl ub, including such nmenbers of the national Basebal
Hal | of Fanme as Babe Ruth, Lou Gehrig, Phil Ri zzuto,
Joe Di Maggi o, Reggi e Jackson, Yogi Berra and M ckey
Mantle. Since 1990, approximately 30 mllion people
have attended YANKEES ganes pl ayed at other stadiuns.
In addition to its sports entertai nnent services, the
NEW YORK YANKEES club is now and | ong has been wi dely
known in the United States for its wide variety of

mer chandi se, including, but not limted to, shirts,
caps and ot her apparel.

In addition to being known as the New York Yankees and
t he Yankees, the “team has been commonly known and referred
to by the press, nedia, fans and public by the nicknane

BRONX BOMBERS.” Hagen stipulated dep. at 2. The w tness
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identified an entry from The New D ckson Basebal | Dictionary
(1999) that defined the term Bronx Bonbers as: “A nicknane
for the New York Yankees that first becane popular in the
1930s when heavywei ght boxi ng chanpi on Joe Lewi s was known
as the Brown Bonber. The termconnotes a teamthat hits
many honme runs and is still in common use when referring to
t he Yankees.” A sanple of the evidence supporting the
argunent that BRONX BOVBERS refers to the New York Yankees
i ncludes: Sporting News, October 1, 1936 (Article about the
1936 Wrld Series referring to the Yankees as the Bronx
Bonbers); Sporting News, Septenber 19, 1964 (“This was far
bel ow 1962, when L. A finished fourth and the Bronx Bonbers
attracted 412,312 of the Angels total attendance of

1, 144,063”); Washington Post, March 12, 1978 (“If the Bronx
Bonbers don’t watch out, they will becone as sane and dul
as their drably brilliant forebearers”); Newsweek, January
23, 1978 (“Joseph V. McCarthy, 90, the crusty nanager who

| ed the New York Yankees to triunph in seven Wrld Series...
During his fifteen years in the Yankee dugout, ‘ Marse Joe’
piloted the Bronx Bonbers to eight pennants”); New York

Ti mes, August 15, 1988 (“The Yankees — the Bronx Bombers —
may nove to New Jersey one day, after all”); Atlanta Journa
and Constitution, Decenber 29, 2000 (“On the night the New
York Yankees won the Wirld Series, a hacker got into the

Yankees’ Web site and printed a derogatory remark about the
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Bronx Bonbers; the site froze |ike that for hours”).

M. Hagin also submtted nunerous exanples of the use of
Bronx Bombers in association with various New York Yankees
mer chandi se. See Hagin Exhibits 2-11

The Staten |Island Yankees commenced operations in 1999.
Cetzler dep. at 12. The witness (p. 14) indicated that
“Baby Bonbers” is a nicknane for the Staten |sland Yankees.
Furthernore, the wtness explained (p. 15) that the “New
York Yankees are the Bronx Bonbers. That's their — one of
their nicknanmes, and it is an associative term between the
maj or | eague club and the m nor |eague club, and, you know,
it has aring to it and its alliterative and it makes sense
that when referring to us, you know, whether it’s in a
headl ine or an article or, you know, our own material, that
rather than referring to us as the Staten |Island Yankees,
Staten Island Yankees, Staten |sland Yankees all the tine,
that you create a secondary nicknane and use it.”

M. Cetzler explained (p. 16) that the nane “Baby
Bonbers” has been used on everything fromthe nane of our
kids’ club to use in both public and private letters. By
public I mean letters to many thousands of people from our
mailing list. 1t’s been used in our program yearbook.
It’'s been used in press releases.” The CGetzler exhibits
denonstrate w despread use of the termby the Staten Island

Yankees. See, e.qg., Cetzler Exhibits 20, 0024 (Ad - “[We
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urge you to take mass transit when you cone out to see the
Baby Bonbers”); 24 (Radio Spot — “Opening night is June 20

[ 2000] at 7 PM agai nst the Vernont Expos, and tickets ...are
on sale at the Baby Bonbers’ offices”); 30 (Septenber 13,
1999 Letter to Season Ticket Holders — “From Qpening N ght
festivities ...to the Baby Bonbers’ m d-August run toward the
pl ayoffs”); 32 (2000 Program — “The Baby Bonbers’ staff
hopes you'll find it to be a confortable, convenient, and
friendly place to watch the major | eaguers of tonorrow’).

| ndeed, M. GCetzler testified that they even considered the
nanme Baby Bonbers as the official nanme of the m nor | eague
team The term (pp. 14-15) was “on the short |ist of nanes
that we had thought of for the team so we had thought of
the term*® Baby Bonbers’ initially, but even w thout us doing
anything publicly about it, the press took the term ‘ Baby
Bonbers’ and started using it as well.”

W add that M. Cetzler’s testinony regarding the use
by the press of the nane “Baby Bonbers” to refer to the
Staten |Island Yankees teamis supported by nunerous articles
t hat have been made a record. A sanple of these articles
follows: New York Post dated July 16, 1999 (Baby Bonber’
Righty Gowing Up Fast — Wiile the Single-A State Island
Yankees were struggling..”); New York Post dated August 6,
1999 (“MIV troubl enaker Tom G een was abruptly unpl ugged at

a Staten |Island Yankees gane the other night, after he

10



Qpposition No. 91156780

harassed t he Baby Bonbers..”); Daily News (New York), June
21, 2000 (“The Baby Bonbers - Don't tell Staten Island its
teamis mnor |eague”); Bergen Record dated August 13, 2000
(“The Yankees have shipped first baseman Jeff Leaunont ...to
Staten Island to add punch to the Baby Bonbers |ineup”);
Vil |l age Voice dated October 3, 2000 (“Wen the Staten Island
Yankees nove into their new waterfront digs next year,

per haps the Baby Bonbers will be able to conpete with the
cl oseness and m nor-| eague at nosphere of the Long Island
Ducks”); and Daily News (New York), My 15, 2001 (“The New
Yor k- Penn League Chanpi on Baby Bonbers will open their new
$79 mllion, publicly funded ball park”).

The evi dence convinces us that the neaning and the
commerci al inpression of applicant’s and opposers’ term BABY
BOVBERS woul d al so be identical to the extent that the mark
when used with a mnor | eague baseball team and on athletic
clothing including hats and shirts, suggests an associ ation
with the New York Yankees, who are al so known as the Bronx
Bonber s.

When both parties are using or intend to use the
i dentical designation, “the relationship between the goods
on which the parties use their marks need not be as great or
as close as in the situation where the marks are not

identical or strikingly simlar.” Antor, Inc. v. Antor

I ndustries, Inc., 210 USPQ 70, 78 (TTAB 1981). The Federa

11



Qpposition No. 91156780

Circuit has noted that “[w]ithout doubt the word portions of
the two marks are identical, have the sanme connotation, and
give the sane commercial inpression. The identity of

wor ds, connotation, and commercial inpression weighs heavily

against the applicant.” Inre Shell Gl Co., 992 F.2d 1204,

26 USP2d 1687, 1688 (Fed. G r. 1993). Here, the identical
nature of the marks is a factor that strongly supports
opposers’ position.

Next, we consi der whether applicant’s goods and
opposers’ services are related. Applicant’s goods are
clothing and athletic wear, nanely, shirts, shorts, pants
and hats. W nust consider the goods as they are identified

inthe identification of goods in the application. Paula

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973) (“Trademark cases involving the

i ssue of |ikelihood of confusion nust be decided on the
basis of the respective descriptions of goods”). W do not
read limtations into the identification of goods and
clearly applicant’s athletic wear including hats and shirts
woul d i nclude baseball hats and shirts. Qpposers’ services
i nclude entertai nment services in the nature of basebal
ganes. Furthernore, opposers have used the nane of their

m nor | eague teamon various clothing itens. Getzler dep.
at 78 (“we have accepted |icenses for different garnents

that contain our nane”); Getzler Ex. 31 (Staten Island

12
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Yankee Merchandi se: Get your Baby Bonber gear now at our

on-site Team Shop, or on |ine at ww. siyanks.com The Team

Shop offers a full line of Staten |Island Yankees caps,
apparel, accessories, and nore! Newitens are added all the
time, so stop by or log on”). Wiile the witness indicated
(pp. 78-79) that it had not used the mark Baby Bonbers
itself on these goods, it is clear that it is the source of
clothing including caps and apparel and that it has used the
mar Kk BABY BOVBERS i n association with its baseball services
and the sale of apparel.

“In order to find that there is a |ikelihood of
confusion, it is not necessary that the goods or services on
or in connection with which the marks are used be identi cal
or even conpetitive. It is enough if there is a
rel ati onshi p between them such that persons encountering
them under their respective marks are likely to assune that
they originate at the sane source or that there is sone

associ ation between their sources.” MDonald' s Corp. v.

McKi nl ey, 13 USPQ2d 1895, 1898 (TTAB 1989). See also In re

Qous One Inc., 60 USPQ@2d 1812, 1814-15 (TTAB 2001). Here,

i nasnmuch as opposers are the source of various clothing
itens and that it is also the source of baseball services
and that applicant intends to use the mark on athletic
clothing including hats and shirts, consuners are likely to

assune that there is sone associ ati on between the source of

13
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t hese goods and services. Therefore, applicant’s and
opposers’ goods and services are rel ated.

Sonme of the other factors we consider are the channels
of trade and prospective purchasers. Here, we have evidence
that patrons of baseball ganmes would al so expect that the
team woul d sell apparel associated with the team | ndeed,
patrons at opposers’ baseball ganmes woul d see that opposers
are the source of goods that overlap with applicant’s goods
(“The Team Shop offers a full line of Staten Island Yankees
caps, apparel, accessories, and nore”). Custoners of
basebal | services and athletic hats and shirts woul d at
| east overlap and they would likely al so be exposed to the
sale of hats and shirts, as general consuner itens in other
channels of trade. |In addition, neither the prospective
purchasers of these goods and services woul d be
sophi sticated or careful purchasers. Therefore, these
factors do not elimnate or even dimnish the |ikelihood of
confusion and these factors favor opposers.

In response to opposers’ position concerning the
I'i kel i hood of confusion, applicant maintains (p. 10) that
its mark “Baby Bonbers is nondistinctive...ln sports
vernacul ar, ‘Baby Bonbers’ is descriptive of a mnor |eague
or rookie team having potential for explosive play, such as
slugging or hone run hitting.” Applicant points out and

opposers’ witness (Getzler dep. at 61) has acknow edged t hat

14
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anot her mnor |eague is known as the Capital Gty Bonbers.
Appl i cant al so argues that others have adopted the word
Bonbers and registered the mark for clothing. Applicant
seens to be arguing that opposers’ BABY BOMBERS mark is
descriptive of a sports teamand that it is also a weak
mark. We will address both points.

A mark is nerely descriptive if it imediately
describes the ingredients, qualities, or characteristics
of the goods or services or if it conveys information
regardi ng a function, purpose, or use of the goods or

services. In re Abcor Devel opnent Corp., 588 F.2d 811

200 USPQ 215, 217 (CCPA 1978). See also In re Nett

Desi gns, 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. G r

2001); In re MBNA Anerica Bank N. A, 340 F.3d 1328, 67

UsPQ2d 1778, 1780 (Fed. Cir. 2003) (A “mark is nerely
descriptive if the ultimte consuners imredi ately
associate it with a quality or characteristic of the
product or service”). W look at the mark in relation to
t he goods or services, and not in the abstract, when we
consi der whether the mark is descriptive. Abcor, 200 USPQ
at 218.

In this case, the evidence does not show that potenti al
patrons of opposers’ services wll imedi ately associ ate the
term BABY BOVBERS with a quality or characteristic of

opposers’ services. First, the fact that another sports

15
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t eam has adopted the word “Bonbers” as part of its team nane
hardly establishes that the termis descriptive. |ndeed,
the opposite is just as likely to be true, i.e., that the
termwas chosen to serve a trademark function as in the term
NEW YORK YANKEES for a New York baseball team known as the
Yankees.

Second, we note that the record clearly establishes
that the term Bronx Bonbers is a termthat refers to the New
Yor k Yankees. |ndeed, even the evidence about a Little
League team occasionally referred to as the “Baby Bronx
Bonbers” in sone press articles only appears to reinforce
the connection with the New York Yankees, who also play in
the Bronx, as opposed to denonstrating that the mark is
descriptive. Wen a sporting goods retailer applied to
regi ster the term BABY BRONX BOVBERS, opposers’ w tness
personally called the retailer and objected to this
application. Smth dep. at 10-11. The record does not
indicate that the termever registered

Third, the evidence shows that the term “Baby Bonbers”
has been overwhel mngly used to refer to either opposers’
Staten |Island Yankees or New York Yankee teans or players.
This evidence that the termidentifies a specific Mjor
League team and/or its mnor |eague affiliate contradicts
applicant’s argunent that the term describes any rookie or

m nor | eague team associ ated with expl osive pl ay.

16
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Therefore, we conclude that opposers’ BABY BOVBERS mar k
is not descriptive. Furthernore, because we hold that the
termis inherently distinctive, opposers clearly have
priority for use of the termfor baseball services as
i ndi cated earlier.

Regar di ng applicant’s suggestion that other
regi strations indicate that opposers’ mark BABY BOVBERS i s
weak, it is clear that none of the evidence is for the term
BABY BOVBERS. Furthernore, “[t]he probative value of third-
party trademarks depends entirely upon their usage. E.g.,

Scarves by Vera, Inc. v. Todo Inports, Ltd., 544 F.2d 1167,

1173 (2d Cir. 1976) (‘The significance of third-party
t rademar ks depends wholly upon their usage. Defendant
i ntroduced no evidence that these trademarks were actually
used by third parties, that they were well pronoted or that

they were recogni zed by consuners’).” PalmBay |nports,

Inc. v. Veuve Cicquot Ponsardin M son Fondee En 1772, 396

F.3d 1369, 73 USPQ2d 1689, 1693 (Fed. G r. 2005). Simlarly
in this case, the evidence does not show that there is
w despread use and recognition of the term “Bonbers” to
refer to third parties. Thus, the evidence does not
i ndi cate that opposers’ mark BABY BOMBERS is entitled to a
narrow scope of protection

Therefore, we conclude that opposers have priority and

if applicant’s mark BABY BOMBERS were used on the identified

17
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goods, there would be |ikelihood of confusion inasnmuch as
opposers use the identical mark on baseball entertai nnment
servi ces.

Deci sion: The opposition to the registration of

application No. 76288971 is sustained.
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