IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78169672

Filed on October 1, 2002

For the mark: PHASE FORWARD

Published in the Official Gazette (Trademarks) on May 13, 2003

PHASE FORWARD INCORPORATED

Opposer : T T
MARY NOEL ADAMS : 05-07-2004
Applicant : U.S. Patent & TMOfc/TM Mail Rept Dt #22
Box TTAB NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington Virginia 22202-3514

OPPOSER’S NOTICE OF RELIANCE

Opposer, Phase Forward Incorporated, pursuant to Trademark Rules 2.120(j) and
2.122(d) through (f) of the Trademark Rules of Practice, 37 C.F.R. §§ 2.120 and 2.122
hereby introduces into evidence the following material.

A. Federal Trademark Registrations

Pursuant to Trademark Rules 2.122(e), 37 C.F.R. § 2.122(3), Opposer hereby
introduces into evidence copies of the following Official Records of the Patent and
Trademark Office, Copies of which are attached hereto as Tab “A”:

1. Photocopy of Certified copy of Registration No. 2366760, dated July 11,
2000 for the trademark PHASE FORWARD.

2. Photocopy of Certified copy of Registration No.2580055, dated June 11,
2002 for the trademark PF PHASE FORWARD.

3. Photocopy of Certified copy of Registration No.2599003, dated July 23,
2002 for the trademark PF PHASE FORWARD.

4, US.P.T.O. File for Trademark Application No. 78169672 dated October
1, 2002 for trademark PHASE FORWARD subject of the Opposition and
currently on record in the United States Patent and Trademark Office
Opposition File.







B. Responses to Interrogatories

Pursuant to Trademark Rule 2.120(k), 37 C.F.R. § 2.120(k), Opposer designates
the following Answers to Opposer’s Interrogatories made by Applicant together with the
pertinent enclosures and Exhibits to Applicant’s Answers. Copies of the aforesaid
Answers to Interrogatories are attached hereto as Tab “B”.

Opposer also designates the following Answers to Applicant’s Interrogatories
made by Opposer together with the pertinent enclosures and exhibits to Opposer’s
Answers. Copies of aforesaid Answers to Interrogatories are attached hereto as Tab “C.”

C. Discovery Depositions

Pursuant to Trademark Rule 2.120()(1), 37 C.F.R. § 2.120(j)(1) , Opposer hereby
designates and makes part of the record of this case the following discovery deposition of
Applicant Mary Noel Adams, d/b/a Phase Forward, taken on September 23, 2003
together with the Exhibits introduced and referred to in the designated testimony. Copies
of these exhibits are submitted with the transcript of the above-mentioned Discovery
Deposition at Tab “D.”

Opposer also hereby designates and makes part of the Record of this case the
following discovery deposition of Lynette Rezac, Esquire, Corporate Counsel for Phase
Forward Incorporated, taken on February 3, 2004 together with the exhibits introduced
and referred to in the designated testimony. Copies of these exhibits are submitted with
the transcript of the above-mentioned Discovery Deposition at Tab “E.”

D. Printed Publications

Pursuant to Trademark Rule 2.122(¢), 37 C.F.R. § 2.122(e), Opposer herby
introduces into evidence certain printed publications, such as websites and internet
directories and public records which are freely available to the general public. Said
publications are individually marked as Tab “F”, Exhibit “1” through “24.”

1. Opposer Phase Forward Incorporated website at www.phaseforward.com, (World
Wide Web, 6/6/03).

2. Opposer Phase Forward Incorporated website at www.phaseforward.com, (World
Wide Web, 5/5/04).

3. Betterwhois.com Domain Name Registration for www.phaseforward.com
registered to Opposer Phase Forward Incorporated, (World Wide Web, 5/6/04).

4. Betterwhois.com Domain Name Registration for www.phaseforward.biz
registered to Opposer Phase Forward Incorporated, (World Wide Web, 6/27/03).

5. Betterwhois.com Domain Name Registration for www.phaseforward.org
registered to Opposer Phase Forward Incorporated, (World Wide Web, 6/27/03).

6. Applicant Mary Noel Adams d/b/a Phase Forward website at
www.phaseforward.net, (World Wide Web, 3/17/03).







10.

11.

12.

13.

14.

15.

16.

17.

18.

19.

20.

21.

22.

23.

24.

Applicant Mary Noel Adams d/b/a Phase Forward website at
www.phaseforward.net, (World Wide Web, 5/4/04).

NetworkSolutions.com Domain Name Registration for www.phaseforward.net
registered to Applicant Mary Noel Adams, (World Wide Web, 5/5/04).
Betterwhois.com Domain Name Registration for
www.phaseforwardconsulting.com registered to Applicant Mary Noel Adams,
(World Wide Web, 5/5/04).

Betterwhois.com Domain Name Registration for
www.phaseforwardmarketing.com registered to Applicant Mary Noel Adams,
(World Wide Web, 5/5/04).

Google Search Engine Search Results for “PHASE FORWARD” (World Wide
Web, 6/19/03).

Google Search Engine Search Results for “PHASE FORWARD” (World Wide
Web, 2/3/04).

Google Search Engine Search Results for “PHASE FORWARD” (World Wide
Web, 5/5/04).

Third Party website of Gulf South Medical Supply at www.pssd.com/gulfsouth
(World Wide Web, 8/4/03).

Third Party website of McKesson Corporation at www.mckeson.com (World
Wide Web, 8/4/03).

Third Party website of Axiom Pharmaceuticals at www.axmpharma.com (World
Wide Web, 8/4/03).

Third Party website of Blue Mug at www.bluemug.com (World Wide Web,
8/4/03).

Third Party website of Aether Systems at www.aethersystems.com (World Wide
Web, 8/4/03).

Third Party website of Broderbund, Inc. at www.broderbund.com (World

Wide Web, 8/4/03).

Third Party website of Riverdeep at www.riverdeep.com (World Wide Web,
8/4/03).

Third Party website of Mattel Interactive at www.mattel.com (World Wide Web,
8/4/03).

Third Party website of Bell South at www.bellsouth.com (World Wide Web,
8/4/03).

Third Party website of Aieral Communications/VoiceStream Wireless at
www.voicestream.com (World Wide Web, 8/4/03).

Third Party website of Leukemia and Lymphoma Society at www.leukemia.org
(World Wide Web, 5/6/04).

Copies of these Publications are attached hereto at Tab “F.”

E.

Testimony from Other Proceedings

Opposer submits for admission in evidence, designated pleadings from other

proceedings, along with the exhibit(s) introduced therein. Such designated pleadings are
relevant and material to the issues of the present proceeding for the following reason:




Domain Name Dispute currently pending between same parties for use for
infringement of the Phase Forward name by Mary Noel Adams.

Opposer submits the following under Tab “G:”

1. Complaint in Accordance with the Uniform Domain Name Dispute
Resolution Policy, filed on July 3, 2003 by Phase Forward
Incorporated against Mary Noel Adams.

2. Response in Accordance with the Uniform Domain Dispute Resolution
Policy, filed on July 31, 2003 by Mary Noel Adams.

3. Complainant’s Reply to Respondent’s Response filed on August 6,
2003 by Phase Forward Incorporated.

4. Respondent’s Sir-Reply filed on August 11, 2003 by Mary Noel
Adams.

5. Notice of Decision dated September 3, 2003

F. Affidavits

Affidavit of Christopher D. Olszyk, Jr. certifying to result of meta-search
performed on 10/9/03 at 10 different internet search sites. A copy of the Affidavit is
attached at Tab “H”.

Affidavit of Lynette H. Rezac, Esquire of Opposer Phase Forward Incorporated
certifying as to potential customers of Opposer who have been listed as customers of
Applicant Mary Noel Adams. A copy of the Affidavit is attached at Tab “I”.

G. Correspondence

Opposer hereby includes as Tab “J” correspondence dated September 11, 2003
and September 26, 2003 from M. Kelly Tillery, Esquire of Leonard Tillery & Sciolla,
LLP on behalf of client Opposer Phase Forward Incorporated to Applicant Mary Noel
Adams Counsel Matthew Stavish, Esquire of Liniak Berenato & White.

Respectfully submitted,

BY: W
“M_Jeely Ti e
Leon ery-& Sciolla, LLP

1515 Market Street, Suite 1800
Philadelphia, PA 19102

(215) 567-1530

Fax: (215) 564-4611

email: ktillery@leonardtillery.com

Attorneys for Opposer
PHASE FORWARD INCORPORATED

Date: /f////,/




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CERTIFICATE OF MAILING

In the Matter of Application Serial No. 78169672

Filed: October 1, 2002

For the Mark: “PHASE FORWARD”

International Class: 35

Published in the Official Gazette on May 13, 2003 at page 472

PHASE FORWARD INCORPORATED,
Opposition No.: 91156778
Opposer,
V.

MARY NOEL ADAMS,

Applicant

TO THE TRADEMARK TRIAL AND APPEAL BOARD:

I, M. Kelly Tillery, ESQUIRE, hereby certify that this correspondence is being

deposited with Federal Express addressed to:

Assistant Commissioner of Patents and Trademarks
United States Patent and Trademark Office

TTAB

2900 Crystal Drive

Arlington, VA 22202

Date: ‘7/// //

M.WEsquire
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Commissioner
of Patents and Trademarks; and that the Applicant is entitled to registration of the
Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Commissioner of Patents and Trademarks




Int. ClL.: 9

Prior U.S. Cls.: 21, 23, 26, 36, and 38
United States Patent and Trademark Office

Reg. No. 2,366,760
Registered July 11, 2000

TRADEMARK
PRINCIPAL REGISTER

PHASE FORWARD

PHASE FORWARD INCORPORATED (DELAWARE
CORPORATION)

51 WINCHESTER STREET

NEWTON, MA 02161

FOR: COMPUTER SOFTWARE USED IN THE
MANAGEMENT OF CLINICAL TRIALS OF PHAR-
MACEUTICAL PRODUCTS AND MEDICAL DE-

VICES AND MANAGEMENT OF DATA RESULTING
THEREFROM, IN CLASS 9 (US. CLS. 21, 23, 26,
36 AND 38).

FIRST USE 6-3-1997; IN COMMERCE 12-14-1998.

SN 75-402,993, FILED 12-10-1997.

MIDGE BUTLER, EXAMINING ATTORNEY
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PINTFED STATES PATENT AND TTRADEAARK (OFFIC

Contact Us !

s s A

Trademark Electronic Search System(Tess)
TESS was last updated on Wed May 5 06:31:23 EDT 2004

NEwusEn [ sz [ Pom]srorscor] Bormon | ese | pre Lot

| Please logout when you are done to release system resources allocated for you.

torecord:|_____ | Record 2 out of 2

Check Stat , .
( TARR contains current status, correspondence address and attorney of record for this

mark. Use the "Back" button of the Internet Browser to return to TESS)
Typed Drawing

Word Mark PHASE FORWARD

Goods and IC 009. US 021 023 026 036 038. G & S: Computer software used in the management

Services of clinical trials of pharmaceutical products and medical devices and management of
data resulting therefrom. FIRST USE: 19970603. FIRST USE IN COMMERCE:
19981214

Mark Drawing | Typgp DRAWING

Code

Serial Number 75402993
Filing Date December 10, 1997

Current Filing 1A

Basis

Original Filing 1B

Basis

Publisl.u?d for December 8, 1998

Opposition

Registration

Number 2366760

Registration

Date July 11, 2000

Owner (REGISTRANT) Phase Forward Incorporated CORPORATION DELAWARE 51
Winchester Street Newton MASSACHUSETTS 02161

Assignment 4 oG] GNMENT RECORDED

Recorded

Type of Mark TRADEMARK

http://tess2.uspto.gov/bin/showfield?f=doc&state=uq928p.3.2 5/5/2004



TESS - Document Display Page 2 of 2

Register PRINCIPAL
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Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-05-05 13:11:11 ET
Serial Number: 75402993 Assignment Information
Mark (words only): PHASE FORWARD
Standard Character claim: No

Current Status: Registered.

Date of Status: 2000-07-11

Filing Date: 1997-12-10

Transformed into a National Application: No
Registration Date: 2000-07-11

Register: Principal

Law Office Assigned: TMEG Law Office 108

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2000-07-17

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Phase Forward Incorporated

Address:

Phase Forward Incorporated

51 Winchester Street

Newton, MA 02161

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

Computer software used in the management of clinical trials of pharmaceutical products and medical
devices and management of data resulting therefrom

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75402993 5/5/2004




Latest Status Info Page 2 of 3

International Class: 009
First Use Date: 1997-06-03
First Use in Commerce Date: 1998-12-14

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2000-07-11 - Registered - Principal Register

2000-05-17 - Allowed for Registration - Principal Register (SOU accepted)
2000-05-02 - Statement of use processing complete

2000-03-02 - Amendment to Use filed

1999-09-17 - Extension 1 granted

1999-08-25 - Extension 1 filed

1999-03-02 - Notice of allowance - mailed

1998-12-08 - Published for opposition

1998-11-06 - Notice of publication

1998-09-28 - Approved for Pub - Principal Register (Initial exam)

1998-09-25 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
TRADEMARK ADMINISTRATOR
TESTA HURWITZ THIBEAULT
HIGH STREET TOWER

125 HIGH ST FL 22

BOSTON MA 02110-2725

United States

http://tarr.uspto.gov/servlet/tarrregser=serial&entry=75402993 5/5/2004
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http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75402993 5/5/2004
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Puatent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Director of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Director of the United States Patent and Trademark Office
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Trademark Electronic Search System(Tess)
TESS was last updated on Wed May 5 06:31:23 EDT 2004

0 ioue [ fress vowe] Nowsen Jsmeno e o] evaroes] sormon | “werr |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

'( TARR contains current status, correspondence address and attorney of record for this
mark. Use the "Back" button of the Internet Browser to return to TESS)

# PHASEFORWARD

Word Mark PF PHASEFORWARD

Goods and IC 042. US 100 101. G & S: Clinical data collection in the field of clinical and
Services medical trial management and management services related to human clinical trials.
FIRST USE: 20000815. FIRST USE IN COMMERCE: 20000815

lé‘:d':‘ Drawing 3y hESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Design Search
et 200107

Serial Number 76115005
Filing Date August 23, 2000

Current Filing , ,

Basis

Original Filing 1B

Basis

Published for October 9, 2001
Opposition ,
Registration

Neo e 2580055
Registration June 11. 2002
Date ’
Owner

(REGISTRANT) Phase Forward Incorporated CORPORATION DELAWARE 1440

http://tess2.uspto.gov/bin/showfield?f=doc&state=uq928p.7.1 5/5/2004
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Main Street Waltham MASSACHUSETTS 02451

Assignment oG] GNMENT RECORDED

Recorded

Attorney of Deborah J. Peckham

Record

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE .

s owe] Nowtn | e

HOME | INDEX | SEARCH | SYSTEM ALERTS | BUSINESS CENTER | NEWS&NOTICES |

CONTACT US | PRIVACY STATEMENT
http://tess2.uspto.gov/bin/showfield?f=docé&state=uq928p.7.1 5/5/2004




Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-05-05 13:12:02 ET
Serial Number: 76115005 Assignment Information

Mark

# PHASEFORWARD

(words only): PF PHASEFORWARD
Standard Character claim: No

Current Status: Registered.

Date of Status: 2002-06-11

Filing Date: 2000-08-23

Transformed into a National Application: No
Registration Date: 2002-06-11

Register: Principal

Law Office Assigned: LAW OFFICE 109

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-07-11

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Phase Forward Incorporated
Address:

Phase Forward Incorporated
1440 Main Street

http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=76115005 5/5/2004




Latest Status Info Page 2 of 3

Waltham, MA 02451

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

Clinical data collection in the field of clinical and medical trial management and management services
related to human clinical trials

International Class: 042

First Use Date: 2000-08-15

First Use in Commerce Date: 2000-08-15

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2002-06-11 - Registered - Principal Register

2002-02-25 - Allowed for Registration - Principal Register (SOU accepted)
2002-02-22 - Statement of use processing complete

2002-02-06 - Amendment to Use filed

2002-01-01 - Notice of allowance - mailed

2001-10-09 - Published for opposition

2001-09-19 - Notice of publication

2001-06-30 - Approved for Pub - Principal Register (Initial exam)
2001-05-30 - Communication received from applicant
2001-05-30 - Communication received from applicant
2001-01-30 - Non-final action mailed

2001-01-16 - Case file assigned to examining attorney

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=76115005 5/5/2004
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CONTACT INFORMATION

Correspondent (Owner)
Deborah J. Peckham (Attorney of record)

ATTN: TRADEMARK ADMINISTRATOR
TESTA, HURWITZ & THIBEAULT, LLP
HIGH STREET TOWER

125 HIGH STREET

BOSTON, MASSACHUSETTS 02110

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=76115005 5/5/2004
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Director of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Director of the United States Patent and Trademark Office
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Trademark Electronic Search System(Tess)
TESS was last updated on Wed May 5 06:31:23 EDT 2004
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Record 1 out of 1

| Please logout when you are done to release system resources allocated for you.

"( TARR contains current status, correspondence address and attorney of record for this
mark. Use the "Back' button of the Internet Browser to return to TESS)

i PHASEFORWARD |

Word Mark  PF PHASEFORWARD

Goods and IC 009. US 021 023 026 036 038. G & S: computer software used in the management
Services of clinical trials of pharmaceutical products and medical devices and management of
data resulting therefrom. FIRST USE: 20010500. FIRST USE IN COMMERCE:

20010500

Mark Drawing  3) npgiGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

Design Search
Code 200107

Serial Number 76115021
Filing Date August 23, 2000
Cur.rent Filing 1A

Basis

Original Filing 1B

Basis
Published for
Opposition
Registration

Number 2599003

Registration
Date July 23, 2002

June 26, 2001

http://tess2.uspto.gov/bin/showfield?f=doc&state=uq928p.8.1

5/5/2004
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Owner (REGISTRANT) Phase Forward Incorporated CORPORATION DELAWARE 1440
Main Street Waltham MASSACHUSETTS 02451

Assignment o1 E\MENT RECORDED

Recorded

Attorney of Deborah J. Peckham

Record

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

ronowe | oo Jessrone] Rowves JomensenJrrezromormmeoc]— tor ] veir ]

HOME | INDEX | SEARCH | SYSTEM ALERTS | BUSINESS CENTER | NEWS&NOTICES |
CONTACT US | PRIVACY STATEMENT

http://tess2.uspto.gov/bin/showfield?f=doc&state=uq928p.8.1 5/5/2004




Latest Status Into Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-05-05 13:12:34 ET

Serial Number: 76115021 Assignment Information

Mark

(words only): PF PHASEFORWARD
Standard Character claim: No

Current Status: Registered.

Date of Status: 2002-07-23

Filing Date: 2000-08-23

Transformed into a National Application: No
Registration Date: 2002-07-23

Register: Principal

Law Office Assigned: LAW OFFICE 109

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-08-19

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Phase Forward Incorporated
Address:

Phase Forward Incorporated
1440 Main Street

http://tarr.uspto.gov/servlet/tarrregser=serial&entry=76115021 5/5/2004




Latest Status Info Page 2 of 3

Waltham, MA 02451

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

computer software used in the management of clinical trials of pharmaceutical products and medical
devices and management of data resulting therefrom

International Class: 009

First Use Date: 2001-05-00

First Use in Commerce Date: 2001-05-00

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2002-07-23 - Registered - Principal Register

2002-05-12 - Allowed for Registration - Principal Register (SOU accepted)
2002-05-02 - Non-final action mailed

2002-03-23 - Statement of use processing complete

2002-03-05 - Amendment to Use filed

2002-03-05 - PAPER RECEIVED

2001-09-18 - Notice of allowance - mailed

2001-06-26 - Published for opposition

2001-06-13 - Notice of publication

2001-02-25 - Approved for Pub - Principal Register (Initial exam)
2001-02-15 - Case file assigned to examining attorney

2001-02-08 - Case file assigned to examining attorney

http://tarr.uspto.gov/serviet/tarr?regser=serial&entry=76115021 5/5/2004




Latest Status Into Page 3 of 3

2001-02-07 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Deborah J. Peckham (Attorney of record)

DEBORAH J. PECKHAM

TESTA HURWITZ & THIBEAULT LLP
HIGH STREET TOWER

125 HIGH ST STE 2200

BOSTON MA 02110-2725

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=76115021 5/5/2004
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Trademark Electronic Search System(Tess)
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Please logout when you are done to release system resources allocated for you.

fiimp! to record:]_____ | Record 1 out of 2

f( TARR contains current status, correspondence address and attorney of record for this
mark. Use the "Back" button of the Internet Browser to return to TESS)

Typed Drawing

Word Mark PHASE FORWARD

Goods and 1C 035. US 100 101 102. G & S: CONSULTATION SERVICES IN THE FIELDS OF
Services PRODUCT MANAGEMENT, MARKETING AND BUSINESS PLANNING. FIRST
USE: 20020920. FIRST USE IN COMMERCE: 20020920

Mark Drawing |y rypEp DRAWING
Code

Serial Number 78169672
Filing Date October 1, 2002
Current Filing 1A

Basis

Original Filing |

Basis

Published for

Opposition May 13, 2003

Owner (APPLICANT) Adams, Mary Noel INDIVIDUAL UNITED STATES 2660 Webster

Street, #5 San Francisco CALIFORNIA 94123
Type of Mark SERVICE MARK

Register PRINCIPAL
Live/Dead
Indicator LIVE

T T T e (e I T

http://tess2.uspto.gov/bin/showfield?f=doc&state=uq928p.10.1 5/5/2004
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CONTACT US| PRIVACY STATEMENT
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Latest Status Info

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-05-05 13:13:04 ET
Serial Number: 78169672

Registration Number: (NOT AVAILABLE)

Mark (words only): PHASE FORWARD

Standard Character claim: No

Current Status: An opposition is now pending at the Trademark Trial and Appeal Board.
Date of Status: 2003-06-23

Filing Date: 2002-10-01

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: LAW OFFICE 102

Attorney Assigned:
SUAREZ MARIA VICTORIA Employee Location

Current Location: 845 -TTAB

Date In Location: 2003-08-04

Page 1 of 3

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Adams, Mary Noel

Address:

Adams, Mary Noel

2660 Webster Street, #5

San Francisco, CA 94123

United States

Legal Entity Type: Individual
Country of Citizenship: United States
Phone Number: 415-722-3661

Fax Number: 415-354-3463

GOODS AND/OR SERVICES

‘http://tarr.uspto.gov/ servlet/tarr?regser=serial&entry=78169672

5/5/2004




Latest Status Info Page 2 of 3

CONSULTATION SERVICES IN THE FIELDS OF PRODUCT MANAGEMENT, MARKETING
AND BUSINESS PLANNING

International Class: 035

First Use Date: 2002-09-20

First Use in Commerce Date: 2002-09-20

Basis: 1(a)
ADDITIONAL INFORMATION
(NOT AVAILABLE)
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

2003-06-23 - Opposition instituted for Proceeding

2003-06-23 - Opposition papers filed

2003-05-13 - TEAS Change of Correspondence Received
2003-05-13 - Published for opposition

2003-04-23 - Notice of publication

2003-03-21 - Approved for Pub - Principal Register (Initial exam)
2003-03-18 - Communication received from applicant
2003-03-10 - Noﬁ—ﬁnal action e-mailed

2003-03-10 - Previous allowance count withdrawn

2003-03-10 - Approved for Pub - Principal Register (Initial exam)

2003-03-04 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)

MATTHEW W. STAVISH

LINIAK, BERENATO & WHITE

6550 ROCK SPRING DRIVE - SUITE 240
BETHESDA, MD 20817

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78169672 5/5/2004
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Phone Number: 415-722-3661
Fax Number: 415-354-3463

http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=78169672 5/5/2004




Adversary Proceeding Data Page 1 of 2

Adversary Proceeding Data

Proceeding Number: 91156778

Proceeding Status and Date: Pending 2003-06-23

Interlocutory Attorney Name: NANCY L OMELKO

Proceeding Location: 845 - TTAB

Proceeding Location Date: 2004-03-29

Proceeding Charged To Location: 85J - TTAB Team C Pending Docket Shelf
Proceeding Charged To Employee Name:

Date Proceeding Filed: 2003-06-11

Prosecution History
Entry# Entry Date Due Date History Text

6 2004-03-29 TRIAL DATES RESET

5 2004-02-27 STIPULATION FOR AN EXTENSION OF
TIME

4 2003-08-05 ANSWER

3 2003-06-23 PENDING, INSTITUTED

2 NOTICE AND TRIAL DATES SENT;

2003-06-23 2003-08-02 ANSWER DUE:
1 2003-06-11 FILED AND FEE

Defendant Name Information:
Adams, Mary Noel

Owner Address:

Adams, Mary Noel

2660 Webster Street, #5

San Francisco, CA 94123
Correspondence Address:
Matthew W. Stavish

Liniak, Berenato & White
6550 Rock Spring Drive - Suite 240
Bethesda, MD 20817

Defendant Property Information:

Serial Number: 78169672

Registration Number: 0

International Classes: 035

Application Status: 774 - An opposition is now pending at the Trademark Trial and Appeal
Board.

Application Status Date: 2003-06-23

Application Location: 845 - TTAB

Application Date in Location: 2003-08-04

Law Office Assigned: 120 - TMEG Law Office 102
Attorney:

Domestic Representative:

Application Charged to Location:

Application Charged to Employee:

Registration Date:

http://bisxext.uspto.gov/ servlet/bisx?selSearch=Opposition+Number&txtFindEntry=911567... 5/ 5/2004




Adversary Proceeding Data Page 2 of 2

Examiner Name: MARIA VICTORIA SUAREZ
Mark: PHASE FORWARD
Application Filing Date: 2002-10-01

Plaintiff Name Information:
Phase Forward Incorporated

Correspondence Address:

M. Kelly Tillery

- Leonard Tillery & Sciolla, LLP
1515 Market Street, Suite 1800
" Philadelphia, PA 19102

Plaintiff Property Information:
Serial Number: 0
Registration Number: 0

http://bisxext.uspto.gov/ servlet/bisx?selSearch=Opposition+Number&txtFindEntry=911567... 5/5/2004
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/169,672

Filed: Filed October 1, 2002

For the Mark: “PHASE FORWARD?”

International Class: 35

Published in the Official Gazette on May 13, 2003 at page 472

PHASE FORWARD INCORPORATION, g
Opposer, g

\2 ; Opposition No: 91156778
MARY NOEL ADAMS, %
Applicant. ;
3

APPLICANT’S RESPONSE TO OPPOSER'S FIRST SET OF INTERROGATORIES
Applicant, Mary Noel Adams (Adams) hereby responds to the First Set of Interrogatories

served by Opposer.

GENERAL OBJECTIONS: Adams objects to Opposer’s First Set of Interrogatories to the
extent they seek to impose any obligation or condition exceeding those imposed by the Federal

Rules of Civil Procedure, the Federal Rules of Evidence, and/or the Local Rules of the USPTO.

INTERROGATORY NO.1:

Identify each officer and managing agent of Applicant.

ANSWER: Noél Adams, President.
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INTERROGATORY NO.2:

Identify each state, county or city (includirig District of Columbia) in the United States, its
territorics and possessions, in which "Applicant™

(2) is registered to do business (and/or incorporated);

(b) is qualified under applicable law to do business as a foreign corporation;

(c) is presently doing business, either directly or indirectly, or selling, either directly or
indirectly, the products or services;

(d) maintains its corporate headquarters (include exact street address of Applioant's main office);
(¢) maintains, owns or leascs office space; and

(1) “identify" each "person" for which an answer is supplied in parts (a)~(¢) hereof.

AN SWER: Applicant objects to interrogatory no. 2 because it calls for privileged information
and it is vague, overbroad and indefinite with respect to ... for which an answer is supplied ...”.
Without waiving the objection, Applicant states that it is registered to do business in San
Francisco, California and is qualified to do business is qualified in all cities and states. Applicant

is presently doing business in Walnut Creek, CA; Mill Valley, CA; and San Francisco, CA.

Applicant is presently selling or promoting in the Maryland, Texas, California and Chicago.
Applicant’s headquarters is 940 Union Street, #3, San Francisco, California 94133, and

Applicant maintains office space in the home of Applicant’s president.

INTERROGATORY NO.3:

Identify and describe each good or service provided by You under Your Mark, including:

(a) the dates of use of Your Mark in connection with each good or service;
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(b) the geographic areas in which the goods or services have been marked or distributed;
(¢) the individuals, retail stores, or other purchasers to whom the goods or services were sold or
distributed; and

(d) all Persons with knowledge thereof and all Documents relating thereto.

ANSWER: Applicant objects to interrogatory no. 3 because subsection (c) is overly broad and
irrelevant and subsection (d) calls for privileged information and it is vague, overbroad and
indefinite with respect to __all Persons” and ... all Documents”. Without waiving the
objection, Applicant states that its services include consultation services in thel fields of product
management, marketing and business planning, in International Class 35. Apﬁlicant began using

the name and prospecting for clients in September 2001. Applicant has marketed the services in

various areas of North America. Applicant’s clients include Business Launch, Discovery Bay, -

'CA; SD Forum , San Jose, CA,; Blue Mug, Berkeley, CA; Microsoft, Mountain view CA,

Leukemia & Lymphoma Society, SF, CA; and Wells Fargo, Walnut Creek, CA.

INTERROGATORY NO.4:
Describe in detail Your company's industry experience and/or involvement with Wireless
Services, Devices, and Software; Consumer Software; Enterprise Software; and Healthcare

Products and Services as described on your web-site.

ANSWER: Applicant objects to interrogatory no. 4 because it is vague, overbroad and
indefinite with respect to “... industry experience and/or involvement ...”. Without waiving the

objection, Applicant states that it attends seminars, tradeshows, industry conferences, reads
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newsletters, prospects/networks for clients, and conducts other activities consistent with its
business plan. Applicant has a variety of experiences and backgrounds in industries inside and
outside of its client involvement. Specific projects completed for Phase Forward clients include:
Wi-Fi strategy for Blue Mug related to new wireless software service to run on multiple
handhelds and wireless phones; Product development and marketing services to build new
consumer electronic device similar to a low end laptop that also connects to mobile phones and
PDAs for accessing wireless networks, Designing version 2.0 product for use on Wi-Fi
networks; Conduct product differentiation study and infsemational market analysis presentation
for Microsoft; Sales analysis and vertical market study; sales kit, flash demo, customer strategy,

customer presentations.

INTERROGATORY NO.5
Describe in detail Your company's involvement with Axion Pharmaceuticals, McKesson

Corporation, CareTouch, Inc., Gulf South Medical Supply and Aether Systems, Inc. as listed on

you web-site.

ANSWER: Applicant has no current involvement with Gulf South Medical Supply. McKesson
Corporation, CareTouch, Axiom Pharmaceuﬁca]s. Applicant had a previous consultant who had
worked for these companies. The web site was stating the experience of the consultants on the
team. This consultant no longer part of team -- never prospected any clients, moved to Florida
and did not want to engage as an active team member. No#l Adams worked for Aether Systems

in the mobile commerce division November 2000-June 2001,
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INTERROGATORY NO.6:
Describe in detail the type of business conducted by Apialicant since its business formation,
including industries served and goods or services created, manufactured, produced, sold or

distributed.

ANSWER: Applicant conducts product managemgnt, new product development and marketing
services on a project basis. Sample Projects include: creating a sales kit and other product
collateral including messaging, positioning, content and design; creating an interactive FLASH
product demo; testing new product concepts with focus groups; designing a vertical market
strategy for an existing enterprise software product; developing a product differentiation and
positioning strategy; developing a new pr_oduct strategy for a Wi-Fi product; developing a
marketing strategy to test market existing product to new target audience; conducting primary
research with customers and sales reps to analyze sales process and messaging; conducting
competitive analysis on a new product; drafting the product requirements document for a new

product and managing a virtual team to build the product prototype; created a senior executive

sales presentation.

INTERROGATORY NO.7:

Described how You created, conceived, selected, cleared, adopted, acquired, or otherwise made
the decision to use the words PHASE FORWARD as a Mark for Your goods and services

specified in Class 35 and identify all Persons with knowledge thereof and all Documents relating

thereto,
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ANSWER: Applicant objects to interrogatory no. 7 because it calls for privileged information
and is vague, overbroad and indefinite with respect to ... cleared, adopted ... or otherwise made
the decision ...”. Without waiving the objection, Applicant states that it conducted extensive
naming brainstorming sessions with colleagues, friends, family and graphic consultant, Ward
Strarett via phone and email. As early as August 12, 2002, Applicant adopted the name as a
result of the merger of similar marks such as “Phase1” and “Lookforward”. The extensive

searching resulted in the choice of “PhaseForward”. Searched names on the Internet including

the USPTO website, then applied for trademark.

st I

INTERROGATORY NO.8:

State {&hether any searches, surveys, investigations, analyses, or studies were conducted by -
Applicant or any person on its behalf (including its attorneys) to determine whether the
designation PHASE FORWARD was available as a trademark or trade name and if so, identify

each such search or investigation.

ANSWER: Applicant objects to interrogatory no. 8 because it calls for privileged information.

Without waiving the objection, Applicant states No#l Adams and trademark paralegal, Julie

Lockett, searched the web and searched the USPTO w_ebsite. Found Phase Forward Incorporated

quite easily but determined it was in another class of services,

—
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INTERROGATORY NO.9:
State whether Applicant or any party on Applicant's behalf has requested any opinions, legal or
otherwise, of any type regarding the right to use the mark "PHASE FORWARD" and if so,

identify each such opinion.

ANSWER: Applicant objects to interrogatory no. 9 because it calls for privileged information.
Without waiving the objection, Applicant states it consulted various colleagues including
attorneys and paralegals regarding its ri ght to use the mark Phase Forward. No formal written

opinions were solicited.

INTERROGATORY NO. 10:

Tdentify and describe Your first use in commerce of Your Mark or any trademark, service'mark,
trade name, name, word, design, term or phrase that includes the words "PHASE FORWARD,"
including but not limited to the Date of first use in commerce, all Persons with knowledge

thereof, and all Documents relating thereto.

ANSWER: Applicant objects to interrogatory no. 10 because it calls for privileged information.

Without waiving the objection, Applicant states it first began using its mark associated with

services including consultation services in the fields of product management, marketing and

business planning, in International Class 35 at least as early as September 20, 2002.
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INTERROGATORY NO. 11:
Identify and describe the circumstances by which You first became aware of Opposer's use of the
matk PHASE FORWARD, including but not limited to the Date upon which You first became

aware of such use, all Persons with knowledge thereof, and all Documents relating thereto.

ANSWER: Applicant objects to interrogatory no. 11 because it calls for privileged information.
Without waiving the objection, Applicant first became aware of Opposer’é use of the mark at

issue prior to August 29,2003 as a result of an Internet Search and after Applicant chose its
ucant chose 2

name on August 12, 2002,

—

INTERROGATORY NO. 12:
Identify and describe the circumstances by which You first became aware of Opposet's
Registration of the PHASE FORWARD marks, including but not limited to the Date upon which

You first became aware of such Registration, all Persons with knowledge thereof, and all

Documents relating thereto.

ANSWER: Applicant objects to interrogatory 10. 11 because it calls for privileged information.
Without waiving the objection, Applicant first became aware of Opposer’s use of the mark at

issue prior to August 29, 2003 as a result of an Internet Search and after Applicant chose its

name on August 12, 2002.




Sep b 2003 16:27 P.10

INTERROGATORY NO, 13:
Identify and describe any instance or occasion in which You and Opposer discussed Your use of
Your Mark, or any trademark, service mark, trade name, name, design, term or phrase that

includes the words "PHASE FORWARD."

ANSWER: Applicant called Kerry Regan at Testa Hurwitz, who essentiauy stated that Opposer
didn’t want to make a big deal out of this and indicating that each party could just put a link on
your website back to Phase Forward. After this call, Applicant assumed that c_verything was fmel
because even their attorney didn't want to move forward with a suit. Applicant offeredtodoa
link if opposer did a link. Applicant later called Kelly Tillery and, after this conversation with
Tillery, Applicant felt there was no dispute since Tillery said Applicant should come ub with
some options to consider on how to make both parties happy. Tillery stated he could argue the
case either way and saw Applicant’s poi_nt. Applicant then called Phase FoMmd CEOQ after not
hearing back from Tillery and then getting a letter again, CEO’s ofﬁcé had VP anci General
Counsel, Ari Buchman retumn Applicant’s call, and he asked for a budget on what it would take
Applicant to change the name. Applicant provided the requested information and he sent an
offer which would not cover Applicant’s expenses - much {ess the value of the valid and allowed

trademark.
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INTERROGATORY NO. 14:
Identify and describe the manner of advertising and all advertising media through which You or.
any Person on Your behalf have advertised, are advertising, or intend to advertise goods and

services under Your Mark.

ANSWER: Website is Applicant’s primary means of advertising. Applicant’s services are best

sold through networking and prospecting, Applicant has advertised in San Francisco Business

Times, Work It online newsletter, the SD Forum newsletter and was given a free ad in

PushToTest online newsletter. Applicant has considered ads in Bay Area Tech Wire and
\~—-‘

Marketing Sherpa, also online newsletters, Traditional media is not the focus of Applicant’s

marketing efforts,: Applicant prefers prospecting, networking, passing out business cards,

attending seminars, etc..
INTERROGATORY NO., 15:
Identify and describe all geographic areas (by city and/or state) in which Applicant conducts

business using the term PHASE FORWARD as described in goods and services description of

Application Serial No. 78169672 in Class 35.

ANSWER: See answer to interrogatory no. 2.

10
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INTERROGATORY NO. 16:
List all publications (including newspapers, trade journals, television, radio, internet and other
media outlets) in which Applicant has advertised each of the services specified in Class 35 of

Application Serial No, 78169672 under the term PHASE FOR WARD and the dates thereof,
ANSWER: See answer to interrogatory no. 14.

INTERROGATORY NO. 17:
For each calendar year since commencement of use of the term PHASE FORWARD in
connection with services specified in Class 35 of Application Serial No. 78169672 state the

amount expended by Applicant in the United States in the advertisement of each item.

ANSWER: Applicant objects to interrogatory no. 17 because it is indefinite, overly broad and
vague because it is not possible to put a price on the good will established through the
networking and prospecting effort of Applicant much less the value of the web page. The Work

It online newsletter cost about three hundred seventy five dollars and the ad in the San Francisco

Times cost about fifty dollars,

INTERROGATORY NO. 18:

For each calendar year since commencement of use of the term PHASE FORWARD in
connection with services specified in Class 35 of Application Serial No. 78169672 state the

amount of sales of goods and/or services by Applicant in the United States.

1"




ANSWER: Applicant objects to interrogatorsf no. 7 because it calls for privileged information
and is vague, overbroad and indefinite with respect to ... amount of sale ... and/or service by ...
«_ Without waiving the objection, Applicant states the produced documents eﬂzidence the amount
and type of sale and contracts associated with Applicant’s business. In 2003, Applicant has

revenues in excess of eighty thousand dollars,

INTERROGATORY NO. 19:

Identify each person employed by Applicant and each outside agent or agency retained by
Applicant who has been or now is responsible for

(a) marketing, advertising and promotion; and

(b) bookkeeping and accounting with respect to any goods .or services offered for sale or sold

under the trademark or trade name Or any variation thereof
ANSWER: All of these services are performed by the President.

INTERROGATORY NO. 20:

State whether "Applicant" has received any inquiries as to whether its goods/services furnished
under the designation "PHASE FORWA " are associated with, sponsored by, or in any

manner connected with Opposet, and if so, identify each such inquiry.

ANSWER: None.

12
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INTERROGATORY NO. 21:
Identify all Persons who participated in any in the preparation of the answers or responses to
these interrogatories and state specifically, with reference to interrogatory number, the arca of -

participation of each such person.

ANSWER: Applicant objects to interrogatory no. 21 because it calls for privileged information
and is vague, overbroad and indefinite with respect to “... all Persons who participated ...”,
Without waiving the objection, Applicant states that these Answers were prepared by the

Applicant by and through its counsel.

Mg S

Matthew Stavish ,
Liniak, Berenato, Longacre & White, LLC
Suite 240 '

6550 Rock Spring Drive

Bethesda, Maryland 20817

(301) 896-0600

By:

CERTIFICATE OF SERVICE

I hereby certify that Applicant’s Response to Opposer’s First Set of Ihterrogatories was
served upon Opposer by First Class Mail, postage prepaid, on September 03, 2003.

oue_gls b2 M L

e

Matthew Stavish, Esquire
Attorney for Plaintiff

13







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78169672

Filed: October 1, 2002

For the Mark: “PHASE FORWARD”

International Class: 35

Published in the Official Gazette on May 13, 2003 at page 472

PHASE FORWARD INCORPORATED,
Opposition No.: 91156778
Opposer,

V.

MARY NOEL ADAMS,
d/b/a PHASE FORWARD

Applicant

OPPOSER’S RESPONSE TO APPLICANT’S
FIRST SET OF INTERROGATORIES

Opposer, Phase Forward Incorporated hereby responds to the First Set of

Interrogatories served by Applicant.

GENERAL OBJECTIONS: Phase Forward Incorporated objects to Applicant’s First
Set of Interrogatories on the basis that the information sought exceeds that required under
the Federal Rules of Civil Procedure. Specifically, there is no dispute that Opposer owns
a Federally Registered Trademark for PHASE FORWARD, (Registration No. 2366760,
Date of First Use: June 3, 2003). These interrogatory requests seek information and
documentation which is not relevant to any claim or defense of any party nor reasonably

calculated to lead to discovery of admissible evidence.

INTERROGATORY NO. 1:
Each Officer and Managing Agent: }
Robert K. Weiler, President and Chief Executive Officer
Paul Bleicher, M.D., Ph.D., Chairman and Founder
D. Ari Buchler, Esquire, Vice President, General Counsel, and Secretary
Jennifer Cotteleer, Vice President, Services
John F. Hamilton, Vice President, North American Sales
William G. Porter, Vice President, Finance



Steve Powell, Vice President, International

Steve Rosenberg, Vice President of Development

Kathryn Roy, Vice President of Marketing

John J. Schickling, Senior Vice President, Chief Financial Officer

INTERROGATORY NO. 2: (state/country/city)
(a) Incorporated in Delaware

(b) Qualified as foreign corporation to do business in: Arizona, Califomia,
Georgia, Indiana, Massachusetts, Michigan, New Jersey, Pennsylvania and
Washington

(c) Presently doing business in: Worldwide
(d) 880 Winter Street, Waltham MA 02451

(e) Maintains/owns/leases office space in: Washington State; Chicago, IL;
Waltham, MA; Everliegh, Australia; Paris, France; Maidenhead, U.K.; Tokyo,
Japan

(f) Person who supplied answers: Lynette Rezac, Esquire

INTERROGATORY NO. 3:

Goods: Computer Software used in the capture and management of data from
clinical trials of pharmaceutical/biomedical products and medical devices.
Products include: InForm — web-based data capture software; InForm Unplugged
— wireless data entry/remote location data capture application for use in clinical
trials; Clintrial — clinical data management software; Clintrace — adverse event
tracking and reporting software for used in clinical trials; InForm Architect — tool
used in development of electronic case report forms; InFusion — portal design
solution

Services include: InPhase — outsourcing solution that allows sponsors to use
InForm products hosted by Phase Forward with assistance of InPhase service
team; Technology Transfer — assistance with training and implementation of
Phase Forward software on enterprise-wide deployment;

(a) Dates of first Use of goods and services is June 3, 1997

(b) Geographic area where goods/services distributed: Worldwide

(c) Stores where goods sold: N/A




(d) Persons with knowledge: Objection, overly broad request. Almost every
employee at the company may have knowledge.

INTERROGATORY NO. 4:
Industry Experience with:
Wireless Services, Devices and Software — Phase Forward acquired Prove NDA,
a company that developed software for use by patients using PDA’s in clinical
studies. Phase Forward marketed and licensed that software as the InForm
NetDiary software. '

Consumer Software - N/A

Enterprise Software: The request is unclear, however Phase Forward licenses
software for company-wide use in some cases.

Healthcare Products and Services: all products and services serve the healthcare
industry.

INTERROGATORY NO. §5:
Involvement with data collection as listed on web-site: The InForm software is
used in the collection, organization and maintenance of clinical data obtained
during clinical trials. In addition, Phase Forward provides full range of services
related to the use and support of its software.

INTERROGATORY NO. 6:
Type of business conducted (including industries served and goods/services

created, manufactured, sold or distributed):
Phase Forward provides goods and services to pharmaceutical and biomedical
companies, Clinical Research Organizations, hospitals and universities.

INTERROGATORY NO. 7:
‘Adopted, created, conceived PHASE FORWARD as a mark:

Objection: Information sought is irrelevant. Phase Forward Incorporated already
has a registered trademark prior to Applicant’s Application.

Persons with this knowledge: Objection: see above

INTERROGATORY NO. 8:
Searches, surveys, investigations conducted in determining PHASE FORWARD

as a Trademark/Trade name:




Objection: Information sought is irrelevant. Phase Forward Incorporated already
had a registered trademark prior to Applicant’s Application.

INTERROGATORY NO. 9:
Legal Opinions acquired regarding rights to use PHASE FORWARD mark:

Objection: Information sought is irrelevant. Phase Forward Incorporated already
had a registered trademark prior to Applicant’s Application.

INTERROGATORY NO. 10:
Objection: Information sought is irrelevant. Phase Forward Incorporated already

has a registered trademark prior to Applicant’s Application.

Date of first use in commerce: June 3, 1997

INTERROGATORY NO. 11:
Circumstances by which became aware of Applicant’s use of mark PHASE

FORWARD:

Objection: Information sought is protected under Federal Rule of Ev1dence 408
with regard to Settlement Discussions.

Watch notice received by Testa, Hurwitz & Thibeault, LLP that domain name
www.phaseforward.net had been applied for by Applicant. See email of 9/11/02
received by Lynette Rezac, Esquire, Corporate Counsel (Document Request no.

14).

INTERROGATORY NO. 12:
Circumstances by which became aware of Applicant’s application for PHASE

FORWARD Trademark:

Objection: Information sought is protected under Federal Rule of Evidence 408
with regard to Settlement Discussions.

Periodic review by counsel of U.S.P.T.O. web-site for similar marks.

INTERROGATORY NO. 13:
Objection: Information sought is protected under Federal Rule of Evidence 408

with regard to Settlement Discussions.




See Cease and Desist letter of September 23, 2002 from Kerry M. Regan, Esquire
of Testa, Hurwitz and Thibeault, LLP addressed to Applicant and response of
October 8, 2002. Conversation between Ari Buchler, Esquire (Corporate
Counsel) and Noel Adams of late September 2002. Additionally letters of M.
Kelly Tillery, Esquire of February 26, 2003 and March 19, 2003 and telephone
call of March 2003 with Applicant, further urging Applicant to refrain from using
Opposer’s mark.

INTERROGATORY NO. 14:
Manner and media used in advertising goods and services:

Phase Forward advertises through its web site on the Internet, in trade magazines,
on tradeshow displays and sales representatives (presentations).

INTERROGATORY NO. 15:
Geographic areas where business is conducted using PHASE FORWARD mark
(city and/or state): ~ Worldwide

INTERROGATORY NO. 16:
Newspapers, trade journals, television, radio, internet, etc. where services
Advertised: Applied Clinical Trials, Pharmaceutical Executive, CenterWatch,
Pharma Voice, BiolT World, The Pink Sheet

INTERROGATORY NO. 17:
Advertisement costs per calendar year (from first use)

Opposer seeks Protective Order / CONFIDENTIAL INFORMATION
-see attached envelope containing ATTORNEYS’ EYES ONLY information

INTERROGATORY NO. 18:
Opposer seeks Protective Order / CONFIDENTIAL INFORMATION
-see attached envelope containing ATTORNEYS’ EYES ONLY information

INTERROGATORY NO. 19:
Objection: Information sought is too broad a request for each person now or ever
involved in the following activities (please see persons currently holding the
following positions):

(a) Persons responsible for marketing, advertising and promotion:
Advertising Agency: N/A




Head of Marketing: Kathryn Roy, VP Marketing

(b) Persons responsible for bookkeeping and accounting of goods offered for sale:
Head of Finance: William Porter, VP Finance

INTERROGATORY NO. 20:
Inquiries received whether its goods/services were associated to Applicant’s
Phase Forward: NONE -

INTERROGATORY NO. 21:
Use of PHASE FORWARD in consulting:
Phase Forward has been providing consulting services to customers under Phase
Forward mark since its inception.

INTERROGATORY NO. 22:

Facts/Evidence in support of assertion of famous mark per 15 U.S.C.
§1125(c)(1): The mark has been in continuous use for over 6 years, is in use
across the entire United States and abroad (with sales and trademark registrations
throughout the world). Total sales and advertising/marketing/promotion since
date of first use of the mark are in the hundreds of millions. Further, within the
pharmaceutical clinical/medical trial industry, the name has acquired notoriety
and i1s has become well established in the pharmaceutical/medical clinical trial
software market. Current market share for Clinical Data Management Software
is 37% (Clintrial); for Safety Systems is 35% (Clintrace); and for Electronic Data
Capture is 40% (InForm).

INTERROGATORY NO. 23:
All persons who participation of the answers/response to the these interrogatories:

Lynette Rezac, Esquire
By: %/ :
M. Keﬁd%Es/quire
Leonard Tillery & Sciolla, LLP
1515 Market Street, Suite 1800
Philadelphia, PA 19102

DATE: | /2/0 % Phone: 215/567-1530
Fax: 215/564-4611
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phc; forward RECE\\,ED

Kerry M. Regan Qo2

Testa, Hurwitz & Thibeault, LLP et 08 1

125 High Street

Boston, MA 02110-2704 : . PATENT DE“A““;‘ESU,\AP

Dear Ms, Regan:
I am writing to address your letter of September 23.

1 can understand your legitimate concern to prevent “cybersquatting” of your client’s domain
name. However, that is not at all the case here. My business, Phase Forward, is & small
consulting firm that provides product management, business planning and marketing services to
start-up companies in the San Francisco Bay Arca. We chose our name after an extensive
tradernark search and assurance that the mark “Phase Forward” was and is available in our class
of services. We certainly have no bad faith intent to profit from the mark, and accordingly are
not in violation of the Anticybersquatting Consumer Protection Act, 15 U.8.C. 1125(d).

Furthermore, our business is in no way related to the “management of data from clinical trials of
pharmaceutical products and medical devices,” and it would be remarkable for any consumer to
confuse the two. Thus, I don’t believe that we are infringing on your trad-2mark.

|
“There are many well known examples of successful companies that share a name: Ford cars and
Ford models, Dell books and Dell computers, Lotus software and Lotus cars, to name a few.
Surely two young and relatively unknown companies like mine and that of your client can find a
way to; get along, An ugly law suit will not help to build a positive image in our communities.

Now that you know who we are, if your client still has any concerns pleatie let us know and we
will try to work something out. Please feel free to discuss this matter per.;onally over the phone.
T can be reached at 415-722-3661.

Noél Adams
President

2660 webster, ste. #35
som froncisco, e 94123

tel ~ 415-722-3661

fox ~ 415-354-3443

emoil ~ nacl@phasefar viard.ng
wwww. phasefarward .nal
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1515 Market Street -
Suite 1800

TILLERY &f Philadelphia, Pennsylvania 19102
‘SCIOLLA, LLr (215) 567-1530
_ATTORNEYS AT LAW Fax: (215) 564-4611
:\:h?( J.l |I.e{fy;lard 1125 West Chester Pike

. Kelly Tillery ** h
Gregory E. Sciolla ®' West Che(séelr(,) ;;g?sg’;\;asma 19382

Hugh J. Hutchison
Keith N. Leonard *
Michael V. Tinari *

David J. Shannon * : ’ g
Stephen J. Labroli * ' LTS Building

. Gregory C. DiCarlo * Moorestown, New Jersey
* Heidi E. Anderson * 856) 273-667

Theresa M. Keyser + : ( ) ?

" Daniel F. Pedrotty * . .

1 y ktillery@]leonardtillery.com

o Also admiued in New Jersey
+ Also admiued in New York
¢ proctor in Admiraity

+ Admited only in New Jensey

February 26, 2003

" V1A OVERNIGHT MAIL | | ,

- Ms. Mary Noel Adams

individually and d/b/a “Phase Forward”
2660 Webster
Suite No. 5

San Francisco, CA 94123

RE: Phase Forward. Inc. V. Noel Adams. individually and d/b/a “Phase Forward”

" Dear Ms. Adams:

This firm serves as Intellectual Property Counsel to Phase Forward Incorporated of Waltham,
Massachusetts. -

Phase Forward Incorporated is a Delaware corporation engaged in the business of providing
software and services for the management of data from clinical trials of pharmaceutical products and
medical devices. Phase Forward Incorporated was incorporated on June 3, 1997 and has utilized the
name and mark (‘“Phase Forward”) as early as that date. '

Phase Forward Incorporated owms official registrations for the trademark “PHASE
FORWARD?” in the United States, Switzerland, the European Union (CTM) and Australia. In addition,
Phase Forward Incorporated has an application pending to register the trademark “PHASE
FORWARD” in Japan. Copies of the three (3) “PHASE FORWARD” U.S. Registrations are enclosed.

Phase Forward Incorporated also owns the domain names phaseforward.com, phaseforward.org
and phaseforward biz. Phase Forward Incorporated has spent an enormous amount of time, effort and
money developing, marketing and enforcing the good will and value’ associated with the
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aforementioned trademarks. Under these circumstances, the “PHASE FORWARD” marks have

I become and are famous in the industry and are an enormously valuable asset of Phase Forward
Incorporated. ' ' o

v On September 23, 2002, Phase Forward Incorporated’s prior Intellectual Property Counsel, the
Boston law firm of Testa, Hurwitz & Thibeault, LLP wrote to you via Certified Mail informing yo,u of
the aforementioned facts and demanding that you cease and desist any and all use of the “Phase
Forward” name and mark. A copy of that letter is enclosed for your review.

You responded by letter dated October 8, 2002. I understand that at some point you suggested
" 5 resolution of mutual links to your site and that of Phase Forward Incorporated. That suggested
resolution of this dispute is unacceptable to Phase Forward Incorporated.

On behalf of Phase Forward Incorporated. I must again insist that you immediately cease and
& desist any and all use of the “PHASE FOR_WARD” marks and transfer the domain name

phaseforward.net to Phase Forward Incorporated.

If you had in fact done an “extensive trademark search” and secured an opinion of competent

- trademark counsel regarding the use of your mark, I have no doubt that you would have been told that
you should not use the mark. In any event, you must stop same. My client, however, is prepared to
permit you a reasonable period of time within which to change your company’s name and to transfer to

Phase Forward Incorporated the domain name phaseforward.net.

If we have not been able to resolve this matter within the next ten (10) days, I will recommend
to my client that an action be instituted against you in the appropriate United States District Court for
violation of The Lanham Act, the Anti-Cybersquatting Consumer Protection Act and the Anti-Dilution
i, Act, seeking injunctive relief, compensatory damages and attorney’s fees and costs. In addition, we
v will institute an ICANN Domain Name Arbitration for transfer of the domain name.

It is imperative that this matter be resolved quickly as my client is required to protect its
Registered Trademark under Federal Law and will do so in accordance with same.

I look forward to hearing from you.

MKT:cgr
Enclosures

Page 2 of 3
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john J. Leonard

M. Kelly Tillery **

i Gregory E. Sciolia *'
- Hugh 1. Hutchison
ceith N. Leonard *
 Michael V. Tinari *
FéiDavid J. Shannon *

i Stephen J. Labroli *

¢ Gregory C- DiCarlo *
| Heidi E. Anderson »
{5 Theresa M. Keyser +
%‘.Dam’el F. Pedrotty *

l& + Also admitted in New Jersey
! Also adrmitted in New York
B ** Proctor in Admiralty

fg + Admited only in New Jersey
i
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. Ms. Mary Noel Adams
ndividually and d/b/a “Phi
i 2660 Webster

'} Suite No. 5

% San Francisco, CA 94123

i Dear Ms. Adams:

ase Forward”

I fully understand your position and have

March 19, 2003

explained same to my

P Ry =
gy

1 i _ - ()/ 61/‘( -
i e
{LEONARD 1515 Market Street
'y Suite 1800
QKTILLERY & Philadelphia, Pennsylvania 19102
SCIOLLA, Lie (215) 567-1530
Fax: (215) 564-4611

1125 West Chester Pike
West Chester, Pennsylvania 19382
(610) 701-6455

LTS Building -
Moorestown, New Jersey
(856) 273-6679

ktillery@leonardtillery.com

It was a pleasure t0 speak with you recently regarding the above-captioned matter.

client. Unfortunately, my

£ client insists that your use of “PHASE FORWARD” is confusingly similar to its Federally Registered
' Mark “PHASE FORWARD?” and that your use thereof will cause a likelihood of confusion and/or
}  dilution severely damaging to Phase Forward Incorporated. |

Under these circumstances, I must insist on behalf of my client, Phase Forward Incorporated,
¢ that you cease and desist any and all uses of the “PHASE FORWARD” name and mark including in

> your domain name.

- Phase Forward Incorporated is prepared to permit you a ninety (90) day period within which to
change the name. In this regard, enclosed please find transfer documentation for the domain name.

3 If this meets with your approval, please sign this letter where indicated hereinbelow and sign

and fill out the transfer documentation and return it to me 1n the enclosed-self addressed stamped -

envelope.
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: If this is not agreeable, please be advised that I have been instructed by Phase Forward
ncorporated to draft a Complaint for filing in the appropriate United States District Court seeking
gjunctive relief, compensatory damages, attorneys’ fees and costs and transfer of the domain name.

| Please let me know as soon as possible if this is acceptable. I look forward to hearing from
ou. ,

AKTlcgr
inclosure

AGREED AND ACCEPTED:

MARY NOEL ADAMS, individually
and d/b/a “PHASE FORWARD”

Page2 of 2 .




CERTIFICATE OF SERVICE

I, M. Kelly Tillery, Esquire, hereby certify that on the day of ,
2004, I caused the foregoing OPPOSER’S RESPONSES TO APPLICANT’S FIRST SET
OF INTERROGATORIES and OPPOSER’S RESPONS TO APPLICANT’S FIRST SET
OF DOCUMENTS REQUESTED to be served by the United Parcel Service, postage
prepaid in an envelope addressed to:

Matthew W. Stavish

Attorney for Applicant

MARY NOEL ADAMS d/b/a PHASE FORWARD
6550 Rock Spring Drive, Suite 240

Bethesda, Maryland 20817

M. Kelly Tillery'

Leonard Tillery & Sciolla, LLP
1515 Market Street, Suite 1800
Philadelphia, PA 19102

(215) 567-1530 (tel)

(215) 564-4611 (fax)

Date: L/Z// i
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78169672

Filed: October 1, 2002

For the Mark: “PHASE FORWARD”

International Class: 35

Published in the Official Gazette on May 13, 2003 at page 472

PHASE FORWARD INCORPORATED,
Opposition No.: 91156778

Opposer,
V. :
MARY NOEL ADAMS, 4"
d/b/a PHASE FORWARD EASE
. 55‘.: =~V k
Applicant R I§ “:;‘,..
OPPOSER’S RESPO O:APPLICANT’S

FIRST SET OF I gi;ATORIEs

ATTORNEYS;:E. NLY DOCUMENTS
> ‘1%@—-——

Opposer, Phase Forward 'Inéérporat_e@; hereby responds to the First Set of
Interrogatories served by Applicant. "

INTERROGATORY NO. 17:
Advertisement costs per calendar year (from first use)

1997 — 2001: currently unavailable
2002: $3,300,000 in total advertising and marketing
2003: $3,500,000 estimated in total advertising and marketing

INTERROGATORY NO. 18:
Sales of goods and services by calendar year (from first use)
1999: $23,687,000
2000: $41,086,000
2001: $65,002,000
2002: $39,792,000
2003: $54,712,000 (estimated)




M. KellyFlery, Esqfire
Leonard Tillery & Sciolla, LLP
1515 Market Street, Suite 1800
Philadelphia, PA 19102
DATE: /i) sty Phone: 215/567-1530
7 ' Fax: 215/564-4611
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TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

APPEARANCES:

M. KELLY TILLERY, ESQUIRE
LEONARD, TILLERY & SCIOLLA, LLP
1515 Market Street, 18th Floor
Philadelphia, PA 19102
215-567-1530
Counsel for Opposer

MATTHEW STAVISH, ESQUIRE
(via telephone)
LINIAK, BERENATO, LONGACRE &
WHITE, LLC
6550 Rock Spring Drive, Suite 240
Bethesda, MD 20817
301-896-0660
Counsel for Applicant

EXAMINATION INDEX

MARY NOEL ADAMS
BY MR. TILLERY 4
BY MR. STAVISH 102

IR

James DeCrescenzo Reporting

ylvania's Leader in Technology and Inf

215.564.3905 1700 Sansom Street, 5th Floor rax 215.751.0581
Philadelphia, PA 19103

www.JDReporting.com
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TELEPHONIC DEPOSITION OF MARY NCEL ADAMS, 9/23/03

THE COURT REPORTER: Usual
stipulations, Counsel?

MR. TILLERY: Matthew, I
suggest that we agree that -- I don't

believe it's necessary for the -
witness to read and sign unless vyou
want that, and the deposition will be
filed with the USPTO when and if
necessary.

So other than that, and if
we reserve all objections except as
to form, that's what I would propose
as what we call our usual
stipulations.

MR. STAVISH: Yes, I agree
with that. I'd like to just reserve
at the end, you know, to talk about
whether she wants to review it
depending on how it goes.

MR. TILLERY: All right.
That's fine.

(It is agreed by and
between counsel that sealing and

certification of the transcript are

X

James DeCrescenzo._RMepoArting

ia's Leader in Technology and Inf

215.564.3905 1700 Sansom Street, Sth Floor rax 216.751.0581
Philadelphia, PA 19103

www.JDReporting.com




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

4

TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

waived, and that all objections,
except as to the form of the
question, are reserved until the time
cf trial.)

MARY NOEL ADAMS, having
been duly sworn, was examined and

testified as follows:

EXAMINATION
BY MR. TILLERY:
Q. Ms. Adams, as you know, my
name is M. Kelly Tillery. I'm a

lawyer with the law firm of Leonard,
Tillery & Sciolla in Philadelphia.
We represent the Opposer in this
USPTO proceeding, Phase Forward,
Incorporated.
Do you understand that?

A Yes.

Q. All right. And your name
is Mary Noel Adams?

A, Yes.

Q. Can you give us your date
of birth, your Social Security Number

and your home address?

JIPR

James DeCrescenzo Reporting
Het B v

ia's Leader in Technology and Inf

215.564.3905 1700 Sansom Street, 5th Floor rax 215.761.0581

Philadelphia, PA 19103
www.JDReporting.com
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TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

A, The date of birth is
December 25th, 1968. Social Security
is 218-08-8942. And my home address
is 940 -Union Street, Number 3, in San
Francisco, 94133.

Q. Ms. Adams, are you single

or married?
A Single.
Q. And you do business as

Phase Forward at the present time?

A, I do.
Q. And you are the Applicant
in this proceeding, applying for a

trademark for the mark Phase Forward
in Class 357

A Yes.

Q. And you are presently doing
business as Mary Noel Adams doing
business as Phase Forward; 1is that
fair to say?

A. Yes.

Q. So you are not
incorporated, you're not in

partnership with anybody; you're an

IR

James DeCrescenzo Reporting

ylvania's Leader in Technology and Information M

215.564.3905 1700 Sansom Street, 5th Floor rax 215.751.0581

Philadelphia, PA 19103
www.JDReporting.com
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TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

individual doing business as Phase
Forward?

A, Yes.

Q. Now, I've had the
opportunity to review a number of the
documents that have been produced by
your counsel, and I appreciate your
efforts and your counsel's efforts in
that regard, and I'm going to ask you
some questions about them.

Do you have copies of those
documents or the originals thereof
with you today?

A I have copies.

Q. All right. I'm going to
refer to the first stack of documents
which was supplied, which 1is
labeled -- they're Bates-stamped
Adams 1 through, oh, I guess we go up
to about 661.

Does that sound correct to

you? Do you have those?
A . Mine number up to 621.
Q. 621, okay. Well, when we

P e

James DeCrescenzo Reporting

ia’s Leader in Technology and Information Management

215.564.3905 1700 Sansom Street, 5th Floor rax 215.751.0581
Philadelphia, PA 19103
www.JDReporting.com
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TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

get to those, we'll figure out which
ones I have that you don't. But
let's start with those.

I'd like to, first of all,
ask you, have you ever had vyour
deposition taken before?

A No.
Q. All right. Have you ever

testified in court before?

A No.
Q. Welcome to our world, Ms.
Adams.

{Laughter.)

Let me just tell you that
if at any time you'd like to take a
break, i1f you'd like to stop this and
confer with your counsel, yvou're
permitted to do so. Just let me
know.

Also, if at any time any of
my questions are unclear either due
to our telephonic connection or due
to my inability to put a good

question, please let me know and I'1ll

I

James DeCrescenzo Reporting

ia's Leader in Technology and Inf

215.564.3905 1700 Sansom Street, 5th Floor eax 215.751.0581
Philadelphia, PA 19103
www.JDReporting.com
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TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

do my best to rephrase the question
or speak more clearly or both,
because otherwise, the court reporter
is taking down everything that vyou
say and everything that I say, and
your answer will appear responsive to
my gquestion if you don't make those
clarifications.

Do you understand that?

A, Yes.

Q. All right. And, please, if
at any time my guestions are unfair
or misleading or in any way you don't
understand them, please let me know,

and I will do my best to reconstruct

the question. All right?
A . Okav.
Q. Excellent. Let's start

with right now, as you do business.
Tell me, what is the nature of your
business.

A, It's product management and
marketing services for high-tech

companies, primarily high-tech

IR

James DeCrescenzo Reporting

ia's Leader in Technology and Information M:

215.564.3905 1700 Sansom Street, 5th Floor rax 215.751.0581

Philadelphia, PA 19103
www.JDReporting.com
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companies.

Q. All right. And how long
have you been engaged in that
business?

A, How long have I been
engaged 1in?

Q. The business you just
described.

A Since September of 2002 as
Phase Forward, but I've done
consulting in that business prior to
that.

Q. Why don't you just maybe
give me a little bit briefly of vyour
educational and employment background
before you began doing business as
Phase Forward.

A . Okay. My undergrad,
University of Maryland, degree in
business. I worked for a couple of
years. I got my M.B.A. at Emory
University. I worked in product
management starting with Bell South.

THE COURT REPORTER: I'm

IR
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sorry. Starting with who?
THE WITNESS: Bell South.
THE COURT REPORTER: Bell
Tel?
THE WITNESS: Bell South.
THE COURT REPORTER: Oh,
Bell South. Okay.

BY MR. TILLERY:

Q. Can I ask you, are you on a
speakerphone?

A I am. And you guys are
echoing quite a bit.

Q. Oh, I'm sorry. We're on a
speakerphone. We're on a really good
one, I thought.

Is it possible for you to
get off the speakerphone? Because
vyou're crackling a little bit. Would
that be too inconvenient for you?

A, It actually would, and I
don't think it's me that's crackling.

Q. Oh, all right.

MR. TILLERY: Matthew, how

is your reception there?

I
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MR. STAVISH: I've heard
the same crackling. I'll pick up and
see 1f that helps, because I'm on
speakerphone, too.

MR. TILLERY: All right.

It may jJust be the connection.
Is that better for vyou,

Matthew?

MR. STAVISH: Yes.
MR. TILLERY: All right.
Let's keep trying. Maybe we'll try a

new line 1if it doesn't work too well.
BY MR, TILLERY:

Q. I'm sorry. We interrupted
you there, Ms. Adams. You mentioned
Bell South.

A, Okay. So I worked at Bell
South in product management. I
worked for a couple of wireless
startup companies. Then I worked in
Chicago for a company called Aerial
Communications.

Then I moved to San

Francisco, worked for Aether Systems,

e
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also worked for a company called

Innoventry.

THE COURT REPORTER: I'm
sorry. What systems and what
ventures?

THE WITNESS: Aether

Systems, A-E-T-H-E-R.

THE COURT REPORTER: And
then?

THE WITNESS: Innoventry,
I-N-N-O~-V-E-N-T-R-Y.
BY MR. TILLERY:

Q. And then after that is when
you began doing business individually
as Phase Forward?

A After Aether is when I

began consulting as an individual.

Q. And how long --

A And then --

Q. I'm sorry. Go ahead.

A . I did that for about nine
months. And then I decided to branch

that out and actually started at the

business, and that's been Phase

IR
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Forward.

Q. All right. I'm going to
direct your attention to what is
marked as Adams 1.

MR. TILLERY: And we'll
attach the exhibits that we talk
about to this. And since they are
already marked as Adams 1, I don't
think we need to mark them as an
exhibit, Matthew, unless you think we
need to.

MR. STAVISH: No. I think
it's more useful to use these
numbers. That's why I put them on
there.

MR. TILLERY: I agree.
Thank you very much for that effort.

BY MR. TILLERY:

Q. Do you see Adams 1, Ms,.
Adams?

A, Yes.

Q. All right. This appears to
be both an application -- I'm sorry,

a business registration certificate

IR
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from the City and County of San
Francisco, Office of the Treasurer

and Tax Collector.

And I'll ask you to look at

Adams 2, which appears to be an

application for a fictitious business

name. Do you see those?
A . Yes.
0. Did I describe those

accurately?

A. Yes.

Q. All right. The business
registration certificate is --
actually, there are three of them.

There's one for the year 2002,

there's one for 2003 and there's one

for 2004.

At the bottom of Adams 1,

there is an indication of the
issuance of the date of the
registration as 10/2/2002; is that
correct?

A, Yes.

Q. And if you look at Adams

P e
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Adams 2 is the application for
fictitious name, and there is, in
Paragraph 5, which I will read for
the record, it says "The registrant
commenced to transact business under
the above-listed fictitious business
name or names on:" and there 1is
handwritten in there "10/1/02," and
it appears to be signed by vyou.

Did you enter that
information, the 10/1/02, and sign
it?

A, I did.

Q. Okavy. And was it correct
then and is it correct now, that
information?

A It's correct.

Q. So the first date on which
vou started to transact business
under the name Phase Forward was on
October 1 of 20027

A . I actually -- I actually
started, I guess, business

development activities prior to that.

IR
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That's, you know, putting a stake in
the ground.

Q. Then can you tell me what
Yyou meant when.you represented to the
City and County of San Francisco that
yYyou commenced to transact business
under the name Phase Forward on
October 1, '02°?

What did you mean when you
signed that and sent that in or gave
that to the City and County of San
Francisco?

A I meant --

MR. STAVISH: I'm going to
object.

And I just want to Jjump in
here and make sure that Ms. Adams is
aware, we're not wanting you to guess
or estimate any dates. The documents
speak for themselves. The question
is simply asking what you recollect.
BY MR. TILLERY:

Q. Well, I agree with the

first two things that Mr. Stavish

I
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said, in that I do not want you to
guess or speculate. And, yves, the
documents do speak for themselves.

But my question is when vyou
represented to the City and County of
San Francisco what is in Paragraph 5
of Adams 2, what did you mean?

I know what it says. I'm
asking you --

A I meant that I was picking
an official start date for the
business of October 1, 2002. That's
what I meant.

Q. Did you, in fact, first
commence to transact business under
that name on October 1 of 2002°?

A, Yes.

Q. I'm going to ask you to
look at your Answers to
Interrogatories, which I hope that
yvyou have with you there, labeled
Applicant's Response to Opposer's
First Set of Interrogatories.

Do you have a copy of those

I
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with vyou?
A . Hold on one second. It's

not in this stack.

Q. I realize we have lots of
documents here. Take your time.

A Okay.

Q. I'"1ll ask you to turn to
Page 3 and look at the answer. It's

actually your answer to Interrogatory
No. 3. And if you'd take a moment
and read that for me, not out 1loud,

but to yourself.

A, Okavy.
Q. Do you see in the middle of
that answer, it says, "Applicant

began using the name and prospecting
for clients in September.2001"?

I do.

Is that correct?

It is.

o r 0 P

Can you explain what you
mean by "using the name and

prospecting for clients in September

2001">?
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A, Well, it -- I mean, as you
probably know, starting a business is
a fluid process. So as soon as we
pPicked the name, as early as August I
was trying to figure out who I could
have clients, what kind of business I
was going to be doing, networking
with people.

So ~-- and actually in
September, I contracted or

subcontracted with a company to do

work.

So I guess it gets to the
definition of, you know, what -- what
the -- what's the question of when
did you officially start. It's sort

of a fluid date.

Q. Well, let me -- let's go
back --

A . So the question -- the
gquestion -- I guess the gquestion to
me needs to be clarified. What are

vyou trying to get at?

Q. Well, I guess I'll be very

R
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candid with vyou.

I'm very confused about
dates here, because Adams 1 and 2 --
I'm sorry -- Adams 2 represents to a.
governmental entity that you began to
transact business on October 1, '02.
Your answer to Interrogatory No. 4
indicates that you began using the
name and prospecting for clients in
September 2001.

I'll refer you to
Interrogatory No. 7 answer, vyour
answer which is on Page 6, which says
"As early as August 12, 2002,
Applicant adopted the name as a
result of the merger of similar marks

such as Phase One and Look Forward.?"

A, Right.
Q. I'm sorry. Let me finish
the qguestion. I realize it's long.
Interrogatory No. 10 refers
to, "Applicant states it first began

using its mark associated with

services, including consultation

IR
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services in the fields of product
management, marketing and business
planning in International Class 35 at
least as early as September 20,

2002 ."

Those are all a lot of
different dates, and I'm trying to
determine what you did, when you did
it utilizing the name or mark Phase
Forward.

Do you appreciate my

confusion here?

MR. STAVISH: I'm going
to --

THE WITNESS: So --

MR. STAVISH: -- Jjust

object just because there seems to be
a lot of different information that's
going on here in this one single

gquestion.

MR. TILLERY: All right.
And that's fair enough, Matthew. I'm
sorry. I will rephrase the question.

Strike the question.

IR
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MR. STAVISH: We're trying
to draw an equivalency between
different questions. The fictitious
business name statement doesn't
necessarily directly correlate to an
answer to an interrogatory or maybe a
statement used in any trademark
application of a first use in
commerce or something to that effect.
I just want to caution us not to lump
them all in the same categofy.

MR. TILLERY: Fair enough.
Hold that thought for a minute.

(Brief interruption.)

MR. TILLERY: Sorry.

BY MR. TILLERY:

Q. Well, let's do it this way.
What's the first time you ever in any
way, shape or form utilized the words
Phase Forward?

A, In August of 2002.

Q. Can you be more specific,
or is that --

A . Well, I mean there's lots

AR
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of ways in which I used the word.
So. ..

Q. Well, again, I'm trying to
get to the genesis, the first time
you ever put those two words together
and used them, either spoke them,
wrote them down or directed someone
to do so.

A, August 12th, 2002.

Q. Then would it be correct to
say that your answer to Interrogatory
3 at Page 3 of your interrogatory
answers 1s a typographical error,
that that September 2001 date should,

in fact, be 20027

A, Oh. September 2001.

Q. I thought it might have
been a typo. Is 1t?

A, That is a typo.

Q. Thank vyou. I thought so.

That was part of my confusion.
And on August 12th of 2002,
can you tell me, was that the first

date that these two words came

X
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together for you in your mind and vyou

decided to use them?

A, Yes.

Q. And I see that is, in fact,
Your answer to Interrogatory No. 7,
where you savy, "AsAearly as August

12, 2002, Applicant adopted the
name," et cetera.

Can you tell me how that
came about, how you came to put those
two words together and decided you
would use them as the fietitious name
for your business?

A It was actually a very long
naming process that I was engaged in
to try to come up with a name for my
company. So it didn't just happen in
a day. It was basically an evolution
of a bunch of different names coming
together.

Q. But that is the first day
that you made the conscious decision
that, This is the name I will use in

my business?

X
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A, Yes.
Q. And you had not registered

to do business yet with the City of

San Francisco; correct?

A No.

Q. And I understand that this
is a process. I appreciate what vyou

said earlier about that.
What was the first use in
commerce that you can recall of the

name or mark Phase Forward that you

made?

A And I guess that's where
I'm confused. What is the definition
of "in commerce"?

Q. All right. It is a legal

definition, but I will give you my
best definition for purposes of this
question.

When is the first time vyou
used it in connection with any
commercial activities first in the
state of California?

A, And I'm sorry. But that's

X
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like you asking -- what does "in
commercial activity" mean?

Q. All right. Let's get more
specific. Literally, what is vyour.
first use of the words?

MR. STAVISH: Well, 1I'11
object and just remind the witness
that we don't speculate and we answer
if we know the exact date; otherwise,
we say we don't know.

BY MR. TILLERY:

Q. Okay. To avoid such
reminders in the future, Ms. Adams,
let me just explain to you, number
one, neither I nor Mr. Stavish want
you to speculate. I do not want vyou
to guess, I do not want you to
speculate, and every question I ask
you is only if you know.

Trust me, I will not ask
Yyou a question in whiech I'm trying to
get information from you that you do
not know. So every question is to

elicit your knowledge and not your

IR
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speculation or guesses. Do you
understand that?

A, I do.

MR. STAVISH: And let me
just throw in, since this is the
first time she has ever been deposed,
eventually we'll probably get to
documents that help refresh vyour
memory. So we'll probably get the
answer eventually.

BY MR. TILLERY:

Q. And Mr. Stavish 1is
absolutely right. If there is a
document which you think would help
refresh your memory, please feel free
to refer me to that or tell me that
there are such documents.

This is not a test of your
memory, and certainly the documents
will be, if they were created
contemporaneously, will be a better
source of that information. So
pPlease don't hesitate to tell me that

if that is correct. Okay?

IR
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A . Right. So my question here
is simply what is the definition of
"in commerce"? Because we're not
talking about selling a good over the
counter. We're talking about
starting a consulting business.

So it's a fluid process, as
I told vyou. So I want to know
specifically what you're asking me.

Q. All right. Well, in
commerce, it means at least this:
That you have communicated or
attempted to communicate the words
Phase Forward to someone else
representing that you are in
business.

A . Okavy. So as soon as I
decided on the name, I started
communicating that to at least
colleagues and friends, trying to
get, yvou know --

Q. Trying to get business?

You were trying to get business;

right?

JIX
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A, Well, originally, I was
trying -- first I was trying to get
input into the business plan.

Q. Okavy. But at some point,
vyou utilized the words Phase Forward
in communications with other human
beings or entities, identifying
yourself as being in business and
available to do business under the
rubric Phase Forward?

A Yes.

Q. Okavy. And I realize you
produced a lot of documents and 1I
have seen e-mails and things of that
nature, and I may get through some of
those later.

But do you recall what the
first time 1is you actually did
business ~-- and when I say "did
business,"” I mean performed a service
for someone else -- under the name
Phase Forward? Who was your first
client?

A . Right. My first client was

AR
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Business Launch, a subcontract for

Computer Associates.

THE COURT REPORTER: That
was Business -- what was the name?

MR. TILLERY: Launch?

THE COURT REPORTER: You

said Business Launch?

THE WITNESS: Business
Launch.
BY MR. TILLERY:

0. Who was in turn a
subcontractor for Computer
Associates?

A I was contracting them.

They - they were a direct
relationship with Computer
Associates.

Q. Okay. So you were the
subcontractor?

A. Right.

Q. So you contracted with
Business Launch?

A Right.

Q. Who in turn contracted with

X
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Computer Associates?

A Right.

Q. Okavy. And do yvou recall
when that first business transaction
took place?

A . I signed on to work with
them end of September 2002.

THE COURT REPORTER: End of
December?
MR. TILLERY: September.

BY MR. TILLERY:

Q. End of September; correct?
A, September.
Q. Okay. And do you have a

written contract with them or did
you?

A, I did.

Q. Do you know if that's been
produced?

I don't recall seeing it.

I may have missed 1it.

A. Yes. I don't know that I
still have copies. We mostly dealt

with things electronically.

I
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Q. All right. If you have
them -- I'1l1l] supplement a request for
them specifically, but if yvou have

them, if you could provide them to

yvyour counsel, I'd appreciate that.
A, Yes. I --
MR. STAVISH: I'll make a

note of that.

What was the name of the
company again?

THE WITNESS: Business
Launch.

MR. STAVISH: Okay. I'11
certainly produce it 1f we have it.

MR. TILLERY: Okay. Thank
you very much.
BY MR. TILLERY:

Q. Before we go on to doing
business, we've established that
first business contact.

By the way, was that
Business Launch in California?
A, Yes.

Q. Can you tell me who your
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first client was that you actually
performed services for outside the
state of California, if any?

A, I haven't performed
services for a client outside of
California.

0. When was the first time you
advertised or marketed yourself under
the name Phase Forward, if at all,

outside of the state of California-?

A, I'm not sure. I don't --
vyes
Q. Have you done so?
A, I don't do --
MR. STAVISH: I'm going to

object just because of the definition
of "outside of," the foundation of
the question. We want to be careful
about statements with respect to
"outside of" where maybe you met
somebody that was in California but
maybe they worked outside, and it
creates a situation where it's more

of a legal --
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THE COURT REPORTER: You
know what, Mr. Stavish, you're
breaking up. Repeat that.

MR. STAVISH: I believe

that the.question calls for a legal
conclusién as to where you're doing
business, and I want to just make the
record clear on that fact.

MR. TILLERY: I'll rephrase
the question. Thank you.
BY MR. TILLERY:

Q. Have you ever provided
services for a company that is based
outside of California?

A No.

Q. Have you ever provided
services to a company who has a
location outside of California and --
that is, provide services to that
location?

A, Not to a location outside
of California.

Q. I understand you --

A, I --
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Q. I'm sorry. Go ahead. Do
vyou have something else to --

A, Well, I mean, Computer
Associates is located in New York,

but my direct client was Business

Launch --
Q. Based in California?®?
A, -- in California.
Q. Okavy. Have you advertised

in any medium or media outside of the
state of California?

A I've advertised in
electronic media that goes presumably
outside of California.

Q. And you have a website
which, of course, is available
worldwide?

A . Correct.

Q. Let's go back to the day of
creation, so to speak, of August 12th
of '02. Can you tell us how you came
to select the name Phase Forward?

And I realize you said it

was a process involving other people.
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So describe it in as much detail as
you can.

A Right. So the naming
process consisted of me and work
colleagues, friends, family -- it's
basically a brainstorming process

where you start just listing names

and words and -- using the dictionary
and Thesaurus and, you know, trying
to come up with words that, I guess,

basically describe what it is that

vyou're trying to do. So it's --
again, it was a process.

Q. Is there anybody in that
process that you can recall -- and
perhaps it was you -- who actually

came up with this pérticular
selection?

I know you considered lots
of others, and your answer to
Interrogatory No. 7 indicates that it
was a result of a merger of similar
marks such as Phase One and Look

Forward. Can you tell us about that?
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A . What's the question? You
asked several gquestions.
Q. You're right. I'm sorry.
The first one would be, is
there any one individual -- and it
may be yourself -- who takes credit
for actually selecting those two
words and putting them together?
A Probably Ward Garrett, my
graphic designer.
THE COURT REPORTER: Who

was that again?

THE WITNESS: I'm sorry?

THE COURT REPORTER: Repeat
the name.

THE WITNESS: Ward Garrett.

BY MR. TILLERY:
Q. And he is a graphic

designer?

A, Yes.
Q. And did you pay him in part
for coming up with this name? Was

that part of his Jjob for you?

A . I did not pay him.

JIX
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Q. Is he just a colleague who
was assisting you in getting your new
business started?

A He was a member of the team
of people I pulled together to help
me come up with a name.

Q. Once Mr. Garrett came up
with this name and obviously you
liked it and want wanted to use it,
what efforts, if any, did you make to
ensure that you would be permitted
either by governmental entities
and/or anyone else to use that in
doing business?

A, The first step of the
process was to check the web and see
if anyone else is using the name, and
then the second was to go the U.S.
trademark database.

Q. The first one, checking the
web, who did that and how was it
done?

A, Typed in a web address.

Q. Typed in what?

X
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A, You just type in a web
address dot com and. ..

Q. So you typed in
"phaseforward.com"?

A Yes.

Q. Into what search engine, if
any, do you recall?

A, Not into a search engine;
just into a browser.

Q. Oh, you just put it in.

And what came up when you

did that?

A, Phase Forward in

Massachusetts.

Q. And that is the Opposer in
this proceeding; correct?

A, Correct.

Q. And did you take time and

examine that website?
A, I did.
Q. Do you recall the date upon
which yvou did that?
Obviously it was after you

selected it on 8/12/02, but do you
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recall specifically what
would have been?
A, No.

Q. Did you make a
websité?

A.l No .

Q. Did you do any
on the web in that first

process?

A, For -- vyves; on

trademark database.

Q. Okay. I was

was the second step.

But the first one 1is

the general web

pPlugged in phaseforward.com.

the only thing you did?

A, Oh, no.
one of the
checked to

see

extensions available.

And then

registration websites

date that

copy of the

other search

step of the

the U.S.

thinking that

just

search where you

That's

I went to

and

if there were other

Q. And which registration site
was that?
A, I don't know.
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Q. And what were you looking
for when you did that?

A, Looking to see if I would
be able to sign up a website.

Q. You mean, other than
pPhaseforward.com?

A. Correct. I was looking to
see what other extensions were
available.

Q. Okay. And did you record
that search? Did you print that out?

A, No.

Q. Did you find that others
were at least available in the domain

name search that you did-?

A, I found that they all were
available except ".com."

Q. Okay. What next did you
do?

A Trademark search or -- yes,
database, trademark database.

Q. And that was United States

Patent and Trademark Office database

that is available online?

P e
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A Yes.

Q. And what did yvou find
there?

A I found that there was only

one company that's in the database,

Phase Forward in Massachusetts.

Q. And that is the Opposer in
this proceeding; correct?
A, Correct.
THE COURT REPORTER: Excuse

me?
BY MR. TILLERY:

Q. I asked the question was
that correct.

A, Yes, I said correct.

Q. Okavy. I'm sorry. It
didn't come through.

And did you do anything
else in order to ensure that you
would be able to use this name and
mark?

A I consulted a trademark
paralegal.

Q. And who was that?

I
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A, A colleague of mine, Julie
Lockett.
Q. And by whom is she

employed?

A, She's currently employed by
Marriott.

Q. Who was she employved by at
the time that she rendered advice to
vyou regarding the use of this mark?

AL She was not.

Q. She was not employed by
anyone?

Can you tell me what her
experience and expertise was as a
trademark paralegal that would have
enabled her to render that advice to
you?

A, She has about 15 years of

experience in trademark.

Q. Do you know who she has
worked for in the past? What was her
last employer, for example?

A I can't recall. She's

worked for a number of law firms.

IR

James DeCrescenzo Reporting

ia's Leader in Technology and Information Management

215.5664.3905 1700 Sansom Street, 5th Floor max 215.7561.0581
Philadelphia, PA 19103

www.JDReporting.com




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

44
TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

Q. Can you remember the names
of any of them?

A, No.

Q. Okavy, And is she currently
employed by the Marriott Legal
Department?

She is.
Where?

In Bethesda.

© » ©O »

And did you compensate her
for her advice in this regard?

A. No.

Q. Did she give you any
opinion in writing?

A I have e-mail from her.

Q. And you've produced those;
correct?

A Yes.

Q. Other than the e-mails that
vou produced from her, are there any
other opinions in writing to you
about this matter from her?

A, No.

Q. And at the time that she

IR
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rendered this opinion, she was not
acting under the direction of any
licensed member of the Bar, was she?

A No.

Q. Did you consult any
licensed member of the Bar regarding
the use of this mark before you
proceeded to use 1it?

A No.

Q. Did you do anything else
other than the three things that
vou've told us about in order to
ensure that you could use this
safely: One, check the website for
phaseforward.com; two, check the
USPTO database; and three, consult
with paralegaleulie Lockett? Did
vyou do anything else?

A, Prior to what?

Q. Prior to utilizing it 1in
your business.

A No.

Q. So once you did those three

things, did you believe that you had
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the right to utilize the name and
mark Phase Forward in connection with
your business?

A, Yes.

Q. And can you tell me why vou
believed that your use of the mark
Phase Forward would not interfere
with the registered trademark of the
Opposer in this proceeding, Phase
Forward?

A. Because we're in a
completely different class of
business.

Q. And is that what Julie
Lockett told you?

A, That's what -- my
understanding also of -- of our
different businesses.

Q. Well, number one, is that,
in fact, what Julie Lockett told vyou,
that you could use it in spite of the
registered mark of Phase Forward
Incorporated because you were in

completely different businesses? Did

JIPR

James DeCrescenzo Reporting

ylvania's Leader in Technology and Information M

215.564.3905 1700 Sansom Street, 5th Floor rax 216.751.0581
Philadelphia, PA 19103

www.JDReporting.com




10

11

12

13

14

15

lo

17

18

19

20

21

22

23

24

47
TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

she tell you that?

A Yes.

Q. Okavy. And you said it was
also your understanding.

Do you have any experience
or expertise in trademark law?

AL No.

Q. Then what do yvyou base that
judgment on other than what Ms.
Lockett told you? I understand that.

A. Well, in reading the USPTO
website.

Q. Okay. Based on anything
else?

A I also eventually talked to
Ross Meter, attorney.

THE COURT REPORTER: What
attorney?
BY MR. TILLERY:

Q. To who?

A Ross Meter; and as well as
another trademark attorney.

Q. And who was that?

A, To be honest with you, I am
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blanking on his name. He's at -- he
was a referral from someone, Mr.
Gostick, Manila and. ..

Q. Did you secure a written
opinion'from either Ross Meter or
this otﬁer attorney whose name you
can't recall?

A, No.

Q. At any time up to the
present, have you secured a written
opinion regarding the propriety of
your use of the mark Phase Forward in
light of the registered trademark
Phase Forward owned by Phase Forward
Incorporated, the Opposer?

A No. I guess I'm a little

bit confused about what securing a

written opinion means, but --

Q. Well, when I say a "written
opinion," what I mean by that in my
question -- I'm sorry if it was not
clear -- what I mean is if vyou

consult a lawyer regarding the

propriety of the use of a trademark,

IR
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that lawyer can give you a written
opinion stating whether or not in his
or her judgment it is appropriate and
proper for you to utilize the mark.

And my question is have you
ever, as you sit here today, received
such a written opinion from any
lawyer?

A, No.

Q. And can you tell me when
the first time is that you consulted
Mr. Meter?

A I'm not sure of the exact
date, but it was after I received a
letter from Phase Forward
Incorporated's attorney.

THE COURT REPORTER: Phase
Forward Incorporated what?

THE WITNESS: Their
attorney at the time.
BY MR. TILLERY:

Q. For reference, did you
receive a letter on or about -~ dated

September 23, 2002 from Kerry M.

I
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Regan, R-E-G-A-N, of the Boston law
firm of Testa, Hurwitz,
H-U-R-W-I-T-2, and Thibeault,
T-H-I-B-E-A-U-L-T, on behalf of Phase
Forward Incorpofated?

A Yes. |

Q. And is that the
correspondence to which you were
earlier referring?

A Yes.

Q. So shortly after you
received the letter from the Phase
Forward Incorporated lawyers on or
about. September 23, 2002, that's when
yvyou first consulted Ross Meter?

A Yes.

Q. And then you said you also
consulted another lawyer whose namé
you can't remember?

A Right. And I apologize for
not being able to remember his name.
I -- we had it written down
somewhere.

Q. It's guite all right. If
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you get it, if you could provide it

to your counsel, that will be
helpful. Thank vyou.
AL He must have it in his
stack of documents, I believe.
Q. And I will say I've

reviewed them and I didn't see the
name of another lawyer either, but
there was some reference to other

lawyers. So if yvyou can find that,
that would be great.

Other than the individuals
that you've mentioned, have vyou
consulted with any other persons
learned in any aspect of the legal
profession regarding the propriety of
vyour use of this trademark?

A, Matt Stavish.

Q. I guess, never state the
obvious.

A, Well --

Q. But thank you. I did
appreciate that.

Anyone else besides Mr.

I
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Stavish?

A, That seemed pretty obvious.

0. You're right, and I
shouldn't have because that 1is
obvious. |

Anyone else ofher than Mr.
Stavish?

A, No.

Okay. Thank vou.

I want to ask you now about
your means of advertising vyour
business. I refer you to your answer
to Interrogatory No. 14 that's set
forth on Page 10 of yvour Responses.
Do you have that before you?

A, Yes.

Q. First of all, you say your
website is your primary means of
advertising and that is to be found
at phaseforward.net?

A. Yes.

Q. And have you registered any
other Phase Forward variation as a

domain name other than
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phaseforward.net?

A . I have.

Q. What else have vyou
registered?

A . Phase Forward Consulting
and Phase Forward Marketing.

Q. And when did vyou
register -- are they dot-net or
dot-com?

A, Dot-com.

Q. So you have three domain
names now, phaseforward.net,
phaseforwardconsulting.com and
phaseforwardmarketing.com?

A Yes.

Q. And I take it if we put
phaseforward.net into the web, that
we'll come up with yvour website?

A Yes.

Q. And if I put in
phaseforwardconsulting.com right now,
what comes up?

A, Nothing. I don't know what

comes up.
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Q. Does it say under
construction or something, or does it
refer you back to the original

website, or what?

A, I haven't done anything
with it.
Q. Okavy. So it's dormant, so

to speak?

A . Yes.
Q. And what about
phaseforwardmarketing.com; is that

also dormant?

A, Yes.

Q. And do you have any plans
currently to register any other Phase
Forward variations as a domain name?

A No.

Q. Can you tell me what your
current plans are for those two
websites?

A, I have none.

Q. Going back to your answer
to Interrogatory Number 14, you

indicate that "Applicant services are
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best sold through networking and
prospecting."

Can you just tell us
briefly what you mean by "networking
and prospecting"?

A, Basically, contacting
everybody I know and everybody they
know. I mean, it's working the
network. It's also going to trade
shows and seminars and inviting
people to coffee, and it's a general
standard definition of the word
"networking."

Q. What kind of trade shows
and seminars do you go to?

A, A variety of different
ones. I belong to organizations that
put on conferences.

Q. Such as?

A Such as the Product
Development and Management
Association.

THE COURT REPORTER: The

what Development and Management

X

James DeCrescenzo Reporting

ia’s Leader in Technology and information M:

215.564,3905 1700 Sansom Street, 5th Floor #x 216.751.0581
Philadelphia, PA 19103
www.JDReporting.com




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

56
TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

Association?
THE WITNESS: The Product
Development and Management

Association.

THE COURT REPORTER: Okavy.
Go ahead.

THE WITNESS: The Women in
Consulting. An organization called
SD Forum.

THE COURT REPORTER: SD?

THE WITNESS: SD Forum,

All sorts of -- I mean, I

can't even recall all of them.
BY MR. TILLERY:

Q. Okavy. Well, that's fine
enough. If I need more, I'1l11l ask for
your records.

Do you have records of the
ones that you've attended from the
time that you started using the word
Phase Forward to the present?

A . No. I may have receipts
from some of them, but --

Q. Do you keep a date book or

JIPR
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a diary or a calendar of any sort?

A, Only my Outlook calendar,
but it wipes out history.

Q. So there would be no record
of where you were on particular days
going back to September of 20027

A. No.

Q. You don't keep any ﬁard
copy of an address book or a date

book or anything like that?

A . No.
Q. Let's talk about your
advertising. You indicated in the

response to the interrogatories that
you've advertised in the San
Francisco Business Times, the Work It
Online Newsletter, the SD Forum
Newsletter, and you were given a free
ad in the Push Two Test Online
Newsletter.

Are those the only
publications either online or print
that you've advertised in?

A . Yes.
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Q. And you said vyou've
considered ads in the Bay Area Tech
Wire and the Marketing Sherpa, which
are also online newsletters.

Have you yet to advertise
in those?

A No.

Q. Do you produce any handouts
or brochures utilizing the name Phase
Forward that you hand out to

prospective customers?

A, I don't have a handout, per
se. I have a PDF file that I e-mail
around --

Q. Okavy. Is that something --

A, -- and I had -- I have =-- 1

have handed it out I think about a
vear ago, but I stopped doing that.

Q. And is that something in
more detail thanm what's on your
website?

A No.

Q. It's pretty much the same

thing as on the website?
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A Yes.
Q. Okavy. Can you tell me in
the year 2002 -- actually, if we can

start from now going back to August .
12th of '02, which is a little more
than a year, how much you spent on
advertising?

A, How much I -- I'm sorry.
Somebody 1s shuffling around.

Q. That was me shuffling
around. Sorry.

How much did you spend on
advertising from August 12th, '02 to
the present?

A, I would be making a guess
if I gave you an exact number, but
it's less than a thousand dollars.

Q. And it would have been in
connection with those publications

that we previously mentioned?

A, Yes.
Q. And I assume your website
costs you something to keep up, too.

What's your annual cost to keep that
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up?

A. You know what? I don't
know exactly, but it's roughly 1like
ten to 15 dollars a month.

Q. Okay. You've got a very
nice service there for that price.

MR. STAVISH: Noel, I'm
still here with vyou. Don't take my
silence to mean I've fallen asleep.

(Laughter.)

THE WITNESS: Okavy.
MR. TILLERY: All right,
Matthew. I'"1ll try to move it along

S0 we keep you awake.
MR. STAVISH: That's okay.
I'm here holding your hand,
Noel.
THE WITNESS: Thank you.
BY MR. TILLERY:

Q. Ms. Adams, if you want to
take a break and talk to Mr. Stavish,
that's fine, too. So just keep that
in mind.

A Okay. I think we're okay.
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Q. We're okay? All right.
We're moving right along here.

Ms. Adams, when you
searched the USPTO website, did you
see -- you said you saw the
registration for Phase Forward by the
Opposer Phase Forward Incorporated;
correct?

A, Yes.

Q. And did you see that there
were other Phase Forward marks
registered, such as PF Phase Forward,
which is Registration No. 25800557?

A. I don't recall.

Q. Okavy. Did yvou see there's
another one PF Phase Forward,
2599003?> Do you recall seeing that
one?

A, No. Once it came up, I
don't know.

Q. And I take it you did not
use a trademark search service, such
as Thompson and Thompson or some

company like that, in order to do a

IR

James DeCrescenzo Reporting

ia’s Leader in Technology and Inf

215.564.3905 1700 Sansom Street, 5th Floor eax 215.751.0581
Philadelphia, PA 19103
www.JDReporting.com




10

11

12

13

14

15

le6

17

18

19

20

21

22

23

24

62
TELEPHONIC DEPOSITION OF MARY NOEL ADAMS, 9/23/03

trademark search prior to beginning
the use of your mark?

A, I did not.

Q. Can you tell me what your
experience is in servicing software
companies as Phase Forward?

I'm not talking about vyour

prior experience. But from 8/12/02
going forward, what experience, if
any, have you had in servicing or

marketing your services to software
companies?

A The Computer Associates 1is
a software company. I did a project

for them.

Q. And what did you do --
A . And --
Q. I'm sorry. What did you do

for them?

A I did a series of
interviews with their sales force.
It was a vertical market study to
help them get -- determine how to get

into different vertical markets

AR
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through a series of interviewing
sales reps and customers.
Q. Any other experience with

software companies?

A, I did a project for Blue
Mug; that is also a software company.

Q. Can you spell that?

A, Blue as in the color blue,

and mug, M-U-G, Blue Mug.

Q. And what did yvyou do for
them?

A . I did a Y5 strategy for
them.

Q. Any others?

A . I'm just going over the

list of my clients in my head.
No otﬂer software
companies.
Q. Have you --
A Oh, no. I'm sorry.

Microsoft is a software company.

Q. That certainly 1is.
A, Yes.
Q. It also happens to be a

AR
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client of mine, too.

Any other software
companies that you've either done
business with or marketed to?

A I've marketed to, in the
sénse of prospecting and

networking --

Q. Correct.
A -- companies like Avava.
THE COURT REPORTER: Avaya?

BY MR. TILLERY:

Q. A-V-A-Y-A7?

A. A-V-A-Y-A, They -- they
could be considered a software
company. They're really a network
company.

Q. Okay. Any others?

A, In attending a lot of these
seminars and events, I'm sure I've
talked to software companies.

Q. Any others come to mind at
the moment?

A No. I mean, no one I'm

specifically targeting that I can

IJIPX
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think of.

Q. Can you tell me what
experience you've had in doing
business with, and again we're
talking about as Phase Forward, doing
business with any companies in the
health care or pharmaceutical field?

A, None.

Q. And have you marketed vyour
services to anyone in the health care
or pharmaceutical fields?

MR. STAVISH: If you know.
BY MR. TILLERY:

Q. Again, everything I ask 1is
if you know.

A. Right. I did have
conversations with SGI..

Q. SGI?

A Which is -- they're not
directly related to health care.
They're a consulting firm that also
has health care clients.

Q. Any others?

A . No.

IR
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Q. .Have you made any plans or
had any discussions with anyone about
planning to market your services 1in
the health care and/or pharmaceutical
fields?

A, .Yes. Back in the end of
2002, early 2003, I was considering
trying to team up to go out to that
market, but we killed those plans.

Q. And what did you do in
terms of this consideration?

I ask the gquestion
obviously because there was obviously
some indication in some of the
documentation of that interest on
‘your behalf. Can you tell me about
that?

A Right. So considering

teaming up with Blue Mug to do some

health care and wireless, and I
wrote -- wrote to them. We had
conversations with this 8GI -- and

I'm wondering if I'm saying that

company hame wrong; it should be

AR
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SRI -- and it didn't go anywhere. So
we didn't do anything.

And also a company -~-- we
considered talking to a company

called Stentor.

Q. S-T-E-N-T-0-R?

A Yes. But we never talked
to them.

Q. And what kind of company is
that?

A They do -- I'm trying to
remember. They do something related
to lab results, and we were -- we

were thinking of a wireless solution.

Q. Did you or Blue Mug ever
have any contact with them, to your
knowledge?

A, No, no.

Q. What is the relationship
that you have with Blue Mug?

I understand you performed

services for them at one point. Do
vyou have any other kind of

relationship with them?

P2
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A, They used to be a partner
of mine. They are no longer in the

business.

Q. And when you say "used to
be a partner," sometimes business
people use the word "partner" a

little loosely.

Can you tell me what you
mean by "partner" and what was that
relationship?

A, Okay. So loosely, we
teamed up together to strategize
about potential clients and work we
could do together. I used to work
with their business development
person on trying to figure out how we
could work together.

Q. And did you ever actually
work together?

A, I did a project for them
directly and I did -- I contributed
to a number of their proposals.

Q. Any other companies in the

health care or pharmaceutical

IR
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business that you've had contact
with?

A . No.

Q. Ms. Adams, I'm going to ask
you some gquestions about what is on
your website. And on your website
you indicate that your team has had
experience in certain areas, and vyou
mention that your team has had
experience with the following
companies: Aerial Communications;
Innoventry, I-N-N-O-V-E-N-T-R-Y, Bell
South; Aether Systems; TypeSoft;
Broderbund; Matel Interactive; River
Deep-The Learning Company,; Axion
Pharmaceuticals; Gulf South Medical
Supply; McKesson Corporation, and
CareTouch Incorporated.

Can you tell me what you
mean when you say "Phase Forward team
members have managed and launched
products for the following sample of
companies"?

A It's a -- yes. It's just a

JIPXR
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way of getting our background on the

website.

Q. And when you say "team
members," who are you referring to?
A Consultants that team up

with me to do projects.

Q. So they're not employees?
A, No.
Q. Have you ever had any

employees?

A, No.

Q. So you are the company;
right?

A Yes.

Q. Okay. Is the address your
home, or do you have a separate

officev
A Is what address my home?
Q. The address that you gave

earlier in the deposition.

A. That's my home and my
office.
Q. So you don't have a

separate office somewhere else?
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A, No.

Q. Also in your website, vyou
indicate that when you're talking
about your team, you said that your
team -- you say "Our deeper industry
experience includes wireless services
devices and software, consumer
electroniecs, publishing information
services, financial services,
consumer software, enterprise
software, health care products and
services."”

Why are you telling
potential customers about this
experience?

A But just for clarification,
it does not say health care products
and services.

Q. Well, I'm telling you I'm
looking at a copy which is --

A It used to. It does not
anymore. I'm just making a
clarification.

Q. Okay. Thank you. I'm

PR
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