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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No. 91156778 : Serial No. 78/169672
: Filed: October 1, 2002
PHASE FORWARD INCORPORATED, : Published in the Official Gazette
: on May 13, 2003
Opposer, } Mark: PHASE FORWARD
V. :
MARY NOEL ADAMS,
Applicant.

RESPONSE OF OPPOSER PHASE FORWARD INCORPORATED
TO TTAB’'S REQUEST FOR STATUS OF MATTER

Opposer, Phase Forward Incorporated (“PFI”), by and through its undersigned
counsel, and in response to the Trademark Trial and Appeal Board’s August 16, 2007 letter
requesting an update on the status of Civil Action No. CV-05-4232, states as follows:

1. The Civil Action styled Phase Forward Incorporated v. Mary Noel
Adams, et al., No. CV-05-4232 remains pending in the United States District Court for the
Northern District of California. On July 24, 2007, the Honorable Jeremy Fogel entered an Order
denying Applicant Mary Noel Adams’ Motion for Summary Judgment on all eight counts of the

complaint.' On August 7, 2007, Applicant filed a “Request” for reconsideration’ of the Court’s

! The only count on which the Court entered summary judgment, PFI’s claim for “Federal Trademark
Dilution (15 U.S.C. § 1125({c)),” had been withdrawn by PFI due to a change in the federal law on dilution. PFlis
considering moving to reinstate that claim due to the recent Ninth Circuit decision of Jada Tays, Inc. v. Martel, Inc.,
_F.3d __, 2007 WL 2199286, 2007 U.S. App. LEXIS 18339 (9th Cir. 2007} (holding that, because the lawsuit
was filed before the 2006 amendment to 15 U.S.C. § 1125, the prior version of 15 U.S.C. § 1125 applied).

% As subsequently noted by the Court, Applicant’s “Request” was procedurally deficient, because the
California Court’s Local Rules do not permit a party to file a motion for reconsideration without first obtaining leave
(continued...)
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denial of her Motion with respect to PFI’s appeal of the TTAB’s Decision, and Opposer filed a
brief in opposition to Applicant’s Motion. On August 30, 2007, the Court entered an order
denying Applicant’s request for reconsideration.

2. The Court has not yet scheduled a trial date. PFI is currently preparing for

trial, including scheduling trial depositions for certain witnesses who are overseas.

Dated: September 4, 2007 Respectfully submitted,
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M. Kelly Tillefy, Esquiré/ ~
PEPPER HAMILTON LLP
3000 Two Logan Square
Eighteenth & Arch Streets
Philadelphia, PA 19103-2799
Telephone:  215.981.4000
Facsimile: 215.981.4750
Attorneys for Opposer,
PHASE FORWARD INCORPORATED
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of Court, and Applicant failed to seek leave. Civil L.R. 7-%(a). Applicant also failed to point to any new material
facts or changes in the law, or argue that the Court disregarded any material facts or legal arguments in reaching its
decision, which is required for a motion for reconsideration. Civil L.R. 7-9(b).
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CERTIFICATE OF SERVICE

I hereby certify that on the below date a true and correct copy of the foregoing
Response of Phase Forward Incorporated to TTAB’s Request for Status of Matter was served via
first class mail, postage prepaid, upon the following:
Matthew W. Stavish, Esquire
Liniak, Berenato & White, L1.C

6550 Rock Spring Drive, Suite 240
Bethesda, MD 20817

Dated: September 4, 2007

M. Kelly Tillery, Esq fire i 7
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