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I. ARGUMENT

The instant opposition should be denied because:

1.

there is no evidence of similarity in the nature of the goods or services
between Applicant recited services and Opposer’s goods;

there is no evidence of similarity in the established or likely-to-continue trade
channels or “relevant’ customers;

there is no evidence regarding the “relevant” customers (i.e.,
management/marketing directors vs. clinical data specialists);

there is no evidence regarding the sophistication or degree of care likely to be
exercised by “relevant” customers;

there is no evidence of actual confusion or even potential “relevant”

customers who might be confused.

Opposer fails to identify a single “relevant” potential customer who might be confused

by the goods/services at issue. This fact alone should be dispositive of this opposition.

Indeed, there is no existing or potential overlap between the Applicant’s business

and the Opposer’s business. Applicant assists companies with the implementation of

business plans, while the Opposer markets highly-specialized software to the healthcare

industry. Specifically, Applicant engages in consulting services including marketing,

management and business planning (See Notice of Reliance Ex. A-4)', while Opposer

sells highly specialized computer “software for clinical trials of

pharmaceutical/biomedical products and devices.” See Notice of Reliance Ex. C - Opp.

Resp. Interrog. No. 3).

! For this Brief, Applicant will rely on the evidence set forth in Opposer’s Notice of Reliance.



There is no evidence of likelihood of confusion in the relevant customer or
purchaser (i.e., management and marketing directors versus clinical specialists); instead,
Opposer’s Brief incorrectly focuses on a hypothetical purchasing institution as a whole
while ignoring the relevant customer or purchaser within the institution for these
goods/services. Opposer is attempting to expand its trademark registration to a right in
gross to the trademark which is contrary to the principles of trademark law and ignores
the provisions of Section 2(d) of the Trademark Act. In the view of the Opposer, no
registration should be permitted for similar marks for any services — whether in their field
of interest or not.

Applicant asserts the practicalities of the commercial world mandate that there is
no likelihood of confusion, and this Court must consider the practicalities of the
commercial world with which the trademark law deals. There are no facts in evidence to
show Opposer might logically expand into Applicant’s recited services (i.e., consultation
services to management and marketing directors). Opposer is a multinational, highly
specialized company that has one category of products — clinical trial software and
services related thereto. Opposer presents no evidence that it or its competitors might
expand into “consultation services in the field of product management, marketing and
business planning,” which are the services listed in Applicant’s allowed application.

Opposer’s mark has not achieved the fame required for dilution, and Opposer has
failed to present any suitable evidence on the issue of fame or dilution. Dilution requires
the mark to exist in the same channel of trade but, here, the marks used in completely

different channels of trade.




II. THERE IS NO LIKELIHOOD OF CONFUSION

Applicant acknowledges the du Pont thirteen (13) factor “non-exclusive”
balancing test must be applied in determining whether a sufficient likelihood of confusion
exists. In re E.I du Pont de Nemours & Co., 177 U.S.P.Q. 563, 567 (TTAB 1983). The
du Pont factors “are not listed in order of merit. Each may from case to case play a
dominant role.” Id. At 567-68. Thus, “reasonable men may differ as to the weight to give
specific evidentiary elements.” Id. At 567.

Opposer’s Brief fails to assess some of the most important factors to show
likelihood of confusion; namely, Opposer failed to assess properly what each company
actually sells, to whom each companies actually sells their respective goods/services, the
differences in the “relevant” discriminating purchasers, and the relevant channels of
trade. Significantly, Opposer’s Brief completely overlooks the sophistication of the
purchasers at issue.

The essential inquiry in this Opposition is whether there is likely to be sufficient
overlap of the respective purchasers of the parties’ goods and services to confuse actual

and potential relevant purchasers. The evidence shows that the answer to this proper

inquiry is an unequivocal “no.”

a. No Similarity of the Products for Which the Name is Used

Applicant acknowledges that the marks are identical, but there is absolutely no
similarity of the products or services for which the PHASEFORWARD mark is used or
might be used by these companies in the future. Applicant engages in consulting services

including marketing, management and business planning. See Notice of Reliance Ex. A-




4. Opposer uses the mark in connection with its highly specialized computer software for
“clinical trials of pharmaceutical/biomedical products and devices.” See Notice of
Reliance Ex. C (Opp. Resp. Interrog. No. 3). Applicant’s marketing consulting services
are nothing like Opposer’s clinical trial software and never will be. Similarly, there is no
evidence that Opposer might possibly expand into Applicant’s filed of interest.

Certainly, these divergent services and goods are not the kind the public attributes to a
single source.

There is no likelihood of confusion in this case because the parties' products and
services do not overlap in any way, shape or manner — actually or hypothetically.
Opposer tries to argue that Applicant once offered marketing services to a hospital
community, but Opposer fails to show (1) how Applicant’s marketing and business
consulting services are similar to Opposer’s clinical trial software and services related
thereto, or (2) whether the relevant consumer or customer within these large institutions
for these divergent services/goods might be confused.

The general rule is that the Opposer of a trademark "may not ... preclude the
registration of that mark for any and all goods and services regardless of their relationship
to opposer's services." National Congress of Parents and Teachers v. Pizza Transit
Authority, Inc., 213 U.S.P.Q. 65, 67 (TTAB 1982). In other words, just because Opposer
is a large company that has used the PhaseForward mark for several years, that fact alone
does not mean that Applicant cannot register and use the same PhaseForward name. "To
permit this to happen would be to give Opposer a right in gross to the mark which is
contrary to the principles of trademark law and ignores the provisions of Section 2(d) of

the Trademark Act." Id. Even so, "Opposer's rights are [not] to be so narrowly construed




as to protect it only in the field of its use. Rather, Opposer's rights may be protected, not
only within the immediate ambit of its services, but for any goods or services which
might reasonably be expected to emanate from it in the natural expansion of its field of
interest." Id.

No facts in evidence suggest that it is reasonable to conclude that Opposer's goods
and services might logically expand into those offered by Applicant. First, Opposer is a
multinational, highly specialized company that has one category of products — clinical
trial software and services related thereto. Opposer’s clients include Health Care Industry
Companies such as Pharmaceutical and Biomedical Companies, Clinical Research
Organizations, and Hospitals and Universities. See Notice of Reliance Ex. C (Opp. Resp.
Interrog. No. 4 & 6). This fact is not disputed. It is not reasonable to expect that
Opposer might expand its business to offer marketing consultation services and Opposer
does not make such an assertion. Second, Opposer has failed to present any evidence that
its major competitors offer marketing consulting services that overlap with some of
Applicant’s services. Thus, it is not reasonable to expect that Opposer might also begin to
offer some of the same services offered by its major competitors. In sum, the services
offered by Applicant are not those which might reasonably be expected to emanate from
the natural expansion of Opposer's field of interest.

After careful scrutiny of the evidence, there is no similarity between the parties’
services and products. Likewise, there is no real or potential overlap between the
products and services offered by the parties, and hence there is no likelihood of

confusion.




b. No Evidence of Similarity in Trade Channels

Where the goods/services of the parties are on their face specifically different, as
is the case here, it is incumbent upon Opposer, as the party having the burden of proof, to
show that such goods are related in some viable fashion and/or that the are marketed or
promoted under circumstances and conditions that could bring them to the attention of
the same purchasers or prospective customers in a situation or circumstances that could
cause such reasonable consumer to assume that the particular goods/services share a
common origin or sponsorship. Amcor, Inc. v. Amcor Industries, Inc., 210 USPQ 70, 78
(TTAB 1981).

Here, Opposer offers only generalizations and speculative assertions regarding a
supposed overlap of potential customers. Opposer’s brief is devoid of a single fact or
circumstance where these products would be brought to the attention of the same
purchasers or prospective customers. Certainly, Opposer cannot show that these
goods/services are exhibited at the same trade show or trade publication.

Opposer cites several factual inaccuracies to argue that likelihood of confusion
might exist. Opposer incorrectly identifies Axiom Pharmaceutical; Gulf South Medical
Supply; and Aether Systems as partners/clients of Applicant (see paragraph 28 of
Opposer’s Brief). In fact, some of Applicant’s team members had experience working

with these companies but, contrary to Opposer’s assertion, Applicant never worked with

or held out these companies as existing or former clients. This fact is clearly stated on

Applicant’s web page (Notice of Reliance Ex. F-6), and this fact was clearly stated in
Applicant’s Interrogatory responses (Notice of Reliance Ex. B — Appl. Resp. Interrog.

No. 5) and during Applicant’s deposition (Notice of Reliance Ex. B, Adams Depo. pp.




69-70). Applicant is a sole proprietor who works with independent consultants; i.e., team
members. (Notice of Reliance Ex. B, Adams Depo. pp. 69-70). Applicant’s web page at
one time listed two items: (1) places where team members (consultants) had worked, and
(2) actual/potential clients. Axiom Pharmaceutical; Gulf South Medical Supply; and
Aether Systems were listed as companies with whom their team members had previously
worked. In an effort to confuse and obfuscate, Opposer states that these pharmaceutical
and medical companies were/are clients of Applicant. They are not and they never have
been. Some of Applicant’s independent consultants list these companies on their
resumes, but Applicant has never worked with or solicited these companies.

Opposer also completely misrepresents Applicant’s relationship to certain
healthcare institutions. First, Applicant never marketed her services to the healthcare
industry. Applicant advises clients on how to market their products; Applicant does not
and will never deliver or supply products to anyone. Blue Mug is one example of a start-
up company who was interested in marketing a WIFI product to the healthcare industry.
Applicant had preliminary discussion with Blue Mug about Blue Mug’s marketing efforts
only. Blue Mug abandoned their efforts. Applicant was not marketing anything to the
healthcare institutions; Applicant was simply providing consulting services to Blue Mug.
Notice of Reliance Ex. D — Adams Dep., pp. 85-94.

Using these factual misrepresentations, Opposer conjures a possible future
scenario where Applicant might market her consulting services to the health care
industry. As the Federal Circuit has repeatedly cautioned, "[w]e are not concerned with
mere theoretical possibilities of confusion, deception, or mistake or with de minimis

situations but with the practicalities of the commercial world, with which the trademark




laws deal." Electronic Design & Sales Inc. v. Electronic Data Systems Corp., 954 F.2d
713 (Fed. Cir. 1992), quoting from Witco Chemical Co. v. Whitfield Chemical Co., 418
F.2d 1403, 1405 (CCPA 1969), aff'g, 153 USPQ 412 (TTAB 1967). Here, Applicant
never offered her services to the healthcare industry. Contrary to Opposer’s statement,
Applicant had preliminary discussions with a hi-tech company named Blue Mug, who
itself wanted to deliver products to the healthcare industry. Applicant proposed some
marketing advice to Blue Mug — not to any healthcare institution.

Applicant asserts the practicalities of the commercial world mandate that there is
no likelihood of confusion, and this Court must consider the practicalities of the
commercial world with which the trademark law deals. Here, Applicant is a sole
proprietor with gross revenues of $81,000 since inception and Applicant has spent only
$425 on advertising of the mark since its inception (Notice of Reliance Ex. B —Appl.
Resp. Interrog. No. 17 & 18). Opposer has sales in excess of $100,000,000 in 2001 and
2002, and Opposer has spent more than $3,000,000 in total advertising and marketing
expenses in 2002. Notice of Reliance Ex. C — Opp. Resp. Interrog. No. 17 & 18).
Opposer spent more than $3 million on marketing because Opposer does not perform
marketing services. It is the Applicant who performs marketing services. This fact
exemplifies the stark contrast between business of the Opposer (i.e., specialized oftware)

and the business of the Applicant (i.e., marketing consultant).

c. Opposer Presents No Evidence Regarding “Relevant” Customer

Significantly, Opposer fails to present evidence regarding the “relevant”

purchaser for the products/services at issue. Even if Opposer’s hypothetical scenario



with respect to the healthcare industry is factually correct (which it is not), it is well
established that where both Applicant's and Opposer's goods/services are marketed and
sold in the medical and certain other fields, it is error to deny registration simply because
"applicant sells some of its goods in some of the same fields in which opposer provides
its services,” Electronic Data, 954 F.2d at 717 (emphasis added), without determining
who are the "relevant persons"” within each corporate customer.

Opposer must present evidence of likelihood of confusion — not by the large
institution as a whole - but by the relevant customer or purchaser within the large
institution. Id. In Astra, the parties marketed and sold goods marked with the name
"ASTRA" to the same purchasing institutions--large hospitals. 718 F.2d at 1206.
Although both parties manufactured goods "in the same broad health care field," id. at
1210, Astra sold pharmaceutical products to hospital pharmacies and Beckman sold
laboratory instrumentation to hospital laboratories. Id. at 1206. In affirming a grant of
summary judgment of no infringement, the court held that use in the same broad field "is
not sufficient to demonstrate that a genuine issue exists concerning likelihood of
confusion." Id., at 1206. The First Circuit's holding recognized that "[t]he 'hospital
community' is not a homogenous whole, but is composed of separate departments with
diverse purchasing requirements, which, in effect, constitute different markets for the
parties' respective products." Id. at 1207. Because a common purchasing agent for several
autonomous departments "merely fills out the necessary forms and arranges the shipping
details," id. at 1206, even when there is an overlap in purchasing persons due to a
common purchasing agent, such an agent is not necessarily a "relevant person" for

determining likelihood of confusion.
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Similarly, in the instant hypothetical case, where both Applicant's goods and
Opposer's services might be marketed and sold in hospitals, healthcare and certain other
fields, it is error to deny registration simply because "applicant sells some of its goods in
some of the same fields in which opposer provides its services," Electronic Data, 954
F.2d at 717 (emphasis added), without determining who are the "relevant persons" within
each corporate customer. This is especially true where, as here, the applicant's services
are specifically different and noncompetitive when compared to Opposer’s goods.

Thus, although the two parties might conduct business not only in the same fields
but also with some of the same companies, the mere purchase of the goods and services
of both parties by the same institution does not, by itself, establish similarity of trade
channels or overlap of customers. Astra, 718 F.2d at 1206. The likelihood of confusion
must be shown to exist not in a purchasing institution, but in "a customer or purchaser”
within the institution. Id., at 1206. As the Court of Customs and Patent Appeals, stated in
Witco Chem. Co. v. Whitfield Chem. Co., 418 F.2d 1403, 1405, 164 USPQ 43, 44-45
(CCPA 1969), aff'g, 153 USPQ 412 (TTAB 1967):

We are not concerned with mere theoretical possibilities of confusion, deception,
or mistake or with de minimis situations but with the practicalities of the
commercial world, with which the trademark laws deal.

Although Applicant's marketing services and Opposer's clinical trial software might
hypothetically be purchased someday by the same large healthcare organization or
institution, the individual departments therein may be as independent in their purchasing
activities as were the hospital departments in 4stra. In such corporations, it cannot be
presumed, as the Opposer’s Brief did, that the marketing consulting services are selected

by the same individuals who select clinical trial software and support therefor. There is
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no evidence here, for example, that directors of marketing and product development in
the administrative departments at large hospitals and pharmaceutical companies, who are
responsible for purchasing consulting services, are also responsible for purchasing
clinical trial software for the clinical laboratories and clinical treatment departments. That
persons in charge of such purchasing cannot be presumed to be the same as between
Opposer and applicant is further borne out by the fact that Opposer cannot identify a
single entity serviced by both Applicant and Opposer. Indeed, Opposer cannot identify a
single instance of overlap between Applicant’s business and Opposer’s business. At the
very least, Opposer failed its burden to preset evidence regarding the “relevant”

customer.

The tenuous connection between Applicant's and Opposer's trade channels
becomes clearer when one considers the uses of their respective marks within the medical
field. Opposer supplies clinic trial software for medical facilities, whereas applicant sells
marketing and business consulting services to management and marketing directors.

Because the Opposer’s Brief only considered corporate customers as a whole
rather than determining the "relevant persons" within, Opposer’s analysis and factual

underpinning is legally deficient.

d. Sophistication and Degree of Care Likely to be Exercised by Consumers

Opposer’s Brief also failed to address the sophistication of the buyers. "In every
case turning on likelihood of confusion, it is the duty of the examiner, the board and this
court to find, upon consideration of all the evidence, whether or not confusion appears

likely." In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1362 (CCPA 1973)
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(empbhasis in original). Even though the Opposer’s brief addressed some of the thirteen
factors set forth in DuPont, the Opposer gave too much weight to certain DuPont factors,
such as the strength of opposer's mark, and failed to give due weight to countervailing
DuPont factors, such as the sophistication of purchasers. The relevant persons--potential
or actual purchasers--are nevertheless very different and are sophisticated enough that the
likelihood of confusion remains remote.

In an analogous case, Dynamics Research Corp. v. Langenau Mfg. Co., 704 F.2d
1575 (Fed.Cir.1983), both the applicant and the opposer used the mark "DRC." One of
the parties in Dynamics Research sold encoders and numerically controlled back gauges
for press brakes to the machine tool industry, including manufacturers of press brakes and
sheet metal fabrication shops. The other party sold a special sheet metal fabric to buyers
such as "state highway departments, for use as glare screens, and airport authorities, for
use as blast fencing." Id. at 1576. The Federal Circuit court affirmed the Board's
conclusion that "because the marks are used on goods that are 'quite different' and sold to
different, discriminating customers, there is no likelihood of confusion" even though both
parties used the identical mark "DRC." Id. at 1576 (emphasis added). Where the
purchasers are the same, their sophistication is important and often dispositive because
"[s]ophisticated consumers may be expected to exercise greater care." Pignons S.A. de
Mecanique de Precision v. Polaroid Corp., 657 F.2d 482, 489 (1st Cir.1981). "[T]here 1s
always less likelihood of confusion where goods are expensive and purchased after
careful consideration." Astra, 718 F.2d at 1206.

Thus, consumers who are sophisticated and who buy expensive goods are less

likely to be confused by similar marks than those who are less sophisticated and who buy

13




inexpensive goods. This is true because sophisticated purchasers who buy expensive
goods and services generally know very well the businesses from whom they purchase
their goods and services. There is little likelihood of confusion because Opposer’s
expensive products and ancillary services relate to highly technical and specialized
software sold to sophisticated professionals on an individual basis.

Indeed, Opposer offers a single type of expensive and specialized software and
services to sophisticated purchasers on an individual basis. See Notice of Reliance Ex. E
— Rezac Dep., p6; Notice of Reliance Ex. C — Opp. Resp. Interrog. No. 17 & 18.
Applicant offers marketing solutions to management and marketing directors on a project
basis. See Notice of Reliance Ex. B — Appl. Resp. Interrog. No. 6. There is no evidence
that the potential consumers for clinical trial software are the same as the potential
consumers for Applicant’s consulting services. Opposer’s business focuses on a single
line of products, and all of Opposer’s consumers are sophisticated purchasers of
specialized goods and services.

Thus, to the extent that the commercial purchasers do overlap, any such overlap
would be de minimis. In any event, these commercial purchasers would be sophisticated
and knowledgeable about the products they are buying. In addition, the record shows that
clinical trial software in particular is expensive goods that are purchased only after a
careful evaluation process. The Court has made it clear that purchaser "sophistication is
important and often dispositive because sophisticated consumers may be expected to
exercise greater care." Electronic Design & Sales, supra at 1392. Moreover, "there is
always less likelihood of confusion where the goods are expensive and purchased after

careful consideration." Electronic Design & Sales, supra at 1392.
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In view of the cumulative differences in the channels of trade and the respective
goods and the fact that the goods are not marketed under circumstances which would give
rise to the mistaken belief that the goods emanate from a single source, it is clear that

there is no likelihood of confusion.

e. No Evidence of Actual Confusion

It is quite telling that there is no evidence of actual confusion or even a potential
“relevant” customer who might be confused. Indeed, Opposer fails to identify a single
“relevant” potential customer who might be confused by the goods/services at issue. This

fact alone should be dispositive of this opposition.

III. CONCLUSION OF NO LIKELIHOOD OF INFRINGEMENT

Opposer fails to identify a single “relevant” potential customer who might be
confused by the goods/services at issue. There is no existing or potential overlap
between the Applicant’s business and the Opposer’s business. Applicant assists
companies with the implementation of marketing plans, while the Opposer sells highly-
specialized software to the healthcare industry. There is no evidence of likelihood of
confusion in the relevant customer or purchaser (i.e., management and marketing
directors versus clinical data specialists); instead, Opposer’s Brief incorrectly focuses on
a hypothetical purchasing institution as a whole while ignoring the relevant customer or
purchaser within the institution for these goods/services.

In short, the Opposer Brief fails to set forth sufficient facts to support a showing

of likelihood of confusion.
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IV. OPPOSER FAILS TO SHOW THAT ITS MARK IS FAMOUS OR THAT
DILUTION MIGHT EXIST

a. Opposer’s Mark is Not Famous or Even Very Strong

To be capable of being diluted, a mark must have a degree of distinctiveness and
strength beyond that need to serve as a trademark. Accuride Int’l, Inc. v. Accuride Corp.,
871 F.2d 15531 (9th Cir. 1989). A mark that evokes an association with a specific source
only when used in connection with the particular goods that it identifies is not ordinarily
sufficiently distinct to be protected against dilution. 18 Restatement (Third) of Unfair
Competition, §25, comment e (1995).

Opposer fails to present any evidence of fame. Opposer offers circumstantial
evidence of commercial success in a failed attempt to show that its mark is famous.
However, it is well settled that there must be competent evidence of that the mark has
achieved fame. In Toro., the Board held that fame cannot be proven merely by
circumstantial evidence of “general advertising and sales figures and unsupported
assertions of fame by the party.” Toro Co. v. ToroHead, 61 USPQ2d 1164, 1180-81
(TTAB 2001) Rather, only direct evidence will suffice. Fame should be shown by
evidence such as an admission by the opponent, “intense media attention” or a survey
asking the proper target group of potential customers if they recognize the designation as
a mark. /d.

Here, Opposer offers a scant amount of evidence regarding sales figures and
market share in its niche mark — highly specialized clinical trial software. The only
evidence, in fact, is the self-serving statements of the Opposer itself. Opposer fails to

offer any admissions, survey evidence or media evidence.
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b. Applicant’s Services Not Provided in Opposer’s Niche Market

Opposer fails to present any evidence of fame outside its niche market. Since
Applicant’s mark was not allowed and her services are not provided in Opposer’s niche
market, there could be no fame in that market and no dilution. There is no evidence of
Opposer’s fame among Applicant’s potential customers; i.e., marketing directors. Id., 61
USPQ2d at 1179.

¢. No Evidence That General Consuming Public Recognizes Opposer’s Mark

A mark usually will achieve broad-based fame only if a large portion of the
general consuming public recognizes that mark. The mark must be a household name.
Thane Intern. Inc. v. Trek Bicycle Corp., 305 F.3d 894 (9™ Cir. 2002). Opposer fails to
present any evidence of recognition by general public. Ihave never heard of
PHASEFORWARD, the clinical trial software company — have you?

d. No Overlap in the Trading Areas and Channels of Trade

If the customer groups for the two products/services are completely separate and
consist of separate channels of trade, dilution cannot occur. Mead Data Cent., Inc. v.
Toyota Motor Sales, Inc., 875 F.2d 1026, 10 USPQ 1961, 1966 (2nd Cir. 1989). For
reasons stated in detail above with respect to the issues of no likelihood of confusion,
Opposer cannot point to a single fact or circumstance where these products would be
brought to the attention of the same purchasers or prospective customers. Certainly,
Opposer cannot show that these goods/services are exhibited at the same trade show or
trade publication. Applicant never even heard of Opposer until a trademark search was

conducted on her behalf (Notice of Reliance Ex. B —Appl. Resp. Interrog. No. 11).
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V. CONCLUSION

For the foregoing reasons and the lack of evidence submitted by Opposer, the
Opposer trademark is not famous and there is no dilution. Likewise, there is no
likelihood of confusion.

Indeed, there is no existing or potential overlap between the Applicant’s business
and the Opposer’s business. Applicant engages in consulting services including
marketing, management and business planning (See Notice of Reliance Ex. A-4), while
Opposer sells highly specialized computer “software for clinical trials of
pharmaceutical/biomedical products and devices.” See Notice of Reliance Ex. C - Opp.
Resp. Interrog. No. 3). There is no evidence of likelihood of confusion or dilution in the
relevant customer or purchaser (i.e., management and marketing directors versus clinical
specialists); instead, Opposer’s Brief incorrectly focuses on a hypothetical purchasing
institution as a whole while ignoring the relevant customer or purchaser within the
institution for these goods/services. Opposer is attempting to expand its trademark
registration to a right in gross to the trademark which is contrary to the principles of

trademark law.

Very truly yours,
Liniak, Berenato & White

By: f //Z/% ¢,4/ 1///

“Matthew Stavish

Liniak, Berenato & White
6550 Rock Spring Drive
Suite 240

Bethesda, Maryland 20817
301-896-0600
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