b IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
¥ BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

£
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'-CERVECERIA MODELO, S.A. DE C.V.,
iza Mexican Corporation,

Opposer,

VS. Opposition No.: 91156756
Serial No.: 78094347

LA CONSTANCIA, S.A., an - _ SR
El Salvadorian Corporation, _
Apphicant. 07-30-2003

U.S. Patent & TMOfc/TM Mail Rept Dt. #22

‘BOX TTAB FEE
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513
APPLICANT'S ANSWER TO NOTICE OF OPPOSITION AND COUNTERCLAIM
Applicant, LA CONSTANCIA S.A,, for its answer to the Notice of Opposition filed by
Opposer CERVECERIA MODELQO, S.A. de C.V. against application for registration of
Applicant’s trademark Cerveza Cantina Special Lager, Serial No. 78-094,347, filed November
20, 2001 and published in the Official Gazette of January 28, 2003, pleads and avers as follows:
1. Answering paragraph one of the Notice of Opposition, Applicant admits that
Opposer is the manufacturer of beer, clothing and numerous other products sold and distributed
throughout the world under the CORONA trademark. Applicant denies the remaining
allegations in paragraph one.
2. Answering paragraph two of the Notice of Opposition, Applicant denies each and

every allegation contained therein.
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A 3. Answering paragraph three of the Notice of Opposition, Applicant admits that

Lot
v

- Opposer manufacturers, sells, distributes, advertises, and licenses various types of products,

yod
(]
L

'j:‘.a'iiincluding beer and clothing. Applicant denies the remaining allegations in paragraph three.

n' 4. Answering paragraph four of the Notice of Opposition, Applicant denies that
Opposer has developed extensive goodwill with respect to its CORONA CANTINA and
CORONA CINCO CANTINA marks, individually and in composite. Applicant has no
knowledge or information sufficient to form a belief as to the remaining allegations contained in
paragraph four and accordingly denies the allegations.

5. Answering paragraph five of the Notice of the Opposition, Applicant denies each

“and every allegation contained therein.

6. Answering paragraph six of the Notice of Opposition, Applicant admits the

allegations thereof.

7. Answering paragraph seven of the Notice of Opposition, Applicant denies each

and every allegation contained therein.

8. Answering paragraph eight of the Notice of Opposition, Applicant denies each

and every allegation contained therein.

9. Answering paragraph nine of the Notice of Opposition, Applicant denies each and
every allegation contained therein.

Affirmative Defenses

In further answer to the Notice, Applicant asserts and alleges that:

10.  The Notice of Opposition is untimely. The Trademark Trial and Appeal Board
granted a series of extensions of time to file an opposition to the Application, including a grant in
response to the opposer’s Second Request for Extension of Time to File Opposition until April
28, 2003. According to the TTAB’s posting on its website, the Notice of Opposition was filed

with the TTAB on May 1, 2003. Thus, it is time barred. Trademark Rule 2.101(c).
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g deception because, inter alia, Opposer has not used CORONA CANTINA or CORONA CINCO
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11.  Upon information and belief, there is no likelihood of confusion, mistake or

\CANTINA as trademarks.
o
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H 12. There is no likelihood of confusion, mistake or deception because, inter alia,
Opposer’s CORONA mark is not in any sense similar to Applicant’s mark.

13.  Opposer’s pleaded marks are not famous. Opposer’s mark CORONA may be

famous, but the pleaded marks CORONA CANTINA and CORONA CINCO CANTINA are not.
Counterclaim

In further response to the Notice, the Applicant asserts the following counter claim:

14.  On March 14, 2003, Opposer filed an application to register the mark CORONA
CANTINA for beer (Serial No. 76-497183), alleging a date of first use of January 1, 1999.

15.  On June 30, 2003, Opposer filed another application to register the mark
CORONA CANTINA for beer in international class 32 (Serial No. 76-527033), alleging a date
of first use of January 1, 1999.

16.  OnJune 30, 2003, Opposer filed an application to register the mark CORONA
CINCO CANTINA for beer in international class 32 (Serial No. 76-527032), alleging a date of
first use of January 1, 1999 (collectively with Serial Nos. 76-497183 and 76-527033, the
“Opposer’s Alleged Marks”).

17. On April 6, 2001, Applicant filed a trademark application for the mark
CERVEZA CANTINA for beer in international class 32 (Serial No. 78-057196). On November
20, 2001, Applicant filed the trademark application presently at issue (collectively with Serial
No. 78-057196, the “Cerveza Cantina Marks”).

18. On information and belief, the Opposer has never used the Opposer’s Alleged

Marks in interstate commerce in the United States in a trademark fashion for any products let

alone for any beer.
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e 19.  Applicant asserts that its applications for the Cerveza Cantina Marks predate any

’ use of the Opposer’s Alleged Marks.

) 20.  Applicant is informed and believes that Opposer’s use or intended use of the
ool

Ef;Opposer’s Alleged Marks is likely to cause confusion and to confuse the purchasing public into
believing that it is purchasing good provided and/or sponsored by Applicant. Applicant is
therefore informed and believes that Opposer’s Alleged Marks is likely to confuse Applicant’s

customers, potential customers, and the public generally in relation to the Cerveza Cantina

Marks.

21.  Applicant has not and does not consent in any way to Opposer’s use or proposed

use or registration of the Opposer’s Alleged Marks.

22.  Applicant believes that the registration of the Opposer’s Alleged Marks would be

a source of damage and injury to Applicant.

WHEREFORE, Applicant requests that:
(a) Opposer’s notice of opposition be dismissed; and

(b) that the applications for the Opposer’s Alleged Marks be rejected, and that the

mark therein sought for the goods herein specified in International Class 32 be denied and

refused.
The appropriate fees are enclosed herewith.

Respectfully submitted,
La Constancia, S.A.
Applicant

=S

Williafmm K. Hill, P.A.

Steel Hector & Davis LLP

200 South Biscayne Blvd., Suite 4000
Miami, FL 33131

Tel. (305) 577-2823

Attorney for Applicant
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Certificate of Service

a3
A A

‘r I hereby certify that a copy of the foregoing APPLICANT'S ANSWER TO NOTICE OF
?%OPPOSITION AND COUNTERCLAIM was mailed first-class mail, postage prepaid, to Michael

N DiNardo, Yanny & Smith, 1925 Century Park East, Suite 1260, Los Angeles, California
90067, attorneys for Opposer, thiszﬁ\day of July, 2003.

< —

Attorney for Applicant

MIA2001 223127v1
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b IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
e BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

R —
Etln the Matter of Trademark Application

:*Serial No.  78-094,347 07-30-2003
" Published:  January 28, 2003

U.S. Patent & TMOfc/TM Mail Rept Dt. #22
Mark: CERVEZA CANTINA SPECIAL LAGER
Int’1 Class: 32

Opposition No.: 91156756

A el

TRANSMITTAL LETTER
Box TTAB Fee B
Assistant Commissioner of Trademarks o :
2900 Crystal Drive <
Arlington, VA 22202-3513 R
o L
Dear Sir or Madam: B

Enclosed please find (1) two copies of La Constancia’s Answer to Notice of Opposition

and Counterclaim, (2) a Check in the amount of $900 for filing fees; and (3) an ) =
Acknowledgment Post Card.

(| = //>5 o

William K. Hill, P.A." Dated: July 28, 2003
Steel Hector & Davis LLP

200 South Biscayne Blvd., Suite 4000
Miami, FL 33131

Tel. (305) 577-2823

Attorney for Applicant

Certificate of Service
I hereby certify that this correspondence is being deposited in duplicate with Federal Express (No. 8360

6447 0321) in an envelope addressed to: Box TTAB Fee, Assistant Commission for Trademarks, 2900 Crystal
Drive Arlington, VA 22202-3513, on this date 28™ day of July 2003.

(,5/ 5 July 28, 2003

Name: Date

Steel Hector & Davis LLP




