. UNITED STATES PATENT AND TRADEMARK OFFICE
Mermelstein Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Mai | ed: Novenber 19, 2003
Opposition No. 91156756

Cerveceria Mddelo, S.A DE
C. V.

V.

La Constancia, S. A

Before Cissel, Hairston, and Bottorff, Adm nistrative
Trademar k Judges.

By t he Board:

The notice of opposition was filed on May 1, 2003.
Applicant filed an answer and counterclaimon July 30, 2003.
Now before the Board is opposer’s August 7, 2003,
notion to dismss applicant’s counterclaim and applicant’s
August 18, 2003, notion to dism ss the notice of opposition.

Both notions have been fully briefed.?

! On Septenber 15, 2003, the Board paral egal issued an order
setting a revised trial schedule in view of applicant’s
counterclaim However, upon the filing of opposer’s notion to
dism ss, this proceedi ng shoul d have been suspended, pending
resolution of the outstanding matters. Trademark Rule 2.127(d).
The Board’'s Septenber 15, 2003, order is accordingly VACATED, and
the opposition is considered to have been suspended.
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Qpposer’s Motion to Dism ss Applicant’s Counterclains

Applicant’s countercl ai mnotes that opposer has filed
three applications: 76497183, 76527033, and 76527032.
Appl i cant all eges that opposer has not used its marks in
commerce, and that the marks are likely to cause confusion
anong the purchasers of applicant’s goods, which would
damage applicant. Applicant urges that opposer’s
applications should “be rejected, and that the mark therein
sought for the goods herein specified ...be denied and
refused.” Answer and Counterclaimat 4.

Applicant argues that it was required to bring its
counterclaimto preserve its rights, and that the Board can
consider the counterclaim Applicant’s position is wholly
without nmerit, and relies on a msreading of the Board’s
rul es.

None of opposer’s applications cited by applicant have
i ssued as registrations or even been published for
opposition. The only counterclaimcognizable in an
opposition proceeding is one for the cancellation of a
regi stration owned by the adverse party. TBWP § 313.01
citing Vitaline Corp. v. General MIls Inc., 891 F.2d 273,
13 USP@d 1172 (Fed. Gr. 1989).

Mor eover, the Board has no jurisdiction to entertain an

opposi tion agai nst an application which has not been
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publ i shed for opposition. Trademark Act 13(a) (“[a]ny
person who believes that he woul d be damaged by the
registration of a mark ...may...file an opposition ...within
thirty days after the publication ...of the mark..”); TBMP
8§ 102.02 (2d ed. June 2003). Finally, the Board has no
supervi sory authority over exam ning attorneys considering
the cited applications. Thus, the Board can neither reject
opposer’s applications nor direct the examning attorney to
do so.

Trademark Rule 2.106(b)(2)(i) provides that “[a]
defense attacking the validity of any one or nore of the

regi strations pleaded in the opposition shall be a

conpul sory counterclaimif the grounds for such counterclaim
exist at the tinme when the answer is filed.” (Enphasis
added). However, neither this rule, nor any other rule,
requires or even allows the filing of a counterclai magainst

any pending application, |et alone one which is not itself

subj ect to opposition because it has not yet been
publ i shed. ?

As not ed above, applicant’s second point relies on two
m st aken prem ses. The only counterclaimthat may be

pl eaded in an opposition proceeding is one for cancellation

> The Board can and often will consolidate co-pending and rel ated
opposition (or cancellation) proceedings for the conveni ence of
the Board and the parties. However, the Board s consolidation
policy does not allow for a proceedi ng agai nst an application

whi ch has not been published for opposition.
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of a registration owned by the adverse party, and even if

the Board did permt counterclains agai nst applications,
none of opposer’s applications is subject to opposition at
this juncture.

Accordi ngly, opposer’s notion is GRANTED, and
applicant’s counterclaimis dismssed for failure to state a
cl ai mupon which relief may be granted. Fed. R Cv. P.
12(b) (6).

Applicant’s Mdtion to Dismss Qpposition

Appl i cant has noved to dism ss the opposition, claimng
that it was not tinely filed.

The parties agree that opposer had been granted an
extension of tinme to oppose, to and including April 28,

2003. The notice of opposition was filed on May 1, 2003,
but included a certificate of mailing dated April 28, 2003.

Appl i cant argues that opposer is not entitled to claim
the benefit of the date it deposited the notice of
opposition in the mail pursuant to Patent and Trademark Rul e

1.8,% again relying on a msreading of the rule which

3 Patent and Trademark Rule 1.8 has recently been amended to
delete reference to trademark-related matters. The trademark
provi sions of former Rule 1.8 have been noved to new Trademark
Rul e 2.197, which is consistent with the trademark-rel at ed
provi sions of former Patent and Trademark Rule 1.8. See,

Reor gani zati on of Correspondence and O her General Provisions, 68
Fed. Reg. 48,286 (August 13, 2003). Citations here are to Rule
1.8, which was in effect when the notice of opposition was filed,
al though the result here would be no different under Trademark
Rule 2.197.




Qpposition No. 91156756

borders on frivol ous.?
Applicant’s position is sunmed up in its reply brief:
37 CFR 8 1.8(a) provides, in pertinent part, that:

Except in the cases enunerated in paragraph (a)(2)
of this section, correspondence required to be
filed in the Patent and Trademark Ofice within a
set period of tinme will be considered as being
tinely filed if the procedure described in this
section is followed. The actual date of receipt
wll be used for all other purposes.
(2) The procedure described in paragraph (a)(l) of
this section does not apply to, and no benefit
will be given to a Certificate of Mailing or
Transm ssion on the foll ow ng:
(i11) Relative to Trademark Registrations and
Trademar k Applicati ons.

This Opposition is relative to a Trademark
Application as identified in 37 CFR 8 1 .8(a)(2)(ii).
Therefore, the filing of a Notice of Opposition in this
case is an exception to provision of 37 CFR § 1.8(a)
and the applicable filing rule contained thereinis
"The actual date of receipt will be used for all other
pur poses.”

Reply Br. at 2.

Unfortunately, applicant either did not read all of, or
chose to msleadingly quote, Patent and Trademark Rule 1.8.
We pick up the | anguage of the rule where applicant |eft

of f:

(i) Relative to Trademark Registrations and Trademark
Applications —

(A) The filing of a trademark application;

(B) [Reserved]

(C) [Reserved]

“ Applicant relies in part on SDT, Inc. v. Patterson Dental Co.,
30 USP@d 1707 (TTAB 1994) (citing to Wstlaw). Henceforth, case
citations should include citation to the United States Patent
Quarterly (“USPQ) if the case appears therein.
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(D) [Reserved]
(E) [Reserved]
(F) [Reserved]

It is plain to see that the words “[r]elative to
Tradenmar k Regi strations and Trademark Applications” are not
alimtation, but rather the heading of a list of trademark
filings to which the certificate of mailing procedure does
not apply. Indeed, that list now only has one item the
only filing “relative to trademark registrations and
trademark applications” which may not claimthe benefit of
the date of deposit under Patent and Trademark Rule 1.8 is

"5 Because the

“[tlhe filing of a trademark application.
noti ce of opposition was filed bearing a proper certificate
of mailing dated April 28, 2003, it was clearly tinely as of
t hat date.®

Applicant’s notion to dismss is accordingly DEN ED.

> \Wiile the rule originally specified a nunber of papers which
were not subject to Rule 1.8 under subsections (A)-(F), those
items were deleted — seven years ago — with the express purpose
of maki ng Patent and Trademark Rule 1.8 applicable to al
trademark filings except original trademark applications.

Communi cations Wth the Patent and Trademark Office, 61 Fed. Reg.
56,439 (Novenber 1, 1996).

® Opposer has proffered a return postcard to which the PTO has
affixed a mailing date of April 28, 2003. This date is al nost
surely incorrect, since it is extrenely unlikely that a letter
posted by first class mail would be delivered on the sanme day.
W assune that the date stanp was an error by the USPTO nai

room nost likely resulting from confusion of opposer’s
certificate of mailing (under Rule 1.8) with a certificate of
express mailing (under Patent and Trademark Rule 1.10). In any
event, as we have expl ained, the notice of opposition was tinely
even if not received by the USPTO until after the tinme to oppose
had expired.
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Applicant is cautioned that its signature (or that of
its counsel) on papers filed with the Board constitutes its
certification, inter alia, that the paper is “warranted by
existing law or by a nonfrivol ous argunent for the
extension, nodification, or reversal of existing |aw or the
establishment of newlaw.” Fed. R Cv. P. 11(b)(2); see
al so Patent and Trademark Rule 10.18(b)(2)(ii). Filing of
papers in violation of the cited rules may subject counsel
or its client to sanctions or discipline. The filing of
meritless notions is a waste of the Board s tinme and the
parties’ noney, and does nothing to advance applicant’s
case.

Proceedi ngs are RESUMED. The parties are all owed
THI RTY DAYS fromthe mailing date of this order to serve
responses to any outstandi ng discovery requests. Trial
dates, including the close of discovery, are reset as

foll ows:
DISCOVERY PERIOD TO CLOSE: April 17, 2004

Thirty-day testimony period for party in position of plaintiff to close: ~ July 16, 2004

Thirty-day testimony period for party in position of defendant to close: September 14, 2004

Fifteen-day rebuttal testimony period to close: October 29, 2004

In each instance, a copy of the transcript of testinony

together with copies of docunentary exhibits, nust be served
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on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.125. Briefs
shall be filed in accordance with Trademark Rul e 2.128(a)
and (b). An oral hearing will be set only upon request

filed as provided by Trademark Rule 2.1 29.

. 000.
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New Devel opnents at the Trademark Trial and Appeal Board

Files of TTAB proceedi ngs can now be exam ned usi ng TTAB Vue,
accessible at http://ttabvue.uspto.gov. After entering the 8-
digit proceeding nunber, click on any entry in the prosecution
history to view that paper in PDF format. Papers filed prior
to January 2003 may not have been scanned. Unscanned papers
are avail able for public access at the TTAB. For further
information on file access, call the TTAB at (703) 308-9330.

Parties should al so be aware of recent changes in the rules
affecting trademark matters, including the rules of practice
before the TTAB. See Rules of Practice for Tradenark-Rel at ed
Filings Under the Madrid Protocol |nplenentation Act, 68 Fed.
Reg. 55, 748 (Septenber 26, 2003) (effective Novenber 2, 2003)
(www. uspt o. gov/ web/ of fi ces/ com sol / notices/ 68fr55748. pdf);
Reor gani zati on of Correspondence and O her Provisions, 68 Fed.
Reg. 48, 286 (August 13, 2003) (effective Septenber 12, 2003)
(www. uspt 0. gov/ web/ of fi ces/ coni sol / noti ces/ 68fr48286. pdf) .

The second edition (June 2003) of the Trademark Trial and
Appeal Board Manual of Procedure (TBWMP) has been posted on the
USPTO web site at ww. uspto. gov/web/ of fi ces/dcom ttab/tbnp/.



