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Opposition No. 91156756

Cerveceria Modelo, S.A. DE
C.V.

v.

La Constancia, S.A.

Before Cissel, Hairston, and Bottorff, Administrative
Trademark Judges.

By the Board:

The notice of opposition was filed on May 1, 2003.

Applicant filed an answer and counterclaim on July 30, 2003.

Now before the Board is opposer’s August 7, 2003,

motion to dismiss applicant’s counterclaim, and applicant’s

August 18, 2003, motion to dismiss the notice of opposition.

Both motions have been fully briefed.1

1 On September 15, 2003, the Board paralegal issued an order
setting a revised trial schedule in view of applicant’s
counterclaim. However, upon the filing of opposer’s motion to
dismiss, this proceeding should have been suspended, pending
resolution of the outstanding matters. Trademark Rule 2.127(d).
The Board’s September 15, 2003, order is accordingly VACATED, and
the opposition is considered to have been suspended.
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Opposer’s Motion to Dismiss Applicant’s Counterclaims

Applicant’s counterclaim notes that opposer has filed

three applications: 76497183, 76527033, and 76527032.

Applicant alleges that opposer has not used its marks in

commerce, and that the marks are likely to cause confusion

among the purchasers of applicant’s goods, which would

damage applicant. Applicant urges that opposer’s

applications should “be rejected, and that the mark therein

sought for the goods herein specified … be denied and

refused.” Answer and Counterclaim at 4.

Applicant argues that it was required to bring its

counterclaim to preserve its rights, and that the Board can

consider the counterclaim. Applicant’s position is wholly

without merit, and relies on a misreading of the Board’s

rules.

None of opposer’s applications cited by applicant have

issued as registrations or even been published for

opposition. The only counterclaim cognizable in an

opposition proceeding is one for the cancellation of a

registration owned by the adverse party. TBMP § 313.01,

citing Vitaline Corp. v. General Mills Inc., 891 F.2d 273,

13 USPQ2d 1172 (Fed. Cir. 1989).

Moreover, the Board has no jurisdiction to entertain an

opposition against an application which has not been
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published for opposition. Trademark Act 13(a) (“[a]ny

person who believes that he would be damaged by the

registration of a mark … may… file an opposition … within

thirty days after the publication … of the mark….”); TBMP

§ 102.02 (2d ed. June 2003). Finally, the Board has no

supervisory authority over examining attorneys considering

the cited applications. Thus, the Board can neither reject

opposer’s applications nor direct the examining attorney to

do so.

Trademark Rule 2.106(b)(2)(i) provides that “[a]

defense attacking the validity of any one or more of the

registrations pleaded in the opposition shall be a

compulsory counterclaim if the grounds for such counterclaim

exist at the time when the answer is filed.” (Emphasis

added). However, neither this rule, nor any other rule,

requires or even allows the filing of a counterclaim against

any pending application, let alone one which is not itself

subject to opposition because it has not yet been

published.2

As noted above, applicant’s second point relies on two

mistaken premises. The only counterclaim that may be

pleaded in an opposition proceeding is one for cancellation

2 The Board can and often will consolidate co-pending and related
opposition (or cancellation) proceedings for the convenience of
the Board and the parties. However, the Board’s consolidation
policy does not allow for a proceeding against an application
which has not been published for opposition.
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of a registration owned by the adverse party, and even if

the Board did permit counterclaims against applications,

none of opposer’s applications is subject to opposition at

this juncture.

Accordingly, opposer’s motion is GRANTED, and

applicant’s counterclaim is dismissed for failure to state a

claim upon which relief may be granted. Fed. R. Civ. P.

12(b)(6).

Applicant’s Motion to Dismiss Opposition

Applicant has moved to dismiss the opposition, claiming

that it was not timely filed.

The parties agree that opposer had been granted an

extension of time to oppose, to and including April 28,

2003. The notice of opposition was filed on May 1, 2003,

but included a certificate of mailing dated April 28, 2003.

Applicant argues that opposer is not entitled to claim

the benefit of the date it deposited the notice of

opposition in the mail pursuant to Patent and Trademark Rule

1.8,3 again relying on a misreading of the rule which

3 Patent and Trademark Rule 1.8 has recently been amended to
delete reference to trademark-related matters. The trademark
provisions of former Rule 1.8 have been moved to new Trademark
Rule 2.197, which is consistent with the trademark-related
provisions of former Patent and Trademark Rule 1.8. See,
Reorganization of Correspondence and Other General Provisions, 68
Fed. Reg. 48,286 (August 13, 2003). Citations here are to Rule
1.8, which was in effect when the notice of opposition was filed,
although the result here would be no different under Trademark
Rule 2.197.
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borders on frivolous.4

Applicant’s position is summed up in its reply brief:

37 CFR § 1.8(a) provides, in pertinent part, that:

Except in the cases enumerated in paragraph (a)(2)
of this section, correspondence required to be
filed in the Patent and Trademark Office within a
set period of time will be considered as being
timely filed if the procedure described in this
section is followed. The actual date of receipt
will be used for all other purposes.
* * *
(2) The procedure described in paragraph (a)(l) of
this section does not apply to, and no benefit
will be given to a Certificate of Mailing or
Transmission on the following:
* * *
(ii) Relative to Trademark Registrations and

Trademark Applications.

This Opposition is relative to a Trademark
Application as identified in 37 CFR § 1 .8(a)(2)(ii).
Therefore, the filing of a Notice of Opposition in this
case is an exception to provision of 37 CFR § 1.8(a)
and the applicable filing rule contained therein is
"The actual date of receipt will be used for all other
purposes.”

Reply Br. at 2.

Unfortunately, applicant either did not read all of, or

chose to misleadingly quote, Patent and Trademark Rule 1.8.

We pick up the language of the rule where applicant left

off:

(ii) Relative to Trademark Registrations and Trademark 
Applications – 

(A) The filing of a trademark application; 
(B) [Reserved] 
(C) [Reserved] 

4 Applicant relies in part on SDT, Inc. v. Patterson Dental Co.,
30 USPQ2d 1707 (TTAB 1994) (citing to Westlaw). Henceforth, case
citations should include citation to the United States Patent
Quarterly (“USPQ”) if the case appears therein.
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(D) [Reserved] 
(E) [Reserved] 
(F) [Reserved] 

It is plain to see that the words “[r]elative to

Trademark Registrations and Trademark Applications” are not

a limitation, but rather the heading of a list of trademark

filings to which the certificate of mailing procedure does

not apply. Indeed, that list now only has one item; the

only filing “relative to trademark registrations and

trademark applications” which may not claim the benefit of

the date of deposit under Patent and Trademark Rule 1.8 is

“[t]he filing of a trademark application.”5 Because the

notice of opposition was filed bearing a proper certificate

of mailing dated April 28, 2003, it was clearly timely as of

that date.6

Applicant’s motion to dismiss is accordingly DENIED.

5 While the rule originally specified a number of papers which
were not subject to Rule 1.8 under subsections (A)-(F), those
items were deleted – seven years ago – with the express purpose
of making Patent and Trademark Rule 1.8 applicable to all
trademark filings except original trademark applications.
Communications With the Patent and Trademark Office, 61 Fed. Reg.
56,439 (November 1, 1996).
6 Opposer has proffered a return postcard to which the PTO has
affixed a mailing date of April 28, 2003. This date is almost
surely incorrect, since it is extremely unlikely that a letter
posted by first class mail would be delivered on the same day.
We assume that the date stamp was an error by the USPTO mail
room, most likely resulting from confusion of opposer’s
certificate of mailing (under Rule 1.8) with a certificate of
express mailing (under Patent and Trademark Rule 1.10). In any
event, as we have explained, the notice of opposition was timely
even if not received by the USPTO until after the time to oppose
had expired.
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Applicant is cautioned that its signature (or that of

its counsel) on papers filed with the Board constitutes its

certification, inter alia, that the paper is “warranted by

existing law or by a nonfrivolous argument for the

extension, modification, or reversal of existing law or the

establishment of new law.” Fed. R. Civ. P. 11(b)(2); see

also Patent and Trademark Rule 10.18(b)(2)(ii). Filing of

papers in violation of the cited rules may subject counsel

or its client to sanctions or discipline. The filing of

meritless motions is a waste of the Board’s time and the

parties’ money, and does nothing to advance applicant’s

case.

Proceedings are RESUMED. The parties are allowed

THIRTY DAYS from the mailing date of this order to serve

responses to any outstanding discovery requests. Trial

dates, including the close of discovery, are reset as

follows:

In each instance, a copy of the transcript of testimony

together with copies of documentary exhibits, must be served

DISCOVERY PERIOD TO CLOSE: April 17, 2004

July 16, 2004

September 14, 2004

October 29, 2004

Thirty-day testimony period for party in position of plaintiff to close: 

Thirty-day testimony period for party in position of defendant to close: 

Fifteen-day rebuttal testimony period to close: 
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on the adverse party within thirty days after completion of

the taking of testimony. Trademark Rule 2.l25. Briefs

shall be filed in accordance with Trademark Rule 2.128(a)

and (b). An oral hearing will be set only upon request

filed as provided by Trademark Rule 2.l29.

.oOo.
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New Developments at the Trademark Trial and Appeal Board

• = Files of TTAB proceedings can now be examined using TTAB Vue,
accessible at http://ttabvue.uspto.gov. After entering the 8-
digit proceeding number, click on any entry in the prosecution
history to view that paper in PDF format. Papers filed prior
to January 2003 may not have been scanned. Unscanned papers
are available for public access at the TTAB. For further
information on file access, call the TTAB at (703) 308-9330.

• = Parties should also be aware of recent changes in the rules
affecting trademark matters, including the rules of practice
before the TTAB. See Rules of Practice for Trademark-Related
Filings Under the Madrid Protocol Implementation Act, 68 Fed.
Reg. 55,748 (September 26, 2003) (effective November 2, 2003)
(www.uspto.gov/web/offices/com/sol/notices/68fr55748.pdf);
Reorganization of Correspondence and Other Provisions, 68 Fed.
Reg. 48,286 (August 13, 2003) (effective September 12, 2003)
(www.uspto.gov/web/offices/com/sol/notices/68fr48286.pdf).

• = The second edition (June 2003) of the Trademark Trial and
Appeal Board Manual of Procedure (TBMP) has been posted on the
USPTO web site at www.uspto.gov/web/offices/dcom/ttab/tbmp/.


