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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No.: 76434146

Filed On: July 25, 2002

For the Mark: CORNER STORE
Published in the Official Gazette (Trademarks) on: May 4, 2003

Diamond Shamrock Refining and

Marketing Company,
Opposer, Opposition No. 91 156571
V.
Dalziel, Brian T.,
Applicant.

Box TTAB NO FEE
Commissioner of Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514

APPLICANT'S REPLY IN SUPPORT OF MOTION TO
DISMISS FOR FAILURE TO PROSECUTE

1. Introduction

Applicant/Defendant Brian T. Dalziel ("Defendant") submits this reply memorandum in

support of its motion to dismiss for failure to prosecute. Opposer/Plaintiff ("Plaintiff") has failed

to show "good and sufficient cause" why judgment should not be entered against it pursuant to

37 C.F.R. § 2.132(a). The sole justification given by Plaintiff for its complete failure to conduct

any discovery, take any testimony, or submit any evidence prior to the deadlines set by the Board

is that Defendant's July 17, 2003 Answer allegedly created some confusion concerning

Defendant's intended use of the mark. Plaintiff has failed to explain why, if it was in some way
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confused about Defendant's intended use, it failed to take any action whatsoever, including
failing to even contact Defendant's counsel, until close to a year after the Answer was served,
after the deadlines for discovery and taking testimony had passed, and after Defendant had
incurred the expense of bringing the present motion. Plaintiff's excuse is a mere pretext to justify
its own dilatory conduct. Accordingly, Defendant's motion should be granted and the matter
dismissed with prejudice.
IL. Argument

When a motion for judgment under 37 CFR § 2.132(a) has been filed by a defendant, the
plaintiff must respond and show cause why judgment should not be rendered against it. The rule
provides that "[i]n the absence of a showing of good and sufficient cause, judgment may be
rendered against. . .plaintiff." /d. The "good and sufficient cause" standard is equivalent to the
"excusable neglect" standard under Fed. R. Civ. P. 6(b). HKG Industries Inc. v. Perma-Pipe Inc.,
49 USPQ2d 1156, 1157 (TTAB 1998); Grobet File Co. of America Inc. v. Associated
Distributors Inc., 12 USPQ2d 1649 (TTAB 1989) (showing of good and sufficient cause is
equivalent of excusable neglect.)’

The factors considered in determining whether a party has established "good and

sufficient cause" include: 1) the danger of prejudice to the defendant, 2) the length of the delay

! See Old Nutfield Brewing Company, Ltd. v. Hudson Valley Brewing Company, Inc., 65 USPQ2d

1701 (TTAB 2002) (excusable neglect not found where opposer waited four months after close of
testimony period to file motion to reopen and where reason for delay was based on, inter alia, opposer's
asserted failure to receive answer to opposition); PolyJohn Enterprises Corp. v. 1-800-Toilets Inc.,
61 USPQ2d 1860, 1862 (TTAB 2002)(excusable neglect not found where motion to reopen was filed
nearly one month after close of testimony period and was based on mistaken belief that extension of time
to respond to discovery extended testimony period and on fact that petitioner was gathering information
to respond to discovery); Atlanta-Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858 (TTAB 1998)
(mere existence of settlement negotiations insufficient); Hewlett-Packard Co. v. Olympus Corp., 931 F.2d
1551, 18 USPQ2d 1710 (Fed. Cir. 1991) (mere request from adversary for extension of time is not
sufficient and plaintiff cannot rely on inaction of defendant to establish that its own neglect was
excusable.)
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and its potential impact on judicial proceedings, 3) the reason for the delay, including whether it
was within the reasonable control of the plaintiff, and 4) whether the plaintiff acted in good faith.
Old Nutfield Brewing Company, Ltd. v. Hudson Valley Brewing Company, Inc., 65 USPQ2d
1701 (TTAB 2002) The Board considers the third and fourth factors, namely, the reason for the
delay, and whether it was within the reasonable control of the movant, to be of paramount
importance. /d.

In the present case, Defendant's Trademark Application unambiguously states that it
intends to use the proposed mark in commerce on or in connection with "[p]ackaged fresh,
frozen and processed irradiated and non-irradiated beef, poultry, pork, lamb and seafood." Based
on Defendant's Application, as well as information from Defendant's counsel that the goods in
question would be sold in retail convenience stores, Plaintiff' filed a Notice of Opposition
alleging the proposed mark was confusingly similar to its registered mark and was likely to cause
confusion, mistake or deception under the Lanham Act. The Board mailed a Scheduling Order
on June 10, 2003 which allowed until December 27, 2003 to conduct discovery and set Plaintiff's
testimony period to close on March 26, 2004. Plaintiff failed to conduct any discovery or take
any testimony. Accordingly, Defendant prepared and filed the present motion to dismiss. The
Board also served an Order to Show Cause why the Opposition should not be dismissed.

Despite the clear statement of intended use within the Application, as well as Defendant's
representation it intended to sell the goods in question in retail convenience stores, Plaintiff has
responded by requesting the matter be dismissed without prejudice on the basis there is
"insufficient evidence of Applicant's intended actual usage." (Plaintiff's Response to "Show
Cause" Order at p.2.) The sole basis for this alleged lack of "insufficient evidence" is a

statement in Defendant's July 17, 2003 Answer that the goods in question "may be sold" in

1660251v2 3



convenience stores. Based solely on Defendant's use of the term "may,"? Defendant now
contends it concluded at some unknown time that "the current evidence [is] insufficient to form a
reasonable certainty justifying the legal expenses involved." (Plaintiff's Response to "Show
Cause" Order at p. 2.)

This purported justification does not constitute good and sufficient cause under 37 CFR §
2.132(a). First, Defendant would be extremely prejudiced by Plaintiff's request to further delay
resolution of its Lanham Act allegations. Defendant is on the verge of commencing operations
and should not be forced to operate under the pall of Plaintiff's threatened claims.

Second, Plaintiff's request is contrary to the interests of judicial economy. Having
voluntarily commenced the present Opposition, Plaintiff cannot be allowed to ignore all
deadlines, fail to conduct any discovery or take any testimony, force Defendant to incur the
expense of answering and prosecuting a motion to dismiss, only to then request a dismissal
without prejudice so that it can start a new district court proceeding at some point in the future.
In fact, Plaintiff's request for a dismissal without prejudice at this late stage is prohibited by
Chapter 601.03 of the TTAB Manual of Procedure which allows a plaintiff to unilaterally
withdraw its Opposition only if "the withdrawal is filed prior to defendant's answer to the
complaint."

Third, Plaintiff's purported after the fact reason for its failure to conduct any discovery or
take any testimony lacks merit. Plaintiff contends Defendant's Answer created confusion

regarding Defendant's intended use. However, the Answer was served on July 17, 2003, more

2 Plaintiff does allege that it conducted its "own private investigation" regarding Defendant's

intended use (Plaintiff's Response to "Show Cause" Order at p. 2.) Plaintiff provides no details regarding
when this investigation was conducted or what it consisted of. Moreover, Plaintiff fails to explain how it
could have "privately" investigated Defendant's intended use without communicating in any way with
Defendant or Defendant's counsel.
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than five (5) months before the close of discovery and more than eight (8) months before the
close of Plaintiff's testimony period. Plaintiff has failed to explain why it took absolutely no
steps to resolve or inquire about the alleged confusion. In fact, Plaintiff never even picked up the
phone to call Defendant's counsel. Rather, it waited close to a year after the Answer was served,
and after Defendant incurred the expense of bringing the present motion, to raise this issue for
the first time. Plaintiff's failure to abide by the scheduling order and deadlines set by the Board
was completely within its own control and is unjustified.

Lastly, Plaintiff's disregard and flaunting of the rules and the resulting expenses incurred
by Defendant constitute bad faith harassment. This is especially true where Plaintiff now seeks
to dismiss this matter without prejudice so that it may continue to threaten Defendant and
commence a new district court action, with all the resulting costs, expenses and delays in the
future.

III.  Conclusion

Plaintiff has failed to establish "good and sufficient cause" why judgment should not be

rendered against it and Defendant's motion to dismiss with prejudice pursuant to 37 CFR §

2.132(a) should be granted.

Dated: June 25, 2004 BRIGGS AND MORGAN, PZ.

By “»[ WL/ \\“1 'A /

ichael M. L feber//#242871)
2200 IDP Center
80 South Eighth Street
Minneapolis, Minnesota 55402
Telephone: (612) 977-8472
Facsimile: (612) 977-8650

ATTORNEYS FOR APPLICANT/DEFENDANT
BRIAN T. DALZIEL
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AFFIDAVIT OF SERVICE BY OVERNIGHT EXPRESS MAIL

STATE OF MINNESOTA )
) ss. Opposition No. 91 156571
COUNTY OF HENNEPIN )

Kimberly A. Simon, being first duly sworn on oath, deposes and says that on the 25™ day
of June, 2004 she served the attached APPLICANT'S REPLY IN SUPPORT OF MOTION
TO DISMISS FOR FAILURE TO PROSECUTE AND BRIEF IN SUPPORT THEREOF
upon:

Eliot G. Bowytz

Diamond Shamrock Refining and Marketing Company
One Valero Place

San Antonio, Texas 78212-3186

(which is the last known address of said attorney) by sending a true and correct copy thereof via
Overnight Express Mail, Receipt No. EL 976596579 US

Kir'nberly A. Si@on

Subscribed and swom to before me
this 25™ day of June, 2004.

Notary Public

|

NOTARY FUSLIC-MIMNECOTA
ANOKA CCLHTY

uuuuuu

CHRISTEL K. RICE §
n
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