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Opposition No. 91156571

Diamond Shamrock Refining
and Marketing Company

v.

Brian T. Dalziel

Before Holtzman, Rogers, and Drost,
Administrative Trademark Judges.

By the Board:

This case comes up on applicant’s motion for judgment

pursuant to Trademark Rule 2.132(a), filed May 25, 2004.

The motion has been fully briefed.

We turn first to two preliminary matters.

The Board’s institution and trial order set the close

of opposer’s rebuttal testimony period for July 9, 2004,

making opposer’s brief due 60 days thereafter. See

Trademark Rule 2.128(a). On May 11, 2004, the Board issued

an order for opposer to show cause why the Board should not

treat its failure to file a brief as a concession of the

case. Because opposer’s brief was not due, the Board’s show

cause order issued in error, and is hereby vacated.
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We also address the timeliness of applicant’s motion for

judgment under Trademark Act 2.132(a). Trademark Rule

2.132(c) states:

A motion filed under paragraph (a) or
(b) of this section must be filed before
the opening of the testimony period of
the moving party, except that the
Trademark Trial and Appeal Board may in
its discretion grant a motion under
paragraph (a) even if the motion was
filed after the opening of the testimony
period of the moving party.

Applicant’s testimony period opened April 26, 2004, and

applicant’s motion to dismiss was filed May 25, 2004.

Accordingly, we will exercise our discretion under the rule to

consider applicant’s motion. See Hewlett-Packard Co. v.

Olympus Corp., 931 F.2d 1551, 18 USPQ2d 1710 (Fed. Cir. 1991);

Atlanta Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858

(TTAB 1998).

The Board’s June 10, 2003 institution and trial order set

discovery to close December 27, 2003, and opposer’s testimony

period to close March 26, 2004. Opposer does not dispute that

opposer neither took testimony nor offered any evidence in

support of its notice of opposition. Moreover, opposer does

not seek to establish excusable neglect for its failure to

offer evidence, and does not seek to reopen its testimony

period.

Rather, opposer argues that the opposition should be

dismissed without entry of judgment for applicant on the
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grounds that the notice of opposition was based on opposer’s

belief that applicant’s goods bearing the mark would be sold

in retail convenience stores; that, following the filing of

applicant’s answer and opposer’s own investigation, opposer

came to believe that use in convenience stores was not a

certainty; and that “[t]he costs to conduct further procedures

in the Opposition are not justifiable in light of the

uncertainty of Applicant’s manner of possible usage.” Opposer

further contends that its failure to earlier advise the Board

of its decision was inadvertent because opposer “did not fully

understand the time frames set forth in the Board’s scheduling

order” and “thought it had plenty of time to withdraw or file

a brief.” Opposer’s response to applicant’s motion for

judgment was accompanied by opposer’s motion to voluntarily

dismiss the opposition.

The Board’s rules establish that after an answer is

filed, an opposition may not be withdrawn without prejudice

except with the written consent of applicant. See Trademark

Rule 2.106(c). Applicant’s answer to the notice of

opposition was filed July 17, 2003. Opposer’s motion to

voluntarily dismiss the opposition, filed June 11, 2004,

does not include applicant’s consent, and opposer does not

argue that any attempt was made to obtain applicant’s

consent. In fact, opposer’s response indicates that

opposer’s decision to withdraw was made shortly after the
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answer was filed, but opposer did not file its withdrawal

for several months – months during which applicant was

delayed in obtaining its registration and presumably

preparing to counter opposer’s evidence in support of the

opposition.

In short, applicant’s motion for judgment is supported

by opposer’s undisputed failure to submit evidence of any

type during its testimony period, therefore failing to meet

its burden of proof. Opposer has failed to meet the

requirements for withdrawal of the opposition without entry

of judgment. Accordingly, applicant’s motion for judgment

under Trademark Rule 2.132(a) is granted, and the opposition

is dismissed with prejudice.

***


