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! 1.  STERDHIL CONSULTADORIA E SERVICOS L.D.A. (“Opposer”), a
t

NOTICE OF QPPOSITION

1

| corporation organized and existing under the laws of the Republic of Portugal, having a principal
’} place of business at Aveniga Arriga, 77, Edificio Marina Forum, Suite 605, Parish of Se Funchal
\
(u Madeira, Portugal, believes that it will be damaged by registration of the mark PERRY
COTTONS (the “PERRY COTTONS Mark™) shown in Application Serial No. 78/124,710 (the
“Application”) in International Class 25, for clothing, namely, pants, suits, shorts, slacks, skirts

|

\

|

!



|

t-shirts, sweaters, sweatshirts, jackets, blouses, underwear, boxers, hosiery, ‘lswimwear, footwear,
namely shoes, sneakers and sandals, and headgear, namely, hats and caps, ar“ld hereby opposes
the same.

2. On information and belief Applicant Perry Ellis International, Inc. (“Applicant™)
is a corporation organized under the laws of the State of Florida, having a pﬁncipal place of
business at 3000 N.W. 107" Avenue, Miami, FL 33172. |

3. On information and belief Applicant has not used the PERRY COTTONS Mark
in commerce prior to January 27, 2003.

4. On information and belief the Applicant has not used the PEKRY COTTONS
Mark in commerce since January 27, 2003.

5. On information and belief the name PERRY, part of Applicar{‘t’s PERRY
COTTONS Mark, was the name of the founder of the Perry Ellis group of coimpanies.

6. On information and belief Applicant is part of the Perry Ellis éroup of companies.

7. On information and belief Applicant conducted an availabilitj search for the
PERRY COTTONS Mark prior to filing the Application.

8. On information and belief Applicant was aware at the time it t('lled the
Application, of the existence of Opposer’s federally registered trademark HEjNRY COTTON’S
and Design (Registration No 1,530,022). |

9. On information and belief Applicant was aware at the time it ﬁled the
Application, of the existence of Opposer’s federally registered trademark HENRY COTTON’S
(Registration No. 2,464,682). ‘

10.  On information and belief Applicant would distribute the goods identified in the

Application and bearing the PERRY COTTONS Mark, to department stores in the United States.



11. On information and belief Applicant would distribute the goqu identified in the
: \
Application and bearing the PERRY COTTONS Mark, to specialty apparel stores in the United

States. |
|
12.  On information and belief Applicant would distribute the goods identified in the

Application and bearing the PERRY COTTONS Mark, to clothing boutiques in the United

States.

13. On information and belief Applicant would promote on the Internet the goods
identified in the Application and bearing the PERRY COTTONS Mark.
14. On information and belief Applicant would distribute the goods identified in the

Application and bearing the PERRY COTTONS Mark, in the United States through use of

Internet Web sites.

15.  On information and belief Applicant would advertise the goods identified in the

Application and bearing the PERRY COTTONS Mark, on fashion magazines in the United

States.

16. On information and belief Applicant would advertise the goodé identified in the

Application and bearing the PERRY COTTONS Mark, on general informatio;;n magazines in the

United States.

17. On information and belief Applicant’s goods as identified in tﬂe Application and
|
bearing the PERRY COTTONS Mark, would be made in part of cotton.

18.  On information and belief Applicant’s goods as identified in th}: Application and

bearing the PERRY COTTONS Mark, would be made of cotton.



|
AS GROUNDS OF OPPOSITION, IT IS ALLEGED THAT: E
19.  The Applicant seeks to register the PERRY COTTONS Mark as a trademark for
clothing, namely, pants, suits, shorts, slacks, skirts, t-shirts, sweaters, sweatshirts, jackets,
blouses, underwear, boxers, hosiery, swimwear, footwear, namely shoes, sncakers and sandals,
and headgear, namely, hats and caps in International Class 25, as published ip the Official
Gazette of the December 24, 2002 and evidenced by a printout of the Ofﬁce’l‘s record from the
TARR web server (annexed hereto as Exhibit A).

20. _ The trademark HENRY COTTON’S, with or without a desigri feature, (“HENRY
COTTON’S Trademark™), has been in use at least as early as February 23, 1§83. Opposer is
submitting in evidence herewith as part hereof and marked Exhibits B and C,;:respectively, true
status and title copies as issued by the Office, of Registration No. 1,530,922 iésued March 21,
1989 and Registration No. 2,464,682 issued June 26, 2001 covering the HEN?Y COTTON’S
trademarks (the “HENRY COTTON’S Registrations”). ‘

21. The Opposer is the owner of Application No. 76/422,337, inte% alia, for goods in

International Class 25, namely, shoes, belts, mantles, waistcoats, socks, stockings, bathrobes, ties

and underwear.

‘
|

22. There is no issue as to priority. The Applicant’s filing date is shbsequent to the
issuance date of Opposer’s HENRY COTTON’S Registrations and to the ﬁrsf} use in commerce

of the HENRY COTTON’S Trademark. |
23. Opposer has sold the goods bearing the HENRY COTTON’S T‘:rademark
\
throughout the United States and in commerce between the United States and é‘\ foreign country.

Opposer has developed an exceedingly valuable good-will in respect to the HENRY COTTON’S

Trademark.



1
|

24. By virtue of its efforts, and the expenditure of considerable sums for promotional

1
activities, and by virtue of the excellence of its products, the Opposer has ga%ned for HENRY

l
COTTON’S Trademark a most valuable reputation. 1

25.  The Mark proposed for registration by the Applicant, namely, PERRY
COTTONS, is substantially incorporated in its entirety in Opposer’s HENRY COTTON’S
Trademark, and Applicant’s Mark is applied to the identical or similar goods %ls those sold by

Opposer, or to goods which are likely to travel in the same or closely related channels of trade
and to be advertised in the same advertising mediums.

26. The PERRY COTTONS Mark so nearly resembles the Opposer’s HENRY

COTTON’S Trademarks as to be likely to be confused therewith and mistaken therefor.
!

27.  The PERRY COTTONS Mark is deceptively similar to Opposer’s HENRY

COTTON’S Trademark so as to cause confusion and lead to deception as to the origin of

Applicant’s goods bearing the Applicant’s PERRY COTTONS Mark.

28.  If the Applicant is permitted to use and register PERRY COTTONS Mark for its

goods, as specified in the Application herein opposed, confusion in trade resulting in damage and
injury to the Opposer would be caused and would result by reason of the similarity between the
Applicant’s PERRY COTTONS Mark and the Opposer’s HENRY COTTON’S}Trademark.
Persons familiar with Opposer’s HENRY COTTON’S Trademark would be likc?ly to buy

Applicant’s goods as and for a product made and sold by the Opposer. Any such confusion in

|

trade inevitably would resuit in loss of sales to the Opposer. Furthermore, any dlefect, objection

or fault found with Applicant’s products marketed under the PERRY COTTONS Mark would

|
necessarily reflect upon and seriously injure the reputation which the Opposer has established for

its products merchandised under the HENRY COTTON’S Trademark.



|
29.  Ifthe Application is granted the registration herein opposed, \Applicant would
%
thereby obtain at least a prima facie exclusive right to the use of its mark. S\}lch registration

would be a source of damage and injury to the Opposer. \1

30.  Applicant’s Mark is descriptive or deceptively misdescn'ptiveiif used with the

goods identified in the Application.

31. Applicant’s Mark would dilute Opposer’s HENRY COTTONﬂS Trademark.

WHEREFORE, the Opposer prays that Application Serial No. 78/ 124,710 be rejected, and
that the PERRY COTTONS Mark therein sought for the goods therein speciﬁ\i:d in International
Class 25 be denied and refused.

Opposer hereby gives notice under Rule 2.122(d) of the Rules of Practfce that after

hearing and in any appeal on this opposition proceeding, it will rely on its HENRY COTTON’S

|
Registrations which are annexed as Exhibits B and C to this Notice of Opposition as evidence in

support of this Notice of Opposition.

A duplicate copy of this Notice of Opposition and the fee required in § 2.6(a)(17) are
enclosed herewith. |
The undersigned Opposer hereby consents and appoints Richard L. Matfiaccio, Anthony
S. Cannatella, and Alessandro Saracino, each a member of the Bar of the State &f New York,
whose address is PAVIA & HARCOURT LLP, 600 Madison Avenue, 12" Floor, Néw York, New
York 10022, as its duly authorized agents and attorneys in the matter of the opp&sition above-
identified to prosecute said opposition, to transact all business in the Patent and Trademark

Office and in the United States courts in connection with this opposition, to sign their name to all



papers which may hereinafter be filed in connection therewith, and to recei

communications relating to the same.

Dated: New York, New York
May 19, 2003

ve all

ﬂ

i

Respectfully submitted, \\

STERDHIL - CONSULTADORIA E SERVICOS LD.A.

|
L
I
1

PAVIA & HAXCOURT LLP
600 Madisor Avenue

New York, NY 10022

Tel..: (212) 508 2316
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Latest Status Info

Page 1 of 2

server.

Thank you for youf request. Here are the latest results from the TARR web
- This pﬁge was generated by the TARR system on 2003-05-08 10:08:16 ET
Serial Number: 78124710

Registration Number: (NOT AVAILABLE)

Mark (words only): PERRY COTTONS

Current Status: A request for an extension of time to file an opposition has been filed at the Trademark

Tral and Appeal Board.
Date of Status: 2003-01-23
Filing Date: 2002-04-29

Registration Date: (DATE NOT AVAILABLE)

Law Office Assigned: TMO Law Office 110

Attorney Assigned:
MIZELLE DEZMONA JULYE Employee Location

Current Location: 657 -Pre-Publication Final Review

Date In Location: 2003-03-11

CURRENT APPLICANT(S)/OWNER(S)

1. Perry Ellis International, Inc.

Address:

Perry Ellis International, Inc.

3000 N.W. 107th Avenue

Miami, FL 33172

United States

State or Country of Incorporation: Florida
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

i

clothing, namely, pants, suits, shorts, slacks, skirts, t-shirts, sweaters, sweatshirts,
underwear, boxers, hosiery, swimwear, footwear, namely shoes, sneakers and san
namely, hats and caps

International Class: 025

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

http://tarr.uspto.gov/ servlet/tafr_new?regsex:serial&entry=78 124710&action=Re

1
jackets, blouses,
dals, and headgear,

quest+Status  5/8/2003



Eatest Status Info Page 2 of 2

Basis: 1(b)

ADDITIONAL INFORMATION

Disclaimer: "COTTONS"

PROSECUTION HISTORY

‘ 2003-01-23 - Extension of time to oppose - Filed

2002-12-24 - Published for opposition

2002-12-04 - Notice of publication |

2002-10-21 - Appréved for Pub - Principal Register (Initial exam)
2002-09-09 - Communication received from applicant
2002-10-15 - Commﬁnication received from applicant
2002-09-09 - Non-final action e-mailed -

2002-09-04 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Ger1 Lynn Mankoff (Attorney of record)

GERI LYNN MANKOFF
PERRY ELLIS INTERNATIONAL, INC.
3000 N.W. 107TH AVENUE
MIAMI FL 33172
" United States

http://tarr.uspto. go{// servlet/tarr - new?regser=serial&entry=7812471 O&action=Relquest+Status 5/8/2003
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ALL TQ WHOM THESE; PRESENTS; SHALL, COME

: |
UNITED STATES DEPARTMENT OF COMN[ERCE
|

United States Patent and Trademark Office (

March 05, 2003 (

THE ATTACHED U.S. TRADEMARK REGISTRATION 1,53 0,9%2 IS
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTiONS‘ TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES

PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 20 YEARS FROM March 21, 1989
SECTION 8 & 15
SAID RECORDS SHOW TITLE TO BE IN:
STERDHIL - CONSULTADORIA E SERVICOS L.D.A.
A PORTUGAL CORPORATION '

|
= By Authority of the j
~ COMMISSIONER OF PATENTS AND TRADEMARKS

7 éﬂalw(

|
i
L. EDELEN |
Certifying Officer




: Int. Cl.:‘25. '

Prior U.S. CL: 39 | ' | \

Reg! No. 1,530,922
United States Patent and Trademark Office Registered Mar. 21, 1989

| | PRINCIPAL REGISTER \

HenryCotton S

|

l

‘ FRATELLI ZANELLA SP.A. ITALY CORPO- FIRST USE 1-25-1983 1IN \COM?MERCE
| RATION) - 2-23-1983.
VIA CAPOVILLA 23/25 : THE LINES IN THE DRAWING ARE FOR
CALDOGNO (VICENZA), ITALY HIGHLIGHTING PURPOSES ONLY.

. s A FAMOUS INDIVIDUAL, NOW |DECEASED.
SHIRTS, BLOUSES, WAISTCOATS, TROUSERS -

S THE NAME “HENRY COTTON” REFERS TO
FOR: RAINCOATS, MANTLES, JACKETS \
PANTS, SOCKS, STOCKINGS, TIES SCARVES"

R \ SER. NO. 591,719, FILED 4-7-1986!
HATS, BATHING SUITS, SWIMMING TRUNKS, : :
'BIKINIS, BATH ROBES, VESTS AND SLIPS, IN ROBERT PEVERADA, EXAMINING ATTOR-
l CLASS 25 (U.S. CL. 39)

NEY \

o
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|
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UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office J

March 05, 2003 ;

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,464,(I582 IS
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTION{S TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE.

|

REGISTERED FOR A TERM OF 10 YEARS FROM June 26, 2001 '

SAID RECORDS SHOW TITLE TO BE IN: f
STERDHIL - CONSULTADORIA E SERVICOS L.D.A. J

A PORTUGAL CORPORATION |

|

i By Authority of the
5 COMMISSIONER OF PATENTS AND TRADEMARKS

;gm

L. EDELEN [\
Certifying Officer




| Int. C1.: 25
. . _ |
Prior U.S. Cls.: 22 and 39 ,
e » Reg. No. 2,464,682
United States Patent and Trademark Office

Registered June 26, 2001

TRADEMARK
PRINCIPAL REGISTER

HENRY COTTON'S

ESTOTRANS B.V (NETHERLANDS LIMITED OWNER OF U.S. REG. NOS. 1,530,922 AND
PARTNERSHIP) T 1,679,404, 1 .

"DE GELDER", 7TH FLOOR ,

AJ. ERUSTSTRAAT 595 H , :
1082 LD AMSTERDAM, NETHERLANDS THE NAME IN THE MARK DOES NOT IDENTI-

FY A LIVING INDIVIDUAL.
 FOR: CLOTHING, NAMELY, RAINCOATS, JACK-
ETS, SHIRTS, BLOUSES, TROUSERS, PANTS,

SCARVES, HATS, SWIMWEAR, VESTS, IN CLASS SN 75-980,055, FILED 24-1998.
25 (U.S. CLS. 22 AND 39).

FIRST USE 1-25-1983; IN COMMERCE 2-23-1983. LYNN A. LUTHEY, EXAMINING ATTORNEY
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OUR FI%E NoO. 11463.816

IN THE UNITED STATES PATENT AND TRADEMARK' QFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NrEvIsg oA
[V I Fet 3 "g

=

In the Matter of Application Serial No. 78/124,710
Published in the Official Gazette on December 24, 2002 \

X ‘
STERDHIL CONSULTORIA E SERVICO LD.A. : {

Opposer, ‘,

V. Opposition 1\210.
PERRY ELLIS INTERNATIONAL, INC.,
_ ) OO AR
Applicant.
X 05-19-2003
U.S. Patent & TMOfc/TM Mail Rept Dt. #22
COMMUNICATION

Assistant Commissioner for Trademarks
Box: TTAB - FEE

2900 Crystal Drive
Arlington, VA 22202-3513

1
Sir: ‘

: o | .
In the matter of the captioned application, enclosed please find the following:

1. Notice of Opposition with Exhibits attached (in duﬁlicate).

2. Check in the sum of $300.

3. Postage pre- pa1d Return Receipt Post Card. Please date stamp and

mail this card upon receipt.

Dated: May 19, 2003




