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HRDCORE.059M TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Hardcore Enterprises Pty Ltd. and ) Opposition No.: 91,156,347
Globe Intl Nominees Pty Ltd., ) Mark: GLOBE SURFING & Design
1S 1 hereby certify that this correspondence and all marked attachments are
OppOSC ’ ) being deposited with the United States Patent and Trademark Office,
) Trademark Trial and Appeal Board via electronic filing through their
v website located at http://estta.uspto.gov/ on;
) August 9, 2005
Raymond M. Culver, 11, ) (Date)
Applicant. ) Stacey R. Halpern

HARDCORE ENTERPRISES PTY LTD.’S AND GLOBE INTL NOMINEES PTY LTD.’S
MOTION FOR SUMMARY JUDGMENT AND MOTION TO SUSPEND
THE OPENING OF ITS TESTIMONY PERIOD

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451
Dear Sir:

Hardcore Enterprises Pty Ltd. and Globe Intl Nominees Pty Ltd. (hereinafter collectively referred
to as “Globe™) respectfully move the Trademark Trial and Appeal Board (the “Board”) pursuant to Rule
56 of the Federal Rules of Civil Procedure for summary judgment in the above-referenced cancellation
proceeding. A Memorandum in Support Globe’s Motion for Summary Judgment and the Declarations of
Stacey R. Halpern and Audrey Lee are being filed concurrently herewith. In addition, pursuant to
Trademark Rule 2.127(d), Globe requests that the Board suspend the opening of its testimony period
pending a decision on this motion.

There are no genuine issues of material fact in dispute which would preclude the Board from
granting summary judgment in this proceeding. The only dispute in this proceeding is to the legal
conclusion to be drawn from the facts. With regard to a likelihood of confusion, Globe will establish that

the legal conclusion must be that there is a likelihood of confusion between Globe’s various names and



marks consisting of or containing the term GLOBE, including but not limited to the marks GLOBE,
GLOBE AUSTRALIA, GLOBE and Design and GLOBE AUSTRALIA and Design (hereinafter
collectively referred to as the “GLOBE Marks”) and Raymond M. Culver, II’s (“Applicant”) GLOBE
SURFING and Design mark (“Applicant’s Mark™) as shown in U.S. Trademark Application Serial No.
78/060,749 (“Applicant’s Application™).

First, Applicant admitted that Globe used the GLOBE Marks in connection with goods in Class 25
and that Globe’s use was prior to Applicant’s use of and application for Applicant’s Mark. Second,
Applicant admitted that the channels of trade and geographic areas for Applicant’s Mark and the GLOBE
Marks are the same. Third, Applicant admitted that the GLOBE portions of its mark and the GLOBE
Marks are identical. Fourth, as is shown in the attached Declaration of Audrey Lee, Globe (and their
related entities) use the GLOBE Marks in connection with the term SURF and/or SURFING, as well as in
connection with photographs of persons surfing. Moreover, the GLOBE Marks are marketed to the surf
industry and to persons interested in surfing. Finally, products bearing the GLOBE Marks are advertised,
promoted, offered for sale and sold to persons in the surf industry and/or persons interested in surfing.

Therefore, Globe respectfully submits that a grant of summary judgment based on a likelihood of
confusion in this proceeding is appropriate and requests that the Board enter such judgment in favor of
Globe and thereby deny registration of Applicant’s Application.

Moreover, as set forth in more detail in Globe’s Memorandum in Support of Motion for Summary
Judgment, despite the fact that Applicant’s Application is based solely on Applicant’s use of the mark in
commerce under Section 1(a) of the Trademark Act for the goods in International Class 235, there is no
dispute and the record clearly establishes that Applicant did not, and still does not, use the mark shown in
Applicant’s Application in the United States in connection with all of the goods identified in International
Class 25. This constitutes fraud in the filing and prosecution of Applicant’s Application, and thus the
application is void. Accordingly, Globe requests that the Board deny registration of Applicant’s

Application.



Furthermore, pursuant to Trademark Rule 2.127(d), Globe requests that the Board suspend the

opening of Globe’s testimony period pending the Board’s decision on this motion.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated:  August 9, 2005 By: W

Stacey R. Halpern

2040 Main Street, 14" Floor
Irvine, CA 92614

(949) 760-0404

Attorneys for Opposers,

Hardcore Enterprises Pty Ltd. and
Globe Intl Nominee Pty Ltd.

CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing HARDCORE ENTERPRISES PTY LTD.
AND GLOBE INTL NOMINEES PTY LTD.’S MOTION FOR SUMMARY JUDGMENT AND
MOTION TO SUSPEND THE OPENING OF ITS TESTIMONY PERIOD upon Applicant’s counsel
by depositing one copy thereof in the United States Mail, first-class postage prepaid, on August 9, 2005
addressed as follows:
Steven G. Tyson, Esq.
LAWRENCE E. FELDMAN & ASSOC.

101 Greenwood Ave., Ste. 230
Jenkintown, PA 19046

N

Stacey R. Halpern

1824935:sh
080805



HRDCORE.059M TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Hardcore Enterprises Pty Ltd. and ) Opposition No. 91,156,347
Globe Intl Nominees Pty Ltd., ) Mark: GLOBE SURFING & Design
I hereby certify that this correspondence and all marked attachments are being
Opposers, ) deposited with the United States Patent and Trademark Office, Trademark Trial and
) Appeal Board via electronic filing through their website located at
v ) http://estta.uspto.gov/ on:
) August 9, 2005
) (Date)
Raymond M. Culver, II, ) h’/
Apphcant' ; Stacey R. Halpern

MEMORANDUM IN SUPPORT OF HARDCORE ENTERPRISES PTY LTD.’S AND GLOBE INTL
NOMINEES PTY LTD.’S MOTION FOR SUMMARY JUDGMENT AND MOTION
TO SUSPEND THE OPENING OF ITS TESTIMONY PERIOD

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

I. INTRODUCTION

This is a trademark Opposition brought by Hardcore Enterprises Pty Ltd. and Globe Intl Nominees Pty
Ltd. (collectively “Globe™) against Raymond M. Culver, II’s (“Applicant™) U.S. Trademark Application Serial
No. 78/060,749 (“Applicant’s Application”) for the mark GLOBE SURFING and Design (“Applicant’s Mark™).
In Globe’s Notice of Opposition and Amended Notice of Opposition, Globe asserted that Applicant’s Mark
GLOBE SURFING and Design, when used on or in connection with clothing, namely, shirts and tropical apparel,
namely bathing suits, hats, shorts, and polo shirts (“Applicant’s Goods”) is likely to cause confusion or mistake
as to source with Globe’s various names and marks consisting of or containing the term GLOBE, including but not
limited the marks GLOBE, GLOBE AUSTRLIA, GLOBE and Design and GLOBE AUSTRALIA and Design,
as well as the names Globe Shoes, Globe Intl Nominees Pty Ltd. and Globe International Ltd. (these names and
marks collectively referred to as the “GLOBE Marks”) in connection with various products, including, but not
limited to, apparel, as well as related goods and accessories (all of the foregoing goods and services collectively
referred to hereinafter as “Globe’s Goods”).

In addition to the claim based on a likelihood of confusion or mistake, Globe’s Amended Notice of
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Opposition also alleges that despite the fact Applicant’s Application was based solely on Applicant’s actual use
of the mark in commerce under Section 1(a) of the Trademark Act for Applicant’s Goods, Applicant admitted
that he was not using the mark on or in connection with all of Applicant’s Goods at the time Applicant’s
Application was filed. In fact, Applicant admitted that he never used the mark on certain goods identified in
International Class 25, despite the fact that the only basis for which Applicant seeks registration for Applicant’s
Goods is Section 1(a). Such conduct constitutes fraud and as such, Applicant’s Application is void.

Accordingly, Globe requests that the Trademark Trial and Appeal Board (the “Board”) deny
registration of Application’s Application. Moreover, pursuant to Trademark Rule 2.127(d), Globe requests that
the Board suspend the commencement of Globe’s testimony period pending the Board’s decision on this
motion.

The dispositive issues in this case are: (1) whether a likelihood of confusion exists between the mark
shown in Applicant’s Application and the Globe Marks and/or (2) whether Applicant’s Application is void due
to Applicant’s fraudulent assertion that he used his mark on all the goods identified in Applicant’s Application
under Section 1(a). Globe’s assertion of a likelihood of confusion is well founded.

As 1s discussed below in detail, Applicant seeks registration for the mark GLOBE SURFING and Design.
Similarly, the GLOBE Marks consist of the term GLOBE alone and in conjunction with another term and/or a
design element. Globe is also the owner of two U.S. registrations for the marks GLOBE for goods in Class 25 (the
“GLOBE Registrations™).

Moreover, Applicant seeks registration for shirts, bathing suits, hats, and shorts. Similarly, the GLOBE
Registrations include shirts, pants, shorts, hats, and headwear. Furthermore, the GLOBE Marks are advertised
and promoted to (among other industries), the skate, surf and snow industries. Similarly, Globe is well known for
its sponsorship of various “surf” related teams and events and its general involvement in the “surfing” industry.
Thus, the undisputed facts demonstrate that the parties’ respective marks are virtually identical in overall
appearance and commercial impression so as to cause a likelihood of confusion.

In fact, Applicant admitted that both Applicant’s Mark and the GLOBE Marks use the word mark GLOBE

and that the GLOBE portions of both parties’ marks are identical. See the attached Declaration of Stacey R.
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Halpern in Support of Motion for Summary Judgment and Motion to Suspend (“Halpern SJ Decl.”) at q 7.
Further, as is discussed in the attached Declaration of Audrey Lee (“Lee Decl.”) and as Applicant also admitted,
Globe uses its GLOBE Marks in connection with the terms SURF and/or SURFING and in connection with
photographs or pictures of persons surfing, and offers its apparel products bearing the GLOBE Marks to
persons interested in surfing and/or the surf industry. Lee Decl at § 5; and Halpern SJ Decl at § 7.

Additionally, Applicant admitted Globe’s and/or its predecessor-in-interest’s first use of the GLOBE mark
is prior to the filing date of Applicant’s Application as well as prior to Applicant’s “alleged” date of first use.
Halpern SJ Decl. at § 7. Thus, there is no issue of priority. Applicant also admitted that both parties offer goods in
International Class 25 and that Globe’s U.S. Registration No. 1,991,488 identifies apparel items in International
Class 25. Id. Additionally, Applicant admitted Applicant’s Goods are sold through the same channels as Globe’s
Goods and in the same geographic areas. Id. Thus, the undisputed material facts demonstrate that Applicant’s
Mark is likely to cause confusion or mistake as to source with the GLOBE Marks. As there is no genuine issue of
material fact as to a likelihood of confusion, a grant of summary judgment for Globe is appropriate in this instance.

Moreover, Globe’s assertion of fraud is also well founded. As is discussed below in detail, Applicant
admitted that at the time Applicant filed Applicant’s Application and amended Applicant’s Application to include
Applicant’s Goods, as well as at the time Applicant’s Application published for opposition, Applicant was not
using Applicant’s Mark in connection with bathing suits, hats and shorts. Halpern SJ Decl. at ]4. As Applicant’s
Application for Applicant’s Goods was based solely on Section 1(a) and as Applicant knew, or should have
known (and in fact, has admitted), that he was not using Applicant’s Mark within the meaning of Section 1(a)
on all the identified goods, Applicant’s Application is invalid. In fact, despite the fact that International Class

25 in Applicant’s Application is based solely on Section 1(a), Applicant admitted that he never offered certain

goods identified in International Class 25.

II. UNDISPUTED FACTS
1. On April 27, 2001, Applicant filed Applicant’s Application.
2. The sole basis under which Applicant sought registration for International Class 25 was



Applicant’s actual use in commerce under Section 1(a) of the Trademark Act. See Applicant’s Application.!

3. In Applicant’s Application, with regard to International Class 25, Applicant stated that
“Applicant is using or using through a related company the mark in commerce on or in connection with the
below-identified goods/services. (15 U.S.C. Section 1051(a), as amended). See Applicant’s Application.

4, In Applicant’s Application, with regard to International Class 25, Applicant stated that the
specimen description was a “logo appearing on clothing and other merchandise.” See Applicant’s Application.

5. In the First Office Action, the Examining Attorney stated “[t]he applicant has divided the
services between two bases” - Section 1(b) for the Class 39 services and Section 1(a) for the remainder of
Applicant’s Application. In Applicant’s Response to the First Office Action, Applicant amended Applicant’s
Application as follows: “clothing - tropical apparel and shirts” in International Class 25. In addition, Applicant
included a Declaration attesting to the fact that he used the mark on or in connection with the goods now
identified in the application in International Class 25 in interstate commerce since at least as early as the filing
date of Applicant’s Application (April 27, 2001). See the First Office Action dated July 27, 2001 issued in
connection with Applicant’s Application.

6. Applicant did not indicate in his Response to the First Office Action that some of the goods in
International Class 25 should be based on Section 1(a) and some goods should be based on Section 1(b).
Halpern SJ Decl. at § 2.

7. In the Second Office Action, the Examining Attorney requested further amendments to
International Class 25. In response to the Second Office Action regarding Applicant’s Application, Applicant
made the following amendments of record: “Identification of goods: Class 25: clothing, namely, shirts and
tropical apparel, namely bathing suits, hats, shorts, and polo shirts.” See the Second Office Action dated March
6, 2002 issued in connection with Applicant’s Application.

8. Applicant did not indicate in his Response to the Second Office Action that some of the goods

in International Class 25 should be based on Section 1(a) and some goods should be based on Section 1(b).

1 Globe notes that Applicant’s Application (the subject matter of the proceeding) is automatically of record without any additional action
by the parties. Trademark Rule 2.122(d).



Instead, International Class 25 was based solely on Applicant’s actual use of the mark in U.S. commerce under
Section 1(a) of the Trademark Act. Halpern SJ Decl. at 3.

9. Although Applicant’s Application also included services in International Class 39 based on
Section 1(b) of the Trademark Act, at no time prior to publication did Applicant amend any of the goods in
International Class 25 to be based on Section 1(b) of the Trademark Act. In fact, at no time prior to Globe’s
raising the allegation of fraud did Applicant ever “claim” that he had “intended” to base some of the goods in
International Class 25 on Section 1(b) instead of basing all the goods on Section 1(a). Halpern SJ Decl. at § 4.

10. On February 4, 2003, Applicant’s Application was published for opposition. As published,
Applicant’s Application identified the following goods in International Class 25: “clothing, namely, shirts and
tropical apparel, namely bathing suits, hats, shorts, and polo shirts.” Applicant’s sole basis for registration for
all the goods identified in International Class 25 (clothing, namely, shirts and tropical apparel, namely bathing
suits, hats, shorts, and polo shirts) at the time of publication was Applicant’s actual use of the mark under
Section 1(a) of the Trademark Act. See the Notice of Publication issued in connection with Applicant’s
Application.

11. On April 19, 2003, Globe filed a Notice of Opposition against International Class 25 in
Applicant’s Application.

12. On October 24, 2003, Globe served Opposer’s First Requests for Admissions (Nos. 1-28)
(“Globe’s First Admission Requests”) and Opposer’s First Set of Interrogatories (Nos. 1-39) (“Globe’s First
Interrogatories”) and, on November 1, 2003, Globe served Opposer’s First Requests for Production of
Documents and Things (Nos. 1-65) (“Globe’s First Document Requests”) (collectively hereinafter referred to as
Globe’s First Set of Discovery Requests™). Halpern SJ Decl. at § 5.

13. On June 24, 2004, Globe timely served Opposer’s Second Set of Requests for Production of
Documents and Things (Nos. 1-26) (“Globe’s Second Document Requests™), Opposer’s Second Set of
Interrogatories (Nos. 1-7) (“Globe’s Second Interrogatories™), and Opposer’s Second Set of Requests for

Admissions (Nos. 1-102) (“Globe’s Second Admission Requests”) (collectively hereinafter referred to as




“Globe’s Second Set of Discovery Requests™). Halpern SJ Decl. at q 6.

14. Globe’s First Interrogatories, Interrogatory No. 23 states: “[i]dentify each geographic area by
region or state in which Applicant has used Applicant’s Mark.” Applicant’s Supplemental Response stated as
follows: “Class 25 goods (Hawaiian shirts) have been sold to people in Pennsylvania (during time period detailed
in response 10 above) and to individual in Scotland in 2001.” Exhibit 3 to Halpern SJ Decl. at § 7.

15. Globe’s First Interrogatories, Interrogatory No. 24 states: “[w]ith respect to each region or state
identified in the proceeding Interrogatory, state the period of time during which such use occurred.” Applicant’s
Supplemental Response stated as follows: “Mark was used on the internet from 2000 to 2004 and Class 25 goods
(Hawaiian shirts) have been sold to people in Pennsylvania (during time period detailed in response 10 above) and
to individual in Scotland in 2001.” Exhibit 3 to Halpern SJ Decl. at § 7.

16. Globe’s Second Admission Requests, Request No. 1 states as follows: “Applicant is not
currently using Applicant’s Mark in connection with bathing suits.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

17. Globe’s Second Admission Requests, Request No. 2 states as follows: “Applicant has never
used Applicant’s Mark in connection with bathing suits.” Applicant responded as follows: “Admitted.” Exhibit
3 to Halpern SJ Decl. at § 7.

18. Globe’s Second Admission Requests, Request No. 3 states as follows: “Applicant has never
offered bathing suits for sale connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

19. Globe’s Second Admission Requests, Request No. 4 states as follows: “Applicant has never sold
bathing suits in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

20. Globe’s Second Admission Requests, Request No. 5 states as follows: “Applicant has never
advertised bathing suits in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

21. Globe’s Second Admission Requests, Request No. 7 states as follows: “Applicant did not use
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Applicant’s Mark in connection with bathing suits on or prior to April 27, 2001” (the filing date of Applicant’s
Application). Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

22. Globe’s Second Admission Requests, Request No. 8 states as follows: “Applicant did not use
Applicant’s Mark in connection with bathing suits on or prior to January 23, 2002.” Applicant responded as
follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

23. Globe’s Second Admission Requests, Request No. 9 states as follows: “Applicant has never
offered hats for sale in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

24, Globe’s Second Admission Requests, Request No. 10 states as follows: “Applicant has never
sold hats in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

25. Globe’s Second Admission Requests, Request No. 11 states as follows: “Applicant has never
advertised hats in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

26. Globe’s Second Admission Requests, Request No. 12 states as follows: “Applicant is not
currently using Applicant’s Mark in connection with hats.” Applicant responded as follows: “Admitted.” Exhibit
3 to Halpern SJ Decl. at § 7.

27. Globe’s Second Admission Requests, Request No. 13 states as follows: “Applicant has never
used Applicant’s Mark in connection with hats.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

28. Globe’s Second Admission Requests, Request No. 15 states as follows: “Applicant did not use
Applicant’s Mark in connection with hats on or prior to April 27, 2001 (the filing date of Applicant’s
Application). Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at ] 7.

29. Globe’s Second Admission Requests, Request No. 17 states as follows: “Applicant has never
used Applicant’s Mark in connection with shorts.” Applicant responded as follows: “Admitted.” Exhibit 3 to

Halpern SJ Decl. at 9 7.



30. Globe’s Second Admission Requests, Request No. 18 states as follows: “Applicant has never
offered shorts for sale in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at 7.

31. Globe’s Second Admission Requests, Request No. 19 states as follows: “Applicant has never
sold shorts in connection with Applicant’s Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

32. Globe’s Second Admission Requests, Request No. 20 states as follows: “Applicant is not
currently using Applicant’s Mark in connection with shorts.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

33. Globe’s Second Admission Requests, Request No. 21 states as follows: “Applicant has never used
Applicant’s Mark in connection with shorts.”  Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

34. Globe’s Second Admission Requests, Request No. 22 states as follows: “Applicant did not use
Applicant’s Mark in connection with shorts on or prior to February 1, 2001 (the filing date of Applicant’s
Application). Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at q 7.

35. Globe’s Second Admission Requests, Request No. 24 states as follows: “Applicant did not use
Applicant’s Mark in connection with shorts on or prior to January 23, 2002.” Applicant responded as follows:
“Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

36. Globe’s Second Interrogatories, Interrogatory No. 3 states: “Identify the dates of first use in
commerce of Applicant’s Mark in connection with bathing suits.” Applicant responded as follows: “Applicant has
not used Applicant’s Mark in connection with bathing suits.” Exhibit 3 to Halpern SJ Decl. at § 7.

37. Globe’s Second Interrogatories, Interrogatory No. 4 states: “Identify the date of first use in
commerce of Applicant’s Mark in connection with hats.” Applicant responded as follows: “Applicant has not used
Applicant’s Mark in connection with hats.” Exhibit 3 to Halpern SJ Decl. at § 7.

38. Globe’s Second Interrogatories, Interrogatory No. 5 states: “Identify the dates of first use of

Applicant’s Mark in connection with shorts.” Applicant responded as follows: “Applicant has not used
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Applicant’s Mark in connection with shorts.” Exhibit 3 to Halpern SJ Decl. at § 7.

39, Globe’s First Admission Requests, Request No. 16 states: “Opposer’s first use of the mark
GLOBE in the United States is prior to Applicant’s date of first use of the Applicant’s Mark in the United
States in connection with Applicant’s Goods.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

40. Globe’s First Admission Requests, Request No. 23 states “[t]he GLOBE portion of the mark in
Applicant’s Mark is identical in spelling to the GLOBE portion of the mark shown in Opposer’s Mark.”
Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

41. Globe’s Second Admission Requests, Request No. 55 states: “Applicant’s Mark contains the
word GLOBE.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

42. Globe’s Second Admission Requests, Request No. 56 states: “Applicant’s Mark contains the word
SURFING.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

43. Globe’s Second Admission Requests, Request No. 57 states: “Applicant’s Mark contains a picture
of a person surfing.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

44. Globe’s Second Admission Requests, Request No. 58 states: “Applicant sells shirts in connection
with Applicant’s Mark over the Internet.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ
Decl. at 9 7.

45, Globe’s Second Admission Requests, Request No. 59 states: “Applicant has used Applicant’s
Mark in commerce in the United States on shirts.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

46. Globe’s Second Admission Requests, Request No. 61 states: “Applicant has used Applicant’s
Mark in commerce by selling shirts via the Internet.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at 9§ 7.

47. Globe’s Second Admission Requests, Request No. 66 states: “Exhibit 8 hereto shows a picture of
a surfboard.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at 7.

48, Globe’s Second Admission Requests, Request No. 67 states: “Exhibit 8 hereto shows the term
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GLOBE.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

49. Globe’s Second Admission Requests, Request No. 68 states “Exhibit 9 hereto is a printout from
Opposer’s website.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

50. Globe’s Second Admission Requests, Request No. 69 states: “Exhibit 9 hereto shows the term
GLOBE.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

51. Globe’s Second Admission Requests, Request No. 70 states: “Exhibit 9 hereto shows the term
SURF.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at | 7.

52. Globe’s Second Admission Requests, Request No. 71 states: “Exhibit 10 hereto is a copy of pages
from SURFER magazine.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

53. Globe’s Second Admission Requests, Request No. 72 states: “Exhibit 10 shows a photograph of a
surfboard with the term GLOBE on it.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ
Decl. atq 7.

54, Globe’s Second Admission Requests, Request No. 72 states: “Exhibit 11 is a photograph of a
person on a surfboard with the term GLOBE in the right-hand corner.” Applicant responded as follows:
“Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

55. Globe’s Second Admission Requests, Request No. 74 states: “Exhibit 11 shows the GLOBE
mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

56. Globe’s Second Admission Requests, Request No. 75 states: “Exhibit 12 shows an ad for GLOBE
PRO.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

57. Globe’s Second Admission Requests, Request No. 78 states: “Both Applicant’s Mark and
Opposer’s Mark contain the word “GLOBE.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern
SJ Decl. at § 7.

58. Globe’s Second Admission Requests, Request No. 80 states: “[t]he registration shown in Exhibit
13 is for the mark GLOBE.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at ] 7.

59. Globe’s Second Admission Requests, Request No. 81 states: “[t]he registration shown in Exhibit

13 identifies the following goods in Class 25: “clothing; namely, tops shirts, pants, shorts, sweaters and jackets.”
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Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at | 7.

60. In Globe’s Second Admission Requests, Request No. 82 states: “Exhibit 14 is an article from
TransWorld Surf Business.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

61. In Globe’s Second Admission Requests, Request No. 83 states: “Exhibit 14 shows an ad with the
term GLOBE in it.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at | 7.

62. In Globe’s Second Admission Requests, Request No. 85 states: “Exhibit 15 is a copy of pages
from SURFER magazine.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

63. In Globe’s Second Admission Requests, Request No. 86 states: “Exhibit 15 shows the term
GLOBE on the surfboard.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

64. Globe’s Second Admission Requests, Request No. 87 states: “Exhibit 16 is a copy of pages from
Transworld Surf magazine.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

65. Globe’s Second Admission Requests, Request No. 88 states: “Exhibit 16 shows the term GLOBE
on the surfboard.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

66. Globe’s Second Admission Requests, Request No. 89 states: “Exhibit 17 shows the term GLOBE
on the cover.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at ] 7.

67. Globe’s Second Admission Requests, Request No. 90 states: “Exhibit 17 is entitled ‘globe
catalog.”” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at ] 7.

68. Globe’s Second Admission Requests, Request No. 91 states: “Exhibit 17 includes the wording
“globe surf” on page 3.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

69. Globe’s Second Admission Requests, Request No. 93 states: “Exhibit 17 shows pictures of T-
shirts.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

70. Globe’s Second Admission Requests, Request No. 95 states: “Exhibit 17 shows pictures of woven
shirts.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

71. Globe’s Second Admission Requests, Request No. 97 states: “Exhibit 17 shows pictures of tanks.”
Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at q 7.

72. Globe’s First Requests for Admissions, Request No. 1 states: “The mark GLOBE was used by
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Opposer in connection with Opposer’s goods and/or services prior to the date on which Applicant commenced
using the mark ‘GLOBE SURFING’ in connection with the same of its products.” Applicant responded as follows:
“Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

73. Globe’s First Admission Requests, Request No. 2 states: “The mark ‘GLOBE’ was used by
Opposer in connection with Opposer’s goods and/or services prior to the date on which Applicant filed the
trademark application for the Applicant’s Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

74. Globe’s First Admission Requests, Request No 3 states: “Opposer uses the ‘GLOBE’ mark in
connection with goods and services in International Class 25.” Applicant responded as follows: “Admitted.”
Exhibit 3 to Halpern SJ Decl. at § 7.

75. Globe’s First Admission Requests, Request No. 4 states: “Applicant uses the ‘GLOBE
SURFING’ mark in connection with goods and services in International Class 25.” Applicant responded as
follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

76. Globe’s First Admission Requests, Request No. 10 states: “Goods and/or services sold under the
Applicant’s Mark are sold in the same geographic areas as goods and/or services sold under the Opposer’s Marks.”
Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

77. Globe’s First Admission Requests, Request No. 9 states: “Goods and/or services sold under the
Applicant’s Mark are sold in the same channels of trade as the goods and/or services sold under the Opposer’s
Mark.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

78. Globe’s First Interrogatories, Interrogatory No. 9 states: “Identify and describe Applicant’s first
use in commerce of Applicant’s Mark or any trademark, services mark, trade name, word design, term or phrase
that includes the term “globe” including but not limited to, the dates of first use, first use in intrastate
commerce, and first use in interstate commerce; all persons with knowledge of the same, and all documents
relating thereto.” Applicant responded as follows: “Date of first use anywhere: August 1999, Date First
Published: December 1999, Date of first use of mark in commerce: February 2001.” Exhibit 3 to Halpern SJ

Decl. atq 7.
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79. Globe’s Second Admission Requests, Request No. 34 states: “The date of first use anywhere set
forth in Applicant’s Application is accurate.” Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern
SJ Decl. at § 7.

80. Globe’s Second Admission Requests, Request No. 35 states: “The date of first use in commerce
set forth in Applicant’s Application is accurate.” Applicant responded as follows: “Admitted.” Exhibit 3 to
Halpern SJ Decl. at § 7.

81. Globe’s Second Admission Requests, Request No. 80 states: “The registration [a copy of U.S.
Registration No. 1,991,488] is shown in Exhibit 13 is for the mark GLOBE.” Applicant responded as follows:
“Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

82. Globe’s Second Admission Requests, Request No. 81 states: “The registration shown in Exhibit
13 identifies the following goods in Class 25 “clothing; namely, tops, shirts, pants, shorts, sweaters and jackets.
Applicant responded as follows: “Admitted.” Exhibit 3 to Halpern SJ Decl. at § 7.

III. SUMMARY JUDGMENT STANDARD AND BURDEN OF PROOF

Summary judgment should be granted where it is shown that there is no genuine issue of material fact,
and the moving party is entitled to judgment as a matter of law. Federal Rule of Civil Procedure (“FRCP”),
Rule 56(c). FRCP 56(c), in pertinent part, states that a summary judgment should be granted where, as here,
“the pleadings, . . . answers to interrogatories, and admissions on file, together with the affidavits . .. show that
there is no genuine issue as to any material fact and that the moving party is entitled to a judgment as a matter
of law.” These general principles of summary judgment apply under FRCP 56 to inter-parties proceedings before

the Board. See, ¢.g., Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 U.S.P.Q.2d 1793, 1797 (Fed.

Cir. 1987). Thus, summary judgment is an appropriate method of disposing of an opposition in which there is no

genuine issue of material fact on the question of likelihood of confusion. Kellogg Co. v. Pack’Em Enter.. Inc., 14

U.S.P.Q. 2d 1545 (T.T.A.B. 1990). As the Federal Circuit stated in Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 222

U.S.P.Q. 741, 743 (Fed. Cir. 1984):

The basic purpose of summary judgment procedure is one of judicial economy -- to save the time
and expense of a full trial when it is unnecessary because the essential facts necessary to decision
of the issue can be adequately developed by less costly procedures, as contemplated the FRCP
rules here involved, with a net benefit to society.
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Likewise, summary judgment in an opposition proceeding is designed to save the time and expense of a full

opposition proceeding where there is no genuine issue as to any material fact. Bet Lock Corp. v. Schlage Lock

Co.,413 F.2d 1195 (C.C.P.Q. 1969).
Globe, as the moving party, has the burden of demonstrating that it is entitled to summary judgment.

Celotex Corp. v. Catrett, 477 U.S. 317, 324-25 (1986). By meeting its burden of identifying undisputed facts,

Globe is entitled to relief. Applicant cannot respond merely by pointing to allegations or denials in the pleadings.

Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586 (1986). Instead, Applicant must submit

specific facts showing that there is a genuine issue for trial. Id. at 587. In doing so, Applicant must present

evidence from which a reasonable trier of fact might return a verdict in its favor. Anderson v. Liberty Lobby, Inc.,

477U.8S. 242, 249-250 (1986).

IV. ARGUMENT

A. THERE IS NO GENUINE ISSUE OF MATERIAL FACT ON THE QUESTION OF

LIKELIHOOD OF CONFUSION

Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d) states that registration shall be refused for a
trademark that:

Consists of or comprises a mark which so resembles a mark registered in the Patent and

Trademark Office, or a mark or trade name previously used in the United States by another and

not abandoned, as to be likely, when used on or in connection with the goods of the applicant,

to cause confusion, or to cause mistake, or to deceive.

If the relevant consuming public will likely be confused or mistaken about the source of a product or
service sold using the mark in question, then likelihood of confusion exists. The issue of likelihood of
confusion revolves around the similarity of the marks, the relatedness of the goods, the similarity of consumers

and the channels of trade. In the instance case, there are no genuine issues of material fact regarding a

likelihood of confusion between the GLOBE Marks and Applicant’s Mark. Specifically, Applicant admitted

that: (1) Globe is the senior and prior use of the GLOBE Marks; (2) Globe is the owner of GLOBE
Registrations for goods in International Class 25; (3) both parties offer apparel items in International Class 25,

including shirts; (4) Applicant’s Goods and Globe’s Goods are offered through the same channels of trade and
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in the same geographic areas; (5) the GLOBE portions of its mark and Opposer’s GLOBE Marks are identical;
(6) The GLOBE Marks are shown on surfboards, on persons on surfboards, and in surfing magazines; (7)
Opposer uses the GLOBE Marks in connection with the terms SURF and/or SURFING and in connection with
photographs or pictures of persons surfing; and (8) Globe’s Goods bearing the GLOBE Marks are offered to
persons interested in surfing and/or the surf industry.

As is discussed in detail below and as is clear from simply looking at the GLOBE Marks and
Applicant’s Mark, the marks are very similar when viewed in their entireties. As such, the trade and the
purchasing public are likely to believe that Applicant’s Goods originate with or are otherwise authorized,
licensed or sponsored by Globe. Furthermore, Applicant admitted the dominant portions of his mark (GLOBE)
and the GLOBE Marks (GLOBE) are identical.

In addition, as is discussed in the Lee Decl. and as Applicant has admitted, Globe uses its GLOBE
Marks in connection with the terms SURF and/or SURFING as well as in connection with photographs or
pictures of persons surfing, and as Globe’s Goods bearing the GLOBE Marks are offered to persons interested
in surfing and/or the surf industry. Due to the similarities of the marks along with the fact that Applicant has
admitted that the goods, trade channels, and consumers of such goods are identical, there is no dispute that
confusion is likely. Accordingly, this matter is appropriate for a summary judgment decision.

1. There is No Disputed Issue of Material Fact That Globe is the Prior And Senior User of
the GLOBE Marks

Applicant admitted that Opposer is the senior and prior use of the GLOBE Marks for goods in Class 25.
See Applicant’s responses to Globe’s First Admission Requests, Request Nos. 1, 2, 3, 4, 16, and 21, attached as
Exhibit 3 to the Halpern SJ Decl. at § 7. Thus, there is no issue of priority.

2. Applicant ADMITTED the Parties’ Goods Offered in Connection With Their Respective
Marks Are Identical

Applicant admitted both parties offer goods in International Class 25, including, shirts. See Applicant’s
responses to Globe’s First Admission Requests, Request Nos. 3 and 4, Applicant’s responses to Globe Second
Admissions Requests, Request Nos. 58, 59, 61, 81, 93, 70, 71, 80 and 81 attached as Exhibit 3 to the Halpern SJ

Decl. at § 7. Furthermore, Globe’s U.S. registrations for the GLOBE Marks provide Globe with the exclusive
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right to use the marks nationwide on (or in connection with) the goods listed in the registration. 15 U.S.C. §
1057,

3. The GLOBE Marks And Applicant’s Mark Are Confusingly Similar

Applicant seeks registration for the mark GLOBE SURFING and Design. Applicant admitted that the
GLOBE portion of his mark and Opposer’s GLOBE Marks are identical. See Applicant’s responses to Globe’s
First Admission Requests, Request No. 23, Applicant’s response to Globe’s Second Admission Requests, Request
No. 57, attached as Exhibit 3 to the Halpern SJ Decl. at § 7. Moreover, a comparison of Applicant’s Mark and the
GLOBE Marks (as well as the marks shown in the GLOBE Registrations), shows that the parties’ marks are quite
similar, if not identical, in overall appearance and commercial impression. See the true and correct status and title
copies of Globe’s U.S. Registrations attached as Exhibit 4 to the Halpern SJ Decl. at q 8.

Furthermore, as is shown in the Lee Decl. and as admitted by Applicant, in addition to its use of the
marks GLOBE and GLOBE AUSTRALIA alone, Globe uses the term SURF in connection with the Globe
Marks. Lee Decl. at § 5; and See Applicant’s responses to Globe’s First Admission Requests, Request Nos. 1, 2
3, 4, 16, and 21 and Applicant’s responses to Globe Second Admission Requests, Request Nos. 66-70, 91,
attached as Exhibit 3 to the Halpern SJ Decl. at § 7.

Moreover, as is shown in the Lee Decl., Globe’s website shows photographs of the GLOBE SURF
TEAM as well as photographs of surfboards and persons surfing in connection with the GLOBE Marks. Lee
Decl. at 92 and 5. In fact, Applicant admitted that photographs bearing surf related items, such as surf boards
and surfers, as well as photographs and advertisements in surfing magazines and other surf industry
publications show the GLOBE Marks. See Applicant’s responses to Globe’s Second Admission Requests,
Request Nos. 66-75, attached as Exhibit 3 to the Halpern SJ Decl. at § 7.

In light of Globe’s use of the term SURF and/or SURFING in connection with its GLOBE Marks, as
well as its use of its GLOBE Marks in connection with persons surfing and/or surfboards, when the GLOBE
Marks and Applicant’s Mark are considered in their entireties, they are virtually identical in sound, appearance,

and overall commercial impression.
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4. The Buvers to Whom And Conditions Under Which Sales are Made Increases the
Likelihood of Consumer Confusion

Applicant admitted the parties’ goods are sold through the same trade channels and in same geographic
areas. See Applicant’s Responses to Globe’s First Admission Requests, Request Nos. 9 and 10, attached as
Exhibit 3 to the Halpern SJ Decl. at § 7. Moreover, as demonstrated by the Lee Decl., Globe notes that its goods
are offered through Pennsylvania, the state in which Applicant admitted a majority of its goods were sold.
Applicant’s Supplemental response to Globe’s First Interrogatories, Interrogatory No. 23, attached as Exhibit 3 to
Halpern SJ Decl. at § 7. and Lee Decl. at  § 24. Furthermore, the GLOBE Registrations do not include any
limitations regarding the channels or trade. Thus, when encountering shirts bearing the mark GLOBE in the
same channels of trade, it is more than likely that consumers will believe that there is some connection,
sponsorship, or association between such related goods.

Furthermore, Applicant markets, advertises and sells his shirts via the Internet. See Applicant’s
response to Globe’s Second Admission Requests, Requests Nos. 58 and 51, attached as Exhibit 3 to the Halpern

SJ Decl. at § 6. Likewise, Opposer’s Goods are marketed, advertised and sold by Opposer, its licensees, and its

distributors via the Internet. See Lee Decl. at 4 3. In Brookfield Comm., Inc. v. West Coast Entm’t Corp., 174
F.3d 1036, 1057, 50 U.S.P.Q.2d 1545, 1559 (9th Cir. 1999), the court held that if the owners of both marks
utilize the Internet as a marketing and advertising tool, this fact heightens the likelihood of confusion. In
addition, Globe’s advertising, promotion, marketing, offer for sale and sale of its goods in connection with its
GLOBE Marks to persons interested in surfing and/or businesses and persons in the surf and surfing industry.
Lee Decl. at 5. Accordingly, the trade channels of Applicant’s Goods and Globe’s Goods are currently similar
and are likely to continue to be similar, such that there is no genuine issue of material fact regarding this factor.
As 1s detailed above, an analysis of the Du Pont factors clearly demonstrates that not only is confusion
likely, but inevitable. Thus, this Motion for Summary Judgment based on a likelihood of confusion should be

granted in favor of Opposer on the issue of a likelihood of confusion.

B. THERE IS NO GENUINE ISSUE OF MATERIAL FACT ON THE QUESTION OF

FRAUD

Because Applicant falsely filed and prosecuted Applicant’s Application based solely on Section 1(a) of
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the Trademark Act for all the goods in International Class 25, when Applicant knew, or should have known,
that he was not using Applicant’s Mark within the meaning of the Trademark Act, on all of the goods identified
in Applicant’s Application, Applicant’s Application is void.

Applicant averts that he has not committed fraud on the U.S. Patent and Trademark Office (“PTO)
because “[t]here is no requirement that Applicant use the mark with other additional goods such as hats, shorts,
and bathing suits, in order to secure a Trademark Registration for class 25 goods.” Applicant’s Memorandum
of Law in Opposition to Opposer’s Motion for Leave to Amend the Notice of Opposition and Motion to
Suspend the Commencement of Testimony Period (“Applicant’s Memo”) at p. 4. Moreover, Applicant states
that “Applicant did not make a material misrepresentation in order to obtain registration of a trademark for the
non-used goods, since use in connection with shirts alone is adequate for a Registration in Class 25.” Id.

Such statements clearly contradict the basic tenets of U.S. trademark law. Specifically, T.M.E.P. § 901
states that “[i]Jn an application based on use in commerce under 15 U.S.C. §1051(a) or ‘intent-to-use’ under

15 U.S.C. §1051(b), the applicant must actually use the mark in commerce on or in connection with all of

the specified goods and/or services prior to registration. In a §1(a) application, the applicant must use the mark

in commerce on or in connection with all the goods and services listed in the application on or before the filing
date of the application” (emphasis added). As is detailed below, Applicant has not complied with this
requirement.

There is no question that Section 1(a) would not have provided a basis for determining Applicant’s
rights with respect to International Class 25 had Applicant not misrepresented to the PTO that he was using
Applicant’s Mark in connection with all the goods identified in International Class 25. Specifically, in
accordance with well-settled law, the PTO would not have allowed Applicant’s Application to publish for
opposition purposes based on Section 1(a) with respect to any goods in connection with which Applicant had
admittedly not used the mark. See Trademark Act, Section 1(a); Trgdemark Rule § 2.34(2)(1)(1) (noting
requirements for 1(a) basis of registration); T.M.E.P § 806.01(a) (“An applicant may not claim a Section 1(a)
basis unless the mark was in use in commerce on or in connection with al/ of the goods or services covered by

the Section 1(a) basis as of the application filing date”(emphasis added)). More importantly, but for the fact that
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Globe opposed Applicant’s Application, Applicant would have obtained a registration for all the goods identified
in International Class 25 of Applicant’s Application, including hats, shirts and bathing suits, without further review
by the PTO, or action from Applicant with respect to International Class 25. Based on the fact that such a
registration would include hats, shirts and bathing suits (the “Non-Used Goods™), Applicant has committed fraud
on the PTO.

Left with no plausible explanation for the inclusion of the Non-Used Goods under Section 1(a), in
contradiction of his position that Applicant can obtain a registration for all the goods identified in Class 25 in
Applicant’s Application even if Applicant has not used Applicant’s Mark on all these goods, Applicant also
argues that International Class 25 of Applicant’s Application is based on both Section 1(a) and Section 1(b).

Applicant’s Memo at pp. 4-5. However, this fabrication is clearly not supported by Applicant’s file history and,

in fact, contradicts the file history.

The sole basis under which Applicant sought registration for International Class 25 was Applicant’s
actual use in commerce under Section 1(a). As is shown in the file history, with regard to International Class
25, upon filing Applicant’s Application, Applicant stated that “Applicant is using or using through a related
company, the mark in commerce on or in connection with the below-identified goods/services. (15 U.S.C.

Section 1051(a), as amended.).” See Applicant’s Application. Moreover, the description of the specimen for

Class 25 provided by Applicant stated: “logo appearing on clothing and other merchandise.” See Applicant’s

Application p. 1. Applicant’s Application also included services in Class 39 which were and are the only items

based on Section 1(b) in Applicant’s Application. Id. at p. 2.

In the First Office Action, the Examining Attorney expressly noted that only Class 39 was based on
Section 1(b) and the remainder of Applicant’s Application was based on Section 1(a). First Office Action at p.
3. In addition, the Examining Attorney set forth the requirements for each filing basis. Id. In Applicant’s
Response to the First Office Action, Applicant amended the identification of goods in Class 25 to “clothing -
tropical apparel and shirts.” In addition, Applicant filed a declaration attesting to the fact that he had used the
mark on or in connection with the goods in International Class 25 in Applicant’s Application.

The file history makes clear that Applicant did not respond to the First Office Action by indicating that
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some of the goods in Class 25 were based on anything other than Section 1(a). If the Examining Attorney’s
statement that only the Class 39 services were based on Section 1(b) was inaccurate, in Applicant’s Response to
the First Office, Applicant should have corrected this “inaccuracy.” The fact that Applicant did not advise the
Examining Attorney of this purported “inaccuracy” supports Opposer’s claim that Applicant committed fraud in
the prosecution of Applicant’s Application.

In the Second Office Action, the Examining Attorney again requested that Applicant amend the
identification of goods in Class 25. In response to the Second Office Action, Applicant amended the
identification of goods in Class 25 to “clothing, namely, shirts and tropical apparel, namely bathing suits, hats,
shorts, and polo shirts” in International Class 25 (emphasis added).

Thus, the file history makes clear that in Applicant’s Response to the Second Office Action, Applicant
did not state that some of the goods in Class 25 should be based on anything other than Section 1(a). Moreover,
the fact that Applicant had another opportunity to advise the Examining Attorney of this purported “inaccuracy”
but chose, once again, not to do so, serves to validate Globe’s claim that there is no material fact as to whether
Applicant committed fraud in the prosecution of Applicant’s Application.

On February 4, 2003, Applicant’s Application was published for opposition. As published, Applicant’s
Application identified the following goods in Class 25: “clothing, namely, shirts and tropical apparel, namely
bathing suits, hats, shorts, and polo shirts.” Applicant’s sole basis for registration for the all the goods in
International Class 25 at the time of publication was Applicant’s actual use of the mark under Section 1(a).
Halpern Decl. at 19 2-4. Thus, while Applicant is correct that a “hypothetical application” can be based on both
Sections 1(a) and 1(b) for goods within the same class, the objective and undisputed evidence in this case
supports the conclusion that International Class 25 of Applicant’s Application was and is based solely on
Section 1(a). In light of the fraud committed by Applicant on the PTO, Applicant’s Application is void ab initio.

The Board’s decision in Medinol Ltd. v. Neuro VASX Inc., 67 U.S.P.Q.2d 1205 (T.T.A.B 2003)

(“Medinol”), is analogous to this case. In Medinol, Neuro VASX Inc. (“Neuro”) submitted a statement of use
which included an allegation of use on certain goods, which registrant later admitted at the time to statement of

use was submitted to the PTO, Neuro had not used the mark on or in connection with all the goods identified in
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the statement of use, and had not done so since then. Id. at 1206. In response to the petition for cancellation,
Neuro, after admitting the mark had not be used in connection with all the goods identified in the statement of
use, asserted that the registration should be limited to the “used goods™ and that the “non-used goods” should be

deleted from the registration. Id. 1206-07. The Board, however, denied, Neuro’s request to amend the

registration and sua sponte entered summary judgment in favor of petition on the grounds of fraud. In granting
the summary judgment based on fraud, the Board stated:

The fraud alleged by petitioner is that respondent knowingly made a material representation to

the USPTO in order to obtain registration of its trademark for the identified goods. There is no

question that the statement of use would not have been accepted nor would registration have

issued but for respondent’s misrepresentation, since the USPTO will not issue a registration

covering goods upon which the mark has not been used.

. . . deletion of the goods upon which the mark has not yet been used does not remedy an

alleged fraud upon the Office. If fraud can be shown in the procurement of a registration, the

entire resulting registration is void. Allowing respondent’s amendment would be beside the

point; even if “stents” were deleted from the registration, the question remains whether or not

respondent committed fraud upon the Office in the procurement of its registration.

Id. at 1208 (citations omitted). As is detailed above, the undisputed facts presented the this case are
essentially the same as those in Medinol: (1) Applicant’s Application for goods in International Class 25 was
based solely on Section 1(a); (2) Applicant’s Application includes goods in International Class 25 in connection
with which Applicant had admitted he has not used the mark; and (3) at no time prior to publication of
Applicant’s Application did Applicant request that any goods in International Class 25 be based on any basis
other then Section 1(a). Moreover, similar to the applicant in Medinol, Applicant’s belated attempt to amend
the basis of registration for the non-used goods does negate Applicant’s fraud.

Furthermore, in the case at hand, Applicant denied that he “intended” to defraud, and, as such he must
be given an opportunity to amend Applicant’s Application. Likewise, in Medinol, Neuro denied it intended to
commit fraud when it submitted a statement of use for goods that were not being offered in commerce. In
determining that Neuro had committed fraud, the Board stated the standard is whether the applicant made a
false material representation that the applicant knew or should have known was false. Id. at 1209. Moreover,

the Board noted that because false statements of use by the owner of the mark are relied upon by the PTO in

determining the applicant’s rights to the registration, such a registration (or application) is void.
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In the present case, Applicant’s Application includes an allegation of use on certain goods, which
Applicant has admitted he was not offering in the United States in connection with his mark at the time of filing
Applicant’s Application. See Applicant’s responses to Globe’s Second Admission Requests, Request Nos. 1-5,
7-15, 17-22 and Applicant’s responses to Globe’s Second Interrogatories, Interrogatory Nos. 3-5, attached as
Exhibit 3 to the Halpern SJ Decl. at § 7. Moreover, although Applicant’s Application was filed under Section
1(a) for International Class 25 and prosecuted under Section 1(a) for International Class 25, Applicant admitted
he was not offering all the goods identified in Applicant’s Application at time Applicant amended his
application to include such goods. Id. Furthermore, Applicant admitted he has never used with the mark in the
United States in connection with certain goods identified in Applicant’s Application. Id.

Applicant, under penalty of perjury, averred multiple times that he was using his mark on certain goods
in connection with which he had never used the mark. This statement was relied upon by the PTO in
determining Applicant’s rights. Furthermore, while Applicant appears to now be alleging that he “meant” for
such goods to be based on Section 1(b), at no time prior to publication did Applicant indicate that any of the
goods in International Class 25 were based on any basis other then Section 1(a). Halpern SJ Decl. at Y 2-4.

In fact, Applicant’s fraud is further supported by the fact that although Applicant’s Class 39 services
were based on Section 1(b) and although the Examining Attorney pointed this distinction out during
prosecution of Applicant’s Application, until Globe raised the issue of Applicant’s fraud, Applicant did not
attempt to change the basis for any of goods in International Class 25. Id.

Moreover, Applicant, an individual, was clearly in a position to have personal knowledge of the facts
concerning his own use of his own mark on the goods identified in Applicant’s Application. As in Medinol, the
undisputed facts establish that Applicant knew or should have known that Applicant’s Mark was not in use on
all of the goods identified in Applicant’s Application in International Class 25. Further, the fact that Applicant
amended Applicant’s Application to include goods based on Section 1(a) of the Trademark Act that he was not
offering in U.S. commerce (and in fact, has never offered in U.S. commerce) further supports Applicant’s intent
to commit fraud. In fact, although Applicant had several opportunities to advise the PTO that some of the

goods should be based on Section 1(b) (as Applicant now alleges), at no time did Applicant make any such

22



assertions. Instead, Applicant now tries to cover up his fraud by contending that he intended to base certain
goods on Section 1(b) of the Trademark Act.

Applicant also alleges that if all the goods in International Class 25 are based on Section 1(a), he did
not “intend” to defraud the PTO. However, Applicant’s file history makes clear that despite repeated
opportunities to correct this purported “error,” Applicant never attempted to do so. Moreover, the law is clear
that it is not necessary that an applicant intend to commit fraud, but only that an applicant make a false material

representation that the applicant knew or should have known was false. Specifically, in Medinol, the Board

held that:

[tThe appropriate inquiry is therefore not into the [applicant’s] subjective intent, but rather into

the objective manifestations of that intent. We recognize that it is difficult, if not impossible, to

prove what occurs in a person’s mind, and that intent must often be inferred from the

circumstances and related statement made by that person.
Id. at 1209 (citations omitted).

Similarly, the facts clearly demonstrate that Applicant averred that he was using Applicant’s Mark in
connection with the Non-Used Goods. This statement was relied upon by the PTO in determining Applicant’s
rights. Furthermore, at no time prior to publication did Applicant indicate that any of the goods in International
Class 25 were based on any basis other then Section 1(a). Instead, only after Globe raised the issue of fraud
did Applicant, for the first time, allege that he either intended the Non-Used Goods to be based on Section 1(b)
and should now be allowed to amend Applicant’s Application to include such a basis, and/or that because
“subsequent versions of the application listed goods in addition to shirts, such as hats, bathing suits and shorts,
[Applicant’s conduct] does not amount to fraud.”

As in Medinol, the facts establish that Applicant knew or should have known that Applicant’s Mark
was not in use on all of the goods identified in Applicant’s Application in Class 25. Further, the fact that
Applicant amended Applicant’s Application to include the Non-Used Goods further supports Applicant’s intent
to commit fraud. Most telling is the fact that while Applicant had several opportunities to advise the PTO that
the Non-Used Goods should have been based on Section 1(b) (prior to making such a contention in Applicant’s

Memo), at no time did Applicant provide this information to the PTO.

In light of Applicant’s statements under penalty of perjury and his admissions that he has not used the

3.



mark on the goods which are listed in Applicant’s Application in International Class 25 based on Applicant’s
actual use of the mark in commerce under Section 1(a) of the Trademark Act, Applicant has committed fraud on
the PTO. Due to the fraud committed by Applicant on the PTO, Applicant’s Application is void ab initio.
Consequently, Applicant’s Application is void and should not be allowed to proceed to registration.

V. CONCLUSION

On the basis of the facts and the law, as demonstrated above Globe has clearly shown that Applicant’s

Mark for Applicant’s Goods and Globe’s GLOBE Marks for Globe’s Goods are so “related” that there is a
likelihood of confusion between the marks, and that the trade or purchasing public will be deceived into believing
that Applicant’s Goods originate with or are otherwise authorized, licensed or sponsored by Globe. Likewise,
Globe has demonstrated that Applicant has committed fraud and, as such, Applicant’s Application is void ab inito.
Accordingly, Globe requests that the Board enter such judgment in favor of Globe and thereby reject and strike
U.S. Trademark Application Serial No. 78/060,749, and let no registration thereon be issued to Applicant.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: August 9, 2005 By: /éﬁ\

Stacey R. Halpern

2040 Main Street, 14" Floor
Irvine, CA 92614

(949) 760-0404
efiling@kmob.com

Attorneys for Opposers,

Hardcore Enterprises Pty Ltd. And
Globe Intl Nominees Pty 1.td.
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing MEMORANDUM OF POINTS AND
AUTHORITIES IN SUPPORT OF HARDCORE ENTERPRISES PTY LTD.’S AND GLOBE
INTERNATIONAL NOMINEES PTY LTD.’S MOTION FOR SUMMARY JUDGMENT AND MOTION
TO SUSPEND THE OPENING OF ITS TESTIMONY PERIOD upon Applicant’s counsel by depositing one
copy thereof in the United States Mail, first-class postage prepaid, on August 9, 2005, addressed as follows:

Steven G. Tyson, Esq.
LAWRENCE E. FELDMAN & ASSOC.

101 Greenwood Ave., Ste. 230
Jenkintown, PA 19046

[/

Stacey R. Halpern

1824942:sh
080805
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HRDCORE.059M TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Hardcore Enterprises Pty Ltd. and Opposition No. 91,156,347
Globe Intl Nominees Pty Ltd., Mark: GLOBE SURFING & Design
Opposers,
V.

Raymond M. Culver, 11,

Applicant.

A g N N N N S N N

DECLARATION OF AUDREY LEE IN SUPPORT OF HARDCORE

ENTERPRISES PTY LTD.’S AND GLOBE INTL NOMINEES PTY LTD.’S

MOTION FOR SUMMARY JUDGMENT AND MOTION TO SUSPEND

THE OPENING OF ITS TESTIMONY PERIOD

I, Audrey Lee, declare as follows:

1. [ am General Counsel for Osata Enterprises, Inc. (“Osata™), a wholly-owned
subsidiary of Hardcore Enterprises Pty Ltd. (“Hardcore”). Hardcore is the sister company of
Globe International Nominees Pty Ltd. (“GIN™). Osata, Hardcore and GIN are wholly owned by
Globe International Limited (“Globe”). As counsel for Osata, I have personal knowledge of the
facts set forth below and of the goods offered in connection with the GLOBE and GLOBE
AUSTRALIA marks (the “GLOBE Marks™) and the manner in which the GLOBE Marks are used.
'am authorized to make this declaration on behalf of Globe, GIN, Hardcore and Osata (collectively

“the Globe Companies™). If called upon and sworn as a witness, I could and would competently



testify as set forth below. I am responsible for operations in the United States. Accordingly, I am
aware of the manner in which the Globe Companies use the GLOBE name and the GLOBE
Marks and the types of goods in connection with which the GLOBE name and the GLOBE
Marks are used.

2. The Globe Companies adopted the GLOBE Marks at least as early as 1996 in the
United States, and have used the GLOBE Marks continuously in United States commerce since at
least as early as 1996 in connection with its clothing and footwear products. The Globe Companies
and their licensees offer various clothing and footwear products in connection with the GLOBE
Marks, including, but not limited to, shirts and shorts. In addition, the GLOBE name and the
GLOBE Marks are used on advertising and promotional materials, media materials, packaging
materials, at trade shows and in connection with sporting events. True and correct copies of
materials showing some of the products offered in connection with the GLOBE Marks are
attached as Exhibit 1.

3. Authorized products bearing the GLOBE name and GLOBE Marks are sold in
numerous retail chains throughout the U.S. as well as over the Internet at various on-line
retailers, including, but not limited to, Pacific Sunwear; Skate Warehouse; Active Mail Order;
Tactics Boardshop, K Five Boardshop; Pharmacy Boardshop; and Surfside Mail Order.
Attached hereto as Exhibit 2 are true and correct copies of some pages downloaded from some of
these companies’ websites.

4. The Globe Companies market the GLOBE Marks to surfers and those interested
in surfing. The Globe Companies advertise, promote, offer for sale and sell products, bearing the

GLOBE Marks. Moreover, the Globe Companies use the GLOBE Marks in connection with



events connected to the surfing industry, such as sponsori}h‘g surﬁng competitions and a surf
team. The GLOBE SURF TEAM is an athletic team of persons who tour the United States and
internationally, participating in surfing competitions and demonstrations. The GLOBE SURF
TEAM is also showcased in action movies, including, but not limited to “Somewhere Anywhere
Everywhere.” Members of the GLOBE SURFTEAMare chsidered some of the top surfers in
the world. Attached hereto as Exh1b1t3 are true and correct copies of materials showing use of
the GLOBE Marks in connection with the surf j‘ndustry»and the GLOBE SURF TEAM.

I declare that all statements made ilgreinf: éf my own knowledge are true and all
statements made on information and béiiéf ‘_'g‘l_re i'b,elieved to be true; and further that these
statements are made with the knowledgeihéﬁ '_izvilylﬁxl;\false statements and the like so made are
punishable by fine or imprisonment, or both,under ’Section 1001 of Title 18 of the United States

Code and that such willful, false statements m'ay_’ jédpardize the validity of the application or

document or any registration resulting therefrom.

Dated: 9/2/0( By@/"\/ A e

© Audrey Lee

1836872:sh
080105
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G037213 G037109 G037104

WHITE / NAVY

it e

COLORS COLORS COLORS

BLACK ! GREY COAL ! RED COoAL NAVY CARAMEL SKY
DESCRIPTION DESCRIPTION DESCRIPTION
Tank wimash jarsey panels & single coior Shor sleeve polo wiiersay collar & placke: Yan dyed stripe polo wivdite iersey callar & placket,
front and back prints, vsifront chest prints Iefl chest ard right sieeve single cobor prints.
FABRIC FABRIC FABRIC
100% cotton jersey and 58%polyester/35% “00% sotton jersey B5% polye % cotton jersay
<olton scuadrop mesh SIZES SIZES
SIZES £S) (M) (L) (XL} 1S (MY (L) XL
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MAVY CORFEE BLACK BLACK COAL
DESCRIPTION DESCRIPTION DESCRIPTION
Shiort slesve polo wisrgey sollak & plackst Yarn dyed etripe polo wiselid cotor woven caltar & Long sleeve watle knit tee wiixirb suffs,
wifront chast & LHS sleeve prints, vlackel wileft side hem singls color print bound neck & front chest two solor prirt,
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100% cotton jersay B5% polyesten 35 notton jarsey & polycotion twil 100% cotton jersey
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SPLICED GOTHIC
G028958

COLORS

LHODOEATE a1 RLACK
DESCRIPTION
‘Weo belt v/ logo prined buckle.

FABRIC
Canvas-lozk nylon webking

ESSENTIAL
G037989

PHOENIX
6028988

COLORS

RLACK

DESCRIPTION

Leather belt w/ vast embossed buckle
v tlack enarrel filt.

FABRIC

Bonded leather

IMPACT
G037967

BUCKLE UP
G037986

COLORS

GREY MAVY COFFEE
DESCRIPTION
Strived web belt with logo prirted buckle,
bottie opener back & detossed tip.

FABRIC
100% cetton web

DISTRESSED LEATHER GIFT BOX

G037973

G028989

COLORS

NAVY COAL BLACK

DESCRIPTION
Web belt w' loge printed buck'e, and bottic
opener back & detossed tip.

FABRIC
100% cotion

SPLICED GOTHIC
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NAVY  GREY
DESCRIPTION
Tri-fold watlel v fogo embroidery,

FABRIC
830D riylon canvas

UTILITY
6037952

BLACK NATURAL
DESCRIPTION
Nylon doutle faced wallst with Soin pocket
FABRIC
BO0D nylon canvas
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BLACK COFFEE

DESCRIPTION
Distressed leather belt with gunmetal
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Leather
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DESCRIPTION
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DESCRIPTION
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Wed belt w! logo printed on clip buckle
& debossed tip.
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DESCRIPTION
Tri-fold wallat v logo embroidery.
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Nylon tri-fold wabiel with sonic welded
logo & icon.
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vertical siipes & knitted toga.
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DESCRIPTION
No sock w/ ican smbroidery. vedical-
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DESCRIPTION
Globe printed tape kayring
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Cotton

RINGER
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=

WHITE BLACK
DESCRIPTION
Crew sock wi vertical stripes &
knitted fogo on fooibed.
FABRIC
Palyicotion

STICKER PACK
G023901

DESCRIPTION
Assorted pack of 24

FABRIC
Plastic

LONG JOHN
G037978
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COLORS

CARAM EL“‘ NAVY

DESCRIPTION
Tube sack v logo knitted on foothed.

FABRIC
Polyicotton
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