IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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CITICORP,
03-10-2003
OppOSCI'/P etitioner, . U.8. Patenit & TMOTc/TM Mait Rept Dt. #30
-against- : Opposition No.

CITY NATIONAL BANK,

Respondent/Applicant.
_________________________________ X

NOTICE OF OPPOSITION

Citicorp, a Delaware corporation with its principal office at 399 Park
Avenue, New York, New York, believes that it would be damaged by the registration of
the mark CITYREC, shown in U.S. Trademark Application Serial No. 76/424,937 to City
National Bank ("CNB"). Accordingly, Citicorp opposes the registration of CNB’s
CITYREC mark pursuant to 15 U.S.C. § 1063 and 37 C.F.R. § 2.101.

Citicorp alleges upon personal knowledge for its own acts and upon
information and belief with respect to all other matters, as follows:

Citicorp's Famous Family of CITI Marks

1. Atall relevant times, Citicorp was and is the famous financial services

company that owns a family of CITI service marks and trademarks.

2. For many years, Citicorp and its affiliates have offered throughout the
United States and worldwide, a variety of financial services and related products and

services under numerous CITI marks (collectively the “CITI Marks”), including, without




limitation, the following: CITI, U.S. Reg. No. 1,181,467; CITI and Arc Design, U.S.
Reg. No. 2,424,088; CITIBANK, U.S. Reg. No. 691,815; CITIBANK and Arc Design,
U.S. Reg. No. 2,636,299; CITIBANKING, U.S. Reg. No. 1,284,589; CITIBUSINESS,
U.S. Reg. No. 2,263,621; CITIFAX, U.S. Reg. No. 1,788,957, CITI[CORP, U.S. Reg.
No. 982,066; CITIDIRECT, U.S. Reg. No. 2,261,522; CITIACCESS, U.S. Reg. No.

1,708,618; and CITIGOLD, U.S. Reg. No. 1,824,600. (S_éeg Exhibit A attached hereto).'

3. The federally registered mark CITI for "financial services," U.S. Reg.
No. 1,181,467, was granted on December 8, 1981, and has since reached incontestable

status pursuant to 15 U.S.C. § 1065. (See Exhibit B attached hereto).

4. The federally registered mark CITIBANK for "banking services,"
U.S. Reg. No. 691,815, was granted on January 19, 1960, and has long since reached

incontestable status. (See Exhibit C attached hereto).

5. The federally registered mark CITIBANKING for "banking services,"
U.S. Reg. No. 1,284,589, was granted on July 3, 1984, and has long been incontestable

pursuant to 15 U.S.C. § 1065. (See Exhibit D attached hereto).

6. The federally registered mark CITICORP for, among other things,
"data processing services related to the storing and processing of banking, financial and
other related economic data," U.S. Reg. No. 982,066, was granted on April 9, 1974, and

has become incontestable pursuant to 15 U.S.C. § 1065. (See Exhibit E attached hereto).

1 The highlighting in bold of certain of these CITI Marks indicates that these marks

have reached incontestable status under 15 U.S.C. § 1065.




7. The federally registered mark CITIDIRECT for "financial services,
namely, providing a full line of banking and financial services accessed and provided via
computer and global computer network,"” U.S. Reg. No. 2,261,522, was granted on July

13, 1999. (See Exhibit F attached hereto).

8. The federally registered mark CITIGOLD for "banking services,
investment consultation and asset management," U.S. Reg. No. 1,824,600, was granted

on March 1, 1994 and has become incontestable. (See Exhibit G attached hereto).

9. Citicorp’s financial services and products are offered on the Internet
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at such websites as “www.citi.com”; “www.citibank.com”; “www.citicorp.com”; and

“www.citigroup.com”.

10.  Over the past five years, Citicorp has spent nearly $2 billion in
advertising, using, promoting, and developing public awareness for its CITI family of
marks. As a result of such expenditures and efforts, Citicorp has developed a valuable

reputation and enormous goodwill in its family of CITI Marks.

11. The CITI Marks are famous as that term is used in Section 43(c) of

the Lanham Act.

CNB’s CITYREC Mark

12. Upon information and belief, CNB is a nationally chartered
commercial bank which provides financial services to businesses and individual clients.

CNB’s financial services include cash management services, credit card services,



mortgage and car loans, banking services, letters of credit, and brokerage services. These

services are similar to those offered by Citicorp under its family of CITI Marks.

13.  On June 26, 2002, CNB filed an application to register the mark

CITYREC for “bank account reconciliation services,” U.S. Ser. No. 76/424,937.

14. CNB’s CITYREC mark features the term CITY, which resembles
the central characteristic of Citicorp’s CITI family of marks, namely CITI, for which

Citicorp and Citicorp’s affiliates' goods and services have come to be identified.

CNB's Attempt to Create a Federally Registered Family of CITY Marks

15. The CITYREC mark 1s a CITY -prefixed mark, resembling Citicorp's

CITI-prefixed marks.

16. The CITYREC mark is part of CNB's attempt to create a family of

federally registered CITY marks in the financial services area.

17. CNB owns the federal registration for the mark CITYTAX (U.S.
Reg. No. 2,637,540), which is the subject of Cancellation Proceeding No. 92041359,

currently pending before this Board.

18. Further, CNB owns a federal registration for CITY TALK (styled)

(U.S. Reg. No. 1,386,308).

19. Additionally, on October 23, 1995, CNB filed a federal application
for CITYCHOICE (U.S. Ser. No. 75/008,469). CNB abandoned the CITYCHOICE

application following a PTO refusal on grounds that the CITYCHOICE mark 1s



confusingly similar to CITI Marks, including without limitation, CITI, CITICORP,

CITIGOLD, CITIBANK, and CITISELECT.

20. On May 3, 2000, CNB filed a federal application for CITY IMAGE
(U.S. Ser. No. 76/039,771), which CNB abandoned after Citicorp filed an opposition

proceeding.

Grounds for Opposition

21. Citicorp believes that it is being, and will continue to be, damaged if
CNB is permitted to own a CITY-prefixed mark and/or a family of federally registered

CITY marks in the financial services field.

22. CNB’s mark CITYREC is confusingly similar to Citicorp’s CITI
family of marks, including without limitation, Citicorp's CITI and CITIBANK marks.
Furthermore, the services cited by CNB under CNB’s CITYREC mark, namely banking
and financing services, are closely related to the services Citicorp has long offered under
its CITI family of marks, and are directed to the same channels of trade and to many of

the same customers as those of Citicorp.

23.  The CITI Marks have priority of use and registration to CNB’s

CITYREC mark.

24. The registration of CNB’s CITYREC mark would grant CNB rights
to which it is not entitled, and would be inconsistent with the prior and established rights

of Citicorp in its family of CITI Marks.



25. The CITYREC mark is confusingly similar to the CITI Marks, and
its registration thereby creates a likelihood of confusion, mistake and deception of the
trade and public into believing that CNB's services originate with or are otherwise

licensed, sponsored or authorized by Citicorp.

26. The registration of the CITYREC mark is likely to dilute the
distinctiveness of the CITI Marks, by blurring the considerable source-identifying power

of Citicorp’s family of CITI Marks.

27. By reason of the foregoing, Citicorp will be damaged by the
registration of the CITYREC mark to CNB.

WHEREFORE, Citicorp respectfully requests that the Notice of
Opposition be sustained, and that the registration of CITYREC to CNB be refused.

Please charge the filing fee to Citicorp's undersigned attorneys' Deposit

Account No. 19-2385.

Dated: New York, New York
March 10, 2003

Bruce J. Goldner

Ronald J. Turiello, Jr.

SKADDEN, ARPS, SLATE,
MEAGHER & FLOM LLP

Four Times Square

New York, NY 10036

(212) 735-3000 (telephone)

(212) 735-2000 (facsimile)

Attorneys for Petitioner/Opposer
Citicorp

476540-New York Server 1A - MSW



CERTIFICATE OF MAILING UNDER 37 CFR § 1.10

"Express Mail" Mailing Label Number ' EL?790k1L8592U §

Date of Deposit: March 10, 2003

I hereby certify that the foregoing is being deposited with the United States Postal Ser-
vice "Express Mail Post Office to Addressee" service under 37 CFR 1.10 on the date
indicated above and is addressed to the Assistant Commissioner for Trademarks, ATTN:
TTAB, 2900 Crystal Drive, Arlington, VA 22202-3513.

Name of Person Mailing: Kimberley Degnan

Signature of Perso% IG ailing




