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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

______________________________ X '/"“
\
CITICORP, 04-21-2003 ‘
atont & TMOfc/ Th Mail Rept Ot #22
Opposer, uss. parent
Opposition No.
-against-
FRIEDMAN, BILLINGS, RAMSEY
GROUP, INC.,
Applicant.
X
NOTICE OF OPPOSITION

Citicorp ("Opposer” or "Citicorp™), a Delaware corporation with its
principal office at 399 Park Avenue, New York, New York, believes that it would be
daméged by the registration of the mark MONEY NEVER RESTS, shown in U.S.
Trademark Application Serial No. 76/306,424 (" Applicant's Mark") to Friedman,

Billings, Ramsey Group, Inc. ("Applicant") and hereby opposes same.
As grounds for the opposition, it is alleged that:
1. Opposer is a famous financial services company.

2. In 1978, Opposer and its affiliates began offering throughout the

United States a variety of financial services and related products and services under

the mark THE CITI NEVER SLEEPS (the "Opposer's Mark").
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3.  The federal registration for THE CITI NEVER SLEEPS for

"financial services-namely, electronic banking services,"” U.S. Reg. No. 1,104,470,

was granted on October 17, 1978, and has become incontestable. (See Exhibit A

attached hereto).

4. By virtue of extensive use and promotion of THE CITI NEVER
SLEEPS mark, such mark has acquired substantial distinctiveness, good will and
secondary meaning in the United States and elsewhere in the world as indicating

services having their origin exclusively with Petitioner.

5. On April 8, 2002, Citicorp filed an intent to use application for
the mark YOUR CITI NEVER SLEEPS for "financial services, namely, banking,
credit card, investment brokerage, and investment management services; underwrit-
ing life insurance; life and annuity insurance brokerage,” U.S. Ser. No.

76/393,445. (See Exhibit B attached hereto).

6.  Applicant filed the intent to use application for Applicant's Mark
on August 29, 2001, for "investment advice and consultation" ("Applicant's Ser-
vices"). Applicant's Mark, MONEY NEVER RESTS, creates a likelihood of
confusion with Opposer's Mark, THE CITI NEVER SLEEPS. In this connection,
among other things, Applicant's Mark closely resembles Opposer's Mark, and

Applicant's Services are closely similar to those offered by Opposer under Opposer's

Mark.
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7.  The registration of Applicant's Mark would grant Applicant
rights to which it is not entitled, and would be inconsistent with the prior and
established rights of Opposer in Opposer's Mark.

8.  The registration of Applicant's Mark will dilute the distinctive-

ness of the Opposer's Mark, by blurring the considerable source-identifying power of

Opposer's Mark.

9.  Byreason of the foregoing, Opposer will be seriously damaged

by the registration of Applicant's Mark to Applicant.

WHEREFORE, Opposer respectfully requests that the Notice of

Opposition be sustained and the registration of Applicant's Mark to Applicant be

refused.

Dated: New York, New York
April 21, 2003

Bruce J. Goldner

Ronald J. Turiello, Jr.

Vanessa K. Hwang

SKADDEN, ARPS, SLATE,
MEAGHER & FLOM LLP

Four Times Square

New York, NY 10036

(212) 735-3000 (telephone)

(212 735-2000 (facsimile)

Attorneys for Opposer
Citicorp

By: M
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CERTIFICATE OF MAILING UNDER 37 CFR § 1.10

"Express Mail" Mailing Label Number

EL?‘!DEL&EEBUS

Date of Deposit: April 21, 2003

1 hereby certify that the foregoing is being deposited with the United States Postal
Service "Express Mail Post Office to Addressee” service under 37 CFR § 1.10 on the

date indicated above and is addressed to the Assistant Commissioner for Trademarks,
ATTN: TTAB, 2900 Crystal Drive, Arlington, VA 22202-3513

Name of Person Mailing: Michael McGuire

lield LA

Signature of Person Malhng

477561-New York S1A






4/19/3
DIALOG(R)File 226: TRADEMARKSCAN(R)-US FED
(c) 2003 Thomson & Thomson. All rts. reserv.

03159121
THE CITI NEVER SLEEPS

INTL CLASS: 36 (Insurance & Financial Services)

U.S. CLASS: 102 (Financial & Insurance Services)

STATUS: Renewed

GOODS/SERVICES: FINANCIAL SERVICES-NAMELY, ELECTRONIC BANKING
SERVICES

SERIAL NO.: 73-159,121

REG. NO.: 1,104,470

REGISTERED: October 17, 1978

FIRST USE: February 3, 1978 (Intl Class 36)

FIRST COMMERCE: February 3, 1978 (Int! Ciass 36)

FILED: February 17, 1978 -

PUBLISHED: July 25, 1978

RENEWAL FILED: September 11, 1998

RENEWED IN OG: December 15, 1998

AFFIDAVIT SEC.: 8-15"8; May 7, 1984

ORIGINAL REGISTRANT: CITIBANK, N.A. (United States National
banking association), 399 PARK AVE., NEW YORK, NY (New York),
10043, USA (United States of America)

1ST NEW OWNER ENTERED AFTER REGISTRATION: CITICORP (Delaware
Corporation), 425 PARK AVENUE, 2ND FLOOR, NEW YORK, NY (New
York), 10043, USA (United States of America)

RENEWAL OWNER: CITICORP (Delaware Corporationnational banking
association), 425 PARK AVENUE, 2ND FLOOR, NEW YORK, NY (New
York}), 10043, USA (United States of America)

Renewed: October 17, 1998

ASSIGNEE(S): CITICORP (Delaware Corporation), 399 PARK AVE., NEW
YORK, NY (New York), 10043, USA (United States of America)
Assignor(s): CITIBANK, N.A. (A national banking association),

399 PARK AVE., NEW YORK, NY (New York), 10043, USA (United
States of America)

Reel/Frame: 0495/0346

Recorded: May 16, 1985

Brief: ASSIGNS THE ENTIRE INTEREST AND GOOD WILL

ASSIGNEE(S): CITI MERGER SUB INC. (Delaware Corporation), 399
PARK AVENUE, NEW YORK, NY (New York}), 10043, USA (United States.
of America)

Assignor(s): CITICORP (Delaware Corporation)
Reel/Frame: 2385/0441

Recorded: October 19, 2001

Brief: MERGER

ASSIGNEE(S): CITICORP (Delaware Corporation), 399 PARK AVENUE,
NEW YORK, NY (New York), 10043, USA (United States of America)
Assignor(s): CITI| MERGER SUB INC. (Delaware Corporation)
Reel/Frame: 2387/0215
Recorded: October 19, 2001
Brief: CHANGE OF NAME

FILING CORRESPONDENT: HEATHER MEDINA, CITIBANK NW, LEGAL AFFAIRS
OFFICE, 425 PARK AVE 2ND FL, NEW YORK NY 10043
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DIALOG(R)File 226: TRADEMARKSCAN(R)-US FED
(c) 2003 Thomson & Thomson. All rts. reserv.

06393445
YOUR CITI NEVER SLEEPS
INTL CLASS: 36 (Insurance & Financial Services)
U.S. CLASS: 100 (Miscellaneous Service Marks)
101 (Advertising & Business Services)
102 (Financial & Insurance Services)
STATUS: Pending-Published for Opposition; Notice of Allowance -
Issued; Intent to Use - Application; Intent To Use - Current
GOODS/SERVICES: FINANCIAL SERVICES, NAMELY, BANKING, CREDIT CARD,
INVESTMENT BROKERAGE, AND INVESTMENT MANAGEMENT SERVICES;

UNDERWRITING LIFE INSURANCE; LIFE AND ANNUITY INSURANCE
BROKERAGE

SERIAL NO.: 76-393,445

FILED: April 8, 2002

PUBLISHED: December 10, 2002

ALLOWANCE FILED: March 4, 2003

ORIGINAL APPLICANT: CITICORP (Delaware Corporation), 399 PARK
AVENUE, NEW YORK, NY (New York), 10043, USA (United States of
America)

OTHER U.S. REGISTRATIONS: 1104470; 1181467 AND OTHERS

FILING CORRESPONDENT: SARA B. BLOTNER , SARA B. BLOTNER,

CITIGROUP INC., 425 PARK AVENUE, 2ND FLOOR, NEW YORK, NEW YORK
10043
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04-21-2003

U.S. Patent & TMOfc/TM Mail Rept Dt #22

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

—————————————————————————————— X
CITICORP,

Opposer,

Opposition No.
-against-

FRIEDMAN, BILLINGS, RAMSEY
GROUP, INC.,

Applicant.

X
NOTICE OF OPPOSITION

Citicorp ("Opposer" or "Citicorp"), a Delaware corporation with its
principal office at 399 Park Avenue, New York, New York, believes that it would be
damaged by the registration of the mark MONEY NEVER RESTS, shown in U.S.
Trademark Application Serial No. 76/306,424 ("Applicant's Mark") to Friedman,
Billings; Ramsey Group, Inc. ("Applicant") and hereby opposes same.

As grounds for the opposition, it is alleged that:

1.  Opposer is a famous financial services company.

2. In 1978, Opposer and its affiliates began offering throughout the
United States a variety of financial services and related products and services under

the mark THE CITI NEVER SLEEPS (the "Opposer's Mark").
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3.  The federal registration for THE CITI NEVER SLEEPS for
"financial services-namely, electronic banking services," U.S. Reg. No. 1,104,470,
was granted on October 17, 1978, and has become incontestable. (See Exhibit A
attached hereto).

4. By virtue of extensive use and promotion of THE CITI NEVER
SLEEPS mark, such mark has acquired substantial distinctiveness, good will and
secondary meaning in the United States and elsewhere in the world as indicating
services having their origin exclusively with Petitioner.

5. On April 8, 2002, Citicorp filed an intent to use application for
the mark YOUR CITI NEVER SLEEPS for "financial services, namely, banking,
credit card, invevstment brokerage, and investment management services; underwrit-
ing life insurance; life and annuity insurance brokerage," U.S. Ser. No.

76/393,445. (See Exhibit B attached hereto).

6.  Applicant filed the intent to use application for Applicant's Mark
on August 29, 2001, for "investment advice and consultation" ("Applicant's Ser-
vices"). Applicant's Mark, MONEY NEVER RESTS, creates a likelihood-of
confusion with Opposer's Mark, THE CITI NEVER SLEEPS. In this connection,
among other things, Applicant's Mark closely resembles Opposer's Mark, and

Applicant's Services are closely similar to those offered by Opposer under Opposer's

Mark.
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7.  The registration of Applicant's Mark would grant Applicant

rights to which it is not entitled, and would be inconsistent with the prior and
established rights of Opposer in Opposer's Mark.

8.  The registration of Applicant's Mark will dilute the distinctive-

ness of the Opposer's Mark, by blurring the considerable source-identifying power of

Opposer's Mark.

9.  Byreason of the foregoing, Opposer will be seriously damaged

by the registration of Applicant's Mark to Applicant.

WHEREFORE, Opposer respectfully requests that the Notice of

Opposition be sustained and the registration of Applicant's Mark to Applicant be
refused.

Dated: New York, New York
April 21,2003

Bruce J. Goldner
Ronald J. Turiello, Jr.
Vanessa K. Hwang
SKADDEN, ARPS, SLATE,
MEAGHER & FLOM LLP
Four Times Square
New York, NY 10036
(212) 735-3000 (telephone)
(212 735-2000 (facsimile)

Attorneys for Opposer
Citicorp




CERTIFICATE OF MAILING UNDER 37 CFR § 1.10
"Express Mail" Mailing Label Number

EL790b186L3US
|
\ Date of Deposit: April 21, 2003
I hereby certify that the foregoing is being deposited with the United States Postal
‘Service "Express Mail Post Office to Addressee" service under 37 CFR § 1.10 on the
\ date indicated above and is addressed to the Assistant Commissioner for Trademarks,
\ ATTN: TTAB, 2900 Crystal Drive, Arlington, VA 22202-3513.

\ ‘ Name of Person Mailing: Michael McGuire

§ignature of Person Mailing

e ———

477561-New York S1A



SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
FOUR TIMES SQUARE :

) .‘_Ql
N

FIRM/AFFILIATE OFFICES

NEW YORK 10036-6522 ,! sooTON

i CHICAGO

. B ’ HOUSTON

TEL: (212) 735-3000 : OS5 ANGELES

FAX.{(212) 735-2000 : NEWARK

PALO ALTO
DIRECT DIAL http://www.skadden.com RESTON

(212) 735-3816 : SAN FRANCISCO

WASHINGTON, D.C.
WILMINGTON

. BEWING
April 21, 2003 FRANKFURT
Express Mail Label No. EL790618663US M oNDoN
Rule 1.10 MeaRie
S voner
Assistant Commissioner for Trademarks P A
Box TTAB - Fee
2900 Crystal Drive
Arlington, Virginia 22202-3513 * 04-21-2003

. . U.S. Patent & TMOte/TM Mail Rept Dt #22
Re:  Notice of Opposition
Serial No.: 76/306424
Mark: MONEY NEVER RESTS in Class 36

Dear Sir: .
Enclosed please find a NOTICE OF OPPOSITION with exhibits inéf,—_;
duplicate. ™
The Assistant Commissioner is hereby authorized to withdraw the =°
filing fee of $300.00 per class, per proceeding, for a total of $300.00 from the v
<

Skadden, Arps Deposit Account No. 19-2385 [Our Ref: 525360/510(100)]. Any ':, A
additional fees should be charged to the Skadden, Arps Deposit Account No. 19-
2385. A copy of this letter is enclosed for such purpose.

Please stamp the enclosed self-addressed, stamped postcard with the
filing date assigned to the opposition and return it to us as indicated.

Very truly yours,

Michael McGuire/\’\
Trademark Legal Assistant

Enclosures

cc: Bruce Goldner, Esq.

372406-New York S1A



