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APPLICANT'S FIRST NOTICE OF RELIANCE

Appiicat, by Us altorney, hereby submits this Notice of Reliance pursuant to Rule
2.422(e) of the Trademark Rules of Practice. Specifically, Applicant relies on the below-listed
printed publications, which are available {o the general public m libraries or tn general

circulation, and official records. Copies of these records are attached hereto.
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because there already exists an infurious registia-
tion, {thend the opposes can not object o an mim-
tonad registraiton that does not add fa the mpury.”
WA Brecd, Ine v CHvmpice e, 63 £ 3
Q30938 (Fed Cie £093E Heve, Plainofis do nat
seck 1o register aomark sor Delendants o oppose
2 registration, nslead, Defendants seek o dem-
cnstrate that Plainti s have abandoned.
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At fns deposition, Plaaiidt Leo 0 Stoller testifisd
}
thres retatkess 10

that fw h;ni soid baschall bais o at least
and had purchuse ordess refleciing those sales, He condd
noi reneber the goasidy of bate sold) the z‘iu]x‘m‘ arbonn
of the saies, or whest the sales occurrad, but staded that he
sofd ahout 5 16U worth of bats between 1989 and
HLY, He did ot prodoce the alleged purchuse orders at
aoy fvwe i thiz Htgaiiore o7 After his deposition, Stofler
prodaced four "Sales Qoote Sheets” which parport o

T

for varmus "Steal

show "guotes procizcts w Best,
Venmre, Woelwortdy and Mootgomery Ward for ap-

provimaiely § U000 2ach, But we previeusly poted

"atietes” do not suffice as evidence of sales or "bona fide
nse of {a] murk owede e the ordinary course of trade” 13
fr’ ""{‘, S 2T Moreover, !hu.r guote sheets contradict
woller's deposition testimony, The quoted amounts only
aruount o $ 232000 worth of bat sales, instead of the §
Fag ! T deposition, Plamtfic' quote

165000 claimed ¢
d 37649 i baseball sales bhetween
slam §
alf sales in the spow
wschall sales sheet®

hall frr sales. In
{ documentar

25 also red

:md

B{EEN, bug ihe “baseball sales sheets”

> PR penad Boally
rankes :;hs«:»!u!ciy o rnention of basebal

v eviden

gpven the near fodal

supporting Plamn il“a contentions of mark usage. i3 {ar
more ressonable 1 find that Plaimtifly' actions amaeunt W
at best, iy adterpt Mmerely o reserve 3 vight inthe mmk
for baseless, batssing b foin sueh as this, This Coun
fds that Ploatiffs abasdoned the "Stealth” mark with

respoct o basehalls before Defendants began to use it on

Baseball bats iy 100G,

uh The rewmtders Stoller dentified  were
Mo SYearure, and Best Producis,

all o winch have subsequently ceased operations.

n? The Bihoe o pmducc documients comes
as bittle swrprise. I his d»*posm«m testiniony,
Stedler vecounted that when he has no set practice
for fundiing purchase mdt‘u OF IBYOICES. SONW-
tiraes he generates them. sometimes he does ol
Steller also i
tenatee pohd

ied that he had po recotd oain-
He stated that e nasintained re-

sords i basker boxes in his office bt did ot
kpow how many vears” worth of records he bad
Steller Dep. at 174749,

ERRY

that even f Plaintils own a
fur use with baseball bais, there 18 no
fhcithoad of condusion between Delendants’ products
and Ploradiy’ ;*su fusts, Thas, Defesdas contend thal
entered in tesr fvor,

judurient shy

B, Plaintifts' Mation for Supmuary Judgmen

I Trademark Infringement

3 N

ti‘ v repisered the 378

and e Lgis‘i(—‘z’:‘a{ 1 on

Regisiration af on ¢

March 18, 1993 El
"Stealth” for :»;pnr;u 3
baseball bats. Specificallv, Plamifi
sepior user of the niark for alf basebult related products.

pofuse of the murk

imw priority
coods, mciuding h::a-:iw::li:: and
s contend they are the

Further, Plaintiffy clato that "mane of the 33 STEALTH
trdenmks {StoHer! owns cover :ipn:‘imi oads producis

that closely relate lu Prefendanta” use of STEALTH wath

baseball hats.” {Phs) Swww. §obe, ar 7y Plauntifls i
at apphication for ¢ rademuark on baseball bats on Febru-
ary 9, 2001, providing o date of st use of fusuary
2001 The VS PG granted that spphboation sy the
Bewstration, which Platno s registered on Cetober
20604, well after Plainuifs fited P25 the iostant cass
The Lanham Act permits the regisiration of tradem
nmrlw 580

Plamn s mwst show
that they {1} 2y wloneh Defin
dats used in commeree withow Phaint{ls' consent; aud
{31 which created @ likebhood of condusion as a resuli
Seer X Tuddus., ilf imu Sy, fne, FORR LR S
LLINEY SN L Jan 36
1998},

and the anforcement of registered

FOST ei veq. Vo shiow infnngement, |

cotsiered a trademark;

e v G
E

FUUN

P
i
b

'=‘i&;lrziti-<>n encompasses sport-
3, & - tannds mckets, golt chihs,
woniy b EEL. *3.351\\ iails‘ basehalls, saoeer balls,

1
golf balls, cross bows, tenms racke: strings and

shuttiecorks.”

itis uh\plm d that Plawdiis acquived o regisiration
fur the use of the word "Stealih”
i 1983 dwough the 378 Remstration. §t s equally olear
that Plabutiils did ned acguire o
the word "Steadth™ with respect to baseball bare untl
October 2004 b addinon, Plainifts [#20] have regis
tered the word "Stealih” for use witl a virtual cormuocopia
of uprelaied  fems, meluding  microwave  absorbing
aufomalbnfe paint, lawn sprinkiers, window incks ao.
motve fHres, comie books, feather wallets and bandbags,
huners' seent camouflage, and arthodonue devices, (Pl
Surnm & Broat B Exc CLE

it e \}"L““ tox hasehalls

rewistration for the age of

use of the
word all bats violates seo-
non L of the i:umam Act AY USR8 T Delen-
dants fc yan seiling bats througly their website 1 949,
Plaintii u ’ﬂzcr the "stesith” murk for gse on
baseh ‘:l l‘ints aatil October 2004, adter more than four
vears had glapsed. Thas, Defendants’ use of "Stealth” on

s Court coonod find that Detendants!

wealth” with tespoct o baseh

{
o




its basubal 1095 could ant infnoge Plainuffy’

rhark under

Uit basehall bats are so "closely
it Dlefendants’ use of the word
ex Plamnu iy mark for 1‘&1‘\‘@"’&”‘%
voprohibits use of a seniur user's
puk ool ondy on prodacts tha wre in diredt UHH}“L‘(:H\‘[:
with mm ol the senior wse but alse on pm\imt\ mzn are

i related’ o the sendor user's)’

TSieaki”
"Muodern nlmiu i

/!.’_‘»'Jlr}." & Bood Coov {.)i!(ill((;'f' {ts €
FOUZ et {507
f (% \’ { FGU3R;
wh

“closcly
“reasonably be
3 fooceme rom the same
are alfibated sowrce with the owner of the
s and haschall

N L‘.cd” pmn'uM o ich mulu

vy public”

504
\H haschalis
us definting. The prob-
HiTy whi s that it assimes that they
are he sendor wser E‘m‘ b{iai,f salls, This Court finds other-

fradomark

have provided no evidenee
Delendants' products are

¢

affibated with the Plain-

Plamt iy offer &
, president of Central Mang-
srved gueries from unidens-

o thougnt Defendanis’
asehall products were affil m_‘d -wuh Mlamo{fs. Az will
erevious Moller lowsuia, Plamtd!s provide no documen-
v evidence to support these asse Inm\ or even v dem-
w N dndux. lae v
LEXNTS 17800 Na
Cad BN D R

unsuppoTied
westimnony b

facturing Co., that
fid membaers of

eastrate that sach queries wak ,ﬂdu
i3 Foos i

K

i’idm» ! F o produce
im-): consumers confised about the otgia of Defendanis’
E;;x..\'cmi] groducts, Defendants, by conirast, produced
suteruenis from several people with foongstanding
involverment i the sport of baseball as coaches, formey
players, tainers, and | satl goods e CPTCSeni gives, all
of whom state that they had never heard of Plaintffs or
Phuali? wrodocis. {(Nolan Decl, Hostetler
Prech, Brott Docly Huwee 30

any swors testinony

SWOPT §

n 2 draderoark s not based solely oo rog-
i, Cieods also nmst be wsed i connuerce. mean-

hal the maek st be alfixed w goods, containers, or

g

§

docunents assecrited wih the good, m‘.d when the goods

LN IR
evidenoe” vatnblishes that any goods
saried in consnerce. Io fact, it
i s oake any products. Bois ut
clear wheiher the baseball feanwed wn Plainnits Hyer

n Plaintifts or whether any bascballs were

are suld or ransported 10 commeree,

Nose o Plamufis
were actually sold or frous

iy

L
aver sold

Page 7

2. False Designation of Drigin and Unlair Com-
pefition [*29

Plaotitts also Jii ege that Defendants violated See
fon £12300) of the Lanhars Aot by using the "Seealth”
mark m {alse L-cx’i;;n;mun of thor onge {3 i»‘.ﬁi,(" &

§

IR EATHIN
i which applies only o registered marks, Under dee-
h, Plaintlfts who believe that anothar persen's
use of the same oark will casse @ likelibood of confie
s1on abow the origin of the good may bring a civil action
agasust that person, 3 USO8 F25wi ), To prevail,
Plaintifis must show that they have (1) prior ownership
rights i the marks and {23 that Defendants'
matk creaies a bkelihood of confust
take, Do Gall, 990 F 2d

Section {25¢a} sweeps more broadly dhan

Peier ¢
fhese $12 50

ase u! the
deceoption or nis

Ofl,
TN

A Ownership Rights

A party sequives 2 protectabde oght in a tadenrk
onty throngh the use of that madd & connechon with s
product. Zaze Desigus v L'Oread S 2l ARG5S
(7r Civ, 2924 The L that firms wse murks o
obtamn rights v them”

"wurﬂ” OF STA Bl'fi*}iS

aw siag

therehy })['tﬁ\'t‘ﬂi‘l\i& an;‘m

1 N
SNILAR T mg Bler

Tk P2y G204 (x'

Furah .:i'.{,'gk {0,
973 Plaintifiy
Sp(u {3 c:i.m}og te show that they-

supply a copy of the 2004
wotheir heensee-nsed
the mark s commes daie on the catalog,
howewver, 1 20042003, which s efrer Delendants adint
they egan sellag Stenlth baseball bats, In addibon, the
Faston cataloy is nat admissible for moliple reasons, not
the least of which are that there s oo evideane showing
that it was ever sent out o potentid custoners or that #
over resulted 1o the sales of even a sinple bat, Marketing
and provostonal yoaterials alone are rosufficient to con-
stitwie teademark use g8 2 e
J300 Plaontifts also provide an advertising fver o a
STHEALTE baseball, This flyer fikewi s 0 support
Plaintffs' cantenuons. The fiver provides infermanon oo

how to comact Plainufts for liceusing opp mlmnm\ bt
dees not hist sales informanon ik
dated 2003, well alier Defondunts b-smm selling their
producis. Like the Basion catalog, the Oyver mmpiw,lv
lacks auv indication [*31] about how many baseballs
were seld or, indeed, H any ware sold at @l Although
ht sales. esiabi
clustve riglt s the mark agaiost junior users, ¥ fidux,

The un‘:\-

| T Farer
HMowermaricos, fnc.

U ‘"‘I‘x.& e '\5"(,‘{ ts

regisiration, coupled with shig

faee v Space Age Tech
FOGSH. 19U WL 405484
ferting Auzie Desy, Ly
provided shsolutely ne mndab.u :
product sales (e establish thew exclu
Stealth rark for basehalls. much es
has, Plamtfls casnot ey on He 1

hm‘!‘ i
w the
adl tui‘\\

dence of

for ¢
ademar k

oy
H




2003 L8 Thi

rabip of the moark with 1

fings o csiablish o

basebatl related prod

i raspect to

the comnon fnw, "use’™ meuns aales o members
lEL nth of o produc Mih the mark 11{{351101& i~
or attached. Jozu  Tain-
Tver that ;:n‘g‘.m‘is o advertse a ‘almll

,.M.PJ

ity provide w il
buschall, The e indicntes bow ao oterested cusfemey
Ty to nbmm additinnal information.
on the o dicaie how to obtain

conld comact Pl

9

fhere 1s aothing

the product or where o see the entwe preduct Hne {if

ells consumers bow they can fearn
i;(rens’;‘xg epportonities 1 they se
L Platntidts olai they began sell-
mmsudx sipue at deust as carly as
BB, ar B Yet Plamais provide
Han snee of thelr wse of the mark i"l
corrseree ot aay bme. nsiead, ey pxmuh a st of 3
«d Stenlth federal vadeswnrk regusirations and 2
that "Plainu (s wse of the mark STRALTH as a
teack, and service mark begao o 1481
and bty ot wati the proseat.” (P Snoman. § B
at 6. 1o addig alleged licensing or

setfenwent agreernenis bebween one of l;v:u stoller’s cone

wrn, they pmwdc 3]
pames and 2 thied-party for use of the word "Stealih” on
products rengiue Bom hand ool o make prosthene
o consalting services o track light-
¢ ixazcnsing ags‘tcmfmsﬁ deals with

limbs 10 constalg
ing. Unly one

baseball
;md Jas. 13 bLasten,
nhki"\ hockey shafts,
h. sch;sH Ditds, Mmi softhball bats, doted
suppost of therr woton for summary
o fnd atterly o provide [%33] aay
“ades of baseball bats or of any other product.
rected at a amafl audience is msuf-
§ommark wath {the) product m the

i]dlm.

evidence o
\
H

Mintowd sarketing in
iic;mt 0 "ak the |

f consumes

3" or 1o put other praducers on nobice
1l L Plamufiy’ fiver -:iut‘s aed provide any
'cm abuast wihat roakes their baseball unigoe or
wy should assocmte 1w with Central Mana-

“entral Manufactaring Is not even

3. Likelthood of Confasion

To prevail on s clane of wdemark nfrmeenent,

M MIH\ owst slemonairate 2 Jebibood, ot merely a
i m‘ki } dugnst Storek KNG v, Nabiseo,

b Cie, 0933 The Seveath Cire
at for ambyzing likehbood of
en the marks: {2} stodue-
area and rwanner of concurrent

sevien-facioe

cogfuston: {11 swdaruy Batwe

{3v4
{care Iikely ht exercsed by con
stirgers: (5} ¢ ereth of the plaintiff’s mark: (&) u\_uh_..;
confusion, {any: and {7 the kiu‘mdam s intent to Mpalin-
ot iy product ws onglosting rom or belog affiliated

iy of the 'M\<’llic:i“;

use €43 th

i

ELENES 23370, %

with plaintift, Russ Euvr & i-*{/"!'::s‘,s'fs's;,:>.fun-‘. frc. v Towiye

FEF I LG FRUTL[F34] Mo sim-

. f
Lon i

gle Taotor s dispositive.

Plawntifts uree this Count rant SUBEry |
§ Hegistranon, w
ALY

does et include baseball bats, s s "strong” mark an
hais fo cause o bke lhzuu,

,_..,r-'

ment tn their favor because the 3

sufficientty related o baseball
of confusion, Defomdants conlend that Painudl:
praduced no evidence of contianous and hona fide wse of
the "Stealilh” mark prior © Di:?-.)l'l{l‘“nf%’ use 0f :m_\; facts
that support the hikelhood of ¢
the yw ‘ie\c‘s m“»i “I

go 5o far E«'— f'i 131 ﬁ rig

iration,’
LEXIN
M;t)g.,l ‘(n'

ferent types of contusion source confusion; s;;*:onsa'n‘shjp
contusion; and reverse condusion. n®

pY As in previens cases myvolving Btolier, the
wyerse confusion and sponsorship confusion
clatms appear as conwlusory staterseats w Plaim-
s pleadings and fack any seppore. They merit
20 discussion apart frony the bikelihood of condu-
sion anadysis velating to source confusion, See S
- pp el et 813 & 0,25,

faclus., fuce, 12 F Supp.

e
e
LA

“Becavse @ frademark oo sdentitier rather than a
property right) the wse of & compettor's maark that does
nof vaase conflsing ag o souree 18 permissible.” Kpaack
Mig Co v Rollv sries, el YINE Nupp. QRF 099
NGB Mo 307907 {oing Libmaw Co. v Piving
Indhuy., Tuo. GO F 3G T3BG TIRD Tk e FUUN D AL
thouglh bkehhood of confusion 13 nornwlly a guestion of
fact, it 35 approprate W dispose of 1 at the summan
Judement isl: zf no reasonable fuet finder could find in
favor of Plair o dneo v FrosLine Door S
fne, & FOUGH wew afso & fedus,,
{ne. v Stone dg

e g, beey, (28 Supp. 2
(6L T TRY8)

Aeee

i

a. Similarity of Marks

Simlanty of marks g deternined by leoking at
samiartty i sound. appearance, mewmting, and connota-
ton between the pume i guestion and the trademark,
Knauck Mg, Co., K blere, both par-
tes undispuiedly use the mark "Stealtls
sinudarity s ol Wil respect to appoarance, Pla “'Ul:,[i%
sen of a “Stealil” bat sold by the
3 lkicmuum pru-

U35 F Supp a1

"o

Thus, sound

HES

provided @ spec

lewed hoeenser, (361 Baston Spo



JOUALES. Dast

N

vided pristouts Som therr website with photographs of
their "Stealth” bats, Based oo this ovidence, the narks
war ditferest woseveral ways, The Baston prodoct
fratures "hagton” o darge capitad block letiers on one
side of the ‘ul and "Stealth” i arge capital block letery
The words appesr in white, with black
v outlines oreating 4 shadow or wee-dinwensional
e dosn conveys equally e words "Easton”
alth" By contrast, the Breft Bros, bat has "Breit®

¢ font on hoeth sides of the bat the "B of

¢ hortaondal Hoes along s feft side
DY e on the website does, The
smaller letiers
)i. ' i,-: emphasis s o the wond "Brew”
v“'ai\‘ is a0 Bretd Bros. batt I additon,
nature appears hencath the
; ¢ differenttating the mark from

bl

sipoifcantiy

directly

wrks also have different couno-

2
i\ not simply 1ts basehall bats bat
b

2
alse ity aysucistion with G
Efzamt: micrnbur, Haston, by contrast, [*3 } sinply oses
fie mark on g number of products m\c any one of :,w"cz'zl]
\thc: model names, mcluding baseball, i ball, and soit-
ball hats, shoes

g oo

. pads, mitts, and gloves, Bret! Bros, uses
nctors rmbitate agaiest Gnding
<S8 dmdus, e 1D F Supp

s on bats. Thes

imlum- {
Qfar Nid

b simdlarity of Products and Ares and Manner
of Conguryrent Use

Goods are selnted O cousumers would use them m
cOnig 1:0 with cach aiher. Ragack, Y35 8 Supp.
Hiki The test 6 s “whether
te pm\.t ts are the lhln. aturih wtcs to 3 smgle
searce.” Jd {oiation onutt »m Cpurts examine competl-
i y making this detfermination.

f:,
o
U
o
i
i~
el
]
g
=
%
~
a
sl
=
Fin
=
I
o4y
o
e

tvenceas and relatedness

Piaimi;"if\:‘ previous  fawsuaits, the
products at issue m sconpetitive and related.
As Planufl : veadings. baseballs and base-
pail bats are sotunately related m the public mind. Bat
closey exaromation reveals soew key differences mthe

Unlike most

products. The Basion bat
the Baston pradects. Pelendants” bat, bowever, 13 wood,
Moreover, Defendonts eonplasive the fact that they make
bats w8 a key factor i their success and o

cracial clement of their business sirategy. Aldthongh the
Gilforence betveen o omwind alloy bat and o wood bat
might not be widehy Rrown o the generdd population,
oball plavers koow the characieristics of cach type.
s are wsed i Major Leagoe

ity of products analvsis

urthenmore, only wosdion bat
Jaseball, O balance, the sin
avors Plamufts only slighily,

e pmmy e

The Court rmist also consider the arep and manner of

voncurrent use. H the products are sold i the samwe place

LEXIS

corge Bretl, o Basebal] Hall of
il
¢

s ametad afloy, w5 are many of

Page

and nest o one annther, or in the same department, then
there may be a Lkelipood of confusion, .’%;{ faran v (i
cage Tribyne Co, 267 FOAE 628 846 77208 Civo 200
Defendaats marked thoy products dxrecil-‘ o thy con-
suwner throvuglt their we
rclai‘“"ﬁ it 48 &
products. Plaintifts
';‘,eltz»iluu Wn-‘:h containg no orde
chase, but ether provides a Bst o pit

fives” and thenr um‘wp} ge sales areas. Plantitls pro-

ite: they also have o network of
country wha sell their
provided an excerpt fron ap Baston

across the

anmn for direct pue-
senta-

aston Re

duced no evidence of other sales avenues. The Defon
ex price mformaton for thelr prodoos;
the Stealth bat retinls tor $ 49 direotly
There s no informaiion about the price

dants’ webaite
{*391 upumul
from Breft Bros.
of Plaintifis’ products betore s Court. There i3 alimoest
ne fike nhum that a customer purchasing a bt throw
the Breti Bros. website would think that he or she was
purchasing a buat fromy haston o from Platiths, Ssavck
for {Koaack du
prove that even one of ity distribaiors carvied sny Rally

Mig Cal 935 F Supp i farled 1o

car covers. . . The clear infere
there s no overkap i d ’tril\winn, which also i
any possibility of confusion. "), PlaaniTs provids no evie
dence that any retailer sel HFurther,
peither pacty has encouniered the other 1 pronwting and
keting their pr s b trade shows or throungh sgpe-
oalty publicaiens. Ve evideser sugpests that the pams.
nse diffetent venues for done marketing and poblicny

Dretendants a specialty baschall trade shows i
have retail rel oy woad aed basehall

ce front thus proof s that

I8 both parties” gonds.

1

mships with spx
supply retwlers, whereas Plaindtth siowply refer in con-
clusory fashion to "rade shows” Wency
before this Court shows no o

40T channets or evidence of direct competition be-
tween Plantiffs and Befendants.

in suni, the ov
apping  distributon

v. Begree of Care Exercised by Consumers

"Where  consupters are ‘i(?«;,‘)hi&;li(?;iiu(i,

buyers, confusion s less bkely ™ Kavr Bt {37 F 3
FAIT There are nmluple basebalt bats available 1o con-
sumers. Defendants wre well-known in the hasehald
equipment feld, George Brets, as a member of the
badl Hadl of Fare, was 3 highly-accomplhished bascehall
plaver. Other baseball plavers are fkely
prodact sinificast defereace. Doefondants’ "Steplih” bai
has a suggested retail price of § 49 which s aufticiersiy
costly that conswmers will exercise care s ik o pus-
chiase. See Nike, fue v Juse Did I Ewiers, 6 8 3d 7223,

230 7k Cie FUU3) Plaintiffy Sl o provade valid pric-
g mformation about thew bats oy about the price of te

e accord s

allegedly-hicensed Easton bats.
d. Strength of Plaintitfs Mark

Plasntiits contend that they have o "strong” mark and
that this should support @ fnding of Ikelihood of confu-



2005 U.s

Dineasures the bkelthood that a
IS nifying the sooree of
NI f'l»':’f;;a, AR \u[’j? ai HNG
»imn" M3 }i\t. arg i}

consuny

shat (%4711 goud,

"Only

d o profection agamst in-
-CU!'{’I{)L‘U(E};‘ goods.” Telemed Corp v

; i, A M3 2N T Die [R78)A
strong niwk lm~ fame, unigueness, and volume of usage
that grve it an edge v the mm!x eipiace. fd Plaintidls hear
the busden ul' i - the strenpth of ther mark.
' Phontifls confend that
i s arbitrary {as opposed to
ed on "victaally any prod-
:1=:' “streng policing pobiey.”
wed this ar-

}.HNJM

{}"i:-a‘ HIRAE 1 Plamtifis have
gunient o prior eases wid courts have declined repeat-
S oark e strong. See, e, 8

ineo v G

; 29K Supp. MJ 878 (NI
NN Tndus. dnea h/w’f Holdings, fno J9US S
LENIN PR Noo W C 2232 1098 WL 7027 (N D
S ms 30, 7898 T the absence of oredible evidence
showing the steenpth of Plontdf B wark, ths Court also
nds that the puwk 5 weak.

¢, Actual Conlusion

actual coniusion 18 not re-
confusion, “courts
as the hest evi-

JUF Su/w

Adthough proct of [54
quitred fo derponstrate Hkelihood of
1 ¢ evidence of ;m’m] confusion
confusien” H 1 atho, fine

Tie TO705 But yee N 'M !'3
":1;111{59 that "L s certmnly proper for the
infor from the absence of acwal confision
celihnod of condusion™), "so-
actual confusing heid in-
na Dnding of kebhood of confusion.”
oy 3530 Plainufls do not pro-
actual confosion, This
concurrent use of the

"have been

ated imstunces”

S

aifiosent 1o sustai
v P Cardidde, 331 F
we evidence of sny @stances o

Y
(ow't cunciudes that the allesed

1299 without any mei-

raath by the pacios :
£ actuad confasion stroagly

dents o weighs aganst findiag
any hikchibood of coniusion. Stone > figuip, nc., 12

Mo Supp. 2d ar &

N
i Intent fo " Pals-Of"
The mient o

Tpatm oft s defined as Tirying o get

safes frony a competiion hy muaking consumers think that
thev are dealme with that {*43] competitor, when actu-

a 3\'

ey arwe

vom the passer off" Nowe dge
et BEU{Citation mmi.u-::') N

a4 Quaher Oy Co., 978
F 2 U479 ‘.f,i's x:"”n' Fouzi There s oo evidenee that
Detendants li‘l(‘llf;i‘\fi y Mpalin o thewr baseball hats as
those of Planbtls or i“‘i' licensees, Tn suggest other-
wise s paivnily fmvolous,

’\L\'I ny,

>

Fas g 30

Dnstc LRXIS 233749, ¢

Ikl {l-\' ;i\"s“

t

The gpplication of the seven factor tes
htwod of confoston weighs overwhelmingly
dants’ favor. Thig i, s i which e evis
5 osoane-side that there van be

Defen

therefore. a ¢

o doubt abomt
Door Sue, 83

dence
hosw the guestion should be answered.”
F o3 qr 171 Because alt of Plaint 8 Loohan Aot olaims
require a fikebhood of confusion. this Court deowes
swomary judgment to Plamtifts. Summary judgment s
granted to Defendants on ol Lanham Act clams instead.

- Allinods Law Deceptive Trade Practices Claim

{lairs heought ander the {l“nm\ Ulptfaro flecep:
tive Trade Practices Act, 873 TLOS 3184 o seq.. are
resolved i the same manner 4s i,.anh:m‘: Act clnms. f3
S fnes v Berrv's I't/(' Q35 1 Supp. BUS 9XEIND
1907y 441 To provail, Plantidts wonld have 1o be able
{e show that they had « m}i':;‘cts:bic- niark and that Defen-
dants' use thereot was Hkely to cause confusinn, Fhonps
son v, Spring-Green Laven Care Corpe, 126 HE App. 3d
OY GOENF.2d F004 181 88T Dee, 202 (T App. |
{9845, For the veasons stated above, this Cowrt donies
summary judgment 1o Plaing s on Coun HE and 2oauts
sununary judgment o Defendants.

]

B, Defendants Entitled {0 Attorneyy’ Feey and

Casts
vl the Hinas Oon-

Linder both the Lauham Act @

sumer Praud and Deceptive

anin““ "”mm Act, the

COUEL Ty awar «d atlorney:
Sev 15
TriGs,
App. 3
RISTREI
L-‘\L't‘pi"imzsi "
cuif have construed the Hlhnols Consumer Ac
"special Crrcumstances”™ exist. See Door Sy,
frc, v Pro-Line Doar Svs, 126 F3d 1028 03032
i FR07E Under Door Sustenir, a provaiding u&ft"l\iuxl[
sl show that platiff's suit was (RS
meaning that it had elements of abuse of process Id ar
35320 Az an example, yvwsene court stated
that "a suit can be oppressive because of lack of merit
and cast of dek tlough i

> plaintifl
thoueh mistakealv & clieves

ES i
o Rosselsn asd Weaver, 5’5_: \
LEZd 2300 1 2ano3T 288 T e
ey the Lanhan Act, the case mast he
hs" THinois conrts and the \u ath Cir-
{0y “Hl‘\\

fees wher

OPPressive,

the foor

bu g ooven m‘.’“";

that be has a good case awd is
not frving merely o estract @ settleroewt based on the
suil's nuisance value” W6 e 70320 (Otations ortied)
The standard is "nudicious, fradulent. deliberate or wall
ful conduct” . er N3 (nternyd gustations and aia-
tons omitted), Here, Plainudly conduct clearty rig
the level of "oppressive.” Plaintiffs offered wrelevant,
questionable, and scemingly fautastical docurnents; -
consistent, uncoroboraied, or arguably false testimony
from beo Stoller; and a cascade of so-called liccuse or
setiferient sgreements for uprelated products aod o
fated marks. o faor, Plainufls failed fo produce evidenoe

I E

3
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that Plamtitls or any of ther refated comparies made a
sipgle Stvaith baschall bat @ agy ame. Turther, the
CHOTIROUS mngt‘ i heense fees hsted in 1}10 alk‘“mi H-

o

SO a8

I
sests what Qf"'\""l"»i}‘ courts [ #46]
¢y a patiern and practee of
of extraciug o
aot o be used

i this i,ilsi':lu. Emm Sus-

;)u:'mit that ;Jm; Wiy e

o the purpose

ious, amd fradulent con-

Treadidiion, Plarstd s brought the mstant st before
hey sequired zc-\is.ml wadenrk registration for base-
o at best desenibed as artless and
nwre \ 1&-3]}; obfuscatory weucs, Plaintiffs
repestedly aticmpied ¢ misdirect the count o federal
ks of rogisiranons et al wsoe in this case aud so-
cafled Heonge sgresments fofally worelated o Defendans’
products, Quuntity s this Court
rarely equate 1o quality: 10 far miore common that the
reverse 18 e, Leo Stoller and his companies present
iganty in the business of
ve Htigation designed o exiract seftle-
ch, dhis Court awards Pefendands altorneys'
e costs nnder both the Lanbam Act and

Consamer Praud and Deceptive Business

L

Blings W cases before

paradigmatie examples of

E. Cancellation of Phaintiffy' 249 Trademark
Registration

Courts have [¥477 the suthonty to order the cancel-
fation of & rademark regastration wher warranted porsi-
ant o Seerfon 27 of the Lanham Act 73 DN § 179
{"hrean ¥ action pvolving a registerad yeark the cowt may

cowder the cancelation feied of registratons. "y, The
37 1w ehve federal cowrts coneur-
pent power wiily h* LES PTO 1o conduct cancellation

net eifoct of Secias

ARTHY ON TRADEMARKS &
THOM & 300109 (il ed. 2003 (col-

‘lns couwrt ey cancel a terdemadk i an
actenn where the road’s valicity i placed nssue. See
D Indin fneo s Tapepiinier, I, 320 F.25d T (94
foad). Altheugh parties arg encowraged fo act
quickly fo grotect their valid rights, cowsts have perpiid-
ted defendanss n vademark infring bement suifs 1o seek
cancellatinn despite thew failare fisst to petion the
PO 1o ca frware, e v, Ora-
el Crp Y (N Cal F900)

fecting oasce)

el See, oo dnfomix So

=

BRI TR

Delendants argue that te 249 registration is nipe for
cancellation beoause 3t s Jess tlmn five ,m, aki, £3

<
S Toaded and heeause o "eonmsts PRI8E of o

H
H
L

£
Froe
oo
(s

Dist. LENIN 23379, %

comprises a matk which so resembles - a mark o frade
pame presiousty wsed inthe Uiited States by another and
sot ahindoned, as o be likely, when used on o e coo-
nection with the goods of the applicant,  canse condy

Skom, OF U cHlse mlxmm or o decerwve 13 SO ;\’\'
Feh. Here, 1 ss andisputed that Breft Bros, Im« been
using "Stealb” onoas h;xs\fn:-.ll Bats for approxpmately six
vears, which predates any claimed use by Stoliee or hus
of-ti-interest by two yvewrs, b addition, the 249
softball. and t-ball baw”
i Bros. mamifactures
. predictably, disa

predec
Remsiration clams "basebadl,
which are identical 1o the goods B
and sells voder the mark, Planti
vehemeatly with Defend

ridants, b suppore of ther regsi
ton, Plaintils raise the Morchayse equitable detense and

argue, i disjoinied fashion, that Befendams .irqnicw\-*-
to the 249 Begistration by not :m:msing 1 before the U
PTO. Bot this mussiates the faw. S 1
Sepp. 1283 Defendants” fadure o oppose Phuntifts’ ap-
plicason for registration of "Stealth” owek for baseball
bats does oot prechude Dofendants’ from peiitioning for
carwelation [*491 of the 249 Regstrahon. See Keehior
Coov Reoviea Bivewis Copp 038 .88 366 (Esy i 18

This Court finds that Defendants have dornoastrabed
sumcmm likelibood of confision to jusuly cancelling the
249 Repwstration,

Find oy gopnd 7 4 Y7 i
Cdfarmiy, Yr7E

Conclusion

For the foregomy reasons. this Court DENIES Plam-
Gfty! nntion for sunmary adement 19 us ()mirr:{.}: and
GRANTS Delendants” motion for swmng
Defendants are mwfcs"cd o subimit a petition for
fees and a bl of costs by Getober 31, 2005, [‘(HL!thum\“
request thay this Court cancel Plaintfls” Trademark Reg-
tration No, 28492 249 2 GRANTED. The Clerk shall
certity this order to the Commissioner i'm CRLEY Upoi the
records of the Uited States Paterd and Tradenuark Of

fice. All other pesding motons nre moot sod heyeby

fermin Lmd This case 1s closed.

David H. Coar

Unied States Distoet Jodee
Dated: September 3¢, 2003
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Northern Disivicd of Hiingis Cases nvolving fen
Stofler and the "Stealth™ Mark

sher Case Narne

Slazengers Lid. v, Stoller

Subject Matter
Trademark
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Case Namwe

Skierkewiecz, of al v Gonzalez,

21 al

Steder v arbangh

¢ial

Stealth Indus. Inc v Vicior Stanzel

cetab
Crace Chiddrens

Stealih Indus. Inv v, Aebou [ne,

ot al.

Stealiit Indus. Ine v Al Amer. Prod,

tne., etal

Steabh Indus. fnc v Qeeante UsA

S Tndus,

Ine. v, Amer soccer Co, e,

5 Indus. oo, vo Netyt BExport Corp., of al.

S indus, inc. v

dnrdd Wyers Spoets, et al,

S indus. foce, v HHA Sports, etal,

Sindos oo v BRO Indus, b, et al,

S Inddus, Tne.

S Indus. Tnc.

adus. Ine v, It Bearings, e al.

v. World of Weapons, ot al,

v. Pelican Pro Ine., ot al.

S Indus, el v Wonderwand, et el

S hodus., v, Lane, et al

S Indus, Ine. v

GMI Prof Access Sysi L etal

5 indus, Inc

L Diamond Multinedia, ctal

S indus, Ine. v, Clentra 2000 e, et al

N indus. e,

N bdus, g

S Indus, e,

S bandus,

s Lo

v NAAN lrrgation Syst, ef al.
v, Nai'f Basebalt Hall of Fame

L Funline Mdse Co. Toe., etal.

v, Bamberhy-Clark Corpe, et all

. Inc. v, Beolab Tne.

fne. v Pra-Fit Mg, Corp,
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3 fndus. Inc, v, Musushiba Int'h e, et ab

o firodix Ine., et al

¢, Ines v JL Audio Toe, etall

v Sione Age Bouip, Ine, e all

S Indos. Jue. v, Tournavent Grade, et al

N Indus,

#

N budus, Ine. v

Sindus fnc v

S adus. Toey

S foduy, foe.

CPhintostealth Fabeie

us, Ine. v, Hobhdco Inc, ot al,

i
i

-Foree Sports, ef sl

Hobbion foc., ot al.

.oy Space-Age Tech, ef ab,
S ngdus. Ine. v, Nanshine Golf
i e v, Touwr Advanced Tnt'l
5 1ados. Ino v NGA Dise Goll

S indus. loe. v, S B Golf

S Indus. Tne. v, Prociub Goeldfing Co.

o

v M &M Golf b,

artford Tos, Co. v, Dramond Comprater, ot af,

Sealth Indus. ine. v, Stealth Sec. vt e, etall
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Centrad Mfu. Coo et all v, Pure Fishing

&

fnc., et al
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S ENDUSTRIES, (8O a Delaware Corparstion, Plaintiff, v. BIAMON
MULTIMEDIA SYRTEMSINC, dibia/ DIAMOND COMPUTER SYSTEMS,
INGLAHICRON ELECTRONIC, INCL ZEOS, COMPUTER CITYLINCL, COMP
PaRa, KELERK-TER, CIRCUPTCETY. BEST BUY, and EGGHEAD SOFTWARE, De-
fendanis,

No. 90 7 3389

PNTTED STATES DISTRICT COURT FOR THE NORTHERN DISTRICT OF
HLLINOIS, EASTERN DIVISION

GO0 F. Supp, T2 1988 U8, Dive, LEXIN 3906, 45 S PO 2 BNA 1785

January 240, 1998, Decided
Jasaary 21, 1998, Docketed

i
5

E'H‘\'P()HE"?HN‘ “
(RYST

Jetendants' metion for surm-

Phainaft, S Industries. olams the right fo use the
orark STEALTH i connection with computess and Com-
pater related pouds. N Industries contends that defon-
dais wre nfriogee  this tadentrk by wsing the
STEALTH mwh  for compotey viden and gr
moards, Defordasts move for summary dgnem on al
counts of plaintff's second amended {792 complaint,
Plamull alszo nwoves for supumnar
[ and V - Vi of fs sccond amended complaint, Por the
followrng reasons, defendants’ nwten & gramed
slaintifi's metion is demed,

BACKGROUND

intit's second amended complain
_;,m‘:tui. H ; yohion for sunwwary judgment
o Coupty I aad VAV of 1 second amended comt-

plawt demed, Al other ponding mohions moot,

Mucs

SOANDUSTRIES, INC. plamtilis John
~ Vadas, \Ei\vx aey sl Lavw, Chicago, H

fadpnent on Courgds ©-

For DIAMONT UTIMEDIA SYSTEME, NG, des
fendant; Jean \\fi'u?-’ N, i’a,‘chs:[am Jattishath, MeAahiite,
Mewbury, Hitlard

The followiny facts are vndisputed uniess otherwise

INC,
noted.

SOFTWARE
l’,xi!if.hnli., MoeAnlifte, I. The Purties
duon, £ hn:ag(:x .

AL S Industries

Fu L defendant Randalf Adlan Hack, Jenni- Stoee 198 E N Tudustnes, it predecessors ui ieresy,
for ALY o Lord, Brssell & Brook, Chicago. 1L and related comparies have used the mark NTEALTH in
comtiecion with various consumws goods, Leo Sl iy
JUDGES: Wavee RU Andersen, Uhnted States Distnict the cwrrent president, CHO and sole sharcholder off &
Tadge. Incnstries, Seatra ndusines, oo and Sivaith Indusir

and the soke owner aod sole propnciar of Seatrn S'ml
OPINIONBY: Wawne R Andersen US.AL Oolaod Keot-A-Mark, (Stoller AT PLL S by

}? 3 Tra et
for the m:;(:\\‘lni

ey OWRS oF 15 the exclusive
GPINION: federat trademurk registrations:
SR HMIEMORANDUM  QFINION AND
GHDER

BEN

Cronds

meial alloys for use nosporting goods,



{998 UES, st LEXIS 396, #%
SEQIDBNAY 1703

N, {3u0ds
transportation, and window locks

fwen sprinklers

conug hooks

poe] cues, pool tibles, i-‘- ris, billiard balls;
5, cue rack aod bilbad gloves

STEALTH microwave absobing automobile pamt
L706.800 fishing tackie Hoats

STEALTH mcyeles, motoreycles and boats

STEALTH sporting goods, specitivally, fenmus rackels,

sodfohibs, words balls, basketballs,
baseballs, soceer balls, golfhalls, cross
bows, tenms racker strings and shuttecocks,

Ustod

with compuiers and curoaputer ¢ goads and i
various technical problonss with the applicanon. Qne ui’
the prior apphicatons cited hy the PTG was filed by de

fendam Diamond Computer Sysieras, Ine, ("Dlamond }.

P, 19960 Sleadth Industries ap-
mark STHALTH {or "computer

vives, nuaptors, keyboards and disc stor-
Towil e aed  Siates Paiens and Currently, 5 Indusiries owns wo fodes! tademark
B RO The application lists registraiion for the mark STEALTH in councction with
fnanary 1983 a2 the daw st use. Because Nealth compuiers or corputer refuivd goads, 5 Indusiies, howe-
industrics fuled w respond g January 4, 1991 offiee ever, clatms o have acgiired compon law rights in the
action and did aot furesds the required specimens of use, mark based on ity allcged prior and contowons use of t
tre PTG deened the g \iu;nmn g:bnm:hﬁr:@d. (I January mark sipce 1985,

ive iis ghan-

witioned ey .
31 B. Defendants

doned  wadeowrk ;:ppz:usﬂem, The petition cx‘a)iaiucd

Stealih Indusaries’ aaction swd stated that us then presi- Since at least 1991, defendant Dianond has wane-
der, Chrs Stoller, suffered rom meaway Joss and was factured and sold @ hne of video and graghics compuie
unable to function properdy due to defecnve mindicatbon. boards beanng the STEALTH murk. The boards are
The }’H? dented the pestion stanng that "the matality of prinfed cireuit boards that are physically msiatdled o

at o funciion dovs not tmmimh‘ unavotdable personal computer, enebling the vser o display vz{im:-
cient Wworevive the ghandoned petition. 1 ST oawd graphtcs, Damond has sold "millions” of us
TEALTH boards zod has carned over § 208 malfion n
revenges ooy these sales. Defendants Micron :
ronic, it Zeos, Compuoter Cdy, Ine, COMPUSA,
Clek-Tek, Circnit City, Best Buy and bgphead Hoftware
sefl and adveriise Diamonds STEALTH video wd
graphics compater boards across the Uniled States.

U S Indusuies again apphied
SALTH for "computers; dot oa-

dise drnves, iy anedem cards;

X printers;
COmpRET moion, coraputer keybogrds, compuier disk-
v saftware for conputer
sebup sud dote base [P Glank video Jilow and
worales, radios, photograplse and O Getober 180 1993, Dinmond apphed o

cite &.li)(L‘.‘.{‘;‘ contaners,

saclew tape

vicen smenas: {ond] compressed o ovbnders for use ifs STEALTH mark for "accessory circait boards of pees
\:\-:H‘ breathing appa " The apphoatioo lsted Jarwaey sonal compulers o display video graphics™ basad on s
FOSS ws the date of fwwuses O Marely 180 19960, the actual wse of the nuok begimning e October 19900 In
H‘\} refused o orepster the sk, The office action 1o94, Stealth hndusines, Inc., Leo Stoller b Stealth,

fikelihood ol vonfusiow oxasted with prior Leo Stotler dfb/a Sentra Sporting Goods and S lwo‘u*sir"rﬁ

SALTH used in connection filed an oppositon with the FTO challenging Diamond’



G FL Supp. 101
45t

ALTH murk, Tn 1993, Leo Stol-
lth {nuusmM {iled an amended
'ﬂn- POy
S industries'
1» cosition af U wmond's appls-

fenas

wi suit agamst Dia-

s, Conputer City,

f Clirontt iy, Best

(x)ik\-lwl‘ the Mdefen-

5. gt been served because

;ml ity i ¢ dhvision ol defendant Mi-
(Pl sy Mo for 820 po b

§

g
i
H
1

Jmh’

Plainity riled s second amesded complaint on
touy st ol under the Lanbam Act
¢ of a roggstered roark {Cound 13, fal
dgnation of wigs (Coore 18, unbiy compedtion
HEP wnd dibedon (Count 1VL Addiionally,
y platptdt ailege e faw claims vader the -
s Consomer Foad sl Deceptive Trade Pracbees Act
and the Hhoois Usdurm Beceptive Trade Practives At
(Couat VY oand the Himors Counterfert Trademark Act
{Cound V().

Muarch 26,

K

The m:z‘ii“\ wiawied e Sl round of discovery

&

Jang J'\j TOR7. Deis

mdaois sought o discover plaoti!s
Faivn @f px.m continuous use of the

and commputer velated
1997 status conference,
requested documents. The
WISIAE Cross motions

oroducis.

;w!usniix";‘"ugn:e-\: n provide the
ve dociments produced the

for suraraary prdgient,

PISCHSSION
I Stundard of Resiew

Samary ju 5 ent s approprisie i the M7
pieadings, icp Hinns, angwers o anferrogatones, and
3 ith atfudaviis, il any, show
:as to any material fact and
ool to o Judenent as a mat
a0k Safing v Sehenwood
; T LV The mov-

adrmssions on e, togethe:

that here 1w no ge
that the mm,ng

aouf law, &

!

Senahy el 3¢

“the ponnt Vg
42 F 34 430,
RN {9294 and all reasonabie inferences are
drawn i favor of the v opposing the motion, Awe-

pusition

$i

"

e v RORD Seqan

fiv & Soax

crated Mk Producers, l":'-'l

v Meadow (Jl’u frefrive. 7

iorg ey s
P 308 270

{ir. :‘:.‘."‘E)“*.‘j. The Court, bowever, 13
"ot pequited e diaw every conceivable tnference from
the reenrd {in v of the noen-movaati-only ti 052 -
ferenices that are yeasonabice” H(efm Leni

AL v Lee WIN K BRI 199737

2,6 190N US,
LSF.0.20 (BNA) 1703

Distc LENES 394, %%,

td IENK
Ie

i the plaino it oust "do swere than sine

(8 SO 7 mpMm 2 donbi as 'in‘ ma

STTHIRIATEN
ply s show 1

e
i

terial facts)] M LTI o
Rueior Corp f 5 £id

IN 37
13 'H}\‘(u [**8] non-movant cannnt wely
solely w s pleadinga and RHIST Come rulli; with v
dence showsug that & geunine
for gl Celarex Corp v (f‘u.’a'cri. 4
Lo Fd 2d 265 §08 5 Cr 2

fact exists

R T SN S U

ole funcuon

it roakiag i deferminanon, the conrts
ix to deternune "whether there ¢ any
fact that requires a il Waldridse v
Corp, 24 F3d 988 020 7 Tih O J9945 Cradi
ting evidence are joury functions,
nal thase of o judge when deoiding @ mobion for sum-
ey judsisent. dedveson v ;
I8 242 235 90 L Bd 27 202

matenal depute of

teomsnstions and wetg

Even theugh the
swiunary judgement. it does not mean that sguumocy
judament roust he cater i
Oreidlfes Bund
Vrefgr, 7000 F 2
A0 LS80S,
feruaite S, v
{1 1995) The ¢
fact questions exsts. td.

parties have filed oross ymotions for

ot oae side. Loo Cowrde

'\'fmw.-‘ur Chippewa frdicons v,
S8 ¢ 7th Civs HU83) ey ;

r.

2 material

The parties do not dispute that Dlamond {*79 ases
STEALTH as a br ¢
coraputer boards or thot the other delendants sell Bna-
moend's STEALTH boards. Rather, pimmhi
“it s elear heyond reasonable ? that phinail has
vontnuousty used the STHALTH mark for comg‘.u:s
and computier related products sinee 1985 (PL Resp. and
Cross Mo for 8.1 g0 71 Thus, plaintfl claims that "t s
¢lear beyond reasonshle dispute that [defendants’} con-
current uses jof the STREALTH rsark] are bkely o caise
confusion, or 1o cause nisiake or o deceive.” eld Do
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imluwf the USPTO 0 rely oi the sfalement of use in commerce 1o obtain approval of the
Lisiratiog,

Hi N

vk for

Yedn not consider this construction of paragraph 17 as approval of oppeser's aitenpt, during the pro-
ssilion fo assert that the application & voud be ‘

coifiedy, whish would be o differeni claim, And e clasm. we might add, that wonld be

Karmnation qtm:&iimi. Seq Cenniry M Read B

3 TTAR TORY

we s fails o sinte dates of

. fo amem! s notice of upp

fequisie x

becunse the

e Tarpov ening

of Aperica, H1

; fictates that tie ox parte gueshon of the sufhceney
of the specimens not be e busls or susizining ao opposition”)

W alse viow apposer a5 asserting, i paragraph 22, thet applicant’s staientent of its dade of Brst use, as opposed to
s daie of first aye i cummerce, was knewn to be folse and was part of an aticmpl o perpeirate o fraud on the ST,

Fraafly, E*"\” Wi 'x'ir\». "q?p&ii‘it‘!' as agseriiay e thind the

S tora frand clares spa

nph 230 Specidn

; .
1S oppuser s

asserling b the specinens of use submiited by spphicant do ot shiow the sclual miethod of vse of e

t
‘?g)hum[ koew this aud, notwithstanding such knowledge, amde the sintement o secare ap-

.

s asseriod €

wi apphicant s oy and was gob, af the time of ¢ of the applicaton. the righiiil

auner of tin k.

ey to have pleaded abemative chums under Section dy o Camn that STEALTH s de-
wriptive of applicant’s goods; o o of laek of bona file wie o comuneree prios w the
Sk \\.1 dirte of the mvolved m;\huimm alternanve clatos of fraud: sud o claim that applicant s not the pghtful owner of
the murk.

anll, we g ‘Dp()"

SEY “ PVE O U

Apphoant, in i
ant dented that oppos:

Tor o aiy other way thai

o that it fHed iz apphication and that s mark
5 used e mark ST
fkoly to cause confusion with respect o {appheant’

wibrlished for oppostiion

[ IR

R

jr\} TH o pterstte conpueme 1w conpecion with peving s

use of s mark ;"‘.}g

wd t opposer’s purported applicabons and regdstratons, appheant adimts aniy thad the applications kave

d and that the regastrations Meast” Applicant dentes "oppiser iy the applicant or owner of the registratinugs.” As
y oonsio
ad serial punibers

n),tim.zt‘hzx spphoations with the
we on e with the USFTO and that regstrations with the specified reg islraiion nurbers bave
ssued, but we view applicant as having denled Gt opposer s owner of any of ihcsa sim‘: feavitg OPPOSeE W Ve Jix

se repistrationa, We construe ;1pp§iwm 3 \m el auu that "

the answee bib il the answer as a

X j\\-’ W consirye this ray

spos

ed ui Paragrapl 3 exast” as an

; in the notice of opposttion. Titled as

\\-ﬂi’: g*;n'léwi;s;‘zty and that {:p-"-}strs
inutly it asserts that parsgraphs

tion uuh:u ule 1 m” the chc ai Rt:l.:,\ af Civ ii Provedure.

aifs !'.r'n;l-’.i‘.-'t {'{CR‘N.‘\‘M B
B

Applicant ssseriedg s answey thathf this Boand did nor disnuss (e clafs set foeth by such paragraphs, applicam
wouhl pursue @ seps Fak oGon for Rale T sanctions, Apphicant did not. however, ever file o sepamte motion o dis-
wiiss any parbicalar claims, or sinke any particular ofanns, and did net file a Rude 1 motion y
the notice of opposiiion. Therefo

ding the contents of
we, the claims we have already discussed remain iy this proceeding,

Opposer’s Motion o Amesd Lsdor Fed, R Civ, P I5(H)

s

ihe powlk o Hus i

sy 334

oo than one

POBEY mRde MIrous aiem PS D arpem 1tg
b

wecasiog, i mwved o ?N"‘“i!d s pleadng "o conforsuio Jthe | evidence”

notwil

arties had naotd yet

wone Hrooedh sl Otlior roevons o amend spagh o expand the bst ol applications an d pegpstratioas on whach opposar
ol redy o th ;amcecdsmg. fach of the motioms, whether Hled suder Federal Rule 13000 or Foderal Hualde 15¢by, was
dunied as ihappropriate asdior derited on its merits, Opposer, n its briet aud reply brict does pot revisi any of Hhese
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ideration of those ralings. However, i 68 brict, opposer sequests that the

[ %S
o

gicetocutary nihings
i anend the natice of appostiion fo conform o the evidence, which we copstrue az a Ruie Db mution.

’)pﬂ'h or seeks 1 add Tan abandowment clitm and o deoy regigsiration to the Applicaat based oo the fuct that the
«d upon

Appleast hus prosented ao evideree of valid trademark use and thus {thet applivauon shoudd be dended b
y, ppposer’s main brrel, pages 26-27. Appiicant has argued againsd
eitially mesering that the evidence does not suppaort the motion becanse esumony frony apphicant's witiess
{the murk m commeree and that applicant has never ubandoned the nark,

ting th

slorerwent.” Reply baefl p. 60 see als

i ot -"c-ns“q-m“d iy srmi of an unpleaded cluto of abandonment v, opposer must show thay i
ed, RO, BLESEh: see alse, authorities collea }

L} ﬁ\

} "»Ii’Q 207, :', t

Pl

, by anyihing in iy answer, assume the burden of proving
wevied, as an atBrmative defense, that i had macir use of STE ‘?\i,."f'i'l JURIEY

. Had mmh» am
= aubandorument clito opposer seeks o add might be relevan, Appheand did nol, bowever, s

We nnte that the aedy proffered evidence i opposer™s single notice of reliaree and applicant’s single westimony
deposition. We see oothing in the submissions made with the notiee of reliance n? 0r in opposer's exarnation of

hat would suffice to put apphicant on notice that opposer was pursiing o clam ol

bandonment,

applicant’s witness nd
s ol sueh a el for reasons slready notedh Sec Codony Foawds, ine. v Sagenk, a..:‘u'.
L RS Rivelund Faods tuc v, Pacific Busters Trading Corp,, 20 USROS

HOEW lfmh.i\fmd the greleyvano
' TSP

deny opposer”s mation under Federad Rule 15k

veboy

W reeard o opposer’s maiion under

rdecision, we comaider the notice of rellance only
: umm apphoants mott o slnke muny of the submissions made by sh..s aobicr of reh-

G Ay appdieand s soled, on duect examination s witness festibed that applicant bas never abuand
mark. Gn cross-enamination, opposer dud sob nguare wio or seek o undeamae this estiraony,

Fridence

Mariens Reluding i tie

wehions, whish s nol surprising for a case thai ap-

bus been offered is the subject of vartous
bvemert w procedural wrangling thas in porsui of the meriis.

¢ {i;‘;]tlm.\ S uh WS VG

Applicant fias moved o sirike many of the submissions moade with opposer's notice of relianve: and, inthis regard,
= do gt stmply debate the proprioty t)i\hzn request vis o vis the particuly gems proposed fo be strichen, but
r 4
splicant's moton,

also debate whetber an mteriocstory yaling on fune 18, 2002 preclodes consideration of ¢

asoved t sirike the entirety of applicant's testunony deposition--an ;‘mumu‘n; prospect, beeause up
elivs on rch of that tesiimony it boiefl v araning for judgoment on some of Jis }n-mdcti claims, 1% Gpposer
b

i vl
he e ;mxin'ri‘ was Laben on sufficlent notce, Opposer also cssentinlly mwoves, o the slicoative, o sisike

asEseris that i
L R
bl

exhubil 3o the Jestimeny, onthe groand St 3t was oot pmduggd during discovery, Thus, we view opposer as asking os
wienat's s::siirmm} nd extubats in their enticety but, 38 we do not, (o oat least sionke exinba 3

¢

o5 that the testirsony depostion should be stricken, "with the ex-
sphicant’s goods by s subsids-

i3

cepion of wding control of the quality of apy
ary.
e

Applivant's Moton o Sinke
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rappiant’s o m* ion o strike porions of opposer’s notice of rehance. A preliminary maiter that

: we of opuaan abowt whether the questing of the admissibility
the teferlocuiory order of fune 18, 2002, Aty opposer filed s polw
o asserts that the Board's order of June
CApphcant o the other hand, views

FIUst, we Gt

of these

ranasl b o

versled oo this
arge, appliceat fded @3 abjoctions to ceran subrmssipns made therewith, Oppaos
iR, 2oLz ‘u.,u\m & e li\di \sf applicant’s sttempl o have the dispared fens sin

s directing apphoant 10 raise s objections by a separ ate mction o strike; and apphcant argues that st fol
mstruchon by incliding #8 motion  sirike i ity brsef.

d order and fnd the twe seniences dealing with applicant’s preciousty filed ahjections

i the potioe of Ni:i:'wv‘ o be confusing and weonclusive. 910 Moreover, because a panel at hnal hearnmg may not only
ing but also may. i appropriade, reverse st see Haifev-Davidson Maotor Co. v, Poeree Foods

N7 f“i (EEAR TURGL TRIST we are not bound by & i or party's interpretation uithe June 18

We bave E"\"'\“it“\\"(‘d the dispuote

g

FEVISW an miu mh[ wy
'l \"l‘ .

H The Board wltorney siviply soted the {thioy of the objetions, that they were not " the form of &motien
w0 strike”
gons were being deforved for consideration at Sl hearing or whether they would have to be rased by motion ¢

¢ eomidered: and there was no instruction regarding when any sacl moliosn, if required, would have

Do so construe the objections.” {here was s ostraction egarding whether the of

and “dechne

vk, applicant seeks fo bar consideraben of vertain mateniads whuch i assorts canpot be raade of
.fiuxmn‘ for each of these ens, apphoant alse has o Wher
jectinns of & technival nature relative to a notice of reliance, they are eowonrayed jo rase them
strike, See TBMDP § 4 332 and 70702023 2d od. 20031 Subsiastive vhjections, however,

ed e party's brief In this case, apphoant has done batl, Lo 8 has moved o

Ritis 8

ubsiantive of Heelnns

fecord |
partics ve proce \‘hmi ale
w;ma;n.

§hearing and rais
substantive {M16] obieorions regarding the varions sebjeors of s oot

stribe and # has ssserte

v aider @ uaclear, we have seconsdered the therem and v find ap-

Because the bulding of the inmerfonutony
phoants g of #s owoton o sinke 1 i briel o mwet the prompowess reguirenien By hmv.siu. at nbyeotin
' 1oy perpdssbly ke made of recard by sotice of reliance. Sovds Coficoron Lid v Hvrvingron

?:’.-';“J {FPAR 2 r‘fh’;- Mareover, even i we were o lm: found the interlociary order o iave

taich d 0 DEPOSCEE notice of tcu.m\ €. i 1 other sords, the probative value o be acvarded evidencs suhnitied by uotice

france, and not exe Sndc‘{l by gramt of u medton o strike, may abways be argued at final hearing,

o siyike exhibits A, G HL Dand T o appaser’s nobee of reliance.

Apphicant secks

s notice of reliance s o list of registrations aond apphcations purportedly owned [*U7] by op-

‘lll‘_ st improperly lu»ig 3 wae registranons and applications than those Hawed i the
f,cx 3 ﬂhumii: x,.“ inw, on repistrations canno! nwdie those registrations of record hya Ei<i uin:"n;‘,

iy uium\‘.ui i a declaration nd 1 alse accompanyny the podice of
'( Qol o 2020 (TTAR 2000 Gn e absence of 1 siipulation, partes may
ribed in TBMP & 704.03(b), We agree with apph-
faration ref
ok s hist

,
pt
‘<’
=
[

Ji
u
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i
;
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=
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T\EMHLC 5 r(‘ﬂ“(\r {its vet, 03§
unt present evidenee v atfidavit or ‘itth-ﬂuL)m, and procedures dese
rations and e dee
wiaking pleasded regstranons of recordl and we huve not consi

te meuns for

cant that the st of opposer’s pupoded egis Crencing iare an mapprop

3 fecharanon i3 sigoed by Leo Steller, as president of Central Manuluctunisg Co., not Central Manu
faciurin é?-: W "immn s instunce o eat the ddference in company namies as su madvertens dise

CEOPUBOY, solavation s from the president of opposer, opposer shiould not Lake dus

statemient as i uiu ating that tl* re 1 na egal significance to the disunction.

i the declaraiion states thut a cupy of eack listed regisuraton w attached, plonly, nosach e
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ponses thereto

¥ nf‘ uphmsr e und reguest for admissions by Ji gh cant., but not the re
i apt to rdroduce the responses, we con-
e }- RHGHA AR x}\» s \al 30 »Luvfct' shibii £ o npg‘ms‘l s notice of e Eianr'“ 2. the responses 1o the requests that
are vordnined 1 Bdubse O \gip Heant argowes that, sasolie as s responses contaioed u]);t‘w}t*nm UPEOSCE DEVEE SO to
et the spificiency oy propoety of thoss objections and shoold not, therefore, be peontted o put the respouses o the
o W«;- dmwh < ‘53 icsmn,\a\ how that applivant admitted the avthentictty of cenain docwments and objes

Bocaue the Trademark Rules allow mtroduction of regponses 1o reqoests for admission by notise of

g d&!d! 1t op }m\.u‘s

fed 1o

';usn:;x ..m{ boecause apphivant etfes o no authority that reqaires objections o such regaests 1o st be mnade the subpent
5 oy f 1].«: rosponses, we find no basis for seeking to sinke the rospouses opposer has -
ed ppphicant's responses aud abjections W opposers reguests for admission.

IO

Echibits Hoand Lo copres of upposer's responses o appbicant’s déa‘r‘nww reguests. Apphant o ontucly sotrect
(o party roay notmake He ewn discovery respotses of record by notice of rellance. except vt certnn CroumsLmes,
ibifs have not been considered,

sone ol wiich apply il case. Therefore, these two

sertedly suveessiul policing activines conducted by oppuoser pum-r‘: iy asserwedly
cd declaration by npm)wt s president also states "thas i)g, ek s wictories st

BHONS. WE

a histofs

previousty relerence
toopy.” For the reasons outhined above in regard to the hist of r\ppd’:‘
Tuicturies Hst" po inappropriade item for submission by pulice of refiance, and we huve not considered this

ration that

i conclusion, appi he dec

e s granted as to exlubis AL H Land 1 and
{ o e record. The motion s denied as 1o Bxhibit O and, to the

tieretu. Thas
motn was

W ;'-ﬂ(t, hnwever, [*2 i d not strike exhibis
-'ui%' Ih:’;r mmain ]1"213"32!)" and are vnnuthenticated, to he well tnken. Thus, the

Lod s also densed as to that exhubit, These exhibiis have boen cong

Ay HL Tand | we would nd applicants substansive

Notion o Strile

byl

Prior o e corpraoncement of Us estironay perlod, appheans informed opposey of applivant's plaroio take the tes

ay deposivon of Jeft Rachmoud, and opposer acknowledged, By S, receipt of the fetter setuny Torth applicand’s
ity socknowledyiaent. opposer informed apphcant 1 would participate i the deposinen by wicphone. Next, ap-
2002, applicant forwarded, by hoth nuu L.mi . N
tew that e poser, inarguing the unreasonahleness 5 a0 -ua( S
ted, wnores e fuy and focoses sicant’s letter Oypposer dos not, how-
cver, ¥<‘1~” P ‘zp* of the fax. In arguing why the estimony should be stricke np WRCE assorts "rourts bave cousistent

s anto the testimony peried. on \‘“mcmbcr 25 i
sy wandd take place oo Qutuber

o i85 asserted yeeeipt on ()L(\hu 1. ? H\P. of ap

pw\l.n atefv 1 da

fepositon is m\uf fesent § [F211 hang mm] y consxdered that sy naiice under 15

feld” that 7 days nouce of a

days is inadequaie notice.” Opposer does nod, however. ol (o any apthority for these stalonents,

Anvther arsumeid raised by upposer 13 that, becanse this was & estimony deposition, rather than a discovery depo-
sstton, oppueser reeded more me o prepare. We take this argument as an atteiapt by opposer (o show prejudics saffered
beamese of the asscoedly wofficient notice. In regaed to Uns argamen, we nofe that opposer, prioy o the 'JL-‘p(Nimm,
presented with cop s of the exhibits that tapplicant proposed o Inroduce throogd the sty of By winwess.
ent exgunnaioen, and

reowere ooy fowr oxbibi, Purther, berng Janited in s cross-oxanpuation o the scope of diy

appiteant having oblaimed scarcely tvo dozen pages of direct testunony, this clearly wag a deposition that did not
Quire exfensive preparation by opposer,

: nmti(m to sinke the esiony (ix;‘pnsumn ni"}ci‘i‘ Ricliroend tor mmicqueiit notioe, Conpary
e, del, 26 \f’ IR {! é"i c&mmmv c<msuf~

whitsiiing Coov B Comnsinicatic

i
Pdespiie ouly hm days aotwee, because no Sigﬂﬂndlui [*

fsars Pesiow lnes v, Theon fne, 18 USPQNS 4'1] 7z ",

: 'mmi(m 1o storke the deposition inits cativery
vort 1o atrike appic xhihit 3 o the depostiion. [ essence, opposer 1§ argwouy Tor apphoation of the estoppel sang
xiu“_ disoussed i TBMP § S27.00e) (3d ed 2003) on the ground that the exhibit was ped produced durmg diseovery

We deny the motion, Applicant’s failure to produce the exdubut dunng discovery was an oversialt, now adeguately o

cotsider apposer’s alternative mo-
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Wy appiica of @ ease where applicant refused to produce reatenal so as fe fead opposet o

e, O Weiner Ring, inc,

\\1 spumm fv. applicant's
3o Other exhilats o the Bichownd fostimaeny that wore

lmvﬁcvcl; that even if the moton were granted and

e to the witirate resuit heretn, winch, as dis-

3 :
hetieve that it uuui 4 fake tes
i ) -

v alli \d»‘ i t]u 3¢ use ‘Wf;‘ aote,
it woudd not nwke any di 1
@, s ps‘cs}ii:ss:_i ai oppaser’s failure W bear s barden of prostas to opposet’s pleaded chams,

.

‘\in'\u WEre it constdenrs

~

The Merity of Qpposers Varionus Clatms
Earlier s of upposition at lengile Now, inconjuoetion wiilt ony consideration ol what

i ovidence thore s, we roview fhe olains ooe by one.

{akeliimod of Confusion

Cipade ¢ ovans

v ol faotual pssertions in connection with its clam, under Section (), of kelibood of con-
Fohat it owas varions STEAL

3

A1TH as a trademark in commmerce for rakes 3 mi shovels uxtd for dsp[mh paving,

amery First, opposer bas assertor 'c\;n‘\irﬂhnu‘t Secotd, opposer has

) RETOTE

usbr:s‘i-s\:i that it cwally used 31
oo, goods which epposer srgaes are complementary 0 applicant’s paving nwchines, Third. opposer has

e

t
1%

has o fan i oowrks.

20dy atleganons fails becunse, altiiough applicant has admitted that fe seven pl

i1 specifivaliy denied that epposer s e owrer of twime Inthe face of Hhas deniad, opposa Em\ o

Opposer, of eourse, di".‘tl‘{ip‘i(;‘d o do se by submittiay hs‘i of ity a3 ‘kd registraiions with

¥ u

- s ownetship

charabon W iave steicken those exhibats to the notice ot reliance. We alao poie that, cven bad :
ibits, and had we aecepted the declaration and Dist as proot of applicant's ()\.\]"‘z\lﬂp ui the seven histed regisira-

v aiso ii:-;iu: iy the notice of epposition, we wonkd find ne bkelthood of condusion hecause, though the ue

e woaids are vasthy different. 812 Qi e B dy Pont de Nemowrs & Co 376 F 20 1357
U d FUTS;

wrg pleaded rogisin-

sphalt paving nmhmc The goods listed i opposer's se

: and honts o class 127 su

b & e o o
sartows ems for pld‘ m; soed or biihards, b ola 6 Jaws
2 aad metal alloys for wse so sporting goods <.mi tx'ela}»pm*iafim. and widow Jocks 1 class 6.
¢ tu show the celation of any of these Horas to asphali povioy mackones. nor s any

cles. miotoeevel

portng soods in class 2

iy il Saew T
QEHOEORUT PRI ISy

Lo connc hooks el

sprivdoiers i

{pposer has put inono evides

o

Phished s use ofthe &
oF dxd discuss s usseried gse

The second of v
sk on or W eonjuncion Mii
ek for these dmas O responses 10 appheag's wferregatories, bud we bave sty
ot by nppme[ 5 ewn aotice of rehance, Bven ii' we had oot strickes them, we won d ned give the interresaiory re-

tficant xmi AL (]tu\ ] -h(‘ absence of any a.nmhm 11 ing t “‘Hm,m o evidenue, E“«;»t‘ a party’s response

o5 nad shovels de for dz.phdh paving. ﬁpp

¥ these as paproper sems (o sub-

!

§E1

?&pﬂi)%(‘i ;m};‘

. .
By G 14 {fonvral B

Loy dpgeles,
AR 070

FHE

opposer's clatm that i has 3 Fudly of raarks, Bals becanse 1t has not
extabbsied § Farily o that i has promoted the members of aiu m:ml\ 0o way such that

wotdd be reccguy ,.i GRS !asm.y. Cerdony Foods, snipra, 320

Desenptiveness Misdeseriptiveness

appeas 1o bave been an attevopt by

510 oy p(ss\‘- 8 c&-;m that wpplivant’s mark « deser ]\mc ar deceptiv L‘i\ nusdescrptive, oppus
> claim and did no pursue the claim in g
ing cross-exanination of applicant’s wiines

»t1ed. There

s

S4ity erdones o

to obiain an dd':“ s1on frong the wituess thai
riptive of applicant’s asphalt paving nmachine. We agree wﬂ \.p}, irant's covusel, however, whao ab.

doposiion, that opposer wis mischaracterizing the festimony, and that no such adpission was made
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i

Bona Frde Use of Mark Frior o Fifing Date

e regard to opposer’s claim that '1;39&:\':.;11 did not meke bone fide use of the mark in conmmerce prior (o filing
find the e mm v ool ;r[‘l s winess (o catablish just the opposiie. The testimony desoribes the first shup-
» machine ¥ g e nuok and ¢ J]’\:\;‘\.{lmﬂi pavisent for the muachine by the reveiving

WY SO nh\.\.\..m

stoof sales of B

o {F2T] e \nmn y. Qpposet atterapls to sake mueh of the fact dhad

LALTH ;.m«uw raacinpes produced danng discovery by amp]u:;a:‘ii
Bomoeny vplains that the shipmest was made ag of August 24, 1905 bat the sale of this particulas
peirs o0 the Ha of fDeacmber 31 1998, for secounting reasots, because that was when the Bual
he appleaton was not fiked unol October 3, 1998, the Augusi 24, 139K shipment was a bona
prine o the filing date of the apphication.

OV

v found ;
'S aim ni fmud, E}:-.s:’xi a% 1 15 on the ]uc} af \m‘i* use, aso !.n!\ ;\;‘n zf se hind found that ¢ s‘ui ¢ .im 3 ﬂ st

Cwe wanld sull dismiss the selated feaad ol as opposer
s IRPTO.

calternativi
LHSC T CUIG

{ppuse

date of Or

Lspreeifiealiv, that the date of first use assericd i the sppdweativg, as epposed o dhe

81 iy false ned wag kovwis to apphicas to be false. also maost fml Opposer has fuled

to submtt oy evidenue (o vaisbiish that the date asserted inthe appheatios w fabse, andd has fiobed 1o prove that appheant
patended o conmd fawd oo the USPTO. More iaporiantly, e date of first use is not nuverial to the office’s exannua-

Aicution ang decision whather to approve the mark {or pebbeation,

fion ol the

Op ;h)\c 5 additingal alternauve fraud claim, specitically, that applicant has not used the vuwk o the goods in the
wEnaer shiown *w the application specimens, alse fails for fack of preof. Opposer hax offered po evidence whatsoever to

chom s opposer’s cluim that applicant 1§ not the owner of i"ic mark. This s bas
§ Caowhollveowned subsidiary of applicant Astee Tndustries, i a division of unp} I, is 1h BTN
owner ()"flu‘ T i\ and ted uy the apphication tstead of Aste N vithstanding the evidence that
ubcatest i\:l iw\ ,ic\'" wni'rnis the qu& h\’ of fhe \Yi,;\i 1 asphalt puving ‘m\l e, there & nothing proper oF

: 297 araurk bused oo s subsudany's vae of the mark

auld have bee

,.
)
-
i
o
-
b1
7,
3
-~
Z:
o
)
=
;‘
&=
)
5
2
-
=
-
fE
7.
-

B s,

SRS M
O g }}ECD'\;CL

o has tnled to prove any of its clatms. Morcover, because opposer hus not pro
steations, or cormnon kiw nghts s STEALTH based on use for ral
it porsue the opposition. Kitelie v Sispson, J70 F 3d 1092 50 USPQN
U failerations alone do ned valablish standing and. i challenged. must be proved as part of

udgiment i eutered against opposer vn all claims and the opposition is dismssed.

cd ownership of any

and shovels, i has not estab-

e s standis F26 (Fed. Cir

5

e plamtii's case). Ac-

-

aod the opposition, we bretly sddress the pardies” cross-miotiens under Rule 11 o the Fod-
adure, tor the sake of judicial efficiency. Appheant asserted 1w tis briel thad opposer had nod
snding, Upposer fook undwage ot the assertion anid argued ihat applicaal’s arguwmens were sanctionable, o
LU Ln. appeser aotesd that 1€ has beer ivedved i nomerons cases in the courts aod be I(sw "1151. Bonrd and bax pever

st held not i bave stasding. [¥30]

1ove have ds

Applicant
dor Rule T s tsell sunvisona
e that oppaser had not proved s '_nl

¢
in cross-moviig for Rude 11 sanctions af

resposded o opposer’s motion and Bled a cross monon of 3 own, arguing thal an unpropey moatiun un-

response to Rule T potions, Apphoant &id nothing royproper i darguting i s
aded alfepations relating o standing. 1 kewise, apphivant did nothing smproper
fter

ser refised o withdraw 1is st Bule ] motion.

\}H)(

3 TUDBURS emd

grant appheant’s crosgroouan. Aceordingly, we alse ender judgment against op-

pieset as 3 sanction foris shase of the Rule 11 process.
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S dndustries, Tae v Lamb-Wesion, fne

I5.603

Canceliaiion Nos.

Todemark Traaland Appeal Board

FURT TTAR LEXNIN 30, 43 US P.QID (BN 1262

september 19 1997, Docided

Betnee sung, Secherman and Hursion, Admmtraing Vrademark Judges,
GPINIONEY: BUARD

GPENTON:
THIY OPINION IS CITABLE AS PRECEDENT OF THE T.NAB.

by
23 petitinner's motion to extend under Fed, R Civ, 8 f {
spondent's motion o sanctions: 15 respondent’s 1motion 1o ¢
> itinner's motien fo amend elu pleadings, (8} respondent’s motion 1o compel pealioner o ap-
pear foca Fodl B Civ PLO3G} ) deposition; and (9 petiionet's corpbined eross-uotion Lo guash the deposition and

3 up for consideration of the followrag matiers

obidate; (6} r'-‘ﬂvn‘tdcn $

mnhen o exiend the diseave

v oand restimony pertods.

MYTION TO EXTEND & MOTHIN FOR SANCTIONS

e duly BN 1097

"

with g cortificate of amiing dated July 31997, pe titioney Gled o motion i oxtend w8 Hinw in
which to E:* > brief hu oppositon fo respoadent's motion o vacafe, Petitioner clairs that us president, Leo Stolier, &
invoived in nunseross nther procesdimgs belore the Board and that more ame

i 14 0o,

fed irorder (o respomd 1o the pesid-

e atlior Band, contends that petiboner’s sotion o extond shenld e dested as uniimely and

dotd Jm‘-i.im thal peutioner’s espoase 1 e ot 1o \,'ei‘c::ir was ddie on o befere July 3, 197,

1o there s a substannal discrepaney between the cer

L s mnton, 3{\..\4%»1‘,.(!::11; asserts that the enve hmc in which peotiones’s potion was served

» Post (iice \d{\‘-smn*p af Jady £5, 1997, Resporudent

ate ol mailing andfor sorvice date and

aamip of Judy 9, 1997 and 3 Chicage

ttener's mntien o x.‘xlcnd Was aciua}iv maiicd m‘l\\rccn Juby & [ QaTy i, §'€}‘l"5,, e;t:wrai duye
. Respondaeni :

Gt for f hi o1 the Patent ;md i md M ME\ (\1 v, n§

"iii:m. respotdent subroitted 1 copy of the envelupe § postage meted ¢

wo Past Office daie-stamp o duly 15, 1997 aad their of s‘u & receipt date-stamp of

Judy 1N, 1RGT

e
3

3 ims fied 2 vertdied reply briel which atlests 'Emt ity motion to extend was deposited |93 wiiis i}u‘ [

swn as 60707 at 0:00P M., an July 3, 1997, Petitioner @

Paorvice S EHN‘ Ri

oyis thad i
RE

et vevelope aitached as an exluba o cospondent's moton for sancuens w dared July 301997 naet iu y
cospoadent contends. Pa 'm mer contends that ity president, Leo Stoller, contacted the munager for the LS, Pnsuﬂ St
non m Chicage, Blmois, M Maithew Brand, o inguire how ol deposited on Fuly 301997 atstation 607807 received o
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¢ ervedope marked Juby 15, 1997, According 1o pettioner, My, Bramd seknowicdged that o was
the orvelope was "out of the {low.”

Uinder Trademarik Rules ER and 2,119, the Board considers the manimg doate of the paper to be the date when die
paprer 1 deposited with the Untied States Postal Service, e the date when cusindy of the Pul‘t!‘ pasges o thye Postad

= The Bogrd ordimarBly acoepts, as primg focie proof of dwe date of maling, e statonient sigoed by the Ging
or other anthorized representative, as o the date and manmner of service, Hm\.\:\'rig where the

vice or corttficate [*4] of mading s rebutied by other evidence, the person
actually deposited with the

, sprouf of the certificaie of
’«‘1-'=}cd the cerffionts mwst subnuta afladavd specifving the date when the paper w
1 antes Postal Soyvi

gt

Respondent bas E‘-r‘;‘.\."\:l‘:h?d compelliog evidence to rebist pcmnmu priva fecie cortificate ol matding andfor certtfe
cate of servine L.L. oo Foadornark Rude 2.3 19 The envelope for fhe service copy of petiiioner's roption clearly shows g
i ot Indy 9, 1997 and uot hudy 3, (98
e cxni;mmd hy "poor service” on the part of the U8, Pastal Servie, petitiots

.
H

N\

w petitoner conterdds. Whde the mail delay fror Ju

2obras e

easorble explanation for the July 9, 1997 postage meter date-stamp o the sigfreant discrepancy and
Hid JT dlate asserted in the certificate of service and the Judy 90 1997 postage meter daie-stamp,

ERTUD ISR c(Icm:i was not reeetved by the Patent and Traderpark Offoe untd Judy 18 1997
e Juby 301997 date grvionnn the cettificate of raathee. Pettoner has given oo reason for the
bebweern those dates. [ ﬁ'i ashort, fhe evidenee of record convinees the Board tlae perttiones's July &,

SETIRRH :n'.', and corltfioate of service J.m s on the moton e extend are Trawialent pwd meorect.

‘iuu o extend is denied, wod petitioner's brief ni opposifion to the moton fo vacate will nat be

fing =’=e above, the Board does not view respondent’s motion o vacate ay conceded and we will

nn using or relyi

wlent's moton for sanclions 1 mmh» granted. Pciii"oncr 1y herehy prohibi
nbod 1o Traderaark Rude 18 for afi papers ‘xmxumuh iled nutlus pro-

Mureover

Vs

upon the cerbifivaty nf o Hing provedure do
Foonilns date forward and for mnp(m g o dv ermining thneliness, the Board will ondy consider papers iled a
fer the "Express Mal” procedure desertbed in Tradenwrk Rule 110 ov the acowd date of reee lgu
mmui i Tradema 1 Rule 1.6 amd Section 109 of the Trademark Trial and Appeal Board

-’\d{iﬁ:unaliy; petittoner s hereby orderad o serve alt papers on respondent. as required
s ih E 0 "Express Mal” procedure deseribed m Trademark Bale UL imcluding o sworn

MOTION TO VACATE

Hespondentinnves o set aside the Board's order granting petitioner's motion {or summary judgiant as uncen-
wrsted, Hespond U“u iy fuifure to contest the motion for sumsary fudgment was the resuli of mistake, inad-

seglect under Fedl Ro Oy, Poo0(by I partiveker, respomstent contends tha 1( WS WA
3 i two srondar, bud separate pr cﬁ,(imgs {Canceliafion Nos, 2
bedieved that the two proceedings were
onsequently, respondent only filed a bricf in oppusiion o the motion for sum-
O3 H anding
SOMENURITAORS W imn reference both registration numbers and enther no cancellation procecding oumber or

verieney and/or exo

Acrord-

oy wvoive %u!“-:m:m:mw

thit the parties wore invol
i respondent st wistakendy
the sarie marks m':-" e S

i fact, one becavse

pondent alse nunntaing that pentoner perpetsated the misundey

. respondent subantied the declaravon of Androw 5. Brassingts !
\.spond;;m, and accompanying exhibits, My, Brassington avers that in carly
nusnber of papers from pe "'in'oncs‘ cancerming respondent’s STEALTH FRIES mark, and that v papeTs
o outside counsel. My, Brassington attests that he first learned of the second cancellation proceeding when he recgived
\-'u;w M‘ iwu suparate decisions from the *hmd - ofe granting ;\i'tiunc' 3 mwiion for sipnmary judgment as uncon-
Hation Mo, JRA80 and the otber denying petitioney’s motien for sipary jedgiment in Cancellation Na

and axsisi

N

Fed, RO 0ot provides, o part, That a }m‘t may be relipves from pedgment upon a showing of "mistake, vt
! g t &

<t or for an_\,’ othet reasons wstityisg rehief fram the opeapon of judgment)

d o the mation for sunmnary judgrend resudtad

advertence, surpose, of excasable neg
aied in this case o whether respondent's farlure (o respo




Puge 3

POOTTTAR LENIS 56, % 43 U S PQID T

3MHAY 1293

s Bvesiment Services Compasv v
I:’A.S‘. ._w’:"’,“ { ! i«’);i,’, and hnla\\ft:d by the Bogwd in Fupplan, Lid v The

‘it '“"J?} PR Determinanon of o Bale 60(by «
fihe Board, Sve TBMP » 345, civing General A
FOU2 and Dherediian v Naxhi Coo, 27 HISPUR

'\‘w'z;’l i, 2 nellon pod oxens li)l:‘ gegdect e st

i =

CEX UOITIIIR fire: Clah Faxh-

IOV N bl
NEHIA N SURSPCEE N

i as used ne the Fods

ey wl ¢ Counrt hel lLa‘ IhL deiermmation nf \\i:C fer o party's negleet s ex-

. 4 hal

at bottom an eguitgble vae, aking secount of alf relevam circumistances ﬁn‘mn‘-’ium the panty's ondssion.
1 the danger of prejudice o the {lmin‘.‘m\\'am_L 121 ihe fength of the delay and 13 po-
118 huizm whether it was withon the

These include . HH

wentiahy {31 the reason for the delay. b

PCAsGig

pact on judicial proceedin

Siv conttol of the movant, and {4 whether the movantacted i good faith,

he tlurd Proweer factor,

Contr )! ni ihe movant, might be consid

Wi sl ﬁ{.\:i »"nmﬁiu‘:c: the Hsrd Pioneer factor, el the reason for the delay aod whether st was within respondent’s
w of the papers reeetved by hing portained to

sondent’s in-house rounse! failed (o notice that sen
oceeding. Moreover, the mere exastence of and subject matier similarity of two proceedings
vesudtin &; ‘(mfusmn hy the mfho‘s does not 1 and of iiself exouse cespendent’s taction o
Q2 1T 94 and ¢

fely r«:spnn:’ih‘;r Loy the

a second canc
befre the Ro

fing, CF Regania S'Pf'ir’ Lid v Toiux-Pioneer Jne.
~-nwc 3 ¢ B s Lis pm hmuk(i that re apu'uim. s counsel was not s
.

SABCS

madent's cousfesiot by serving conmuCaions

4

cation mzmbm 5. but \\}lw‘d h.:i*t to reference any cancellation pmw eding
’# ( a:zuim!u) + Noo 25,603 These nussual cwemsstances weigls the thivd Proscer factor

£ ;:mrmrm s §:Lu:<,»a‘

With respect to the fivst Ploiesr factor, there does not appear o be any peaswrable projusdice 1o petifioney woder e
first factor ~lm| B the Bourd reopes the praceeding, Petitioner has made oo showing of fost evidence or unavailable
WHNCSHE o Prant v Fllbrook, TOUF 3d 180 21 (fse il (097 Puslo Assoeiaies Lid zi'-}ifR'i'lf{"i'.\‘f;i}') v Bode, ."‘."
z..-".S.f“{”f*' PRy A0 (Comm't 1R00). Tndeed, the ondy prejudics (o petitinner, ;l;h-:n stz ficand, is that s motion for
sty judgment woadd face testing on the meris.

f\&x’ i’m the second Proneer factor, re. the feopth of the delay and st potentiol sopact on pudicidd procesdings, weae-

at s heon sowe delay, However, the Hozm{ w0t the view that the delay doey notunduly impict our

yeesenl circamsiances, Furthenmore, under the fourth Proaccer fietor, there s nu evidence of had

..md,m.

ration of ol four Floserr Baoiors, respondent has shown excasable neglect, 02

svent #H we considered petitioner's boel in oppositon o respondeat’s motion to vacate, we would reach

s
,

thie saowe resudl onder Proneer, sapra

Acvardingly, respondent’s motion to vacate is granded and the Board's order of May 20, 1997 15 hereby discharged.

MOTION FOR SUMMARY JUDGMENTY

0PSBGS BHing stvnrnary judgrien, we note that the pleadings, motion an d aceompanyin
Sadd are virially identical to those fifed {n Canceligtion Mo, {

welation No.
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O ‘\\Ll:\ 21‘;? IR

the Board denied petioner’s mwotion for swramar
ground that pentioner Bded to carvy s burden of proving the absence of o gennine ssug
fwad of conlston clatm, fa partculac she Bosrd found

udiment in £

; thie rolatedaess of the parties” go
s the length of tme

res o guieoad 30 as (6 i a nanboun, priority of u
respective chamneds of trade; the purchasers of the parties’ respeative
conditions under which there has been concurreni use without actual confusion; and the ex-
b respondent haz the right to exclude other fronuuse of ifts nurk wnote soads,

LEDUIHE §
the partic
darimy w
e whic

%]

S Fcdistras, faeov Lamid-Hoston, e Cancellation No. 23,683 (TTAR May 20,

)

fouT)

u N
}

judement oo the B

e ke

TN for samma

603, pelioner’s

for the rea i ;
5=qu o confusion chum is 1 Petitioner’s molion Moy susunary judement on the ssue of meee deseripbve-
s for cancelation i this case, and o

1oSee Bed RO PUAGBGH and A4b)

12} 25

denied. Py ‘*mv-m not ;\h‘u led mere ia\utpi!\:tm S8 38 @ groum
it obiaie sumenary fadrownt on an ssise which bas not been pleade

28T (ay and cases oited therenn, nd

Uhe Hoard will not enter

hie Board's ~L§cu1\i. o thereon, Soo
i

ain & renewed motion lor swmmary judgment or a reguest for reconsideraiion of

werica v ndependen: Opriviais of Asmerice fne, 7

Opicistns Ass'n of .

DN R,

¥
1
B, P B N R N A Tt DO ¥
£ .")lf;l)l."". fear, 4 F') 1-’“

In view theresdl saspeadent's reguest for 3608 discovery (s consid IO,

MOTHON TO CONSGLIBATE

1

‘f‘nmmg nent e respondent’s potion o consolidate, Fod, RO, P42 as maade apphicable by Trademark Ruile

a). provides with respect o coasohdation of procecdings that when achans aovolving @ conpen question of jave
fare pending before the Board, 0 may order wjoiat hearing or rial of arge or ol of the P¥E3 analters rossue o

actions consodidaied, and it may make sueh orders concerning procesdmgs ther

may arder all the

Ny tend ;zw-,ui gnnecessany costs or delay.

ies in e proceedings that cone

sresend Case, there would appear to be sutficient commeonality of Gotual 1ss 3
appropriate. Both proceedings invaive respondent’s STEALTH FRIES mark and vontan vistually wentica
hereby

soldation |
pleadmgs. Conselidabuen will avoid duplication of effost concerning the factnal ssnes 1o comon and will th

avoid unmedessary costs ansd delays.

elanon Naos. 25588 and 25,603 are hereby consolidaied and may e presested o the same re-

Aveording!
cord ard briely

ror il ixshade furward, Cancellation No, 25,580 will be designated the "paress™ case i which all papers
il o {ded must beneeforth reference bodl proceeding numbers ws showa i the

14

SMOTION TO AMEND PFLEADINGS

:’ Hieners molnn wamend the peosten o eageel w Canceliation Ko, 25

13 42 heveby desed whout prejudice.
o7t e nd e pleading as a m.: ter of conrse las passed, pelittoner lias faided w file (914 a
VETY (ROTIGH st vmbo.d}- nt be gecompanied by i briet. Sew

of e senfence request to apiend an

Sve Fed RO, F
ik Kude i? ' ?"c" a). bt case pui‘iimm.l s motion to anend consi
avnompatying amended petition for cancellat
sevlis b '-u'id to the pleadimgs, and foled o ote any vase ko or anthority m supportt of 85 motion. 1 is nal meumbent
i amendments,

fan

o However, petioner has fatled 1o indicate what new allogations

upon the Board to determne the satwre of the propasod
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o
Lot

MOTION TO COMPEL & CROSS-MUOTION TO QUASH

On September 15, 1907, nder filed 3 motion to compel pestioner {Mr. Leo Stoller prestdent} o appear for a

Pedl Bl POMKEBG) dwcovery deposition schiedaled for Sepiember 22, (997 08 According (o rosp

woadent. o furly
nutice of depositing was served an Septomaber 120 1997, Respondent argies that peiisoner has expressly refused fo ae

tered the f:'.cposziini becanse Leo mmiiv.‘ g\.iliim' s president, s attending annther deposiion during the week of Sep-
16u7. ppdm iy, respondent offered to se §miuic the deposit
Stoder states that i cw i }Sj al:m\,arlui}.t for sev

on on annther nwitually sgrecable date, but My

1 ive naboe of the mo-
I G cony X‘ and the motion W gua wh A vupy of tius &Eul sicH has« bcsn sent to the parnes by Dcsirods vans-
mission and by Yirst class mait oo September 19, 1997 The parties have been notified of the faesiruile teosms-

giog 0y iclephone,

L sensi

in Fesponse peliiones moves o quash the deposiion, Petitivoer arpues that 3 neastappear oo anerher deposiion

'=\z 221997 hejore the Nocthern Disirict (‘mm of Hinots (5 aduwsires, Taeo v Eeelad e

el of bnpf enl

" Pettttoner also maintains that the civii action deposiion was seheduled Yong prios o re
win. Also, p»~t sioner argues that i has been ordered o file g brief i vet anotber pﬁn(i:m‘ ¢
et Court {or Hhinols { dneove Dias i .
SIS and that i is therelore unable to attend respondent’s depostbon. Lasthy, pettioner contends that the
parties have not enivred wto o protecive order 1o cover the confidential information {¥16] soupht by rospondent i the
deposition

S fnddustries

L.

ton No, 86

ative of deposition rom the civil aotion cied by petitioner, The notee -
ed for Seplember 24, 1997,

A party ith eftort (o resobve
simidady, the pany 1o

ii\ lhc e ui"f'{q

ORI PR

pavies provecdiog before the Board may, after proper sotice and a good
: s o campel @ party o attend u deposition, See Trademark Role 2.1 HN e

\ ‘.\pn\u may {ile @ mebon, prior © the faking of o noticed discovery depn'\ifiﬂn\ ’m aw

“ : E”'UUI’I(H of timeliness ot barssment,

S,n/e!r fire odadd. Dise. v O

(TT4R 19740

ativ,

Wwisihion, A

5]
%

vapoendent's notice of deposition was reasonable and tinwely under the qp Aicalie rufes, Morcover, respondent has

e

showvin a gued fafth off respondent

L

ot xr:nix\ the 1matter with petitioner befure bringing this motion }n fact, {*174
nitered to reschedaie the deposition o another mutually agreeable dute, Petitioner, on the other hand, |
uasooperalive, {5 obvieus from the recy

has been wholly

i that respoudent has made every ane-'fu;’u‘ o acenmmedaic petitioner. How-
aver, pefitiones has refused o reschedule the deposition within a reason shle tme period. As g resuli, we must decide
whether petittouer should be ordered o attend the deposivion inclight of the reasons yiven.

asitinn because of the scheduled v aciion

o ; s ocontenton that ¥ 1 uneble o attend the dep
<‘i cposition. Phe deposition herein s scheduled for Sepleraber 22, 1997 and the crvil acton M\;Ju sion iy scheduled tor
‘}‘t;‘mm e e, prisaner will not be excased from the deposiion werely
vil nation. 0o P clinoner as provided no evidenee that the Civil acuon briel is due on or be
fore Iﬁcpic-miia 23 ET L Adso, we will not quasls the deposition micrely because the partios have ot entered o
ol rule, m advanee of e deposition, as o whether the iformation sought 1 con
PR s party bebeves that the jnforraation sought s conftdential or obieciionable under
Fod ROl P 260 then a proper abjection should be made on the record ot the boe of the deposiion.

poanse 1 preparing @ brel

1w b

i
or atherwise objectionabie. |

a6 31 the petdamaey who rought this action i the Qestiastancy, and wha brovghi every afiwy eivd ;‘a:‘im'a
cited. Vieder the ciresmstances, the Board 1 relugiant w alfow petitiones e now cladm deat it s overbuedened by

1

ovs brought by L

perading

Accordmgl

v. respondent’s motion to compel petitioner’s appeara

co &b the deposinon scheduled for September 22,
Fand prritioner’s motion W guash is deaied. T the event that pediioney ks o comply with this

Tas herchy

YHE
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Bourd order conpelling discovery, a formal motion for sanctions will be entertmnad by the Board. Ser Trademark Rale

2o Y

ANNWER BLE

e dale of thes order 1 which to Gle an answer m Caneetl

Kespondent s allowed THIRTY BAYS from the maili
; : ' L consolidated discovery and teiad dates will be reset. The parties may, of

g

seevery. 07 Except tor the answer ordered above, all papers filed nost hencetorth reference

Hi ki

S, cunlmnbe w

0 {
boith procesding P18 nombers as shnwn i the caption of this order,

a7 Pe

s moton (fded September 18, 1997) for an extension of the discovery and toigd penods is

gronied to the extent that cons ited dates will be reset in dire course.
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LENSER {900 TTAR LEXIS 706

Westview Instrumenis

y Company. Incfiva

Oppostion Na, HIZ2,W
Traderack Trat sod Appeal Board
JO0G TTAE LENIS Fai
December 16, 1999, Decided

OPINIONBY: {71]

ORINTON:
THIN BIBPOSMTION B NOT CITABLE AS PRECRDENT OF THE T.V.AR.

yaimtrative Trademark Judge:

'] T IV ] 1 ™ 2 »‘
Cipninen by Bogers, Adt

N

Oppuser i
Fad, RO O B3 Ohoposer’s response includes a reguest thad the Board reset "all eppropriate dates a
fonats Psie] roonte” The questioon of wluch, ifaoy. dates should be reset will be determuned afte
feading b the order o show cause, opposer’s response 1o the order, and the Bog determinaiion

cxponded to the Board's arder 1o show cause why opposer shioald ot be sancooned for vilatinn of

td allow this mai-

TEVIEW

iy early Pebroary 1907, filed o
wd Jorwarded o copy, by cerfified nall to opposer at it thea correct address. ol

atin b

change of sty address with the Board and tncluded a "o des

gl Opposer, by s owareport, did nol switch to s corrent address ol Aprid, 1007

'i iii"lw-‘: months au v 998, opposer fied & request tor suspension eporting tha uppw:r‘r had Tank-

dicant” The certificate of service, however, listed applicants forner address.
non i s fader, m Ur hxr ¥ 9GR, opposer Hied a request for xi.mum‘lm- of un assig

Hw 13& LS
filme, tow, Es:

heir wat lement negotiztions, . {emypd - The certifweate ni service for this

cr address

UEES Gppo

The Board comacied applivant's ia-bonse counse] and asked wheiher apphicant had s
3

ad whether teve were any ongoiny settienient negotiations. Couse! :inﬁ\\’(‘i"\‘d (“irh GUEsDOR e hv-:!:\,,

e Blings

v o any setstorment segotiatons, e Board proveeded o constder opp 3
In the duly 10, 1999 ooder that dented that motion Thercafien Mthe warmng oxder™ [ the Bowi
S imc‘ W forward serviee copies o applicant's correct sddress and for lack of candor w report
Hement pegotiations when none in fact existed. The Board also aoted that stmigdt order oppaoser
w cause why 1 shieuid not be sanctioned under Rule T i another such report were filed.

afed \-‘\;n\\ o

ing the oxistence of

e another ve \m! that the "parnes hav >
Ag with appeser’s two varher reporis regardmg parpor mi »1*. s o seithe th
W the certificate of service, Again, apphoants w-house coumsel wis cone
etved the service copy. 12 Afler counsel deaed een

sotintions, the Boaed sssued the ordes

s o report Hsts apphican?’s forewr address

< by plinne o ei-\-u:mmz-;.‘ x\vi'u-:ii':'..‘:: e iad 1 iptod the service

tHevent e 10 show cagse.
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’}ppmu complains that the Boawd contacted applicant i ingquire about 85 teceipt of service copies of
Joard did nol contact opposer to confivm oppaser's receipt of the warming order. Op-

sy

fihngs but the

The Boord would not hove had o confuet applicant had upposer used o pruper adddress when forwardimg

ated that A;»p icint be cun-
s undeliverablo and the

service copaes of s {ihae oy address for appbeant dic

mcted. bnoontrast, oo copy of any mdu sent by the Hoard o oppaser fias been roturme:

GPREOSCEs wse of an inpropes

i each instance. been sent o the address of record for opposer, Ju short, there 15 unmmg i the re-

st et upposer should h:.u't‘ been confacted ot pay Hme.

doeni, Len wwiius: responded by denving receipt of the warmng oder aud by asserting tha ii‘tr
i3 m {1 the Board's pusundersian 511 © as o oppuser’s change of address, und {2

&

oppuser’s not leanung of applicant’s r:hung:: of address until November 1o, 1999 Mr, Steller's explonation s unbolievs

ihle. More soporiantly everotf ¢ were bebievabie, 1t fads to explain bis i:xck of candur mreportfing nosexistent settle-

rad's knowledge of opposer’s address, the Boasd took note of the chiange whan apposer made 3
,;s!i‘is;‘mem. 03 Both the warmny arder and the order to show caw
W ;Ha yrowas retummed as undeliverable, Thus, the Board has not saffered from any

sver mailed any order s this case 1o an out of date address for opposer,

TACEC S0t o Oppasdy £

nisunderstanding as te

How ;!Ciii('x;‘ﬁ‘b“,

address and he

CRPOSE

98 Dling was made sonw eleven monihs afiey oppaser apparenty changed iy address
g ot address al the time #s wddress changed. fudeed, oppose d nof even mie, 1
delress had changed. Nonethe alert Bound egat assisiant noted that the ads

03 The Murel
coser dud por Ble

o

Lol

E9R filng was different rom opposer’s original sddress
¥
i regard o opposar’s clanmed lack of uowledge of applicants address, My, Stolier should have bees aware, betore
Nuoventber 16, 1999, that apphicant bad ¢l ungui ifs address. Stooe he destes awareness, Me solier’s explanshon of
cvents reg the Board to aceept the following:
R yoodid not vevefve IS service copy of appilcant’s change of address, which was forwarded w

¢t address by cortified mail; and, either

OPRGECTS CoiTe

ding praporied

settternent proposul and the servive copies of ol three of b filings woy
efforts o setde s case were dost oy mishandied by the Postal Scovice nd, o

s ase of an

reive somehow delivered each of

J.that Hee Postal &
address that waz out of date by more than a year before even the fust deo pu ;\ulluil\ was maled, and
Haf upplicant’s counsel Hed o the Board each tirue he dented recaipt of auy of the service copies.

these Hens o apphicant despiie vpposs

cee Herns was retuened 1o opposer as undeliverabie. then My, stolias clanm that e was
“apphivant's chapgee of address unpil Noverber 10, U098 ¥ nmenable

FRaT before the Board inowhich My, .\’m% 21 has blamed the Posial Nervice for one or more
se iy which ag adve pad reeaiving service coples which Mo Stolfer bas

case uewhich Mo Stollers wopocts regarding the exastence of settternent pegobatumg

sary las reported

e frest

heant was ot oy mishandled by the

sard canaod accept that cachi of four tems puaied by My, Stolier o appl
Postal Service. Thus, e question becornes whether My Staller or apphoant's counsed s 1oore credible,

My, Stoller s w matter of pubhic vecord. dee, ey L 8 Fedusieies, Ene. v JL Audio, Yo, o
FLEE 998 (count found M E stolier's "Salvs Reportdovs not pwlude the indioa of trostwar-
uived for admissibility of o heagsay statenwenU"y, 8 faduesiriey, fne. v Divmond Muliimedig Sys-
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s and

femy, e, v gl IV : FEY 90 (S Industries and #8 counsel hedd o bave Bled
o fave dehibortely thwarted dcfu\dmt\ afteyapt to serve @ deposition subpocnay [*7] 8 fadusaries, Tne. v Slone Age
Foidpsnent, Inc, &b/a Five Fen, er ad {2 F Supp 2d 706 (N D P08 (S Industries found Lo fave made "regquent
susrepresentations of the evidenee”; contt alse found defondasts’ argument that S ndu: Mm atud v
evidenee pers and found My, Stolleds explanadion of the creation of the evidence "conveluted” nd: the court fu-
belod Me. Stoller's deposition estimoeny "internally inconsisient. Hatly contradicted by docomeatary and physiead evi-
and uncorroborated™; Gaally, te court noted 3 Industries” attempt to paint its own allegasong i snother ose a3
w.,mi finding of 2 court and held att corpt "nothing short of dishonest®y, 8 fadastries, Tnc. v. Hebbico, bne., ¥390
Flppp, 2HYN DO HE W96 foowt found S Tndustries” complaint o contain uppamii misteading alfeganons) 8 Iudus-
mrivy, fneow I(mf; Weston, fne. $3 USPO2S 1203 0TTAB T997) {Board found certificate of mahing signed by Mr,
Sofler feagduln

toler fabncated

=

1S ot S d short of making explict findusg of fabrication, because of forensic docamiont expeyt's -

ahiluy 10 conclusively date presurapiively fabricated docwment.

finds both My, Stoller's reported unawareness of apphcant’s correct address and s clamg of
; s order witerly lacking o credibility, Squally lacking i oredibility, and even srore ooubiing,
Her's reports that the parties bave becn myvolved i settlement negotiations.

‘m

Pal
W

fven M i freport that be torwarded o settfenent proposal to spphowni @ aceepied, his rospouse ©
the srder to show cause reveals that there have been no subseguent contacts bebween the parites duneg the 21 months
e pi‘ugm:saai. Uinder these circumstances, for My, Stoller to repoit the existence of settlement negolio-
o the context used by Mo Stoadler, the teronunequivosaly sovans it the pariies wre dealing with

1 Hement, Sinee My,

WL, or mu.ri\,a.d 1 seme Hlaeml actaty desigoed to Bether the possibiding

it

ed W such conduct, his repors of settlement .u"““iu]tn)nb are pafent

confisation af sanc-

¢ Board s sanctionable. The Board is not required (o wan

“‘“1“""3 3“4‘5 et ¢ insuing an order to show P¥9T cause under Federal Rude 11 Thus, even if Uie Board found My
rnl ui of the warmag order credible, non-receipt would sot cucuse his cunduel. Before sanctioning a

party under 5‘ giv 1 the Board s reguired to ssue an order o show cause and enteriain @ response. This bas been done.
i HES Dt‘i nunation of the appropriate sanction 18 next.

2

Phe response, as

v evopgdog: bot the Bowrd may

)n\ of the predominant purposes {or entering @ Role T sanction is o deder fueth
D ; frnay he putive in patuse, Sve Wrizht &
- The Board bas inherent diseretion o tatlor sanctions to (he viclations and ma

t s

measure destoned to serve these murposes. fd 0 &
FEAR 99 wnd em'iim"iiw shscussed in Alan !

{ve nf Sa A Kop 40 019980

Niller, Foderal Preactice aned Procedure: vil 24

asures i

sonsider @iy approprisic
disee, Electronie Indusivies Association v, ,Pcm:*,r:u, JOUSE2

CCooper, Managiae the Boards Ficreasing Woirkload:

¥

D £ recttive

8§ Iudusivies, Fai v JE

Opposer's clarms s ilss case appeat as trivelous as those rased inoother cases. See, eog
Awdio, fneo et gl vuprae 1FH

otbier cases Hied threughout this district ratse doubts as 1o the good fauh of PlantdT and w8 cown

fac. v. Dlamond Maltinwedia ‘wsivms, tac,, of af, supre ("To bring a o

not ouly oppressive, bulj also mappropriate, volous, and, sat

tnabde "8 Dndesiries, *'J &R DHU}H}H&' Mudiimedia Systems, Inc., et af 997 8 Seppe 12 (N HE 799800 Indus-

cladn -\‘: Muuz wiringement of its registored marks, Count L crosses the bovder of Jegal

“Mich about this case is troubling. Platntiff's actions incthos case and iy the several
Wi S Indostries,
ased on evidence of thi

and o i-,\}u! o Defend Psuch o clans. & -

olousness, as x4

R Goynenit an 8 fnee "y 8 Tnduseries, lne v, Stone Age Eguipmens, Iuc., s‘."/‘f}/"{; I"h‘:;»' Terw, of af,
napre {4 i engaged so Mhitigation Jacking w oerd and spproaciiug bavassment” ) and, 8 fndusivies,
Frees v Hobbice, fac sepra {eount found comiplamt o sudfor trom "disturbing deBeieney’

amt apparent rasleadimg ol

2

fegations),

Az noted it the Hoard’s denial of oppoeser’s ¥11T sotion i sumroary judgroend, opposcr care Torwvard with t
denoe (o support s cladr of wse o registration ni'tsppn%cz"ﬁ nuark for products remotely like these of applicant; :md
there i a substantial guestion whether opposer can in good fadl argue, given the apparend lack of suel evidence, that
cunstarers are hkely o by confused by the parties” concurrent use ui therr respective muarks, SENTHRA and
SOMICSENTRY. 56 Accordimgly, part ofthe Board's sanction reguires this case 1o he drawn to o conclusion

il in.}m‘ﬂ
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as possibie. The other ports are desizned 0 ensure that Mr. Sicller is sware of applicable roles: o fadt the filing of -
praper totions by upposer; amd o ensure that there are oo Turther pruhh:zm with forwarding of seevice copies @ appli-

Cati,

ahis, a piamtits bourden
;z_,';sm:' authorites

10 When there are obvious differences i the sight. sound and meaning of paries”
and channels of trade isicw shicned. O

show um >duess of poods, classes of consumers
,Trademarks and Usfaie Competition, § 232001

coltacted bt MU arth

it is urdered thal:

1o 10 18 %50
HOME R I £21 1

'E.‘.

o Stolleccopy, by hand, sections 28R, 2200 21160 2118 2127, 1000 10
028, and 189 rore Tide 37 of the Code of Federal Regolations, and B xiv Hoof
Oyl Procedure, o demeonstrate thet he bas read thenrand, bopefully, 1o help unt appreciate thew apph-
cability e ihis case. He must sign and dode the handwritten ranseription and file it with the Board,

e Federal | \ulcr) Gl

e

~
=

Cts now closed i this case. Opposer s barted fromn further pre-inal maotion praciee and i3
aw the opposition or go forward with tnal, There will b no exteasions of sus-

2 Discovery
regaired o either withds

pensions of oppaser’s westmany pericd, ut the absence of applicant’s

g t]

A the partivs agree W any exiensions o suspensions, of any K, o any reason, the Board miost be jo-

furmied by written stipulation signed by both parties.

4, 1o view of opposer's fuluee 1o properly serve applicant with service copies ol opposer's varber filings,

ed to serve any subsequent fling regarding this case oo applicant prior 1o forwarding the
Appleant is directed o provide epposer with writies confiroation of receipt. Op-
poser 15 furth \i'w\ d o include ‘dm‘ original of applicant’s confirmation wien opposer makes s [F13]

fling with the Board, The Bowrd will not consider any (ling by opposer filed without writien condirn-

oppuser s dire

flen by applicars of prior recaipi of g service copy.

osing septence of Hs response o the ordar

Al that remains i be decided is opposer's reguest, tcked into the ¢f
stes axtablished by the July 16, 1999 order be rezet. This reguest shoudd have beon the subject of &
denied.

show cause, that all
separate rantion. nd See 3 '”rmh mark Rude 2.127a). brany event, tor reasons already discussed, the request

ilixw‘ ery 50 w1y festimony dates remas as st

podicant was not expected o respond to opposer’s response e the Rule T order te show cauge why ap-
puser stould pot be sanctionad. for that 15 a putter between opposer and the Board. ncontrast, applicant is ent
tled 1o be heard oncany sstiong by opposes Tor resetliog of dates. Opposer may be viewed as having tried o ship

hoant.

the moton past appl

Gerard B Hogers
Advmsstrative Trademark

ye

fudge, Trademark Teiad and Appesl Board
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Central Mit bnes v Thind Millenium Technology, inc,
Oppostiton No. 113931
Frademark Trial and Appenl Board

28T FTAR LEXIS 836 6] 1K [“ !

Decernher 7, 2001, Degidad

Hofore Cased, Quion, sod Hogers, Admpmstrative Tradeowark Judges.

OPINION:

THIS OFINION INCTVARLE AS PRECEDENT OF THE T.L.ALB.

Hv the Board.

2000 peotion W disnuss o e ground that ap-

oudd ot b

Vhibs case now comes ug Doy vonsideration of applivant’s March 20

wid exienmons of the opposiion period and, thore
;ix‘ srad Himely fled Opposer has nof filed any response o np;ﬁ:hcaﬂi"a nalioen o disini:
s that whoen aoparty fails o Ole o boefmr
. in Hhis case 8 b5 agprepriaie fo frea applicants monon o disross as coneaded. However, a3
% that "n;i\pursc::‘ e ammw} =1'si'<;'t‘p[Cscntzxfmm" to the Boand when regoesing zt\m‘-x‘iun of the apposition pe-
restion whether oppeser should be subjected 10w zanction under Rule
ar the Bogrd's inherent authority, 10 o regard srtas Indier comsidera-

thee, the aouce o

IR2Y H‘:‘.{)i‘()}’:‘.‘.‘}‘i)’ abtu )}3!2)51’.{()1( S
3

Trademark Rule 2.3

sonse fod motion, the motion ox I3 be freat

ceeding,

hs

Yroceduraf Background

i

'E‘E'-.mi.‘:\f-\.:lw:ai l ;p;ﬂ.iicma’m was publishiod for apposition pn June 29, 19949, Oopase
oH iun

Lou Stotler, 1!;(\ fouwr lu.}lh“‘\\ w0 exienda [\

apn }m,xmn ni in d::
whaeh resad

o

fedud

[R{ERTe s third and found

tad Dio. 74402 703, Opposer’s requests o oxtend g 1o opposs weee filed orcluly 200
G md Nevember lf-. fu9a,

—

ird and foarth exiension reguests it accordance wath Trademark Rude 23020}, becane
ch regnest that applicant “agreed” to the proposed witension of foue and beoause op-
n each request that the parties were engaged i seitienent discussions, i

apposey stated ih:z i

T3

1) Op Seprentber T EUS the Board issued an action that expressly approved s i extensing regpest,
2 notine of (;ppt}fntit)n for an mordinaie
d indicated tha oppe

v bt hx, Bourd would not extend the tiime for fils

OPDus
EaES

oy cothid

Suntl) Noveniber 246, 1999 1o file s notics ni oppasition

hm G h"‘hm' reggest fu extend tme g settement had not conciuded by that date. The Sounth exieasion reguest,



Page 2
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¢ pernatied by the Boands Septemnber 1, 1999 qetion, was separafely granted by the Board on
2000,

- ¢

w18, 'U\“)‘ and extendad the deadline for apposition unti February

3

opposer Central Mg Ine. fiked ts notce of oppusiaon o the registation of ap; mu ni's o
e extended oppusition penod. Consequently, the s«mﬂ

i proceeding with
‘_mmli\ rustiuiing this opposition aad nanung Ceniral M Ine. as

pot
-5
=]
-
b
=
7
-
=
=
)

5 of the Board's rnstidon order aud the totice of oppostiiar. appi-

tensions of e o oppase. nd n

ophicant recerved its copie
ftled 2 requiest that the Board vefuse w grast any further ex

Presamably hefore o
cani ob Febroa: 200
s request, applicant nontereds thut:

otigtions ynade by the poteril opposer have oo hasis i
ey

apose of delaying registrano of wpplicants nark.

e assertivny voaeegung seitlement ¢
woseedely Jor the ¢

(e
o
1
4

faot, el appear o be yuald

Ta fact, there are go pegobintons of any Kind or discusaions between the applicant herelnr and the poten-
Central M iol: ¥ the contrary, the applicart has refused and continues 1o rofuse fo emer

pEo wm egobagons o discussions with the pummaf opposer.”

ad Hevatse applcant's February 220 2000 (g does pot include prood of service of @ copy thereol on op-

poser, d copy i fonwarded o oppaser with s copy of thas order

Paasraneh g DR T

2220000 request to deny

s last extersion reguest on November 150 1999 the February

additomal extennons of Urue o oppose 8 moeot, nd

grevapity Gled wrtiten objeciions, the Toard ought bave been abic o consider such objec-
£ matinten of this proceedi TRMP S S 2008

N

O Jamgary 37020

cally histing e Stolle § 3 Central N
Pafter ssswance of the wstiution order. the proposed pleading

aprended .-mliL tion iy searly ’dentical o the vriginal notive uf'npp{hm @it and appears 1 be rothing more than

o attempt o sibstitge "Leo Stoedior dba Centeal ML for "Central M bre." as party plamiily heremn. Therefore, the

Y ORSCO0C. 3 moking 1o ,\ubsmuu. The moetion s mum. howeser, becanse w

Protice of apposition i bis ows nuroe, speaili-
ated wath the Boardy fle for th
sdorend, The propo

filed & proposed amende
" as opposer. Because iwas not asson

QRROSCrs

WHS 0L P “fe ‘:U‘n\ T

“\\5.1](‘ uid

o 0bupy

i \il\]ll}\\{‘h’ this

“anwnded” notioe is

:‘ N \\hﬂ!

steation. Moreover. siuce applicant’s ap-

nt Adsg moo s appivand’s request for ssuence of an expedited reg
plicasion s based on e mteni-in-use provisions of the Lanham Act, a !

. jollowing disnussal of Hhis provecding,

Yobice of Allowanee. not g regastration,

will msue 1y due con

3

Upposer's Alleged Misconduc

o Lo dismiiss ancdior

pevific aifegations regarding opposer’s conduct made i applicant’s mo
H's vice pre \niu-t of finance, James Bushy, Apphicant maintams that opposer’s

applivan
i‘k BN }t L’JU‘.H]\ a ﬂ\. in JE"HJ} ?ﬂf%’ e st fornis o fact, \I’ NIRRT

ety were hased on
oser's Usird and foarth extension requests that appheant "ag
nd dentes the alegution i cackh scqncc{
ant asserts that, rather than engaye §

i

aton o o

ERTTHEI sproseniniion made it opp
e parties were ever engaged i bilateral setilement negotiations, a

ant imviied opposer to profler g seltlersent proposal. o6 Further, apphic
; 3 : yintions, Topposer was enpaged indelayiny ssuance of ap) ﬂ;uml":-;
Cant o pay yooaey o apposer neekchangs for Ji!m«m: applicant's regisration o ssue.

Y]
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affidavit, with exhibus.

nG To suppoit shese contentions, apphicant rebies on the Bus

Appliczot ha thid epposer send three letions o applivast--hwe prior (G opposes’
sition and e ;h.(n",i.;\- { f}} thereatice-and applicand mamains that epposer, throueh those letiers, atternpled to coerce
e or ahandeaing applicant's applivation. Moreover, applicant centends that opposer™s Hhird
of exaggerations, Huweatens that the opposition procecding will be profonged and cosily. and

By shm ;\.;)psura;':l 5 i:.\usinc sl be francmliy roined o zxppi;cam dues not capiivfate. These letters

s g of the wobice of oppo-

‘\'E') Wi

v}

Hicant con-

FFinally,

pxserBon that the parties were not engaged w bilateral settienent negotiations.

that it dbd rot respond 0 any of oppose

phicaty asser fetters. Opposer. not having responded  the motion Lo dis-

s oot contested any of apy plicant’s contentions.

af The jetters are on upg)cs;-;m"s ferterliead, signed by "Lep Swolie

CAgent”

fnasouehs

ediensions, applican ‘sms s‘-:hdt:‘ 131: 1% }ECHL.-\{«!HV}SIO of fact tmdc by Gpposer 1 S L hm- apd fouy i
wition period. Thus, 1 s clear that these two extension reguests were based on uniruths and w

ST the improper puapose of oblatnioy o beneiit frum the Board o wilieh opposer was aot entiil

s of Crvil Frocedure states, in perinent part, as follows:

tb} Ru; uwem‘a\s(sm te {eurt, By presenting fo the cowrt Owhether by signing, filing, sshaitoor. or ey
vritten motion, or other papet, an aftomey or L*i}l'ﬂ"pl cactifed party s certifving
tiat w wrson's knowledge, information, and belief, formed after an :mguiry reasonable

ungder the s i'\iiﬂ'hsi;nk."_a,-w

Foas to harass oF To cause o

_mun;

that ,‘suhdi'\'i -

{e} Sanctions. I after patice and a reasonable opporiunity fo v oot determines
B (b3 has been violated, the cowrtraay, subject to the conditins stated below, napose ar appropaaie
sanchon npen the . L parties that have violated subdivinion (b or are responsible for the v Lmsm

1) How Tastiated. ..

{B) On { our £'s Indflative. Qo 43 own inalive, the cowt may enter an order descrbing
ceonduct tha appears t viofate sebdivision P¥8E (B and dieccting {a} - pasty
s wihy i has sol violated subdivision (b)) with respect therew,

The qucsted wmvi;s‘-(sm of Federal Rule 11 apply o pleadings. mouons. and other papers Dled in intor partes pro-
pevdings hefore the Board, See Trademark Rule 2.1 164a) and anthorities cited in TRBMP & 32901, Marcover, 1o consid-
ering whetlier !:i]s;‘ condunt of & party relating to the ling of o potice ol opy vn\limn 18 sancionable, eiber nuder Rule 1)
or the Board's intierent authonty, the }m.ud vl conader not anly the potice of opposifion fself, hut also the requests o

extend the Hme ke uppose, which obvionsly uifect the tpwehess of the notice of opposiiion. n¥

i'x:% fhe Bupreme Cowt has held that bad faith {5 not himited w instances o whicha mmn-'
1o course of Hugation may absa constitnte had fath, Mol v Cole o
1) JEiT ";
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+h the Board docs nes mipose monctary :a,ncticm\ or award aftorueys
0 enter other appropriats [*97 sanctions, up fo nad jucloding the
;2. bioday and suthorities cited n TEMP & 22901 Hihe Board Gids that &

fe 11 e _’xu-zir»'i DRy HHPOSe 40 appmmmu sagetion, Sw-‘ f’cci O 5’. P, and Grans Foad, Tne
Al dne, 338 USPQ 616 (TT » i dues notdisplace Llh Hoard's

Bocty o sanction ni faith LL:!;L: RN AR i3

CAriig i e L.»

s

. 5 CEmised N /
3681345 12d Cir *)W; ctling Claafers, Y a9 \ court's -
e *c-m«n it Matens front the very nature of couwrts and thetr peed e be able to maoage Hrir
wy achueve the orderly and expeditious disposition of the cases."}

herent

srvets albl

g‘mj

L2620 and 212708, and T

zes o Lhtumg a Rule T sanction is to deter further wrotigdaing, See w horiles cols

sd /"v ocedire, Civib Zd § 1336 (12000 2000 supplement). The Board has
ations wud pay consider any measure Ll‘ﬁ‘ii“ﬂt‘d 1 Serve 1S pLIpose.

o, MPLISPON T {UTAR 90 authurities disvossad i

ig Hie Board 'y e wilNing Workiond: The Creative

-inmis‘:*i‘f
M;H\i

.
ol
L'(:i‘”(ﬁﬂ v f‘v' M

{ : NS T L S
’“) anctiosin 88 Tradesiarg Rep. 43

These principles are cgually applicable when the Board employs it & En rend suthority to sanction had-faith con-

1
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