IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

T
In the matter of App

Published in the Official Gazette on December 24, 2002 |N

) 11-25-2003
REMINGTON CORPORATION, L.L.C,, ) U5 patent & TMOTG/TM Mail Rept Dt #22
Opposer, %
v. % Opposition No. 91155974
DESAIP, LLC, %
Applicant. ;
)

ANSWER TO AMENDED NOTICE OF OPPOSITION

COMES NOW Applicant DESA 1P, LLC, assignee of the original applicant, DESA
International, Inc. (“Applicant”), by and through undersigned counsel, pursuant to 37 C.F.R. §
2.106, hereby answers the Amended Notice of Opposition filed in this matter by Remington
Corporation, L.L.C. (“Opposer™), as follows:

1. Applicant is without knowledge or information sufficient to form a belief as to the
truth or falsity of the allegations contained in paragraph 1 of the Amended Notice of Opposition,
and on that basis denies such allegations.

2. Applicant denies the allegation that Opposer owns U.S. Reg. No. 1,331,758.
Applicant is without knowledge or information sufficient to form a belief as to the truth or falsity
of the remaining allegations contained in paragraph 2 of the Amended Notice of Opposition, and
on that basis denies such allegations.

3. Applicant denies the allegations contained in paragraph 3 of the Amended Notice

of Opposition.




4. Applicant denies the allegations contained in paragraph 4 of the Amended Notice

of Opposition.

5. Applicant denies the allegations contained in paragraph 5 of the Amended Notice
of Opposition.

6. Applicant denies the allegations contained in the second numbered paragraph 5 of
the Amended Notice of Opposition.

7. Applicant admits that DESA Industries, Inc. entered into two Agreements with
Remington Arms Company, Inc. in 1969 (the “1969 Agreements”), which agreements speak for
themselves. Applicant denies the remaining allegations contained in paragraph 6 of the
Amended Notice of Opposition.

8. Applicant denies the allegations contained in paragraph 7 of the Amended Notice
of Opposition.

9. Applicant denies the allegations contained in paragraph 8 of the Amended Notice
of Opposition.

10.  Applicant denies the allegations contained in paragraph 9 of the Amended Notice
of Opposition.

Request for Relief

The remaining allegations are prayers for relief that do not require an admission or denial
by Applicant. To the extent a response is required, the allegations are denied. Unless
specifically admitted herein, all allegations are denied. Applicant further denies that Opposer is

entitled to any relief, including the relief requested in the Amended Notice of Opposition.




AFFIRMATIVE DEFENSES

First Affirmative Defense
Opposer fails to state a claim upon which relief can be granted.
Second Affirmative Defense
Thére is no likelihood of confusion between Opposer’s and Applicant’s trademarks.
Third Affirmative Defense
Applicant is not a party to, nor is otherwise bound by, the 1969 Agreements.
Fourth Affirmative Defense
Applicant acquired trademark registrations for the mark REMINGTON free and clear
pursuant to an asset sale conducted under 11 U.S.C. § 363 of the Bankruptcy Code and as
confirmed by the Sale Order entered by the United States Bankruptcy Court for the District of
Delaware dated December 12, 2002 (the “Sale Order”), in the matter of In re DESA Holdings
Corporation, et. al., Case No. 02-11672 (PJW).
Fifth Affirmative Defense
Opposer’s claims are barred by Paragraph 10 of the Sale Order.
Sixth Affirmative Defense
Opposer’s claims are barred by Paragraph 15 of the Sale Order.
Seventh Affirmative Defense
Opposer is not a party to nor otherwise has standing to enforce the 1969 Agreements.
Eighth Affirmative Defense
Applicant’s Mark, Serial No. 76/321,834, falls within the natural zone of expansion of its

incontestable registrations for the mark REMINGTON.




Ninth Affirmative Defense
Opposer’s claims are barred by the doctrine of estoppel.
Tenth Affirmative Defense
Opposer’s claims are barred by the doctrine of waiver.
Eleventh Affirmative Defense
Opposer’s claims are barred by the doctrine of laches.
WHEREFORE, having fully answered, Applicant DESA IP, LLC prays for judgment
against Remington Corporation, L.L.C., dismissing its Amended Notice of Opposition with
prejudice, and awarding Applicant such other and further relief as the Board deems just and

equitable.

Dated: November 24,2003 Respectfully submitted,

GREENBERG TRAURIG, LLP

By: £ ‘/\/L\
Steven J. Wadyka, Jr.

Janet Shih Hajek

1750 Tysons Boulevard, Suite 1200
McLean, Virginia 22102

(703) 749-1300

Attorneys for Applicant
DESA IP, LLC




CERTIFICATE OF SERVICE

I hereby certify that on November 24, 2003, a copy of the foregoing was served by First
Class Mail, postage prepaid, on the following:

Elisabeth A. Langworthy
Sutherland Asbill & Brennan LLP
1275 Pennsylvania Avenue, N.W.
Washington, D.C. 20004-2415

Attorney for Opposer
Remington Corporation, L.L.C.

WTCO-srv01\159895v01




ol [ THA

ATTORNETYS

[HAUR

STEVEN J. WADYKA, JR. DIRECT: (703) 749-1307
EMAIL: WADYKAS@GTLAW.COM

- REENDE
|

November 24, 2003

Attorney Docket No. 61467.010400

VIA EXPRESS MAIL l -

BOX TTAB

Assistant Commissioner for Trademarks 11-25-2003

2900 Crystal Drive ' U.S. Patent & TMOfc/TM Mail Rept Dt. #22

Arlington, Virginia 22202-3513
Sir:

Submitted herewith is an Answer to the Notice of Opposition for Opposition No.
91155974, Remington Corporation, L.L.C. v. DESA IP, LLC, assignee of the original applicant,
DESA International, Inc.

Please direct all correspondence to Steven J. Wadyka, Jr., Esq, Greenberg Traurig, LLP,
1750 Tysons Blvd., Suite 1200, McLean, Virginia 22102.

If any fees are required in connection with the filing of this document, please charge
Deposit Account No. 50-0653. '

\ . | Respectfully submitted,
| hereby certify that this correspondence is being

deposited with the United States Postal Service with
sufficient postage as First Class Mail in an envelope to:
Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, Virginia 22202-3514

Steven J. Wadyka, Jr., Esq.

0 NeP e, 2+, 2903 Janet Shih Hajek, Esq.
. M . Greenberg Traurig, LLP

by l&_’g u QZ Y, 1750 Tysons Boulevard, Suite 1200
SIGNATURE McLean, Virginia 22102

(703) 749-1300
cc: DESAIP, LLC

GREENBERG TRAURIG, LLP
1750 TYsoNs BOULEVARD SUITE 1200. McLEAN, VIRGINIA 22102
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