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08-27-2003 HE UNITED STATES PATENT AND TRADEMARK OFFICE
. Patnta TworoTw i Aeptot. 7 FORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 75/769765
Filed August 6, 1999
For the Mark KRYTON (+DESIGN)
Published in the Official Gazette of July 30, 2002

DIMC, Inc. )

Opposer, )

v ) .
VS. ) Opposition No.
)

Kryton Holdings Inc. )

Applicant. )
BOX TTAB FEE
Commissioner for Trademarks |
2900 Crystal Drive '
Arlington, VA 22202-3513

NOTICE OF OPPOSITION

Dear Sir/Madam:

In the matter of the application for registration of "KRYTON (+DESIGN)" by Kryton
Holdings Inc. of Vancouver, British Columbia, Canada, on the Principal Register of the
Trademark Act of 1946, as a trademark for "concrete admixtures for use with cement
compounds" in International Class 1 (Prior U.S. Classes 1, 5, 6, 10, 26 and 46) and “interior and
exterior paint; surface coatings in the nature of radiation barrier coatings, anti-microbial paints
and a sealer coating for use in waterproofing concrete; rust proofing in the nature of coating for
use on metal” in International Class 2 (Prior U.S. Classes 6, 11 and 16) and “all purpose
industrial, household and commercial cleaners; cleaning preparations, namely, grease, grime and
stain removers for use on all porous and non-porous surfaces, cement finished surfaces, rock
work, painted surfaces, machinery, equipment, flooring, carpeting, furniture, upholstery, large
and small applicances” in Interantional Class 3 (Prior U.S. Classes 1, 4, 6, 50, 51 and 52) and
“grout” in International Class 19 (Prior U.S. Classes 1, 12, 33 and 50), DIMC Inc., a corporation

organized and doing business under the laws of the State of Delaware, having its principal office
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at 300 Delaware Avenue, Wilmington, Delaware 19801, believes it will be damaged by
registration of said mark and, therefore, opposes Applicant's registration.

As grounds for this Opposition, Opposer respectfully alleges the following:

1. Opposer is the owner of the U.S. Trademark Registration Nos. 2,390,023 issued
September 26, 2000, 1,997,128 issued August 27, 1996; 1,185,816 issued January 12, 1982;
764,074 issued January 28, 1964; 763,740 issued January 28, 1964; 764,130 issued February 4,
1964, 760,891 issued December 3, 1963; 763,772 issued January 28, 1964; 765,355 issued
February 25, 1964; and 523,078 issued March 28, 1950, all for the mark KRYLON.

2. For several years, and long prior to the August 6, 1999, the filing date of the
Application herein opposed, Opposer, its licensees, and its predecessors-in-interest have used the
KRYLON trademarks continuously in interstate commerce for a wide range of goods.

3. During the long, widespread and continuous use of its KRYLON marks in
connection with the promotion of products, Opposer, its licensees, and its predecessors-in-
interest have expended considerable time, effort and money in the advertisement, promotion and
sale of products promoted in conjunction with the KRYLON marks. As a result, the KRYLON
mark embodies great and valuable goodwill exclusively belonging to Opposer.

4, The trademark proposed for registration by the Applicant, namely KRYTON
(+DESIGN), so nearly resembles the Opposer’s mark as to be likely to be confused therewith
and mistaken therefor. The Applicant’s mark is deceptively similar to Opposer’s mark so as to
cause confusion and lead to deception as to the origin of Applicant’s goods bearing the
Applicant’s mark.

5. KRYLON is a famous mark and registration of KRYTON (+DESIGN) by
Applicant will lessen the capacity of KRYLON to identify and distinguish the goods and services
of Opposer, diluting the distinctive quality of Opposer’s KRYLON mark. (15 U.S.C. § 1063(a))

6. If the Applicant is permitted to use and register its mark, Opposer's goodwill will
be damaged because of the strong likelihood of confusion that will result in the minds of the
consumer purchasing Applicant's goods that they originated with, or were endorsed by, or
affiliated with, or are sponsored by the Opposer.

7. Registration should, therefore, be refused pursuant to Section 2(d) of the
Trademark Act of 1946, as amended (15 U.S.C. § 1052(d)), on the grounds that Applicant’s
KRYTON (+DESIGN) mark so resembles Opposer’s KRYLON mark as to cause confusion,
mistake and/or deception, all to the damage of Opposer.
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8. Registration should also be refused pursuant to the Federal Trademark Dilution
Act under 15 U.S.C. § 1063(a), on the grounds that Applicant’s KRYTON (+DESIGN) mark
dilutes the distinctive quality of Opposer’s KRYLON mark.

For these reasons and other reasons, Opposer believes that it would be materially
damaged if Applicant's mark was registered and, therefore, prays that registration of the mark
KRYTON (+DESIGN) be refused and that this Opposition be sustained. A duplicate of this
NOTICE OF OPPOSITION is enclosed.

The fee in the amount of $800.00 should be charged to Deposit Account No. 19-2025, as
well as any additional fees, and any overpayments should be credited to the same Deposit
Account No. 19-2025. Two copies of a letter authorizing these charges is enclosed herewith.

All correspondence in connection with this matter should be mailed to:

Vivien Y. Tsang, Esq.

¢/o The Sherwin- Williams Company
101 Prospect Avenue, NW

1100 Midland Bldg. - Legal Dept.
Cleveland, OH 44115-1075

phone: (216) 566-2487

Dated this 27" day of March, 2003.

Respectfully submitted,
DIMC, IN

By /sy
Vivi . Tsang
Reg. No. 40,209
Attorney for Opposer

March 27, 2003

c/o The Sherwin-Williams Company
101 Prospect Avenue, NW

1100 Midland Bldg. - Legal Dept.
Cleveland, OH 44115-1075

Phone: (216) 566-2487

Fax: (216) 515-4400

Email: Legal IP@sherwin.com
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. DIMC, Inc. )
Opposer, )
)
VS. ) Opposition No.
)
Kryton Holdings Inc. )
Applicant. )
BOX TTAB FEE
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513
LETTER

Dear Sir/Madam:

Enclosed please find an original and one photocopy of a NOTICE OF OPPOSITION against the
registration of Trademark Application Serial No. 75/769765. Please charge the $800 fee to Deposit
Account No. 19-2025. Any additional fees or overpayments may also be charged or credited to Deposit
Account No. 19-2025. A duplicate copy of this authorization is enclosed.

Respectfully submitted,

DIMC, INC.

ivi . Tsang¢Reg. No. 40,209
Attorney for oser

March 27, 2003

c/o The Sherwin-Williams Company
101 Prospect Avenue, NW

1100 Midland Bldg. — Legal Dept.
Cleveland, OH 44115-1075

Phone: (216) 566-2487

Fax: (216) 515-4400

Legal IP@sherwin.com
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