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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE -+
BEFORE THE TRIAL AND APPEAL BOARD

S-B POWER TOOL CORPORATION,

Opposer,

V. Opposition No. 155,458

MILWAUKEE ELECTRIC TOOL
CORPORATION,

O UL O3 LOR LR LN LON LON O LOn

Applicant.

ANSWER TO NOTICE OF OPPOSITION

BOX TTAB
NO FEE
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513
Applicant, Milwaukee Electric Tool Corporation (“Milwaukee”), hereby answers

the Notice of Opposition filed by S-B Power Tool Company (“Opposer”) as follows:

1.  Milwaukee admits that Opposer is engaged in the manufacture, advertising

and sale of electric power tools. Milwaukee lacks knowledge or information sufficient
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to form a belief as to the truth of the remaining allegations contained in Paragraph 1 of

the Notice of Opposition and therefore denies them.

2. Milwaukee admits the allegations contained in Paragraph 2 of the Notice

of Opposition.

3.  Milwaukee objects to the allegations of Paragraph 3 as being either
ambiguous or not relevant. Milwaukee is not seeking exclusive rights with regard to
every possible use of the combination of the colors red, gray and black, and the fact that
others may have used the “colors red, gray and black as ornamentation on electric
power tools” without reference to the proportional use of such colors, or the overall
commercial impression created by such use, or the channels of trade in which such use
was allegedly made is of little to no relevance. Without waiving the above objection,
Milwaukee admits that other manufacturers may have made incidental, ornamental use
of the colors red, gray and/or black on electric power tools, however, MilWaukee denies
that such incidental ornamentation provides grounds for opposing the registration of the

mark at issue here.

4.  Milwaukee admits that Opposer is engaged in the manufacture, advertising
and sale of electric power tools. Milwaukee lacks knowledge or information sufficient
to form a belief as to the truth of the remaining allegations contained in Paragraph 4 of

the Notice of Opposition and therefore denies them.

5.  Milwaukee admits that correspondence was exchanged between

representatives of Atlas Copco, Applicant’s corporate parent, and' Robert Bosch
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Corporation, Opposer’s corporate parent. Milwaukee asserts that the correspondence

speaks for itself.

6. Milwaukee objects to the allegations of Paragraph 6 as being either
ambiguous or not relevant. Milwaukee is not seeking exclusive rights with regard to
every possible use of the combination of the colors red, gray and black, and the fact that
others may have “used these colors as ornamentation on electric power tools” without
reference to the proportional use of such colors, or the overall commercfal impression
created by such use, or the channels of trade in which such use was allegedly made is of
little to no relevance. To the extent that the allegations relate to the use in Milwaukee’s
channels of trade of red, gray and black in proportions that create a sufﬁéiently similar
overall commercial impression to the trademark of the present application as to be
likely to cause confusion, Milwaukee denies that its use of its mark: has not been
substantially exclusive. To the extent that the allegations do not relate fo a trade dress
or trademark having such a sufficiently similar overall commercial impression, then
such allegations are not relevant to these proceedings. Without waiving the above
objections, Milwaukee admits that other manufacturers may have m"ade incidental,
ornamental use of the colors red, gray and/or black on electric power tools, however,
Milwaukee denies that an ambiguous and vague reference to such incidental
ornamentation is relevant to the inquiry at issue here, and denies that such omamental
use is grounds for opposing the registration of the mark at issue here. Milwaukee
expressly denies the inference that it is not the senior user of the trademark at issue here
for electric power tools sold in retail stores, through internet retailers, catalog

distributors, industrial and construction distributors, and in hardware and home
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improvement centers, and expressly avers that the trademark that is the subject of the

present application does serve as a trademark for Milwaukee.

7. With regard to the allegations contained in Paragraph 7 of the Notice of
Opposition, Milwaukee objects to the allegations as either ambiguous or not relevant.
To the extent that the allegations relate to the use in Milwaukee’s channels of trade of
red, gray and black in proportions that create a sufficiently similar overall commercial
impression to the trademark of the present application as to be likely to cause
confusion, Milwaukee denies the allegations that “the colors red, gray and black do not
serve as a trademark for ... applicant,” and further denies the allegation qlat “the colors
red, gray and black ... serve as ornamentation” on goods sold by Milwéukee. To the
extent that the allegations do not relate to a trade dress or trademark having such a
sufficiently similar overall commercial impression, such allegations arfé not relevant.

Milwaukee specifically denies the inference that the mark that is the, subject of the

‘present application does not serve as a trademark for Milwaukee. Milwaukee lacks

knowledge or information sufficient to form a belief as to the truth of the remaining
allegations contained in Paragraph 7 of the Notice of Opposition and therefore denies

them.

8. Milwaukee admits on present information and belief that it began using
the particular trademark that is the subject of the present application in connection with
the particular goods specified in the present application at least as early as November
12, 1976, the date of first use claimed in the present application. Howfever, Milwaukee
has made extensive use of its distinctive predominantly red with gray and/or black

accent trade dress for its tools for over thirty years.
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9.  Milwaukee admits that Opposer and others are entitled to use the colors
red, gray and/or black in connection with electric power tools so long as such use is not
confusingly similar to Milwaukee’s trademarks as to be likely to cause confusion.
J Milwaukee denies that registration of the present application would be inconsistent with

any rights of Opposer or any third party.

10. Except as expressly admitted herein, Milwaukee denies each and every

allegation in the Notice of Opposition

AFFIRMATIVE DEFENSE

11.  Opposer has failed to state a claim for which relief can be granted.

WHEREFORE, Milwaukee requests that the opposition be dismissed and that its

application be passed on to registration.

Respectfully submitted,

Jane A. O’Connell

Thompson & Knight L.L.P. Attorneys for Applicant
98 San Jacinto Boulevard

Suite 1200

Austin, Texas 78701

Telephone: (512) 469-6100

Facsimile: (512) 469-6180

Date:  April 16, 2003
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing Answer to Notice of
Opposition in Opposition No. 155,458 was served by First Class U.S. Mail, to the
attorney for Opposer, Raymond 1. Geraldson, Jr., Pattishall, McAuliffe, Newbury,

Hilliard & Geraldson, 311 South Wacker Drive, Suite 5000, Chicago, IL 60606, on this

the 16™ day of April, 2003.
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